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Page  70,  2d  line  from  bottom,  after  '^touching '^  inaert  '^  the ^' 

^^    120,  3d  line  from  bottom,  ffxc  "imperious"  read  "injmiouB" 

"    144, 18th  line  from  bottom,  for  "  in  "  read  "  on  " 
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*"    408, 12th  line  from  bottom,  for  **aroi^id-corded"  read  **a  round- 
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485, 14th  line  from  bottom,  for  ** preferable  "  read  **  possible" 

448,  8th  line  from  bottom,  for  **  proceedings  "  read  **  proceeding  " 

479,  5th  line,  for  **  1860  "  read  **  1870  " 

481, 18th  line  from  bottom,  for  ** gauge"  read  **gang" 

488,  line  1,  for  "gauge  "  read  "gang" 

602,  Une  8,  1st  column,  for  "  1860  "  read  "  1870  " 
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Errata  in  this  Volwnte. 

Page  40,  line  11,  for  "providing"  read  "provided" 
"    178,  line  6  of  syllabus,  for  "  P  "  read  *^  B  " 
"    861,  line  6  from  bottom,  for  "  debtor  "  read  "  other  creditors  "" 
"    884,  line  8  from  bottom,  for  "  on  "  read  "  in  " 
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ThK!  StKAU   CmTBB  COUPAKT 

V9. 

« 

Chable8  Sheldon  aitd  othebs.    In  Equitt. 

W^  the  patentee  of  a  machine  for  qoarrying  stGne,  asrigned  his  patent  to  C. 
Before  that,  W.  had  made  a  written  agreement  with  S.,  transferring  to  S.,  and 
his  assigns,  *'  the  right  to  use  the  patented  invention,  to  the  extent  of  one 
machme,"  in  the  quarry  of  S.,  "  and  in  no  other  place,"  to  the  fall  end  of  the 
term  of  the  patent,  and  farther  agreeing,  that  S.  should  Iwre  the  privilege  of 
using  additional  machines,  in  such  quarry,  and  not  elsewhere,  on  making  cer- 
tain specified  gross  payments  to  W.  The  agreement  further  provided,  that  W. 
should  superintend  the  construction  of  at  least  one  machine,  and  he  compen- 
sated therefor  hy  S.,  for  days'  lahor,  S.  to  pay  for  constructing  the  machine. 
One  machine  was  built,  and  paid  for  by  S.,  and  put  to  work  in  the  quarry  of 
8.  S.  used  it  for  a  time  and  then  ceased,  for  more  than  two  years,  to  use  i1^ 
huty  during  the  interval,  repaired  it  During  the  same  interval,  it  was  used 
by  R.,  in  a  different  quarry,  with  the  knowledge  of  S.  Afterwards,  S.  put 
Into  use,  in  his  quarry,  five  machines  got  up  by  one  L.  C.  notified  S.  tbat  the 
machines  of  L.  infringed  the  patent  of  W.  8.  had  taken  from  L.  an  agree- 
ment by  L.  to  defend  the  machines  of  L.  against  claims  under  the  patent  of 
W.  8.,  after  this  suit  was  brought,  tendered  to  C.  and  to  W.  money,  as  and 
for  the  payment  for  the  right  to  U8e.five  additional  machines,  under  the  agree- 
ment with  W.    Hddt 

rou  X.— 1. 


2  VERMONT, 


The  Steam  Ontter  Company  v.  Sheldon. 


(1.)  That  S.  acquired,  by  the  agreement  with  W.,  the  right  to  mann£actare,  as 
well  as  the  right  to  use,  the  machinee  mentioned  in  it,  sabject  to  its  con- 
ditions; 

(2.)  That  S.  acquired  the  right  to  repair  and  rebuild  the  one  machine,  so  as  to 
haye  and  keep  in  use  one  machine,  in  his  qoarry,  during  the  life  of  the 
patent ; 

(8.)  That  S.  was  liable  for  the  profits  from  the  use  of  the  one  machine  by  R., 
and  for  the  damages  thereby  sustained  by  0. ; 

(4.)  That  S.  did  not  forfeit  his  rights  in  respect  to  the  one  maehine,  by  allowing 
it  to  be  used  by  R.,  in  another  quarry; 

(6.)  That  S.  was  a  naked  infringer  in  using  the  five  machines  of  L.,  and  could 
not  defeat  the  right  of  G.  to  reooyer  in  this  suit,  in  respect  of  such  use,  by  the 
tender  aboye  mentioned ; 

(6.)  That  S.  had  abandoned  and  forfeited  all  right,  under  the  agreement  with  W,, 
in  respect  of  any  additional  machines,  beyond  the  one  machine ; 

{*!,)  That  3.  must  be  enjoined  from  using  any  but  the  one  machine  first  put  into 
use,  and  be  decreed  to  pay  aU  profits  made  by  him  by  the  use  of  the  fiye  ma- 
chines, or  by  the  use  of  the  one  machine  by  R.,  and  all  damages  sustained  by 
C.  firom  both  of  such  users. 

(Before  Woodruff  and  Smallbt,  JJ.,  Vermont,  March  25th,  1872.) 

Woodruff,  J.  This  is  a  snit  in  eqnity  brought  to  restrain 
the  defendants  from  infringing  certain  patents,  for  a  stone 
channelling  machine,  and  machinery  for  cutting  and  quarry- 
ing stone  and  marble,  issued  to  George  J.  Wardwell,  patentee, 
and  reissues  granted  to  the  complainants,  his  assignees,  and 
praying  for  a  discovery  and  an  account  of  the  gains  and  profits 
accrued  to  the  defendants  from  alleged  past  infringements,  and 
for  damages.  Although  the  answer  of  the  defendants  put  in 
issue  the  novelty  of  the  alleged  inventions  and  the  exclusive 
title  of  the  complainants,  and  denied  that  the  alleged  infring- 
ing machines  used  by  them  (which  were  niade  by  the  Wind- 
sor Manufacturing  Company,  and  were  called  Lamson  ma- 
chines) were  a  violation  of  the  rights  of  the  complainants, 
and  some  testimony  was  comprised  in  the  proofs,  bearing  on 
those  questions,  neither  of  these  denials  was  insisted  upon 
when  the  cause  was  brought  to  a  hearing.  The  decision  of 
this  Court  in  I%e  Steam  Cutter  Company  v.  27i^  Windsor 
JUanufacturing  Company  and  Eienezer  G,  Zameony  which 
affirmed  the  validity  of  the  patents,  and  that  the  like  ma- 
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chines  were  infringementB,  was  accepted  by  the  defendants' 
counsel,  and  the  defence  was  rested  solely  on  the  agreement 
made  by  the  defendants,  on  the  Ist  of  June,  1864,  with  the 
patentee,  "Wardwell,  to  be  presently  mentioned,  and  the  acts 
and  rights  of  the  defendants  ander  that  agreement. 

This  agreement  was  made  before  the  assignment  by  Ward- 
well  to  the  complainants,  and  it  recited,  that  Wardwell  had 
obtained  letters  patent  for  certain  improvements  in  machines 
for  cutting  stone,  and  that  Sheldons  &  Slason  were  desirous 
of  obtaining  an  interest  therein ;  and  the  agreement  wit- 
nessed, that,  in  consideration  of  one  thousand  dollars  paid  by 
the  defendants,  the  said  Wardwell  assigned,  transferred,  and 
set  over  to  the  said  Sheldons  &  Slason,  their  heirs,  executors 
and  assigns,  ^'the  right  to  use  the  said  patented  invention,  to 
the  extent  of  one  machine,  in  their  quarries  at  West  Rutland, 
and  in  no  other  place  or  places,  *  *  »  the  same  to  be 
had  and  held  by  the  said  Sheldons  &  Slason,  for  their  use 
and  behoof,  and  for  the  use  and  behoof  of  their  heirs, 
executors  and  assigns,  to  the  fiill  end  of  the  term  for 
which  said  letters  patent  are  or  may  be  granted."  Ward- 
well  further  agreed,  that  the  said  Sheldons  &  Slason,  their 
heirs,  &c.,  should  have  the  privilege  of  using  all  im- 
provements that  he  might  add  to  said  patented  machine, 
the  same  to  be  applied  and  used  on  the  said  machine, 
in  their  quarries  at  West  Rutland,  and  in  no  other  place  or 
places.  The  instrument  then  provided:  "And  I  further 
agree  to  and  with  the  said  Sheldons  &  Slason,  their  heirs, 
executors  and  assigns,  that  they  shall  have  the  privilege  of 
using  additional  machines,  upon  the  conditions  hereinafter 
mentioned,  to  vrit,  one  additional  machine  upon  the  payment 
of  two  hundred  and  fifty  dollars,  a  second  additional  machine 
upon  the  payment  of  two  hundred  dollars,  a  third  additional 
machine  upon  the  payment  of  one  hundred  and  fifty  dollars, 
a  fourth  additional  machine  upon  the  payment  of  one  hun- 
dred dollars,  a  fifth  additional  machine  upon  the  payment  of 
fifty  dollars,  and,  upon  the  further  payment  of  fifty  dollars, 
any  number  of  machines  more  than  six  ;  all  of  the  above  ma- 
chines to  be  used  on  the  quarry  property  now  owned  by  the 
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said  Sheldons  &  Slason,  at  said  West  Butland,  and  in  no 
other  place  or  places.  I  farther  agree  to  and  with  the  said 
Sheldons  &  Slason,  their  heirs,  executors  and  assigns,  that 
they  shall  have  the  privilege  of  nsing,  on  the  above-named 
machines,  all  the  improvements  that  I,  Greorge  J.  Wardwell, 
may  add  to  said  patented  machine."  Immediately  before  the 
execution  of  the  foregoing,  and  in  pursuance  of  the  negotia- 
tion which  followed  the  perusal  thereof  by  the  defendants,  and 
at  their  instance  and  requirement,  the  following  supplemental 
agreement  was  prepared,  and  the  two  werp  simultaneously  de- 
livered, that  is  to  say :  "  Whereas,  I  have  this  day  sold 
Sheldons  &  Slason  the  right  to  use  machines  for  cutting 
stone  upon  their  quarries,  now  opened  or  hereafter  to  be  opened 
upon  their  quarry  property  in  West  Butland — for  ftill  explan- 
ation, see  sale  of  right,  as  executed  this  day — ^and  it  is  further 
understood,  that  I  am  to  superintend  the  construction  of  at 
least  one  of  the  machines,  in  the  best  manner  and  at  the 
cheapest  possible  way,  the  said  Sheldons  &  Slason  to  pay  for 
construction  of  same.  I  farther  agree  to  attend  to  starting  of 
the  machine  upon  their  north  quarry,  so  called,  superintend- 
ing the  same  until  fairly  and  successfully  at  work,  S.  &  S. 
to  pay  my  board  while  attending  to  the  same,  and,  also,  a 
fair  compensation  per  day,  for  each  day's  labor."  The  one 
thousand  dollars  stipulated  in  the  agreement  was  paid  by  the 
defendants,  and,  immediately  thereafter,  Wardwell  recom- 
mended the  procurement  of  the  first  machine  at  a  machine 
shop  in  St.  Johnflbury,  with  the  proprietors  of  which  he  had 
previously  had  some  negotiations  in  relation  to  the  construc- 
tion of  machines,  and  a  stipulation  as  to  the  terms  on  which 
they  would  build  them.  A  machine  was  there  built,  the  bill 
therefor  was  rendered  by  the  machinist  to  Wardwell,  the  bill 
was  paid  by  the  defendants,  and  the  machine  was  put  in 
operation  at  the  defendants'  quarry  in  the  fall  of  1864  or  the 
spring  of  1865,  the  defendants,  through  Wardwell,  procuring 
from  Boston  an  engine  wherewith  to  operate  the  machine.  It 
was  used  fpr  a  short  time,  in  cutting  one  cut  or  channel  of 
about  forty  feet  in  length,  and  was  then  removed  by  the  de- 
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fendants,  under  a  conviction,  that,  in  that  quany,  it  coald  not 
be  used  to  advantage,  and  it  was  not  again  used  by  them  until 
flie  summer  or  fall  of  1867,  but  repairs  were  made,  and  some 
new  parts  were  substituted  for  old.  During  the  year  1866, 
or  in  that  year  and  early  in  1867,  as  appeared  in  evidence, 
this  machine  was  used,  in  a  neighboring  quarry,  by  the  Rut- 
land Marble  Company,  but,  except  by  the  fact  of  such  use, 
and  that  the  firm  was  aware  of  that  fact,  it  did  not  appear 
that  it  was  by  the  consent  of  the  defendants,  nor  did  it  ap-- 
pear  that  they  received  any  compensation  therefor.  Mean- 
time, Ebenezer  G.  Lamson, -{claiming  to  be  the  inventor,)  and 
the  "Windsor  Manufacturing  Company,  had  begun,  and  were 
carrying  on,  the  manufacture  of  the  infringing  machines, 
called,  in  the  litigation,  the  Lamson  machines,  and,  in  the 
summer  or  fall  of  1867,  and  thereafter,  the  defendants  pur- 
chased, and  put  in  operation,  in  their  quarries,  five  of  such 
machines.  They  were,  at  or  about  the  same  time,  notified, 
on  behalf  of  the  complainants,  that  such  machines  were  in- 
fringements of  the  Ward  well  patents.  They  were  forbidden 
to  use  them,  and  were  apprised  that  the  complainants  would 
institute  legal  proceedings,  to  restrain  any  wilfiil  and  persistent 
violation  of  their  rights  under  the  said  patents,  and  to  recover 
damages  therefor.  To  meet  the  exigency  thus  suggested,  the 
defendants  had  already  fortified  themselves,  by  taking  from 
the  said  Lamson  and  the  Windsor  Manufacturing  Company, 
contemporaneously  with  their  purchase,  a  special  agreement, 
by  which  the  parties  last  named  agreed  to  defend  the  machine 
and  apparatus  sold  by  them,  and  fully  protect  the  said  Shel- 
dons  &  Slason  in  the  use  and  enjoyment  of  all  so  by  them 
purchased,  and,  in  case  of  any  litigation  involving  the  said 
Sheldons  &  Slason  for  such  use,  to  assume  the  litigation,  and 
pay  all  damages  and  costs  to  which  Sheldons  &  Slason  might 
be  subjected,  and  save  them  whole  and  harmless,  and,  in  case 
of  final  adjudication  against  the  right,  then  to  take  back  the 
machines  and  rights  granted,  and  repay  the  consideration,  or 
80  much  thereof  as  should  be  just,  equitable  and  sufiicient  to 
make  them  whole  in  the  premises.    Thus  fortified,  the  de- 
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fendants,  disregarding  the  notice  from  the  complainants,  per- 
sisted in  the  use  of  the  Lamson  machines.  The  complainants 
prosecuted  their  suit  against  Lamson  and  the  Windsor  Manu- 
facturing Company,  and,  in  November,  1870,  commenced  this 
suit  against  the  defendants.  Before  putting  in  their  answer, 
the  defendants,  having  heard  of  the  decision  in  the  suit  against 
their  vendors,  on  the  9th  of  December,  1870,  tendered,  un- 
conditionally, to  the  complainants,  and  also  to  the  said  Ward- 
well,  the  sum  of  nine  hundred  dollars,  "  on  account  of  their 
contract  with  the  said  Wardwell,"  which  tender  is  set  up,  in 
the  answer,  as  covering  the  amount  which,  by  the  terms  of  the 
agreement  above  stated,  the  defendants  were  to  pay  to  entitle 
them  to  the  use  of  five  additional  machines,  and,  also,  interest 
thereon  from  the  time  such  use  was  begun. 

Upon  these  facts,  the  claims  of  the  parties  arise,  which  were 
urged  on  the  hearing.  If  there  are  any  others  which  seem  to 
us  material,  they  will  be  adverted  to  in  disposing  of  the  case. 
The  complainants  insist,  that  the  agreement  between  Ward- 
well  and  the  defendants  conferred  upon  the  latter  only  the 
right  to  use  the  Wardwell  machine  and  the  improvements  he 
might  make  thereon ;  that  such  .right  to  use  was  separate  and 
distinct  from  the  right  to  construct  the  machine  for  the  pur- 
pose of  use,  and  the  agreement  did  not  include  the  latter ; 
that  the  defendants,  therefore,  could  not  procure  machines 
(even  though  they  had  paid  the  money  mentioned  in  the  agree- 
ment) except  from  the  patentee,  or  his  assigns,  or  from  some 
person  authorized  by  him  or  them  to  construct  machines; 
that  the  payment  of  the  sums  specified  was  a  condition  pre- 
cedent to  the  right  of  the  defendants  to  use  any  other  than 
the  first  machine,  which  was  manufactured  under  the  superin- 
tendence of  Wardwell ;  that  the  defendants,  having  paid  for 
that  first  machine,  had  the  right  to  use  that,  but  had  no  right 
themselves  to  repair  it,  or  to  rebuild  it  by  substituting  new 
parts  thereof;  that,  hence,  in  respect  of  the  five  machines  pur- 
chased from  the  Windsor  Manufactming  Company,  the  de- 
fendants are  liable  as  tort-feasors,  infringing  the  rights  of  the 
complainants,  on  two  grounds — ^first,  that  they  had  no  right  to 
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make,  or  procure  to  be  made,  any  machines,  except  by  the 
complainants,  or  by  their  consent  or  license — ^and,  second, 
that,  they  not  having  performed  the  condition  precedent,  by 
the  payment  of  the  snms  stipulated,  they  had  no  right  to  use 
the  additional  machines,  by  whomsoever  made ;  that,  in  re- 
spect of  the  first  machine,  they  are  now  infringers,  because, 
first,  they  have  repaired  and  partially  rebuilt  it,  and,  second, 
they  have  suffered  it  to  be  used  outside  of  their  quarry,  and 
have  so  forfeited  the  license  conferred  by  the  agreement ;  and, 
finally,  that  the  conduct  of  the  defendants,  as  shown  by  the 
evidence,  establishes  an  abandonment  of  the  agreement,  and  a 
forfeiture  of  all  rights  under  it,  in  such  wise,  that  it  constitutes 
no  defence  to  this  suit,  and  the  defendants  could  not,  by  the 
tender  which  they  made,  reinstate  themselves  in  the  position 
they  once  held  under  the  agreement.  The  defendants  main- 
tain the  contrary  of  most  of  these  propositions,  and  insist,  that 
the  agreement  .gave  them  the  right  to  make,  or  cause  to  be 
made,  any  machines,  when  or  where  they  saw  fit;  that  it  gave 
them  the  right  to  repair,  and,  if  necessary,  rebuild,  the  machine 
whidi  was  constructed  under  the  superintendence  of  Ward- 
weU,  and  first  put  in  use ;  that,  although  the  agreement  im- 
ported that,  before  such  making  and  use  of  the  additional 
machines,  they  should  pay  the  sums  specified  therefor,  a  Court 
of  equity  should  not  regard  them  as  having  forfeited  their 
right,  and  subject  them  to  accountability  as  tort-feasors,  but, 
on  payment  of  the  amount  stipulated,  as  already  tendered, 
with  tiie  interest  from  the  time  when  it  ought  to  have  been 
paid,  should  regard  them  as  having  made  the  complainants 
whole  in  the  matter,  and  as,  therefore,  exonerated  from  fur- 
ther liability ;  that  the  use  of  the  one  machine,  by  the  Sut- 
land  Marble  Company,  though  not  warranted  by  the  terms  of 
the  agreement,  was  not  the  act  of  the  defendants ;  that,  al- 
though the  Marble  Company  may  be  liable  therefor,  the 
defendants  are  not ;  and,  especially,  that  such  use  could  not 
operate  to  destroy  the  right  of  the  defendants  to  use  that 
machine  or  the  others. 


d  YBBMONT, 


The  Steam  Cutter  Company  v.  Sheldon. 


Our  conclusions  upon  the  case  are  as  follows : 
1.  We  think  it  dear,  that  the  right  conferred  upon  the 
defendants,  subject  to  the  conditions  of  the  agreement,  was  a 
right  to  construct  and  use  the  machines  therein  mentioned. 
True,  the  patent  granted  to  an  inventor  confers  upon  him  the 
right  to  make,  to  use,  and  to  vend  to  others  to  be  used ;  and 
it  is  possible  for  him,  in  granting  to  others  a  share  in  his  ex- 
clusive right,  to  limit  the  privilege  granted,  as  he  may  see  fit, 
and  it  is,  therefore,  possible  for  him  to  keep  these  privileges 
distinct,  if  he  can  find  persons  willing  to  pay  for  one  without 
the  right  to  enjoy  either  of  the  others.  Each  case,  however, 
must  be  judged  of  as  well  by  the  terms  of  the  grant  of  privi- 
lege, as,  also,  by  the  situation  of  the  parties  or  the  circum- 
stances under  which  they  act.  (  WUsan  v.  StoUey^  4  MoLecmy 
275.)  If  a  party  engaged  exclusively  in  the  construction  of 
machines  of  various  kinds,  for  sale  to  others,  were  to  receive 
a  license  to  manufacture  a  patented  machine,  fbr  a  considera- 
tion presently  paid  to  the  patentee,  a  construction  which 
would  deny  him  all  opportunity  to  make  the  privilege  of  any 
value,  forbidding  his  sale  of  the  machines  when  manufactured, 
should  be  very  clearly  imported  by  the  license,  or  the  Court 
would  hold  that  the  parties  meant  that  he  should  derive  some 
benefit  from  the  license,  and  not  be  left  thereafter  wholly  de- 
pendent on  the  will  of  the  patentee.  On  the  other  hand, 
when  the  patentee,  having  made  machines,  sells  one  with  the 
right  to  use  the  same,  his  grant  may,  with  propriety,  be  lim- 
ited to  the  particular  machine  sold ;  and  it  is,  also,  clear,  that 
such  a  sale  would  (unless  limited  in  terms,  or  by  special  cir- 
cumstances) import  the  right  to  use,  although  not  so  expressed. 
So,  a  sale  of  a  patented  invention  to  a  dealer,  not  for  use,  but 
for  sale  to  others,  would  carry  with  it  the  right,  in  the  ulti- 
mate purchaser,  to  use  the  machine  sold.  Limitations  in  respect 
to  territorial  limits,  extent  of  use,  and  the  like,  may  be,  and, 
in  general,  are,  provided  by  express  terms  or  stipulations. 

In  the  present  case,  it  appears,  by  the  evidence,  that  Ward- 
well,  the  patentee,  was  struggling  with  a  comparatively  untried 
invention,  anxious  to  bring  it  into  use.    The  defendants  were 
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proprietors  of  quarries,  engaged  largely  in  bnsinesB,  and  their 
example  and  their  recommendation  would  be  of  great  service 
in  bringing  his  expensive  machine  before  the  public,  and,  if  it 
proved  valuable,  into  reputation.  To  secure  this  advantage, 
Wardwell,  reciting  that  the  defendants  were  desirous  of  "  ob- 
taining an  interest "  in  his  letters  patent,  in  consideration  of 
one  thousand  dollars  paid  bj  them,  assigned  and  sold  to  them^ 
and  their  heirs,  executors  and  assigns,  the  right  to  use  ^'  said 
patented  invention,"  to  the  extent  of  one  machine.  "Were 
there  nothing  more  in  the  agreement  or  its  contemporaneous 
supplement,  we  should  say,  that  these  terms  imported  a  grant 
of  the  right  to  the  whole  benefit  of  what  was  secured  to  "Ward- 
well  by  the  patent,  to  the  extent  of  one  machine.  Subsequent 
words  limited  the  use  to  their  quarries.  But,  within  those 
quarries,  they  could,  to  that  extent,  use  the  invention,  and,  to 
be  used  within  those  quarries,  they  could  sell  and  assign  it,  or 
vend  it  to  others  to  be  used.  The  defendants  did  not  suppose 
—Wardwell  could  not  have  supposed — that  he  still  retained  a 
control  over  the  interest  which  the  defendants  sought  to  ac- 
quire, which  would  render  it  necessary  for  the  defendants  to 
pay  him  further  for  one  of  the  privileges  secured  to  him  by 
the  letters  patent,  before  they  could  make  their  purchase  avail- 
able for  any  purpose.  They  both  supposed  that  this  transac- 
tion was  the  direct  and  immediate  means  of  bringing  his 
invention  into  important  use.  The  letter  of  the  defendants, 
written  shortly  afterwards,  at  the  request  of  Col.  Nichols,  who 
was  in  some  manner  interested  in  the  patent,  wherein  they 
say :  '*  We  have  had  one  machine  made,  and  paid  one  thousand 
dollars  for  the  right  to  use  it,  and  intend  to  get  other  machines 
as  fast  as  we  can,"  indicates  this  construction  of  the  agreement, 
most  clearly.  But,  the  supplemental  agreement  makes  this 
quite  plain.  In  that,  Wardwell,  at  the  instance  of  tha  defend- 
ants, as  is  obvious  from  the  tenor  of  the  agreement  itself,  and 
as  is  expressly  proved,  in  order  to  enable  Sheldons  &  Slason  to 
procure  the  one  machine,  agreed  to  superintend  its  construc- 
tion and  attend  to  starting  it,  superintending  the  same  until 
fiiirly  and  successfully  at  work,  they  paying  for  its  construe- 
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tion,  paying  liis  board,  and  a  &ir  compenBation,  per  day,  for 
each  day's  labor.  If  it  were  otherwise  doubtful,  it  is  plain, 
that,  under  this  agreement,  the  defendauts  could  have  required 
him  to  Enperintend  that  construction  ou  their  own  premieeB, 
by  their  own  machinist,  or  at  any  other  machine^hop  which 
they  might  designate.  He  was  to  be  paid  do  farther  royalty 
or  license  fee,  nothing  for  any  supposed  exclusive  right  to 
manufacture,  but  only  for  his  days'  labor,  aa  a  mechanic.  Hie 
fikiU  was  put  at  their  serrice,  for  the  construction  of  the 
machine  in  the  best  manner,  and  at  the  smallest  cost,  and  that 
alone  the  defendants  were  to  pay.  We  think,  therefore,  the 
claim  that  the  defendants  did  not  aecpiire  the  right,  (subject 
to  the  other  conditions  of  the  contract,)  to  make  the  machines 
themselves,  or  employ  others  to  make  them,  is  not  well 
founded.  All  that  has  been  said  applies  as  well  to  the  addi- 
tional machines,  except  that  the  defendants  did  not  bind 
Wardwell  to  superintend  their  construction.  The  gradually 
diminishing  scale  of  prices  for  the  privileges  granted,  adopted 
to  induce  the  defendants  to  bring  the  machines  into  large  use, 
tends  in  the  same  dlrectioa  as  other  circumstances  above 
adverted  to. 

If  it  were  necessary,  we  might,  on  the  authority  of  Wbod- 
•moTfk  v.   Cook^  (2  Slatchf.  C.  C.  B.,  151,)  and  cases  therem 
cited,  go  further,  and  say,  that  it  is  established,  by  other 
proofs,  to  our  satisfaction,  that  it  was  the  intention  of  the 
parties  that  the  defendants  should  have  the  right  to  make,  or 
procure  to  be  made,  the  machines  which  they  obtained  the 
right  to  use,  and  that,  if  this  does  not  sufficiently  appear  by 
the  language  of  the  instruments,  then  the  omission  in  this  re- 
spect was  a  plain  mistake.    The  instrument  does  not,  in  that 
case,  express  the  actual  agreement ;  and,  although  no  cross 
l>ill  has  been  filed,  to  reform  the  contract,  such  facts  may  be 
as  a  defence  to  the  suit ;  and,  as  it  is  shown  that  Ward- 
is  not  only  a  stockholder,  but  one  of  the  trustees  of  the 
plainants,  and  their  superintendent  of  construction,  it  is 
zlear  that  the  complainants  can  assert  that  they  are  bona 
purchasers,  without  notice  of  the  agreement  with  the  de- 
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fendimts,  who  were  already  in  the  possession  and  nse  of  one 
of  the  machines,  so  as  to  deprive  the  defendants  of  such  de- 
fence. Bat,  our  conclusion,  founded  upon  the  considerations 
before  stated,  renders  it  unnecessary  to  place  the  decision 
upon  this  ground. 

2.  We  think  it  no  less  dear,  that  the  agreement  conferred 
the  right  to  repair,  and,  if  necessary,  to  rebuild,  the  first  ma- 
chine, made,  paid  for  and  put  to  use  in  the  quarry.  The  grant 
was  not  a  sale  of  a  particular  machine,  or  a  license  to  use  a 
particular  machine,  but,  it  was  an  assignment  of  the  right  to 
use  the  patented  invention,  to  the  extent  of  one  machine ; 
and  this  right  was  "  to  be  held  and  enjoyed  by  the  defendants, 
their  heirs,  executors  and  assigns,  to  the  full  end  of  the  term 
of  the  patent."  During  all  that  time  they  might  have  and 
keep  in  use  one  machine.  Number  of  machines  in  use  was 
the  subject  of  limitation,  but  it  was  to  be  permitted  for  the 
full  term.  Extent  of  use  was  the  subject  of  declaration  de- 
fined by  the  agreement,  but  that  extent  of  use  was  to  con- 
tinue through  the  period.  Whatever  was  necessary  to  the 
enjoyment  of  that  use,  to  the  extent  or  limit  of  one  machine 
during  the  whole  period,  was  involved  in  the  grant.  If  re- 
pairs were  necessary,  that  was  included,  if  rebuilding  was 
requisite,  that  might  be  done,  so  that  the  use  stipulated  for 
and  granted  might  extend  through  the  duration  of  the  pat- 
ent. (See  Bicknell  v.  Toddy  6  McLean^  236 ;  Woodworth  v. 
Curtisy  2  Woodhwry  ds  Minot^  524.) 

These  views  in  regard  to  the  constmction  and  effect  of 
the  agreement  are  important  in  reference  to  the  relief  to  be 
granted,  notwithstanding  our  opinion  upon  other  branches  of 
the  case.  The  defendants,  by  the  agreement,  and  the  pay- 
ment to  Wardwell  of  the  one  thousand  dollars  therein  men- 
tioned, did  acquire  the  right  to  constrnct  and  nse  the  machine 
which,  under  the  superintendence  of  Wardwell,  was  made, 
and,  also,  the  right  to  keep  it  in  repair,  and,  if  necessary  to 
the  enjoyment  of  the  use  of  the  patented  invention,  to  the 
extent  of  one  machine  during  the  term  of  the  patent,  to  re- 
build it,  maintaining  it  in  suitable  condition  for  use.    We 
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find  no  ground  for  saying  that  these  rights  have  been  for- 
feited. In  so  far  as  the  use  of  this  machine  in  another  quarry 
was  beyond  the  license,  we  think  the  diBfendants  are  liable 
for  any  profits  they  realized  therefrom,  and  for  any  damages 
sustained  by  th^  complainants.  The  defendants  are  not  shown, 
it  is  true,  to  have  given  an  actual  consent  to  such  use,  but 
they  had  the  ownership  and  control  of  the  machine,  and 
there  existed  no  right  to  use  it  outside  of  their  quarry.  They 
acquiesced  in  *  such  use.  Without  their  consent,  or  that  of 
their  agents,  such  use  could  not  have  happened.  There  is  no 
pretence  that  the  Butland  Marble  Company  took  the  machine 
by  force  or  against  the  will  of  the  defendants.  In  that  in- 
fringement of  the  rights  of  the  complainants,  the  defendants 
find  no  protection  in  the  agreement.  They  are,  with  the 
Butland  Marble  Company,  joint  infringers.  But,  the  present 
grant  cannot,  in  respect  to  such  machine,  be  regarded  as  upon 
condition.  It  is  enough,  that,  for  such  unlawful  use,  the 
agreement  furnishes  no  protection.  As  to  that,  the  defendants 
stand  liable,  as  they  would  be  if  aiding,  or  co-operating  with, 
the  Butland  Marble  Company,  when  no  such  agreement  was 
in  existence.  In  respect  to  that  machine,  the  property  is 
vested,  the  agreement  is  fully  executed,  and  the  right  is  not 
revocable.  There  was  no  condition  annexed,  upon  the  breach 
of  which  the  complainants  were  remitted  to  their  original 
rights,  and  could  treat  the  agreement  as  at  an  end.  They 
limited  the  privilege  granted,  and  any  use  beyond  that  leaves 
the  defendants  liable  as  infringers. 

3.  The  much  more  important  question  relates  to  the  effect 
of  the  agreement  upon  the  right  of  the  defendants  to  use  the 
five  machines  purchased  from  the  Windsor  Manufacturing 
Company.  The  defendants  were  not  entitled  to  any  right  or 
privilege  beyond  the  use  of  one  machine,  except  upon  condi- 
tions expressly  stated  in  the  agreement.  Without  compliance 
with  those  conditions,  they  stood,  in  their  relation  to  the  pat- 
entee, in  the  same  position  as  a  third  party  having  no  agree- 
ment with  him,  and  their  use  of  his  invention  was  as  clear  an 
infringement  of  his  patent  as  like  use  by  such  third  party. 
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In  respect  to  additional  machines,  they  had,  perhaps,  secnred 
an  option,  at  a  low  rate  of  charge  by  the  patentee,  but,  the 
condition  that  they  should  pay  the  sums  named  was  none  the 
less  absolute.  It  was  upon  the  payment,  and  only  upon  the 
payment,  that  they  were  entitled  to  use  any  additional  machine. 
They,  therefore,  bought  and  used  the  Lamson  machines  with- 
out right,  and  as  literally  and  truly  so,  as  if  they  had  never 
had  an  agreement  with  Wardwell.  The  right  of  the  com- 
plainants to  treat  them  as  tort-feasors  was  perfect.  They  were 
liable  to  the  complainants  for  damages,  and  the  complainants' 
title,  in  equity,  to  treat  the  gains  and  profits  realized  by  such 
tortious  use,  as  held  by  the  defendants  as  trustees  for  the  com* 
plainants,  was  fixed  and  certain,  and,  on  filing  the  bill  of 
complaint  herein,  the  right  to  recover  could  not,  in  any  aspect 
of  the  case,  be  defeated  by  a  tender  of  performance  of  the 
original  conditions.  This  is  not  upon  the  ground  of  any  for- 
feiture, not  because  any  right  once  acquired  was  forfeited  by 
the  non-performance  of  a  condition,  but  because  the  right  to 
use  the  additional  machines  never  existed.  It  was  not  ac- 
quired by  the  defendants  in  the  only  mode  in  which  they 
could  gain  it.  The  complainants,  therefore,  could  not,  upon 
any  principle  of  law  or  equity,  be  compelled  to  waive  their 
right  to  gains  and  profits,  and  accept  interest  on  the  money, 
in  lieu  thereof. 

But,  this  is  not  all.  The  defendants,  by  their  conduct, 
placed  themselves  in  such  a  position,  as,  we  think,  both  at  law 
and  in  equity,  deprives  them  of  any  benefit  whatever  from 
the  agreement,  so  far  as  relates  to  the  additional  machines. 
Quoad  hac^  they  defeated  the  very  design  and  purpose  which, 
upon  their  own  showing,  and  as,  in  reference  to  the  other 
branch  of  the  subject,  they  here  claim,  constituted  the  induce- 
ment which  moved  the  patentee  to  make  the  arrangement. 
They  discontinued  the  use  of  the  patented  machine,  which 
they  had  a  right  to  do,  but  the  doing  of  which  points  to  their 
design  and  purpose  to  abandon  the  contract.  They  lay  by  for 
three  years,  doing  nothing  in  the  use  of  the  invention,  suffered 
the  machine  which  they  had  to  be  used  by  the  Butland  Mar- 
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ble  Company,  as  a  thing  in  which  they  had  no  concern,  and 
then  allied  themselves  to  the  infringers  of  the  patent,  and 
bargained  for  infringing  machines.  When  notified,  by  the 
complainants,  that  snch  machines  were  a  violation  of  their 
rights  under  the  patent,  and  that  prosecution  wonld  follow, 
they  not  only  made  no  pretence  that  they  were  acting,  or  were 
willing  to  act,  under  the  contract,  but  set  the  complainants  at 
defiance,  secured  themselves  against  loss,  by  the  covenants  of 
the  infringers,  and  persisted  in  the  piracy.  Instead  of  acting 
in  subordination  to  the  contract,  with  a  view  to  preserve  the 
rights  or  advantages  stipulated  therein  in  their  favor,  they  lent 
themselves,  so  far  as  in  their  power,  to  the  destruction  of  all 
value  in  the  thing  stipulated.  Instead  of  exercising  the  option 
which,  it  may  be  conceded,  they  had,  for  a  reasonable  time,  at 
least,  to  take  and  use  the  machines  specified  therein,  they  de- 
clared, by  the  most  decided  and  unequivocal  conduct,  their 
intention  to  pay  nothing  more  for  machines  or  the  right  to 
use  them,  to  "Wardwell  or  to  the  complainants.  Had  they  so 
declared  in  the  strongest  terms  language  can  furnish,  they 
could  not  more  distinctly  have  expressed  their  determination 
to  have,  or  pay  for,  no  more  Wardwell  machines.  In  this  view, 
the  defendants  must  be  deemed  to  have  abandoned  the  con- 
tract, so  far  as  it  related  to  additional  machines,  and  the  com- 
plainants had  a  clear  right,  in  equity  not  less  than  at  law,  to 
accept  the  abandonment  and  hold  them  to  its  consequences. 
This  is  no  hardship.  It  partakes  very  little  of  the  character 
of  the  enforcement  of  a  forfeiture.  The  defendants  chose,  vol- 
untarily, to  attach  themselves  to  the  infringing  party,  and, 
when  they  did  so,  they  chose  to  meet  the  just  consequences. 
If  they  were  advised  that  the  machines  which  they  used 
were  not  an  infringement,  that  only  establislies  more  firmly 
that  they  abandoned  their  contract  with  Wardwell  and  deter- 
mined to  have  no  more  of  his  machines,  and  shows  more  fully, 
that,  in  the  face  of  admonition  and  warning,  they  preferred  to 
take  their  chance  with  the  infringers.  When,  after  about  six 
years,  their  effort  to  defeat  the  purposes  of  the  agreement 
had  had  its  probable  effect,  to  the  prejudice  of  the  complain- 
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ants,  and  the  decision  of  the  question  of  infringement  had 
shown  that  their  conduct  was  nnlawfal,  it  was  too  late  to  re- 
trace their  steps.  Their  conduct  had  discharged  the  com- 
plainants and  Wardwell  from  any  obligation  to  treat  them  as 
licensees  in  respect  to  any  machine  but  the  one  originally  put 
into  use.  The  conclusion  is,  that  the  complainants  are  enti- 
tled to  a  decree,  that  the  defendants  be  enjoined  from  using 
the  five  machines  purchased  from  the  Windsor  Manufacturing 
Company,  or  any  machine  but  the  one  first  put  into  use,  but 
not  against  repairing  and  maintaining  that  machine  during 
the  term  of  the  patent,  for  which  the  complainants  or  their 
assignor  have  received  the  full  consideration.  The  defendants 
must,  also,  be  decreed  to  account  for,  and  pay  to  the  complain- 
ants, all  gains  and  profits  made  by  them,  by  the  use  of  the 
said  five  machines,  or  by  the  use  of  the  other  one  by  the  Rut- 
land Marble  Company,  and  must  be  decreed  to  pay,  in  addi- 
tion thereto,  all  damages,  (beyond  such  gains  and  profits,)  if 
any,  sustained  by  the  Complainants,  from  the  defendants^  un- 
lawful use  of  the  said  five  machines,  or  from  such  unwarranted 
use  of  the  said  first  machine  by  the  Rutland  Marble  Company, 
together  with  the  costs  of  this  suit. 

Chauncey  Smith  and  John  Prouty  for  the  plaintiflTs. 

Edward  J.  Phelps  and  James  N,  EdminsteVj*  for  the  de- 
fendants. 
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Olga  db  Mat.tjta  Fraloff 


vs^ 


• 

The  New  York  Central  and  Hudson  Eiveb  Bah^boad 

Company. 

In  an  action  against  a  common  carrier,  to  recover  for  the  loss  of  laces  contained 
in  a  tmok,  the  baggage  of  the  plidntiff,  as  a  passenger,  it  appeared  that  none- 
of  the  laces  had  been  purchased  by  the  plaintiff,  and  that  they  were  purchased 
by  no  one,  at  least  within  living  memory,  but  were  inherited  or  received  by 
•  gift,  and  were  many  years  old :  ff^  nevertheless,  that  their  value  must  be 
ascertained  by  a  money  standard,  based  on  evidence,  and  could  not  be  a»> 
sessed  upon  conjecture,  and  that,  in  the  absence  of  such  evidence,  nominal 
damages  only  could  be  given. 

The  action  was  properly  brought  in  the  name  of  the  plaintiff,  she  being  a  mar- 
ried woman. 

The  laces  were  reasonable  apparel  and  baggage,  rererence  being  had  to  the  social 
position  and  wealth  of  the  plaintiff,  the  state  of  her  health,  and  the  object  of 
her  journey  to  this  country  from  abroad. 

(Before  Shifman,  J.,  Southern  District  of  New  York,  May  15th,  1871) 

In  this  case,  Judge  Shipman  charged  the  jary  as  follows : 
Gentlemen  of  the  Jury  :  The  plaintiff  in  this  suit  seeks  to 
recover  of  tjie  defendants  the  value  of  certain  laces  which  she 
claims  to  have  lost  out  of  her  trunk,  while  it  was  in  the  cus- 
tody of  the  defendants,  and  in  course  of  transportation  over 
their  road,  from  Albany  to  Niagara  Falls.  She  alleges,  that 
she  bought  a  ticket  for  herself,  as  passenger,  on  the  4th  of 
November,  1869,  delivered  her  trunk,  or  caused  it  to  be  de- 
livered, to  the  defendants,  at  their  baggage  car,  in  Albany, 
and  received  from  them  a  check  therefor ;  that  both  herself 
and  trunk  passed  over  the  route  that  day,  reaching  Niagara 
Falls  some  time  after  midnight ;  and  that,  on  her  arrival  at 
the  latter  place,  her  trunk  was  found  to  be  in  a  damaged  con- 
dition. Of  these  facts  there  does  not  seem  to  be  any  serious 
dispute. 
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But  the  plaintiff  further  claims,  that,  when  she  delivered 
her  trunk  to  the  defendants,  it  was  in  good  order,  and  securely 
&5tened,  and  that  it  contained  the  laces  which  she  has  de- 
scribed in  her  deposition.  This  the  defendants  deny;  and 
they  say  that  the  evidence  on  this  point  is  not  sufficient  to 
warrant  yon  in  finding  that  these  laces  were  in  her  trunk  at 
the  time  they  received  it  from  her  at  Albany.  On  this  point 
the  burden  of  proof  is  on  the  plaintiff.  I  do  not  propose  to  re- 
hearse the  evidence.  You  will  remember  it,  especially  as  it 
was  very  fully  and  recently  commented  on  by  counsel  on 
both  sides,  and  say  whether  or  not  yon  are  satisfied  that  the 
laces  in  question  formed  part  of  the  contents  of  the  trunk  at 
the  time  it  was  placed  in  the  baggage  car  at  Albany.  If 
they  did  not,  then  the  defendants  are  not  liable  in  this  action, 
and  your  verdict  should  be  for  them.  If,  on  the  other  hand, 
you  are  satisfied  that  the  laces  did  constitute  a  portion  of  the 
contents  of  her  trunk  when  it  was  received  by  the  defendants, 
and  that  they  constituted  a  part  of  her  reasonable  and  ordi- 
nary baggage,  then  your  verdict  must  be  for  the  plaintiff.  Thia 
is  very  obvious.  The  defendants  admit  that  they  are  common 
carriers  of  passengers  over  the  route  in  question ;  and,  as  such, 
they  are  responsible  for  all  reasonable  and  proper  baggage  of 
those  they  transport,  while  it  is  in  their  custody.  They  are 
bound  to  return  it  to  the  traveller  in  substantially  the  same 
condition  as  that  in  which  they  received  it,  and  no  excuse  can 
exonerate  them  from  the  non-performance  of  this  duty,  except 
the  act  of  God  or  the  public  enemies,  neither  of  which  are 
pretended  in  this  case.  It  is  immaterial,  then,  if  these  laces 
were  in  &ct  abstracted  from  the  trunk  while  in  the  defendants' 
custody,  by  whom  it  was  done,  if  it  was  not  done  by  the 
plaintiff  herself,  or  by  her  assent  or  connivance. 

You  will  have  no  difficulty  in  disposing  of  this  part  of 
the  case.  The  evidence  is  not  long  or  complicated,  and  you 
will  readily  determine  whether  or  not  the  articles  alleged  to 
have  been  lost  by  the  plaintiff  were,  or  not,  delivered  to  the 
defendants  at  Albany,  and  lost  while  in  their  custody.  If 
you  find  the  claim  of  the  plaintiff  in  this  respect  true,  you 
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rmHy  BB  I  have  alreaify  intimated,  find  a  verdict  for  her.  The 
question  will  then  arise  as  to  what  amotmt  of  damages  she 
is  entitled  to«  This  is  a  veiy  important  question,  and  yet  one 
upon  whidi  'tiiere  is  very  littiie  proof  upon  which  you  can 
I  lawfully  act.  This  renders  it  proper  that  I  should  submit 
'Bome  considerations  to  yon  in  regaid  to  the  condition  of  the 
'evidence  as  to  valoe. 

The  plaintiff,  in  her  deposition,  describe  iiie  ehaiaoter 
land  quality  of  the  laces  which  she  says  she  lost,  to  some 
extent,  but  she  fixes  no  value  which  can  be  Any  guide  to 
you,  acting  as  you  are  xmder  oath,  and  bound  to  come  to 
'definite  results  upon  definite  evidence,  or  upon  sudi  evidence 
■in  regard  to  fSsKsts,  as  alone  would  warrant  you  in  deducing  a 
definite  price.    The  plaintiff  states,  that  she  purchased  none 
.of  these  laces,  and  that  they  were  purdbaeed  by  no  one,  s,t  least 
within  living  memory;  and  it  is  inferrible  firom  her  state- 
ments, that  -there  is  no  one  living  who  osn  testify  as  to  the 
cost  of  their  manu&cture.    She  says  that  they  were  made 
:3nffiiy  years  ago,  and  were  inherited  by  her  from  her  grand- 
modier,  or  received  by  way  of  gift  from  her  aunts.    Nor  is 
the  plaintiff  able  to  testify  as  to  the  value  of  similiar  laces 
which,  to  some  limited  extent,  are  sold  in  the  markets  of  the 
world.    Yague  hints,  such  as  that  attributed  to  the  Empress, 
that  they  were  worth  a  kingdom,  or  the  evidence  of  some  of 
the  plaintiff's  witnesses,  that  they  were  very  beautiful,  unique 
^ffnd  exquisite,  furnish  no  reliable  guide  by  which  you  can  iix 
:«  definite  price.    The  defendants,  if  liable,  are  only  liable  for 
the'  value  of  these  laees  at  the  time  they  were  lost,  and  that 
value  is  to  be  ascertained,  if  at  aU,  by  a  money  standard. 
Neither  Courts  nor  juries  are  permitted  to  assess  values  upon 
conjecture.    They  mast  have  pmof  of  value,  or  evidence  of 
such  facts  as  will  warrant  a  deduction  of  the  value  with 
Teasonable  certainty.    This  is  peculiarly  true  in  regard  to 
articles  like  these  laces,  the  character  and  value  of  which  are 
•  not  generally  known.    According  to  the  statement  of  the 
plaintiff,  she  possessed  the  only  specimen  of  one  kind  of  this 
lace,  except  a  similar  one  belonging  to  the  Queen  of  England. 
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Fii^ff  V.  Thd.Kew  Yprk  Cefttrftl  ^nd  HucUon  River  JKajlroad  Compai^y. 

Jt  IB  obnojifl,  tbarefore,  that,  before  you  can  s^y,  by  your 
.y^rdict,  what  the  vf^ue  of  these  lost  article^  w^  in  Noyeoiber, 
JL869,  you  moat  have  6ome  specific  infojrmation  on  that  pren 
^l^e.j^i^t,  and  it  must  cop[^je  from  witnesses,  o;rsQmeone  witnci^ 
fvhp  is  cpmpeteut  to  -^peak  on  the  mhje^t.  ^e  counsel  for 
the  plaintiff  elaims,  that  you  can  find  su^cient  evidence  gf 
th%t  character  in  the  statements  of  Mrs.  Carter,  who  has 
J^en  before  you.  And  it  is  true  that  Mrs.  Garter  gave  som^ 
evidence  ^  to  the  value  of  laces  which  jbear  the  same  name 
as  some  of  those  which  the  plaintiff  alleges  that  she  lai^t. 
yim  evid^Qe  is  very  no^gre,  and, I  adiuitted  it  with  con- 
fld^c^ble  ,hesi);atiQn.  But  it  is  before  you,  fqr  your  cojir 
sideration,  and  it  is  the  only  evidence  in  the  case  which 
approximates  to  any  precise  valuatioji.  Counsel  on  both 
9id^  hAve  ;referred  to  it,  in  their  ^rrgumcAts  to  you,  and  h^ive 
flilbn^tted  to  jn/d  compujtatiQns  b$M9ed  uppn  her  evidence. 
,7ou  will  ^m^mli>^  h^r  gtatem§^ts.  IJpop  some  laces  of  the 
fCM^e  geii^rfJ  character  she  did  give  the  prices.  I  was  com- 
p^Udd  to  restrict  her  testimpuy  to  the  narrowest  width  and 
the  pgipre^t  q^uality,  for  the  renison  that  no  specimens  of  the 
l^^intiff's  japes  w^e  here,  to  be  subn^tted  to  her  inspection 
and  j;ttdgn^ent.  ITou  will  Tecolle<^  what  the  plaintijft'  said. 
j»bwt  the  qqaiptity  and  chi^racter  or  variety  of  the  laces 
.which  ihe  claiius  to  have  lost.  You  will  also  recollect  the 
valpes  which  )JLrB.  Carter  gave  pf  the  similar  kinds,  upon 
.which  she  ,e:q>res^ed  m  opinion;  and  you  ipust  arrive  at 
their  value  as  best  you  can.  I  think  it  my  4uty  to  say  to 
yon,  that,  by  no  computation,  however  liberal,  based  upon 
Mrs.  Carter's  prices,  can  tine  value  of  the  laces  in  question, 
to  which  Mrs.  Carter's  estimates  refer,  exceed  one  thousand 
idollars.  I  do  not  say  that  it  would  reach  that  sum,  but  I  do 
say  that  it  will  not  exceed  it.  In  regard  to  the  laces  upon 
which  Mrs.  Carter  could  fix  no  price,  which  the  plaintiff 
lost,  (if  she  did  lose  them,)  she  will  be  entitled  to  nominal 
damages  only. 

I  have  been  thus  particular  in  directing  your  attention 
to  the  peculiar  condition  of  the  evidence  on  this  question 
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of  damages,  because,  an  error  on  your  part  on  this  point 
,might  render  this  trial  froitless  of  any  good  result.  Had  the 
plaintiff  produced  in  Court  the  specimens  of  the  laces  which 
she  referred  to  in  her  deposition,  and  which  were  marked  as 
exhibits,  but  not  attached  to  her  deposition,  and  satisfied  yon 
that  they  fairly  represented  those  she  lost,  there  would  have 
been  some  definite  evidence  before  you,  from  which  you 
could  ascertain  their  value.  That  she  has  not  done  so  is,  in 
judgment  of  law,  her  own  fault,  and  the  consequences  of 
that  fault  cannot  be  visited  upon  these  defendants. 

On  the  question,  whether  the  action  is  properly  brought 
in  the  name  of  the  plaintiff,  she  being  a  married  woman, 
I  charge  you  in  the  affirmative. 

On  the  question  to  which  counsel  have  called  my  attention, 
and  requested  me  to  instruct  you,  as  to  whether  the  lost  laces 
were  reasonable  apparel  and  baggage,  reference  being  had  to 
the  social  position  and  wealth  of  the  plaintiff,  the  state  of 
her  health,  and  the  object  of  her  journey,  I  have  no  remarks 
to  submit  to  yon,  inasmuch  as,  by  the  proofs  in  the  case,  so 
far  as  they  go,  the  value  and  character  of  this  ornamental 
apparel  was  not  greater  than  any  respectable  lady,  travelling 
in  a  foreign  country,  might  reasonably  carry  in  her  trunk. 

You  will  consider  the  evidence  before  you,  in  the  light  of 
these  instructions,  and  return  such  a  verdict  as  that  evidence 
will  warrant,  adding  interest  to  the  principal  sum,  from 
November  ith,  1869,  to  the  present  tim«,  at  the  rate  of  seven 
per  cent,  per  annum. 

The  jury  were  discharged  without  agreeing  on  a  verdict. 

ThonuM  O.  T.  Bucldey  and  James  W.  Qera/rdy  Jr.^  for 
the  plaintiff. 

Theron  H*  Strcnffy  for  the  defendants. 


JUNE,  1872.  M 


The  United  States  v,  Tallmaa 


Thb  United  States  vs.  John  0.  Tallman  and  othebb. 
The  Same  vs.  Samuel  0.  Pike. 

The  dedmon  in  UnUed  SUOet  y.  Seed,  (2  BkUehf.  C.  O,  R,  486,)  dted  and  ap. 

prored. 
A  motion  to  qaash  an  indictment  was  heard  on  an  a^eed  statement  of  fSMsts^ 
without  patting  the  defendant  to  plead  the  matters  alleged  as  gronnds  for  the 
motion. 
The  provisions  of  the  Reyised  Statutes  of  the  State  of  New  York,  (2  JR.  8.,  724, 
g§  27,  28,)  are,  by  the  Act  of  Congress  of  July  20th,  1840,  (6  U.  S.  StaL  at 
Large,  S94,)  made  applicable  to  the  Federal  Courts,  and  no  challenge  to  an 
array  of  grand  jurors,  or  to  any  person  summoned  to  serve  as  a  grand  juror, 
and  no  objection  to  the  competency  of  any  person  summoned  to  serve  as  a  grand 
juror,  can  be  allowed,  other  than  an  objection  to  a  grand  juror,  before  he  is 
sworn,  on  the  ground  that  he  is  the  prosecutor,  or  complainant,  on  a  charge, 
or  is  a  witness  on  the  part  of  the  prosecution,  and  has  been  subpcenaed,  or  been 
bound  in  a  recognizance,  as  such. 

Irregularities  in  the  smnmoning  of  grand  jurors  do  not  entitle  a  party  indicted, 
as  matter  of  law,  to  avoid  the  indictment 

Where  the  accused  shows  that  he  has  been  prejudiced  by  irregularity  or  fraud 
in  designating,  summoning,  and  returning  the  grand  jury,  he  has  his  remedy, 
by  motion  to  the  Court,  for  relict 

The  Rule  of  this  Court,  of  November  11th,  1867,  in  regard  to  the  designation  and 
selection  of  jurors,  is  a  proper  provision. 

It  not  being  shown  that  the  officers  acting  in  this  case,  under  that  Rule,  had  not 
acted  in  good  £uth,  in  compliance  therewith,  and  no  fraud  being  alleged,  nor 
any  prejudice  to  the  accused,  a  motion  to  quash  the  indictment,  on  the  gpround 
of  alleged  irregularities  in  selecting  the  g^and  jurors,  was  denied. 

A  grand  jury  selected  and  drawn  in  accordance  with  that  Rule,  is  not  irregularly 
or  illegally  selected  or  drawn. 

The  Act  of  July  20th,  1840,  does  not  require  literal  conformity  to  the  mode  of 
selecting  and  drawing  jurors  prescribed  by  the  State  laws,  but  only  substan- 
tial conformity,  and  that  only  as  fiir  as  is  practicable. 

What  is  thus  practicable,  defined. 

(Before  Woodbuff  and  BiATOBroBD,  J  J.,  June  8d,  1872.) 

These  were  motions  to  quash  indictments,  on  the  ground, 
that,  in  selecting  and  designating  the  persons  forming  the 
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grand  jury  by  which  the  indictments  were  found,  the  mode 
practised  in  the  highest  Court  of  law  of  the  State  of  New 
York,  in  selecting  and  designating  grand  jurors  to  serve 
therein,  was  not  followed.  The  provision  on  the  subject,  in 
the  laws  of  the  United  States,  is  the  Act  of  July  20th,  1840, 
(5  JJ.  S.  Stat,  at  La/rgSy  894,)  in  these  words :  "  Jurors  to 
serve  in  the  Courts  of  the  United  States,  in  each  State 
respectively,  shall  have  the  like  quatifications,  and  be  entitled 
to  the  like  exemptions,  as  jurors  of  the  highest  Court  of  law 
of  such  State  now  have  and  are  entitled  to,  and  shall  here- 
after, from  time  to  time,  have  and  be  entitled  to,  and  shall  be 
designated  by  ballot,  lot,  or  otherwise,  according  to  the  mods 
of  forming  such  juries  now  practised,  and  hereafter  to  be 
practised,  therein,  in  so  far  as  such  mode  may  be  pi*acticable 
by  the  Courts  of  flie  United  States,  or  the  officers  thereof; 
and,  for  this  purpose,  the  said  Courts  shall  have  power  to 
make  all  necessary  rules  and  regulations,  for  conforming  the 
designation  and  empannelling  of  juries,  in  substance,  to  the 
laws  and  usages  now  in  force  in  such  State,  and,  farther,  shall 
have  power,  by  rule  or  order,  from  time  to  time,  to  conform 
the  same  to  any  change  in  these  reepectd  which  may  be  here^ 
after  adopted  by  the  lepslatures  oi  the  respective  States  for 
the  State  Courts." 

EdAJoairds  Pierrepont,  William  BtcmUy  and  Tfiomas  Hat- 
landy  for  the  defendants. 

Noah  Damsi  (Distnct  Attorney^)  for  the  United  iStates. 

WooDRimFF,  J.  "We  are  of  opinion  that  the  decision  of 
Justices  Kelson  and  Hall,  in  this  Circuit,  at  a  term  held  for 
the  Northern  District  o^  Kew  York,  ( tlniied  States  v.  Iteed^ 
2  Blatckf.  C.  C.  jB.,  435,)  disposes  of  the  questions  raised  by 
the  motion  to  quash  the  itidicttnents  m  these  cases ;  KtA  hi 
that  decision  we  fully  concur.  It  was  there  distinctly  held, 
that  the  provisions  of  the  llevised  Statutes  of  thfe  State  of 
New  York,  (2  Befo.  Stat.^  724,  §§  27,  28,)  pr^icribiiig  the  oV 
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jeetiona  that  may  be  taken  to  tiie  oi^ganization  of  grand  jmioai. 
axe^  by  the  Act  of  Congress  of  July  20tb»  1810^  (5  U.  S.  SUO^ 
ai  Loarge^  394,)  made  applicable  to  the  Federd  Courts  \  and^ 
therefore,  that  ^^  no  challenge  to  tibua  array  of  grand  jmrors,  ot 
to  any  person  summoned  to.  serve  as  a  grand  juror,  shall  b% 
allowed  in  any  other  cases  than  sudi  as  ajr e  specified  "  in  thft 
twenty-seyenth  section  of  the  State  statute.  Those  provi^ 
ions  are  as  follows :.  ^  §  27.  A  person  held  to  answer  to  aoy 
Griminal  charge,  may  object  to  the  competency  of  any  ont^ 
summoned  to  serve  as  agrand  juror,  before  be  is  sworn,  on  tb<% 
ground  that  he  is  the  prosecutor  or  complainant  upon  any 
chaige  against  such  person,  or  that  he  is  a  witness  on  the  part, 
of  the  prosecution,  and  has  been  subpcdnaed,  or  beeii  bound  in 
a  recognizance,  as  such ;  and,  if  such  objection  be  established^ 
the  person  so  summoned  shaU  be  set  aside.  §  23.  No  cUaJr 
lenge  to  the  array  of  grand  jurors,  or  to  any  person  sum- 
moned  to  serve  as  a  grand  juror,  shall  be  flowed  in  any 
other  cases  than  suck  as  are  specified  in  the  last  section.'' 
There  is  no  allegation  or  claim,  in  the  present  cases,  thafe 
the  objections  which  may  be  made  to  grand  jurors,  under  thc^ 
twenty-eighth  section,  are  or  can  be  urged  agaiosli  thQ  grand 
jurors  by  whom  these  indictments  were  found. 

It  was  further  held,  in  the  case  cited,  that  causes  of  dialr^ 
lenge  to  the  array,  which  might  have  been  ui^ged  if  the  etat- 
ate  of  the  State  had  not  applied  to  the  Federal  Court,  no 
longer  sustained  such  a  challenge ;  that  irregularities  in  ths^ 
summoning  of  ^and  jurors  do  not  entitle  the  party  indicted^ 
as  matter  of  law,  to  avoid  the  indictment;  that,  for  such 
eanses,  the  challenge  to  the  array  is  whoUy  abolished ;  and 
that  something  more  than  irregularity  must  e^t,  to  en* 
title  the  party  to  avoid  the  indictment.  What  that  must 
be  is  plainly  indicated  as  follows :  ^^  It  by  no  means  follows 
that  the  accused  has  no  remedy  in  a  case  where  there  haa 
been  any  improper  conduct  on  the  part  of  the  public  o£Soera 
employed  in  the  designating,  summoning  and  returning  of 
the  grand  jury.  K  there  has  been  any  improper  conduct  on 
the  part  of  those  officers,  in  performing  that  service,  or  if  any 
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fraud  has  been  committed  through  their  instramentality,  in 
the  drawing,  summoning  or  organization  of  the  grand  juiy, 
of  course,  the  accused  who  may  be  prejudiced  thereby,  has 
his  remedy,  by  motion  to  the  Court,  for  relief,  in  consequence 
of  such  irregularity  or  fraud.  Because,  the  selecting,  sum- 
moning and  returning  of  grand  jurors  are  proceedingis  which 
are  always  under  the  general  supervision  and  control  of  the 
Court,  and  the  Court  will  guard  them,  and  will  see  to  it  that 
no  one  shall  be  prejudiced  thereby.  The  Court  has  general 
power  to  preserve  the  pure  administration  of  justice,  and  its 
sound  discretion  will  always  be  exercised  freely  for  the  pur- 
pose of  securing  that  end."  *  *  *  "It  will,  therefore, 
look  into  the  facts  presented,  on  which  a  chai^  is  made 
against  the  regularity  of  the  proceedings  in  the  selection  and 
summoning  of  grand  jurors  in  a  given  case,  and  will  hear  the 
explanations  on  the  other  side,  and  its  judgment  will  be  de- 
termined accordingly.  If  it  sees  that  there  has  been  im- 
proper conduct  in  the  public  officers,  which  has  resulted  pre- 
judicially to  the  party  accused,  it  is  bound  to  set  aside  all 
the  proceedings.  On  the  contrary,  although  there  may  be 
technical  objections  to  the  proceedings,  in  point  of  strict  regu- 
larity, yet,  unless  the  Court  is  satisfied  that  they  have  resulted, 
or  may  result,  to  the  prejudice  of  the  party  accused,  it  wiU 
not  set  them  aside,  because  its  interposition  in  the  case  will 
not  be  required  on  the  ground  of  justice  either  to  the  accused 
or  to  the  public."  These  views  are  reiterated  by  Mr.  Justice 
Kelson,  in  the  opinion  of  the  Court  in  the  case  referred  to, 
and  are  applied  where  no  order  for  a  venire^  except  a  verbal 
one,  was  made,  and  where,  in  fact,  a  grand  jury  was  convened 
without  a  venire  having  been  issued  at  all.  That  this  was  an 
irregularity  was  not  doubted. 

We  have  heard  the  argument  of  the  question  here  upon  a 
motion  to  quash,  founded  upon  an  agreed  statement  Of  facts, 
at  the  solicitation  of  counsel  for  all  the  parties,  without  put- 
ting the  accused  to  plead  the  matters  alleged.  Where  there 
is  no  conflict  respecting  the  facts,  it  is,  doubtless,  in  the  power 
of  the  Court  to  dispose  of  the  subject  in  this  form. 
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ApplyiBg  the  opinion  of  Mr.  Justice  Nelson  to  the  facts 
agreed  upon  in  these  cases,  it  is  clear,  that  the  motion  should 
he  denied.  There  is  no  allegation  or  claim  that,  in  the  select- 
ing, summoning  and  empann^lling  of  the  grand  jury,  the 
clerks  of  the  Conrts  did  not  act  in  the  utmost  good  faith,  and 
in  obedience  to  an  express  Bule  of  this  Court,  imposing  upon 
ihem  the  duty,  which  they  performed  according  to  their  in- 
terpretation of  its  purport  and  intention.  That  Bule  was 
made  November  11th,  1867,  and  is  in  these  words :  "  It  hav- 
ing been  found  impracticable  to  obtain  jurors  for  the  Courts 
of  the  United  States  in  this  District,  from  the  jury  boxes 
used  by  the  authorities  of  the  State  of  New  York,  in  the 
city  and  county  of  New  York,  for  the  procuring  of  juries  for 
the  Courts  of  said  State,  in  said  city  and  county,  it  is  now 
ordered,  that  the  clerk  of  this  Court  and  the  clerk  of  the  Dis- 
trict Court  of  the  United  States  for  this  District,  make  out 
and  file  in  the  office  of  the  clerk  of  this  Court,  a  list  of  per- 
sons to  serve  as  jurors  in  the  Courts  of  the  United  States  for 
this  District,  and  that  such  list  be  made  out  in  the  same  man- 
ner as,  by  the  laws  of  the  State  of  New  York,  the  public  offi- 
cers charged  with  the  duty  of  making  out  the  list  of  jurors 
to  serve  as  jurymen  in  the  Courts  of  said  State,  in  and  for 
said  city  and  county,  are  required  to  make  out  such  list ;  and 
it  is  further  ordered,  that  the  said  clerks,  from  time  to  time, 
correct  and  revise  such  list  as  they  may  deem  it  necessary  so 
to  do,  to  the  end  that  such  list  may  be  made  and  kept,  so  far 
as  practicable,  in  conformity  with  the  laws  of  the  State  of 
New  York ;  and  it  is  further  ordered,  that,  from  the  list  so 
made  and  filed,  grand  and  petit  jurors  shall  be  selected,  and 
shall  be  drawn  by  lot,  in  accordance,  so  far  as  practicable, 
with  the  laws  of  the  State  of  New  York,  by  the  said  clerks,  as, 
from  time  to  time,  the  same  may  be  ordered  by  the  Courts  of 
the  United  States  in  this  District,  and  a  list  of  the  persons 
so  drawn,  certified  by  said  clerks,  shall  be  attached  to  the  writ 
of  venire  issued  to  the  marshal  for  the  summoning  of  such 
jurors ;  and  it  is  further  ordered,  that,  as  to  all  matters  relat- 
ing to  the  selecting,  drawing  and  summoning  of  jurors  for 
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Baid  Conrtd,  the  said  clerks  follow,  so  ftr  as  practieable,  the 
pTovisionft  iD  respect  thereto  eontbined  in  the  laws  of  the  StiUar 
of  Kew  York."  There  is  no  allegation  or  daim  of  ihmdin. 
the  matter,  &r  on  the  part  of  Imj  officer  ooncemed  therein ;. 
and,  finally,  it  is  not  alle^ed^  or  claimed  that  the  accused  have 
been  prejudiced  bj  any  supposed  want  of  conformity  to  the-- 
laws  of  the  State  in  the  proeeeding,  or  that,  whether  strictly 
regular  or  insular,  any  irregularity  has  resnlited  prejudicially 
to  the  accused.  This  being  the  case,  if  we  deemed  tha 
manner  of  selecting  and  drawing  the  grand  jury  to  be  liablo; 
to  the  objection  of  want  of  due  conformity  to  the  State  laws^. 
We  mnst,  ne^^ertheless;  say,  in  the  language  of  the  opinion 
cited,  that  ^  fhe  interposition  of  the  Court  is  not  required  <»x. 
the  ground  of  justice  either  to  the  accused  or  to  the  public.'' 

We  do  not,  however,  mean  to  be  understood  aa  deciding 
that  the  grand  jury  was  irregularly  or  illegally  selected,  drawft 
or  empannelled.  It  is  sufficient  to  rest  the  decision  upon  the 
ground  above  stated.  But  we  desire  ftu^ther  to  say,  that  the 
objections  urged  upon  us  seem  to  overlook,  in  a  large  degree^ 
that  literal  conformity  to  the  mode  of  selecting  and  drawing* 
jurors  prescribed  by  State  lawB  is  not  required  by  the  Act 
6f  Congress.  Substantial  conformity,  and  only  so  far  as  that 
is  practicable,  is,  in  any  view,  necessary  to  strict  technical 
regularity.  If  this  Court  were  permitted  to  draw  petit  jurors; 
and  grand  |arors  from  the  boxes  containing  the  names  of  per- 
sons selected  by  the  State  officers  under  the  State  laws,  a  near 
approximation  to  the  mode  of  proceeding  in  the  State  Courts 
might  be  made ;  and,  no  doubt,  the  adoption  of  the  selections 
made  by  the  State  officers  atztborized  to  inquire  into  the  qual^ 
ifications  of  jurors  and  make  selection  of  grand  jurors,  would 
be  competent.  [Formerly,  the  Federal  Courts  in  this  District 
were  permitted  to  do  this.  Courtesy  to  the  Federal  tribunals, 
and  respect  for  the  requirement  of  the  Act  of  Congress  de- 
signed, as  nearly  as  might  be,  to  conform,  in  this  respect,  to 
the  State  laws,  and  mainly  for  the  benefit  of  citizens  of  this 
State,  and  enacted  out  of  deference  to  State  policy,  was  then 
deemed  to  warrant  the  permission*    But  other  oounsels  have 
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pt^vailed,  and  the  Federal  Colirts  have  no  longer,  in  this 
dty,  any  saeh  aid,  in  procuring  suitable  and  qualified  jnrol^ 
for  servicertLei^iii. 

thi  Ridis  of  this  Court:  utidei'  wliich  the  grand  jury  now 
in  Question  Was  dmwn,  is  fbUhded  upon,  and  declares,  the  im- 
practicability of  obtaining  jurors  selected  under  the  Statd 
laws ;  and  I3i6  (Question  was  one  of  interest,  and  was  anxiously 
considered,  when  the  Sule  was  adopted,  which,  on  the  argu- 
ment of  this  motion,  was  more  than  dnce  suggested  by  us  to 
dounsel  urging  that  the  motion  should  be  granted  for  want  of 
conformity  to  the  State  laws — "  What  should  the  Court  do 
to  conform  more  liearly  to  the  State  laws,  and  how  can  they 
do  it  ?  ^  The  law,  at  most,  requires  substantial  conformity, 
and  only  what  is  practiciable.  What  is  practicable  must  be, 
1st.  What  Congress  have  furnished  the  Court  with  the  means 
of  effecting ;  2d.  What  the  Court  has  the  power  to  effect ;  3d. 
What  can  reasonably  be  done  iil  consistency  with  the  due  ^^ 
dkarge  of  the  Other  duties  imposed  upon  the  Court  and  its 
officers.  The  tTnited  States  have  nt>  commissioner  of  jurow, 
itt  form  nor  in  substance.  The  Court  has  no  power  to  create 
such  an  officer,  or  to  invest  any  one  with  the  authority  which 
the  laws  of  Kew  York  confer  upon  that  officer.  The  Court 
has  no  power  to  call  the  citizens  before  itself,  or  before  any 
Other  person  oi^  oMcei^,  for  e:£taiination,  to  tedt  these  qualifi- 
cations, preparatory  to  the  making  a  list  of  jurOrd.  There  is 
no  board,  nor  can  the  Court  create  one,  which,  when  a  list  is 
made,  shall  select  therefrom  AOiae  who  shall  serve  as  grand 
jurors.  The  duties  involved  in  suc^  a  mode  of  selecting 
jurors,  grand  and  petit,  the  Court  cannot  compel  any  person 
to  perform ;  and,  if  it  was  competent  to  authorize  such  per- 
formance, no  one  could  be  found  to  perform  them  gratuitously, 
and  this  Court  has  no  fund  from  which  to  pay  therefor. 
Doubtless,  we  may  require  the  assistance  of  the  clerk  of  the 
Court,  and  reasonably  expect  that  he  will  devote  all  the  time 
which  is  possible,  to  the  service,  but  we  could  not  confer  on 
the  clerk  the  powers,  or  impose  on  him  the  duties,  of  the 
State  commissioner  of  jurors ;  and  if  it  was  attempted,  it  is 
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not  clear  that  his  acts  would  derive  any  efficiency  therefronu 
Doubtlefis,  the  list  of  jurors  could,  as  a  physical  act,  be 
divided  into  two  lists.  Bnt  there  is  no  board  in  existence, 
and  we  can  create  none,  to  make  snch  separate  list,  in  the  ex- 
ercise of  discretion,  from  among  those  designated  in  the 
other  list.  Doubtless,  it  would  sometimes  be  possible  for  a 
judge  to  be  present  at  a  drawing  of  grand  jurors,  but,  in  gen- 
eral, that  would  be  impossible.  Absence  from  the  city,  in 
other  Districts,  and  actual  engagement  in  the  duties  of  the 
Court,  would,  in  general,  prevent ;  and,  sometimes,  jurors 
may  properly  be  drawn  from  the  several  other  counties  in 
the  District.  This  impracticability  has  been  adjudged  by  this 
Court,  by  its  enactment  of  successive  Bules,  for  more  than 
thirty  years  past,  and  similar  considerations  have  led  to  dis- 
pensing with  publication  of  the  notice  of  drawing. 

We  might  pursue  this  still  further,  and  we  should  return 
to  fhe  inquiry — "  With  the  means  which  the  Court  has  at 
command,  with  the  power  that  is  vested  in  the  Court  or  its 
officers,  in  view  of  the  fact  that  jurors  are  not  necessarily 
drawn  from  one  county  only,  in  short,  in  all  the  circum- 
stances under  which  the  Court  is  acting,  what  is  practicable, 
in  the  reasonable  sense  in  which  that  term  is  used  in  the  Act 
of  Congress,  that  the  rule  of  Court  does  not  provide  for,  to 
effect  a  substantial  conformity  to  the  State  laws  {  So  long  as 
the  Court  maintains  the  control  over  the  subject,  stated  in 
the  opinion  of  Mr.  Justice  Nelson,  so  long  as  even  irregular- 
ity is  not  permitted,  when  it  operates  to  the  prejudice  of  an 
accused,  we  think  that  the  requirement  of  the  State  laws 
themselves,  as  well  as  duty  both  to  the  accused  and  to  the 
public,  forbids  the  interposition  of  the  Court  which  is  invoked 
in  these  motions. 
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In  re  Esnebt  Saoohi,  a  Banebuft. 

Id  general,  a  mortgagee,  holding  a  mortgage  on  real  estate  of  a  bankrupt,  should 
not  he  permitted  to  foreclose  snch  mortgage  in  a  State  Court. 

Tlie  Courts  of  the  United  States  have  ample  power  to  protect  all  the  rights  of 
the  mortgagee. 

U  neoesnry  to  secure  the  equitable  rights  of  a  mortgagee,  the  Ck>urt  in  bank- 
roptoy,  as  a  Court  of  equity,  may  have  the  rents  separated  from  the  general 
estate  of  the  bankrupt,  to  be  specially  applied  on  the  mortgage.  , 

The  mortgagee,  if  the  validity  of  the  mortgage  is  not  denied,  may  invoke  the 
summaTy  power  of  the  Court,  to  sell  the  mortgaged  premises;  or,  if  such  val- 
idity be  denied,  he  may  himself  proceed,  by  bill,  in  the  District  or  Cirouit 
Court  of  the  United  States. 

CSrcnmstances  stated,  in  which  proceedings  on  the  mortgage,  in  the  State  Court, 
may  be  allowed. 

What  commissions  will  not  be  allowed  to  an  outgoing  assignee  in  bankruptdy. 

(Before  WoonRinrr,  J.,  Eastern  District  of  New  York,  June  4th,  1872.) 

WooDBUFB",  J.  The  present  is  an  extraordinary  appeal  to 
the  Circuit  Court.  The  petitioner  for  the  review  of  the  de- 
cision of  the  District  Court  seeks  to  remove  the  assignee  in 
bankruptcy,  on  the  ground  of  bad  faith  and  mismanagement 
in  his  trust,  and  applies  to  this  Court  to  reverse  the  order 
denying  his  application,  in  the  face  of  the  express  decision 
and  opinion  of  the  register  in  bankruptcy,  and  of  the  District 
judge,  (6  Na£L.  Bhcy.  JReg,^  898,)  upon  the  proofs  herein,  that 
the  assignee  would  have  been  derelict  in  his  duty  if  he  had 
not  done  substantially  what  he  did.  Had  it  been  possible  for 
the  assignee  to  obtain  these  opinions  in  advance,  upon  these 
same  proofs,  counsel  would  hardly  have  presumed  to  say  that 
the  assignee  was  guilty  of  official  misconduct  calling  for  his 
removal^  because  he  acted  in  accordance  with  those  opinions; 
and  yet  this  Court  is  asked  to  condemn  him,  as  guilty  of  offi- 
cial misconduct,  for  doing  what  both  the  register  and  the  Dis- 
trict judge  approve.  As  both  of  those  officers  had  all  the 
proofs  before  them  which  are  before  me,  the  claim,  on  this 
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appeal,  tliat  those  proofs  show  wilful  misconduct,  comes  very 
little  short  of  an  attack  upon  the  integrity  of  the  tribunals  by 
whom  the  proofs  were  deemed  to  justify  the  assignee.  Cer- 
tainlj,  I  ought  not  to  impute  wilful  misconduct  and  bad  faith 
to  the  assignee,  because  he  drew,  from  the  circumstances  be- 
fore him,  the  conclusions  which  the  register  and  the  District 
judge  approve. 

The  question  here  is,  not  whether,  in  fMcij  there  was  ille- 
gality in  the  mortgages,  the  foreclosure  of  which  the  assignee 
resisted,  but  whether  such  resistance  was  fraudulent,  malicious 
or  from  unjust  motive,  and  not  in  good  &ith,  fpr  the  benefit 
of  the  general  cr^itors.  However  I  migl^t  cpnolnde,  that, 
iipon  the  whole  case,  the  mortgages  were  valid,  that  the 
holders  had  a  right  to  an  early  foreclosure,  and  that  delay, 
while  the  rents,  if  any,  passed  into  the  hands  of  the  a^signe^ 
operated  prejudicially  to  the  holders  of  the  mortgages,  this 
would  come  far  short  of  holding,  that,  under  circumstanoea 
which,  under  the  advice  of  counsel,  were  deemed  suspicious — 
circumstances  which  the  register  and  the  District  judge  have 
dedared  suspicious-^^the  assignee  was  guilty  of  xoisoonduct 
ealling  for  his  removal,  because  he  acted  on  the'suspicion  and 
sought  to  bring  the  inquiry  into  th^  proper  Court  for  iuves^- 
gation. 

But  it  is  not  true,  that,  had  the  mortgagees  ^een  fit  U> 
tfrn^rt  their  rights  in  the  mode  which  was  most  appropriate, 
^any  injustice  would  have  been  done  to  them,  nor  wo\dd  u^- 
^-jpeeee^sary  delay  have  been  permitted  to  occur,  to  their  preju- 
dice. The  purpose  and  design  of  the  bankrupt  law  is,  to 
•  brii^  the  property  of  the  bankrupt  into  the  bankrupt  Court 
lor  administration ;  and  that  Court  is  ftirniahed  with. all  need- 
;1(ul  power  to  liquidate  and  settle  all  Uens  thereon ;  and,  whece 
:  there  are  adveiyie  daims,  which  it  is  not  appropriate  pr  proper 
:tO;litigate  by^imunary  inquiry  and  oi;der,  provisiqn  is  made, 
hj  giving  juriadi^ion  to  the  District  "Qovft  concurrently  with 
j^e  Qireuit  Court,  for  that  purpose.  It  is  true,  tfl^tt  .Statie 
.  Cpurts  liave  jurjadietion  to  entertain  billa  f pr  the  foreplosure 
pfrmortgages  i;^pon  the  x^  estate  pf  .a  bankrupt,  and  may,,  no 
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doubt,  properly  exensiae  tiiat  jurisdictioii,  if  uo  objeetion  is 
•siade.  Special  eircametaiices  may  BoraetimeB  exists  in  whidi 
1|»re  is  DO  rcMsmx  for  objeetion  by  the  aasignae,  aa,  for  eum- 
-ple,  wbere  the  mori^Biged  pratniaes  at^y  ccnifeeaedly,  of  leas 
-vsine  than  tbe  mortgage  debt,  {In  pe  Jrc/n,  Motmtam  Co^y 
9  Blatchf.  C.  d.  a.,  320 ;)  aad,  where  a  foreeloaare  is  pend- 
ing, snd  the'proefieding8  are  nearly  eompleted  .iit  the  time  the 
proceedings  in  hankmptey  are  conauaa^ieed,  it  may  sometijpaiQs 
be  coDY^ueot  sod  eeofiiomi^  to  suffer  the  validity  of  the 
mortgage,  aad  the  .ameflnt  due,  to  be  settled  in  the  State 
Oonrt ;  and,  even  then,  whetiber  to  pewiit  a  sale  by  the  deerc^ 
^  the  State  Coort,  or  not,  wUl  be  in  the  diseretion  of  tl^a 
Onxrt  in  bankrtqptcy.  In  gneral,  mortgagees  sho^  not  be 
permitted  to  pnrstie  the  eetate  of  the  banknipt  in  the  State 
Gonrt,  but  should  come  to  the  tribunal  which,  under  the  Fed- 
•eral  laws,  is  diaiged  with  its  administration.  No  ijijustice 
^ean  resoH  from  this.  If  there  be  doubt  whether  the  mort- 
gaged premises  aire  :an  -adequate  security  for  the  payment  of 
-Ae  debt  and  uiterest,  (when  finally  adju^g^d  due  upon  a  Talid 
mortgage,)  the  Ooort  wiU  ceoogmze  the  ]^or  lien  of  the  mort- 
igage  ispen  the  land,  md  the  equitable  i^ght  of  the  mortgage 
to  have  the  rents  separated  from  the  gedoeral  estate  of  the 
hankrapt,  by  a  reoeivwship  or  otherwise,  and  not  permit  them 
to  be  applied  to  the  payment  of  other  debts,  or  even  to  the  ex- 
penses of  the  .assignee,  or  his  fees ;  and  on  the  obvious  ground 
that  he  is  only  entitled  to  the  interest  which  the  ba^rupt  haa 
in  the  ][flremiaee.  Kor  will  any  delay  be  pernsiitted  without 
jaat  reference  to  the  interests  of  idl  who  are  concerned,  the 
'morlgiigee  as  well  as  other  creditors.  Kor  do  I  think  it 
doabtfady  that,  where  no  just  oauae  for  questioning  the  valid- 
ity of  the  mortgage  exists,-  the  Court  iu  bankruptcy  woukl 
entertain  the  summary  petition  of  a  morjjigfl^e  for  the  sale  of 
ibe  morijgaged  pdpemises,  and  .direct  the  assignee  to  make  IfyQ 
sale,  either  free  of  all  ;liens,  or  eubject  to  ^mortgage,  as 
might  be  -deemed  judicbus.  Nor,  if  the^  assignee  disputed  ^e 
•rsiU&tj  of  tiie.  mortgage,  is  it  doubtful,  that,  under  the  jiwjs- 
jdiotion  declared  .in  ihe^secMd>iaeildon;of  the  baiiikfiipt  law,^ 
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mortgagee  may  proceed  by  bill,  in  either  the  District  or  Cir- 
cnit  Court.  It  is,  therefore,  an  error,  to  insist  that  the  mort- 
gagee, if  not  permitted  to  proceed  in  the  State  Court,  is  reme- 
diless, or  that  he  must  await  the  pleasure  of  the  assignee,  and 
suffer  him  to  collect  the  rents  and  income  of  the  mortgaged 
premises,  leaving  the  interest' unpaid. 

I  can  see,  I  think,  that  it  was  either  misapprehension  on 
this  subject,  or  a  disregard  of  these  views,  that  led  the  mort- 
gagees in  this  case  into  the  State  Court  after  the  bankruptcy, 
and  after  the  appointment  of  the  assignee,  and  that  the  resist- 
ance to  any  withdrawal  of  the  administration  from  the  bank- 
ruptcy Court,  the  proper  tribunal,  has  resulted  in  bitter  per- 
sonal feeling,  in  great  and  unnecessary  delay,  and  in  large 
expenses  and  possible  loss,  which  might  have  been  easily 
avoided. 

It  ftirther  appears,  that,  pending  the  controversy,  the  pe- 
titioner for  the  review  has  become  the  sole  creditor  of  the 
bankrupt,  (other  than  two  prior  mortgagees  of  the  premises 
in  question,)  and  that  no  property  of  the  bankrupt  has  come 
to  the  assignee,  except  the  mortgaged  premises.  The  bank- 
rupt united  in  the  petition  for  the  substitution  of  an  assignee 
to  be  named  by  the  petitioner,  as  such  sole  creditor.  The  as- 
signee, by  his  counsel,  on  the  argument  of  this  review,  de- 
clared his  entire  assent  to  such  change.  There  is,  therefore, 
no  reason  why  the  prayer  of  the  petitioner,  to  that  extent, 
should  not  be  granted,  the  present  assignee  being  allowed, 
out  of  any  moneys  collected,  his  just  and  reasonable  disburse- 
ments, and  his  commissions  upon  the  moneys  received  and 
paid  or  to  be  paid.  But,  it  would  not  be  just  or  reasonable 
to  allow  him,  as  was  suggested  on  the  argument,  commissions 
based  upon  the  speculative  idea,  that,  possibly,  if  continued 
in  office,  and  permitted,  for  the  mere  purpose  of  earning  com- 
missions, to  litigate  the  validity  of  the  mortgages,  against  the 
will  of  all  who  are  interested  in  that  question,  he  might 
establish  their  invalidity.  The  bankrupt  law  was  not  enacted 
for  the  purpose  of  enabling  assignees  to  earn  fees  by  unneces- 
sary litigation,  when  no  interest  of  the  parties  to  be  affected 
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thereby  reqtures  it,  and  when,  on  the  contrary,  every  benefi- 
cial interest  involved  forbids  it. 

Had  it,  therefore,  appeared,  that,  upon  the  conceded  fact, 
that  there  are  no  general  creditors  but  the  petitioner,  and,  there- 
fore, no  interest  is  to  be  served  by  further  contest  respecting 
the  mortgages,  (the  bankrupt  himself  uniting  in  the  petition,) 
the  District  Court  had  refused  to  substitute  such  other  as- 
signee, there  might  have  been  reason  for  asking  this  Oourt  to 
review  the  decisioiv.  But  it  appears,  by  the  opinion  of  the 
Difitrict  Judge,  that  the  petitioner  declined  to  take  such  sub- 
stitution unless  it  proceeded  upon  other  grounds ;  and  this 
was  conceded  on  the  argument  in  this  Court  This,  however, 
does  not  appear  by  the  order  which  was  made  and  which  is 
under  review.  It  ought,  I  think,  to  have  been  made  a  part 
of  the  order,  lest  there  should  stand  on  the  record  an  adjudi- 
cation that  the  petitioner  was  not  entitled,  upon  conceded 
facts,  to  have  any  part  of  the  relief  sought  The  mere  &ct 
that  the  petitioner,  under  the  advice  of  his  counsel,  thought 
himself  entitled  to  a  removal  of  the  assignee  on  the  other 
ground,  ought,  probably,  not  to  deprive  him  of  the  opportun- 
ity to  bring  the  matter  to  a  close  without  further  litigation. 

Let  an  order  be  made,  that  the  assignee  convey  the  estate 
of  the  bankrupt  to  such  assignee  as  the  petitioner  and  the 
bankrupt  may  name,  or,  'if  they  do  not  agree,  to  refer  it  to 
Register  Winslow  to  receive  the  nomination  of  the  petitioner, 
and,  if  he  approve  anch  nomination,  then  to  the  aaaignee  bo 
approved,  but  reserving  to  the  present  assignee  all  moneys 
collected  by  him,  until  his  just  allowance  for  his  expenses  and 
for  his  commissions  thereon  shall  be  settled  in  such  manner 
as  the  District  Court  may  direct. 

Andrew  C.  Morrie^  for  the  petitioner. 

Traci/^  QxSm  <&  Van  CoU^  for  the  assignee. 
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Gazaway  B.  Lamab  vs,  Chables  A.  Dana. 

A  snit  brong^ht  in  a  State  Conrt  haTing  been  removed  into  this  Court,  nnder  §  6 
of  the  Act  of  March  8d,  1868,  (12  U,  B.  Stat,  at  Large,  766,)  as  having  been 
brought  for  an  arrest  of  the  plaintiff,  made  by  the  defendant,  during  the  late 
rebellion,  by  authority  of  the  President,  the  plaintiff  moved  to  remand  the 
oanse  to  the  State  Court,  on  the  ground  that  the  jurisdiction  of  this  Conrt  over 
it  had  been  taken  away  by  the  Act  of  March  ad,  1867,  (14  Id,,  4S2,)  Htid, 
that  the  motion  must  be  denied. 

Notwithstanding  the  latter  Act,  the  parties  respectively  can  raise  any  questions  in 
this  Court,  after  removal  here,  which  they  could  raise  if  the  cause  had  been 
here  commenced,  or  which  they  could  raise  in  the  State  Conrt,  if  the  cause 
were  remanded. 

If  it  be  insisted  that  the  said  Act  of  March  2d,  1867,  legalising  acts  done  by 
authority  of  the  President,  and  forbidding  all  Courts,  State  or  Federal,  to 
take  jurisdiction  thereof,  be  invalid,  as  unconstdtntiona],  such  invalidity  can 
be  urged  in  the  Federal  Court,  with  the  same  effect  as  in  the  State  Courts, 
and  on  like  grounds. 

An  Act  of  Congress,  relied  upon  as  a  defence,  ought  not  to  be  declared  uncon- 
stitutional, on  such  a  motion,  but  such  defence  should  be  met  in  the  ordinary 
mode,  on  trial,  demunfer  or  otherwise,  in  which  a  ruling  upon  the  question 
may  appear  on  the  record,  and,  if  need  be,  may  be  reviewed  in  the  Court  of 
last  resort 

(Before  Woodruff,  J.,  Southern  District  of  New  York,  June  6th,  1872.) 

Woodruff,  J.  The  declaration  in  this  action  alleges,  that, 
in  April,  1865,  at  Savannah,  in  Georgia,  the  defendant,  by 
authority,  and  with  the  approval,  of  the  President  of  the 
United  States,  with  force  and  arms,  seized  and  laid  hold  of 
the  plaintiff,  expelled  him  from  his  dwelling  house,  trans- 
ported him  to  Washington  and  to  prison,  and  there  confined 
him  for  three  months,  without  reasonable  or  probable  cause, 
and  contrary  to  law,  giving  other  particulars  of  alleged  injury, 
&c.,  and  prays  damages  one  hundred  thousand  dollars.  The 
action  was  brought  in  a  Conrt  of  the  State,  and,  on  application 
of  the  defendant,  was  removed  to  this  Court.  The  plaintifi 
now  moves  to  remand  the  cause,  on  the  ground  that  this  Court 
has  no  jurisdiction  to  hear,  try  or  determine  it. 
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Bj  the  fifth  section  of  the  Act  of  March  3d,  1863,  (12 
IT.  S.  Stat,  at  Lourge^  756,)  it  is  enacted,  that,  "  if  any  suit  or 
prosecntion,  civil  or  criminal,  has  been,  or  shall  be,  com* 
menced  in  any  State  Court,  against  any  officer,  civil  or  mili- 
tary, or  against  any  other  person,  for  any  arrest  or  imprison- 
ment made,  or  other  trespasses  or  wrongs  done  or  committed, 
*  *  *  at  any  time  during  the  present  rebellion,  by  virtue, 
or  under  color,  of  any  authority  derived  from,  or  exercised  by 
or  under,  the  President  of  the  United  States,"  the  defendant, 
complying  with  the  conditions  prescribed  in  the  Act,  may  have 
the  caufte  removed  for  trial  to  the  Circuit  Court  of  the  United 
States,  that  the  State  Court  shall  proceed  no  further  therein, 
and  that  the  "  cause  shall  proceed "  in  the  Circuit  Court  ^'  m 
ike  same  numner  as  if  it  had  been  brought  in  said  Court  by 
original  process."  That  the  present  action  is  within  the 
operation  of  this  Act  appears  by  the  declaration,  more  fully  by 
the  affidavits  read  on  the  motion,  and  was  expressly  admitted 
on  the  argument.  If,  therefore,  there  is  nothing  else  affecting 
the  question,  the  cause  was  properly  removed  to  this  Court, 
on  the  applicatign  of  the  defendant,  and,  if  any  further  steps 
are  taken  therein,  in  any  form  and  for  any  purpose,  the  cause 
must  proceed  in  this  Court. 

By  the  Act  of  March  2d,  1867,  (14  U.  S.  Stat,  at  Large, 
432,)  it  is  enacted,  that,  "  all  acts,  proclamations,  and  orders 
of  the  President  of  the  United  States,  or  acts  done  by  his 
authority  or  approval,  after  the  4th  of  March,  A.  D.  1861, 
and  before  the  1st  day  of  July,  A.  D.  1866,  respecting  martial 
la^  *  *  *  QY  the  arrest,  imprisonment  and  trial  of  per- 
sons charged  with  participation  in  the  late  rebellion,  *  *  * 
or  as  aiders  or  abettors  thereof,  *  *  *  and  all  proceed- 
ings and  acts  done  or  had  by  courts  martial,  *  *  *  or 
arrests  and  imprisonments  made  in  the  premises  by  any  per- 
son by  the  authority  of  the  orders  or  proclamations  of  the 
President,  made  as  aforesaid,  or  in  aid  thereof,  are  hereby  ap- 
proved, in  all  respects,  legalized  and  made  valid.  *  *  *  And 
no  civil  Court  of  the  United  States,  or  of  any  State,  or  of  the 
District  of  Columbia,  or  of  any  District  or  Territory  of  the 
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United  States,  shall  have  or  take  jnrisdictioii  of,  or  in  any 
manner  reyerse,  any  of  the  proceedings  had  or  acts  done  as 
aforesaid,  nor  shall  any  person  be  held  to  answer  in  any  of 
said  Courts  for  any  act  done,  or  omitted  to  be  done,  in  pursu- 
ance, or  in  aid,  of  any  of  said  proclamations  or  orders,  or  by 
authority,  or  with  the  approval,  of  the  President,  within  the 
period  i^oresaid,  and  respecting  any  of  the  matters  aforesaid." 
In  support  of  the  present  motion,  it  is  argued,  that  this 
last  named  Act  of  Oongress,  if  it  has  operation  according  to 
its  terms,  has  destroyed  the  plaintifi's  cause  of  action,  defeated 
his  remedy,  and  taken  from  this  Court  all  jurisdiction  to  en- 
tertain the  suit  for  any  purpose ;  that,  such  jurisdiction  hay- 
ing been  withdrawn  from  this  Court,  the  plaintiff  cannot  be 
permitted  here  to  raise  any  question  touching  the  validity  of 
the  Act  of  Congress,  or  covering  any  ground  upon  which  he 
claims  a  right  to  recover,  notwithstanding  the  Act ;  that  the 
State  Court  has  jurisdiction  of  such  a  cause  of  action,  and 
Congress  cannot  impair  that  jurisdiction ;  that,  in  the  State 
Court,  the  plaintiff  can  be  heard,  not  only  on  the  question  of 
the  validity  of  an  Act  of  Congress  which  purports  to  forbid 
the  State  Court  from  holding  the  defendant  to  answer,  but  on 
the  effect  of  the  Act  in  attempting  a  retrospective  affirmance 
of  the  validity  of  the  defendant's  acts  toward  the  plaintiff,  and 
also  on  any  other  question  upon  whidi,  in  the  State  Court, 
the  plaintiff's  right  to  recover  may  seem  to  depend ;  that,  as 
the  Circuit  Court  derives  its  jurisdiction  from  Acts  of  Con- 
gress, so  a  jurisdiction  once  conferred  may  be  withdrawn,  and, 
by  the  Act  last  cited,  all  jurisdiction  of  the  subject-matter  of 
this  suit  was  withdrawn,  and  the  only  tribunal  which  can 
lawfully  consider  the  questions  involved  therein  is  the  State 
Court  from  which  the  cause  was  removed,  and  that  Court 
may  deny  that  Congress  can  deprive  it  of  jurisdiction  to  in- 
quire into  the  sufficiency  and  legality  of  any  justification 
under  the  authority  of  the  President,  or  to  hold  the  defend- 
ant to  answer  to  the  cause  of  action  alleged  in  due  form  in 
that  Court;  and  that  the  cause  should,  therefore,  be  re- 
manded. 
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The  anBwer  to  the  motion  and  to  the  grounds  npon  which 
it  18  nrged  do  not  seem  to  me  to  be  doubtful. 

(1.)  So  far  as  the  removal  of  the  cause  from  the  State 
Court  to  the  Federal  tribunal  operates  to  deprive  the  former 
of  jurisdiction,  the  Act  of  1863  is  not  claimed  to  be  invalid. 
Within  the  scope  of  the  jurisdiction  which  may,  under  the 
Constitution  of  the  United  States,  be  conferred  on  the  Fed- 
eral tribunals,  Congress  may  secure  to  parties  the  benefit  of 
that  jurisdiction,  as  well  by  authorizing  removal  from  the 
State  Courts,  if  suit  be  there  begun,  as  by  authorizing  the 
bringing  of  the  suit  therein  originally. 

(2.)  The  bringing  of  this  action  in  the  State  Court  by  the 
plaintiff  confessedly  made  the  precise  case  in  which,  by  the 
Act  of  1863,  the  defendant  had  the  right  of  removal  to  the 
Federal  Court,  for  the  adjudication  of  whatever  question 
might  arise  therein.  The  right  of  removal,  by  the  Act  of 
1863,  in  no  wise  depended  upon  the  nature  or  form  of  the 
question  to  be  raised  in  the  possible  progress  of  the  litigation, 
nor  upon  the  form  or  manner  in  which  thereafter  it  might  be 
sought  to  raise  it  The  only  condition  of  the  right  of  removal 
was,  that  a  suit  had  been  commenced,  and  for  a  cause  of  action 
within  the  scope  of  the  Act. 

(3.)  The  Act  of  1867,  as  now  claimed,  has  furnished  a 
complete  defence  in  the  Federal  Court,  either  by  justifying 
the  acts  complained  o^  and  so  destroying  the  cause  of  action, 
or  by  forbidding  the  Court  to  inquire  beyond  the  mere  fact 
that  such  acts  were  done  by  authority  of  the  President,  and, 
practically,  in  this  case,  in  which  such  authority  is  conceded, 
forbidding  the  Court  to  inquire  at  all  into  the  matter.  If  the 
effect  of  the  last  named  Act  is  to  dose  the  door  to  any  inquiry 
in  the  Federal  Court,  notwithstanding  removal  to  that  tribu- 
nal, one  of  two  things  follows,  that  is  to  say,  the  Act,  being . 
valid,  must  be  permitted  to  operate,  and,  as  a  practical  result, 
inquiry  into  the  validity  of  the  acts  done  to  the  defendant  by 
authority  of  the  President,  during  the  rebeUion,  is  excluded, 
and  such  authority  is  to  be  deemed  the  final  test  and  conclu- 
sive denial  of  the  plaintiff's  right  to  complain  thereof;  or,  ii* 
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the  Act  be  not  valid,  then  the  Act  does  not  operate  to  pre- 
vent that  inquiry  in  this  Court.  To  say  thatj  the  Act  may 
operate  to  prevent  inquiry,  in  the  Federal  Court,  into  any 
question  which  may  be  raised  and  passed  upon  in  the  State 
Court,  is  a  misconstruction  of  the  statute.  The  Act  is  valid, 
in  its  very  terms,  as  forbidding  any  Court  from  questioning  the 
validity  of  the  acts  of  which  the  validity  is  therein  affirmed, 
or  it  is  not.  Its  effect  in  the  Federal  Court  is  the  same  as, 
and  no  other  than,  in  the  State  Court. 

(4.)  It  is,  I  think,  clear,  that,  whatever  questions,  arising 
upon  the  declaration  in  this  cause,  or  upon  such  defence  as  may 
be  interposed  thereto,  are  open  to  inquiry  or  proof  any  where, 
are  open  to  inquiry  in  this  Court. 

(5.)  The  Act,  by  its  terms,  treats  all  civil  Courts,  State 
and  Federal,  alike,  in  this  matter.  If  the  statute  is  valid  and 
binding,  it  would  be  idle  to  remand  the  cause  to  a  State  Court, 
when,  according  to  the  very  terms  of  the  Act  of  1863,  it  has 
been  duly  removed  to  this  tribunal,  and  the  State  Court  has 
been  forbidden  to  proceed  further  therein,  and  when,  also, 
that  Court  can  lawftdly  entertain  no  jurisdiction  to  impugn 
the  act  or  authority  of  the  President,  or  acts  done  under  his 
authority,  and  can,  in  short,  no  more  proceed  in  the  action 
than  can  this  Court.  If  the  Act  be  not  valid  and  binding, 
that  objection  can  as  well  be  urged  in  this  Court. 

(6.)  But,  what  seems  to  me  conclusive  is,  that  the  Act  of 
1863,  under  which  the  action  was  removed  to  this  Court, 
directs  this  tribunal  to  proceed  therein  in  the  same  manner  as 
if  the  cause  had  been  brought  in  this  Court  by  original  pro- 
cess. The  removal  places  the  cause  in  the  same  position  here 
as  if  so  brought.  This  operates  in  this  case  as  in  all  other 
cases  so  removed.  Had  the  cause  been  brought  here  in  the 
first  instance,  all  legal  defences  would  have  been  available  to 
the  defendant,  whether  they  went  to  jurisdiction  to  inquire, 
or  were  in  bar  of  the  action  on  any  ground.  All  that  the  re- 
moval has  done  is  to  change  the  tribunal  which  is  to  pass  upon 
the  questions  involved.  Power  in  Congress  to  make  such  a 
change  of  tribunal,  at  the  instance,  and  for  the  protection,  of 
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a  defendant,  is  not  open  to  question,  where,  as  in  general,  in- 
vestigation of  the  merits  of  a  eontroyersy  is  to  be  had  in  the 
Federal  Court ;  and,  if  it  could  be  successfully  insisted  that 
the  law,  in  this  instance,  operated  to  take  away  the  jurisdic- 
tion of  the  State  Court,  without  conferring  it  upon  the  Fed- 
eral tribunal,  and  it  were  thereupon  claimed  that  it  was  an 
unconstitutional  interference  with  the  jurisdiction  of  the  State 
Courts,  I  should  say,  that  it  is  not  suitable  to  declare  an  Act 
of  Congress  unconstitutional  on  such  a  motion  as  this.  The 
plaintiff  should  be  lefb  to  pursue  the  cause,  meet  such  defence 
as  the  defendant  may  be  advised  to  interpose,  and  present  his 
objections  based  upon  the  supposed  unconstitutionality  of  the 
Acts  of  Congress,  in  a  form  in  which  they  can  be  considered, 
and,  if  need  be,  reviewed,  in  the  ordinary  course  of  judicial 
proceedings  in  the  Federal  Courts. 
The  motion  must  be  denied. 

William  W.  Mo^arlcmdy  for  the  plaintiff. 

Noah  Dm>i8y  {District  Attorney^  for  the  defendant. 


Edwabd  S.  Eenwioe  and  othbbs 
Chables  H.  Pokd.    In  Eamrr. 

The  relBsned  letters  patent  granted  to  WiUiam  C.  Hicks,  March  Ist,  1870,  for  an 
"  improvement  in  breech-loading  fire-arms,"  the  original  patent  having  been 
granted  to  Hicks,  as  inventor,  March  10th,  1867,  are  valid. 

Hicks  was  the  first  person  who  devised  a  practical  mechanism  for  certainly 
withdrawing  a  loaded  cartridge  from  its  chamber,  in  a  breech-loading  fire- 
ann,  under  all  conditions,  as  well  when  its  rim  or  flange  has  not  been  ez- 


» 


40  SOUTHERN  DISTRICrr  OF  NEW  YORE, 

Renwick  tr.  Pond. 

panded  by  the  blow  of  a  rtrikiiig  inrtrament,  as  when  it  baa  been  ao  ej^Muided, 
by  effaoting  rach  withdrawal,  throogb  the  engagement,  within  the  periphery 
of  each  chamber,  of  a  hook,  actuated  antomatloally,  with  a  metallic  flange 
forming  part  of  the  cartridge. 

Although  the  patent  deacribes  the  invention  as  applied  to  a  cartridge,  the  flange 
of  which  radiates  inwardly  towards  the  longitudinal  axis  of  the  cartridge, 
and  describee  the  hook  as  a  rigid  hook,  and  the  flange  as  springfing,  to  engage 
with  the  hook,  yet  an  arm  in  which  a  cartridge  is  used,  the  flange  of  iHiich 
radiates  outwardly  from  the  longitudinal  axis  of  the  cartridge,  and  is  rigid, 
and  in  which  the  hook  springs,  to  engage  with  the  flange,  infringes  the  first 
three  daims  of  such  patent,  proyiding  such  arm  has  a  breech-dosing  piece 
moving  longitudinally  with  the  barrel,  a  cartridge  chamber  at  the  butt  of  the 
barrel,  and  a  redprocating  extracting  hook,  arranged  in  sudi  manner  that, 
when  the  breedi  is  dosed  by  the  forward  movement  of  the  closing  piece,  the 
bill  of  the  hook  is  within  the  periphery  of  sudi  chamber,  and,  being  in  its 
most  forward  porition,  is  in  advance  of  the  rear  of  the  space  in  which  the 
cartridge  is  recdved,  so  as  to  engage  with  the  unexpended  front  dde  of  the 
flange  of  the  cartridge,  and  only  one  side  of  the  flange  is  engaged  with  the 
bill  of  the  hook,  avoiding  any  difiScplty  in  disengaging  the  cartridge. 

-Claiming  the  arrangement  of  a  combination,  when  the  arrangement  is  such  as 
to  produce  a  given  mechanical  result  of  the  combination,  is  not  a  claim  to  a  flmo- 
tion,  nor  is  it  a  claim  to  a  result^  irrespective  of  the  means  of  producing  it, 
but  it  is  a  daim  to  the  means  alone,  and  only  when  spedally  arranged  to  pro- 
duce a  given  result 

In  order  to  infringe  the  patent,  it  is  not  necessary  to  use  a  cartridge,  if  an  arm 
be  sold,  capable  of  being,  and  designed  to  be,  used  to  eflect  the  result  of  the 
patent^  by  the  means  spedfied  in  its  dalma,  and  requiring  only  the  addition 
of  the  cartridge  by  the  purchaser. 

(Before  Blatobvobd,  J»,  Southern  District  of  New  York,  June  8th,  1872.) 

Blatohfobd,  J.  This  Bnit  is  founded  on  reissued  letters 
patent  granted  to  William  0.  Hicks,  Marcli  Ist,  1870,  for 
an  ^'  improvement  in  breech-loading  fire-arms."  The  original 
patent  was  granted  to  Hicks,  an  inventor,  March  10th,  1857, 
and  was  reissued  to  him  May  9th,  1865,  and  again  January 
18ih,  1870.  On  the  27th  of  Februaiy,  1871,  the  patent  was 
extended  for  seven  years  from  the  10th  of  March,  1871. 
This  bill  was  filed  in  May,  1870,  and  is  not  fonnded  on  the 
extension.  f 

The  specification  states,  that  the  object  of  the  invention 
^^  is,  primarily,  to  extract  from  the  breech  of  a  fire-arm,  the 
cartridge,  or  the  remnant  thereof  which  remains  after  firing. 


JUNE,  18'rs.  41 


Benwiok  «.  Pond. 


and,  aecondarily,  to  gecnre  the  expIoBion  of  the  percussion 
primer  " ;  that,  to  this  end,  the  mvention  ^^  consists  of  certain 
combinations  and  arrangements  of  one  or  more  extracting 
hooks,  the  reciprocating  breech-pin  or  breech-doser  of  a  fire- 
arm, and  the  diamber  in  the  breech  of  a  fire-arm,  in  which 
the  cartridge  is  received  " ;  that  the  invention  is  ^^  applicable 
to  breech-loading  fire-arms  of  various  constructions,"  and  ref- 
erence is  made,  *^  in  order  that  it  may  be  ftdlj  understood," 
to  a  pistol  manufactured,  at  the  time  of  the  invention,  by  the 
Volcanic  Bepeating  Arms  Company,  with  Hicks'  improve- 
ments applied  thereto,  ^^  said  pistol  being,  in  other  respects, 
substantially  the  same  as  that  described  in  the  patent  granted 
to  Horace  Smith  and  D.  B.  Wesson,  the  14th  day  of  February, 
A.  D.  1854"  The  specification  then  described,  with  refer- 
ences to  the  drawings,  the  parts  of  such  pistol  which  are  im- 
portant to  an  understanding  of  the  invention.  The  pistol  has  a 
barrel  constructed  to  be  loaded,  at  the  breech,  with  a  cartridge 
which  has  at  its  butt  an  internal  brass  flange,  which  flange, 
being  elastic,  yields  when  pushed  forward  by  an  inclined  in- 
stroment,  and  tends  to  regain  its  original  form  when  the 
instrument  has  passed  by  it.  The  powder  is  in  a  cavity  in 
the  ball.  Next  the  powder  is  a  steel  disk,  and  the  percussion 
primer  is  placed  against  such  disk  and  between  it  and  a  thin 
disk  of  cork.  The  barrel  of  the  pistol  has  an  enlarged  cham- 
ber at  its  rear  end,  for  the  reception  of  the  cartridge,  the 
diamber  being  deep  enough  to  receive  within  it  the  entire 
cartridge,  including  the  flange.  The  cartridge  is  pushed  into 
the  chamber  by  means  of  the  breech-pin,  operated  by  a 
lever  which  moves  the  breech-pin  and  its  connections 
to  and  fro.  The  pistol  is  fired  by  a  hammer,  which  operates, 
through  the  intervention  of  the  breech-pin  and  its  appurte- 
nances, on  the  primer  in  the  cartridge.  The  forward  end  of 
the  breech-pin  carries  the  extracting  hook  or  hooks.  Where 
two  are  used,  they  are  side  by  side,  each  arranged  to  act  at 
one  side  only  of  the  fiange  of  the  cartridge,  their  bills  both 
pointing  in  the  same  direction,  so  that,  when  the  cartridge  is 
withdrawn  from  the  chamber,  it  may  be  readily  disengaged 
from  the  bills  of  the  hooks,  by  moving  the  cartridge  in  the 
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plane  of  the  profiles  of  the  hooks,  which  conld  not  be  readily 
done  if  two  hooks,  when  used,  were  arranged  at  opposite 
sides  of  the  cartridge  flange,  so  as  to  hold  the  cartridge  be- 
tween them.  The  specification  states,  that  the  application  of 
the  extracting  hook  to  the  forward  end  of  the  breech-pin  con- 
stitutes no  part  of  the  invention,  and  that  the  hook  is  used  as 
the  striking  instrument,  for  striking  the  percussion  primer,  in 
addition  to  performing  its  function  of  extracting  the  cartridge. 
As  the  flange  of  the  cartridge  used  with  the  pistol  is  made  of 
elastic  metal,  which  will  yield  to  permit  the  hooks  to  pass  by 
it,  they  are  made  rigid  by  being  formed  upon  a  cylindrical 
plug  or  stock,  and  are  connected  with  the  breech-pin  by  driv- 
ing said  stock  into  a  socket  formed  in  the  front  end  of  the 
breech-pin.  As  the  breech-pin  is  connected  with  a  lever,  the 
extracting  hooks,  being  connected  with  the  breech-pin,  are 
combined  with  the  said  lever,  so  that,  when  the  lever  is  turned 
in  one  direction,  the  extracting  hooks  are  moved  forward,  and, 
when  the  lever  is  moved  in  the  opposite  direction,  the  extract- 
ing hooks  are  withdrawn.  Each  extracting  hook  is  so  arranged, . 
relatively  to  the  cartridge  chamber,  that  the  bill  of  the  hook, 
when  advanced,  enters  within  the  periphery  of  the  cartridge 
chamber,  so  as  to  be  sure  to  engage  with  the  flange  of  the 
cartridge  therein.  Each  hook,  also,  is  so  arranged,  relatively 
to  the  cartridge  chamber,  that  the  bill  of  the  hook,  when 
moved  to  its  most  forward  position,  is  in  advance  of  the  rear 
of  the  space  occupied  by  the  cartridge,  at  least  as  flu*  as  the 
thickness  of  the  flange  thereof,  so  that  the  shoulder  of  the 
hook  may  engage  with  certainty  with  the  forward  «ide  of  the 
cartridge  flange.  When  the  pistol  is  to  be  loaded,  the  move- 
ment of  the  lever  opens  the  breech,  by  moving  the  breech- 
pin  or  breech-closer  backward,  in  the  longitudinal  line  of  the 
barrel,  or  thereabouts,  and  withdraws  the  extracting  hooks, 
while  the  movement  of  the  lever  in  the  opposite  direction 
first  impels  the  cartridge  into  the  chamber  of  the  breech. 
When,  however,  the  cartridge  reaches  a  shoulder  at  the  front 
end  of  the  chamber,  its  forward  movement  is  stopped,  and 
ten  the  continued  movement  of  the  lever  impels  the  extract- 
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ing  hooks  forward  past  the  edge  of  the  flange  of  the  cartridge, 
and,  as  the  point  of  each  is  inclined,  or  sloped  off,  in  advance 
of  its  shonlder,  the  bill  of  the  hook  readily  passes  over  the 
edge  of  the  flange,  which,  being  of  thin  metal,  yields  to  the 
pressnre  of  the  hook.    When  the  shonlder  of  the  hook  has 
passed  by  the  edge  of  the  flange,  the  latter,  being  elastic, 
tends  to  resume  its  original  position,  and  the  shonlder  of  the 
hook  engages  with  the  flange,  so  that,  if  the  lever  be  then 
moved  to  open  the  breech,  the  hooks  will  extract  the  car- 
tridge, by  reason  of  their  engagement  with  its  flange.    The 
first  movement  of  the  breech-pin,  in  opening  the  breech  of 
barrel,  and  its  last  movement,  in  closing  the  breech,  take 
place  in  the  longitudinal  line  of  the  barrel,  or  thereabouts. 
In  the  fire-arm  before  referred  to,  the  construction  of  the  car- 
tridge with  a  thin  flexible  flange  permits  the  extracting  hook 
to  be  rigidly  secured  to  the  breech-pin,  but  that  feature  is  not 
daimed  as  a  peculiarity  of  the  invention.    The  construction 
of  the  cartridge,  with  the  primer  arranged  in  its  interior,  in 
the  line  of  movement  of  the  point  of  the  extracting  hook, 
after  passing  the  flange,  enables  the  hook  to  be  used  as  the 
striking  instrument,  for  transmitting  the  blow  of  the  hammer 
to  the  primer,  although  such  use  of  the  hook  does  not  affect ' 
its  operation  in  extracting  a  cartridge,  and  is  not  essential  to 
it    But,  the  movement  of  the  breech-pin  or  closing  piece 
longitudinally  with  the  barrel,  or  thereabouts,  at  the  time 
of  opening  and  dosing  the  cartridge  chamber,  is  important, 
and  is  a  distinguishing  feature  of  the  invention.    The  reason 
why  two  striking  instruments  are  used,  and  are  an  improve- 
ment upon  one,  is  stated  to  be,  that,  when  a  single  striking 
instrument  is  used,  the  cake  of  percussion  powder  forming 
the  primer,  being  struck  at  about  its  centre,  frequently  splits 
into  parts,  and  allows  the  striking  instrument  to  pass  forward 
between  the  parts,  without  striking  them  against  the  disc-sup- 
port of  the  primer,  and  hence  the  fire-arm  frequently  fails  to 
discharge,  whereas  two  striking  instruments  will  hold  some 
portion  of  the  cake  between  their  points,  so  that  it  cannot 
escape,  and  some  portion  of  it  is  certain  to  be  struck  between 
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the  points  of  the  striking  instruments  and  the  disc-support, 
and  the  fire-arm  is  sure  to  fire.  The  specification  states,  that, 
in  the  fire-arm  described  in  the  said  patent. to  Smith  and 
Wesson,  two  extracting  hooks  were  nsed,  but,  they  were  so 
arranged,  that,  when  advanced,  their  bills  were  outside  of  the 
periphery  of  the  cartridge  and  of  the  chamber  in  which  it 
was  received ;  that,  consequently,  they  could  not  engage  with 
the  cartridge-case  unless  its  butt  were  first  expanded  by  the 
blow  of  the  striking  instrument;  and  that,  hence,  the  loaded 
cartridge  could  not  be  withdrawn  by  the  hooks,  and  they  could 
be  used  only  to  extract  an  expanded  and  empty  cartridge-case* 
The  specification  concludes :  ^^  As  the  bill  of  my  extracting 
hook,  when  moved  forward,  is  within  the  periphery  of  the 
cartridge  chamber,  and  within  the  space  occupied  by  the  car- 
tridge-flange, it  must,  of  necessity,  engage  with  the  cartridge- 
fiange,  whether  the  cartridge  has  been  fired  or  not,  and,  con- 
sequently, can  be  used  to  withdraw  a  loaded  cartridge."  The 
claims  of  the  patent,  four  in  number,  are  as  follows :  (1.) 
^^  The  combination,  substantially  as  set  forth,  of  the  breech- 
dosing  piece,  moving  longitudinally  with  the  barrel,  the  car- 
tridge chamber  at  the  butt  of  the  barrel,  and  the  reciprocatmg 
extracting  hook,  arranged  in  such  manner  that  its  bill  enters 
within  the  periphery  of  the  said  chamber,  so  that  it  may  en- 
gage with  the  fiange  of  the  cartridge  therein,  when  the  breech 
is  closed  by  the  forward  movement  of  the  dosing  piece,  even 
though  the  cartridge  be  not  expanded."  (3.)  «  The  combina- 
tion,  substantially  as  set  forth,  of  the  breech-dosing  piece, 
moving  longitudinally  with  the  barrel,  the  cartridge  chamber 
at  the  butt  of  the  barrel,  and  the  reciprocating  extracting 
hook,  arranged  in  such  manner  that,  when  the  barrel  is  dosed 
by  the  forward  movement  of  the  dosing  piece,  and  when  the 
bill  of  said  hook  is  in  its  most  forward  position,  the  said  bill 
is  both  within  the  periphery  of  said  chamber,  and  in  advance 
of  the  rear  of  the  space  in  whidi  the  cartridge  is  received,  so 
that  said  bill  may  engage  with  the  unexpanded  fi*ont  side  of 
the  fiange  of  the  cartridge,  when  the  latter  is  within  the  said 
space."    (8.)  ^^  The  combination,  substantially  as  set  forth,  of 
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the  breech-doelBg  piece,  moving  longitudinally  with  the. bar- 
rel, the  cartridge  chamber  at  the  butt  of  the  barrel,  and  the 
extracting  hoo^  described,  arranged  in  fiuch  manner  that  but 
one  side  onlj  of  the  flange  of  the  cartridge  ie  engaged  with 
the  bill  of  a  book  inside  of  the  cartridge  chamber,  thereby 
enabling  the  cartridge  remnant  to  be  readily  disengaged  from 
the  extracting  hook.''  (4.)  ^^  The  combination  and  arrange- 
m^it,  substantially  as  set  forth,  of  the  hook,  with  the  breech- 
dosing  piece,  moving  in  the  line  of  the  barrel,  in  snch  man- 
ner that  the  said  hook  performs  the  two  functions  of  trans- 
mitting a  blow  to  the  primer,  and  of  extracting  the  cartridge 
remnant  from  the  breech  of  the  fire-arm." 

The  answer  sets  np  a  prior  description  of  the  invention  Id 
the  said  patent  to  Smith  and  Wesson,  of  the  14th  of  Pebmary, 
1854,  and  in  a  patent  granted  by  the  United  States  to  George 
W.  Morse,  October  28th,  1856;  and,  also,  prior  knowledge 
and  nee  of  the  invention  by  various  persons  named.  It  also 
sets  up,  that  the  invention  nad  been,  with  tbe  knowledge  and 
consent  of  Hicks,  in  public  use  and  on  sale  more  than  two 
years  prior  to  the  application  by  him  for  a  patent  therefor.  It 
also  sets  up,  that  the  reissue  of  March  1st,  1870,  was  obtained 
by  Hicks  for  the  fraudulent  purpose  of  enabling  him  to  in- 
clude therein  matters  of  which  he  was  not  the  original  and 
first  inventor,  and  that  it  includes  such  matters,  and  that 
they,  on  the  &ce  of  the  patent,  (especially  in  connection  with 
the  state  oljithe  art  as  it  existed  at  the  date  of  the  original 
patent,  and  subsequently,)  clearly  appear  to  be  different  from 
the  invention  described  and  claimed  in  the  original  patent, 
and  that  the  reissue  is,  therefore,  void. 

It  is  insisted,  that  the  defendant  has  infiringed  the  first 
three  claims  of  the  patent,  by  selling  fire-arms  manufactured 
by  the  Winchester  Bepeating  Arms  Oompany,  of  New 
Haven,  Cionnecticut,  containing  the  inventions  covered  l^ 
those  dums.  The  defendant's  fire^irm  cannot  be  used  with  a 
cartridge  like  that  described  in  the  plaintiffs'  patent,  having  a 
central  hole  in  the  metal  cap  at  the  rear,  and  no  flange  at  the 
rear  projecting  beyond  the  outer  diameter  of  the  body  of  the 
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cartridge  in  a  direction  at  right  angles  to  its  longitudinal  axis, 
bat  can  be  used  only  with  a  cartridge  which  has  snch  a  flange. 
To  fire  the  cartridge,  in  the  defendant's  arm,  two  points,  car- 
ried by  a  rod  in  the  breech-piece,  strike  the  rear  end  of  the 
cartridge,  near  its  outer  circumference,  and  explode  the  ful- 
minate within.  In  the  upper  surface  of  the  breech-piece  there 
is  a  groove,  into  which  is  :&tted  a  spring,  the  forward  end  of 
which  is  formed  into  a  hook,  which  projects  beyond  the  front 
fSsice  of  the  breech-piece,  so  that,  when  the  cartridge  is  pushed 
into  the  chamber  of  the  barrel,  the  hook  springs  over  the 
outer  flange  of  the  cartridge,  and  engages  with  the  flange,  and, 
when  the  breech-piece  is  retracted,  the  hook  draws  the  car- 
tridge out  of  its  chamber. 

There  can  be  no  doubt,  on  the  evidence,  that  Hicks  was 
the  first  person  who  devised  a  practical  mechanism  for  cer- 
tainly withdrawing  a  loaded  cartridge  from  its  chamber,  in  a 
breech-loading  fire-arm,  under  all^ conditions,  as  well  when  its 
rim  or  flange  has  not  been  expanded  by  the  blow  of  a  striking 
instrument,  as  when  it  has  been  so  expanded,  by  effecting 
such  withdrawal  through  the  engagement,  within  the  periph- 
ery of  such  chamber,  of  a  hook,  actuated  automatically,  with 
a  metallic  flange  forming  part  of  the  cartridge.  In  devising 
such  mechanism,  he  made  an  important  invention.  Some- 
times, it  is  desired  to  withdraw  the  loaded  cartridge  without 
attempting  to  fire  it.  Before  the  invention  of  Hicks,  the  only 
certain  means  of  doing  so  was  to  insert  a  rammeiKin  the  muz- 
zle of  the  barrel  of  the  fire-arm,  and  push  the  cartridge  out 
through  the  breech  end.  This  was  dangerous,  because  liable 
to  cause  the  cartridge  to  explode  by  striking  its  fulminate  end 
against  the  breech  closing  piece.  The  mechanism  described 
in  the  patent  issued  to  Horace  Smith  and  Daniel  B.  Wesson, 
February  14th,  1864,  and  reissued  to  them  October  10th,  1854, 
would  withdraw  the  cartridge  only  after  its  rim  had  been 
forced,  by  expansion  caused  through  the  blow  of  the  striking 
instrument,  to  engage  with  recesses  provided  to  receive  it, 
and  would  not  withdraw  a  loaded  cartridge  before  any  attempt 
had  been  made  to  fire  it.    Although  the  application  by  Hicks 
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for  bis  original  patent  of  March  10th,  1857,  was  not  made 
until  the  20th  of  Pebroarj,  1857,  yet  his  invention  dates  back 
to  a  period  shortly  after  the  14th  of  August,  1855,  and  ante- 
rior to  the  date  of  the  invention  shown  in  the  patent  of  Octo- 
ber 28th,  1856,  granted  to  Gborge  W.  Morse.  'No  such  com- " 
bination  and  arrangement  as  that  described  in  the  patent  to 
Hicks,  and  covered  by  his  first  three  claims,  to  effect  the  re- 
Bolt  of  withdrawing  an  nnexpanded  loaded  cartridge,  existed 
before  his  invention.  The  same  combination  and  arrange- 
ment, operating  in  substantially  the  same  way,  to  effect  the 
same  result,  is  found  in  the  defendant's  fire-arm*  It  can  make 
no  difference,  that  the  flange  of  the  defendant's  cartridge  radi- 
ates outwardly  from  the  longitudinal  axis  of  the  cartridge,  and 
that  the  flange  of  the  plaintiffs'  cartridge  radiates  inwardly  to- 
wards the  longitudinal  axis  of  the  cartridge.  Kor  can  it  make 
any  difference,  that  the  defendant  has  a  rigid  flange  in  the 
cartridge,  and  causes  the  hook  to  spring,  to  engage  with  the 
flange,  while  the  plaintiffl  have  a  rigid  hook,  and  cause  the 
flange  to  spring,  to  engage  with  the  hook.  Each  has  the 
breech-closing  piece  moving  longitudinally  with  the  barrel, 
the  cartridge  chamber  at  the  butt  of  the  barrel,  and  the  recip- 
rocating extracting  hook,  arranged  in  such  manner  that,  when 
the  breech  is  closed  by  the  forward  movement  of  the  closing- 
piece,  the  bill  of  the  hook  is  within  the  periphery  of  such 
chamber,  and,  being  in  its  most  forward  position,  is  in  ad- 
vance of  the  rear  of  the  space  in  which  the  cartridge  is  re- 
ceived, so  as  to  engage  with  the  nnexpanded  front  side  of  the 
flange  of  the  cartridge,  and  only  one  side  of  the  flange  is  en- 
gaged with  the  bill  of  the  hook,  avoiding  any  difficidty  in  dis- 
engaging the  cartridge. 

It  is  shown,  that,  to  reach  the  invention  made  by  Hicks, 
it  was  necessary  for  him,  taking  the  cartridge  and  nipple  or 
firing  instrument  which  he  used,  to  make  a  properly  shaped 
hook  on  the  nipple,  to  change  the  location  of  the  nipple  rela- 
tively to  the  breech-pin  and  to  the  cartridge  chamber,  and  to 
bring  the  flange  of  the  metal  cap  on  the  cartridge  within 
reach  of  the  hook,  by  reducing  the  size  of  the  central  hole  in 
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such  cap.  Althongli  the  cartridge  and  its  flange  are  not  made 
part  of  the  combination,  in  any  one  of  the  first  three  clainus, 
yet,  the  combination  is  required  to  be  so.  arranged  as  to  effect 
and  ensure  an  engagement  between  the  bill  of  the  hook  and 
the  flange  of  the  cartridge,  by  merely  closing  the  breeph  by 
the  forward  movement  of  the  closing  piece.  Buch  engage- 
ment is  the  purpose  of  the  combination  and  arrangement.  If 
the  combination  exists,  yet,  if  it  is  not  so  arranged  as  to  effect 
such  engagement,  there  is  no  inMngement.  So,  the  prior 
existence  of  the  combination  of  a  breech-dosing  piece  moving 
longitudinally  with  the  barrel,  a  cartridge  chamber  at  the  butt 
of  the  barrel,  and  a  reciprocating  hook,  the  whole  arranged 
so  that  the  hook  would  extract  something  from  the  chamber, 
by  means  of  the  motion  of  the  breech-dosing  piece,  is  of  no 
avail  to  impeach  the  patent,  so  long  as  such  combination  was 
not  so  arranged  as  to  extract  an  unexpanded  loaded  cartridge, 
through  the  engagement  of  the  hook  with  the  flange  of  the 
cartridge  by  the  forward  movement  of  the  dosing-piece,  and 
the  sequent  action  of  the  dosing-piece  in  its  backward  move- 
ment. 

It  is  contended,  that  the  patent  shows  but  a  single  arrange- 
ment of  the  three  dementi  of  the  combination  named;  that 
three  claims  on  such  single  arrangement  cannot  be  sustained ; 
that  each  daim  rests  on  a  portion  of  the  result  to  be  accom- 
plished by  working  the  arrangement ;  that,  thus,  each  daim 
claims  a  frmction;  that  such  functions  are  not  patentable; 
that,  to  perform  the  functions,  requires  that  the  cartridge  be 
used ;  and  that  the  defendant  has  not  used  the  cartridge,  and 
so  has  not  infringed.  I  do  not  think  the  patent  is  open  to 
these  objections.  The  first  daim  is  the  same  it  would  be  if  it 
daimed  causing  the  bill  of  the  redprocating  extracting  hook 
to  enter  within  the  periphery  of  the  cartridge  chamber,  by 
means  of  the  combination  specified,  when  so  arranged  as  to 
enable  the  bill  to  engage,  in  such  chamber,  with  the  fiange  of 
the  cartridge  when  the  breech  is  closed  by  the  forward  move- 
ment of  the  closing-piece,  even  though  the  cartridge  be  not 
expanded.    The  second  daim  is  the  same  it  would  be  if  it 
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claimed  causing  the  bill  not  only  to  enter  within  the  periph- 
ery of  the  cartridge  chamber,  but  to  be,  Vhen  in  its  most  for- 
ward position,  in  advance  of  the  rear  of  the  space  in  which  the 
cartridge  is  received,  by  means  of  the  combination  specified, 
when  so  arranged  as  to  enable  the  bill  to  engage  with  the  nn- 
expanded  front  side  of  the  flange  of  the  cartridge,  when  the 
latter  is  within  the  said  space  and  the  breech  is  closed  by  the 
forward  movement  of  the  closing-piece.  The  third  claim  is 
the  same  it  wonld  be,  if  it  claimed  so  arranging  the  hook  or 
hooks,  in  the  combination  specified,  as  to  act  at  one  side  only 
of  the  flange  of  the  cartridge  in  the  chamber,  thns  enabling 
what  is  withdrawn  by  the  hook  or  hooks  to  be  readily  disen- 
gaged therefrom.  It  cannot  be  doubted  that  the  claims,  thns 
presented,  wonld  not  be  open  to  criticism.  The  first  and 
second  wonld  be  different  from  each  other,  in  snbstance,  and 
the  third  wonld  be  wholly  distinct  from  either.  The  patentee 
wonld  be  entitled  to  make  such  claims,  because  they  are  em- 
braced in  what  is  shown  in  his  original  specification  and  draw- 
ings ;  and  he  really  invented  what  each  would  cover.  It  could 
not  be  said,  a  jnriori^  that  the  first  claim  would  necessarily 
cover  the  position  of  the  bill  of  the  hook  in  advance  of  the 
rear  of  the  space  in  which  the  cartridge  is  received,  or  the 
ability  of  such  bill  to  engage  with  the  unexpanded  front  side 
of  the  fiange  of  the  cartridge,  when  the  latter  is  within  the 
said  space.  ITor  could  it  be  said  that  the  first  claim  would 
necessarily  cover  anything  more  than  the  entrance  of  the  bill 
of  the  hook  within  the  periphery  of  the  cartridge  chamber, 
and  its  ability  to  engage  therein  with  the  flange  of  the  car- 
tridge. 

Claiming  the  arrangement  of  a  combination, when  the 
arrangement  is  such  as  to  produce  a  given  mechanical  result 
of  the  combination,  is  not  a  claim  to  a  function.  The  result 
is  not  claimed  irrespective  of  the  means  producing  it.  The 
means  alone  are  claimed,  and  claimed  only  when  specially 
arranged  to  produce  a  given  result.  This  is  very  far  from 
claiming  a  function. 

The  defendant  may  not  have  himself  used  a  cartridge  in 

VOL.  X.- 
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the  fire-arms  sold  bj  him,  so  that  it  can  be  said  he  has  caused 
the  hook  to  engage  with  the  flange  of  the  cartridge,  and  he 
may  never  have  withdrawn  a  loaded  ball  and  disengaged  it 
from  the  hook.  But,  even  if  the  cartridge  were  to  be 
regarded  as  a  part  of  the  arrangement  and  combination,  the 
defendant  would,  within  the  principle  of  the  case  of  Wallaoe  v. 
Solmesy  (9  Blatchf.  C.  0.  -B.,  65,)  be  an  infringer,  by  selling 
an  arm  capable  of  being,  and  designed  to  be,  used  to  eiSect 
the  result  of  the  patent  by  the  means  specified  in  its  claims, 
and  requiring  only  the  addition  of  the  cartridge  by  the  pur- 
chaser. 

It  is  contended,  by  the  defendant,  that  the  first  three 
claims  of  the  plaintiffs'  patent  must  be  limited  to  an  arrange- 
ment by  which  the  hook  shall  bodily  enter  within  the  car- 
tridge chamber,  so  that  its  bill  may  enter  the  rear  end  of  a 
cartridge,  when  one  is  in  the  chamber,  and  engage  with  the 
inner  edge  of  an  inner  flange  of  the  cartridge;  that  the 
reissue  is  enlarged  beyond  the  invention  actually  made  and 
presented  in  the  original  patent,  so  as  to  cover  inventions  sub- 
fiequently  made  by  others ;  that,  in  the  defendant's  arm,  the 
instrument  for  extracting  the  cartridge  never  enters  any  por- 
tion of  the  cartridge,  and  no  portion  of  it  ever  enters  the 
cartridge  chamber  proper ;  and  that  the  defendant's  device 
could  not  operate  with  a  loaded  cartridge  of  the  character 
fihown  in  the  plaintiffs'  patent,  and  the  plaintiffs'  hook  coidd 
not  operate  with  such  a  cartridge  as  is  used  in  the  defendant's 
arm.  These  views  are  pressed  with  great  earnestness,  but 
they  seem  to  me  to  be  without  real  strength.  The  invention 
of  Hicks  involved  only  slight  changes  in  what  existed  before, 
but  those  slight  changes  brought  success.  When  the  idea  of 
Hicks  was  once  embodied  in  practice,  it  was  easy  to  adapt  it 
to  any  form  of  flange.  When  a  cartridge  with  a  flange  on 
the  exterior  rim  was  used,  it  required  only  ordinary  mechan- 
ical skill,  to  take  Hicks'  invention  and  apply  it  to  such  flange, 
making  the  spring  in  the  hook  instead  of  in  the  flange.  The 
change  embodies  Hicks'  invention,  although  it  may  contain 
some  patentable  improvements.    In  respect  to  the  cartridge 
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described  in  the  plaintijSB'  patent,  its  chamber  is  the  entire 
space  which  it,  and  its  cap,  and  the  flange,  and  all  its  compo- 
nent parts  occupy  in  the  arm,  the  chamber  being  formed  by  the 
walls  enclosing  such  space.  Into  that  space  the  bill  of  the 
plaintiffs^  hook  enters,  because  of  the  central  hole  in  the  cap. 
So,  in  the  defendant's  arm,  the  cartridge  chamber  is  the 
entire  space  occupied  by  the  cartridge  and  its  flange,  the 
flange  being  as  much  a  part  of  the  cartridge  as  any  other  part, 
and  the  chamber  is  formed  by  the  walls  enclosing  such  space. 
Into  sach  space  the  bill  of  the  defendant's  hook  enters,  pro- 
rision  being  made  to  allow  the  hook  room  to  ride  over  the 
flange. 

The  fact,  that  no  arms  are  now  made  in  which  the  hook 
on  the  nipple  in  the  breech-pin  enters  within  the  diameter  of 
the  body  of  the  loaded  cartridge,  is  due  to  the  fact  that  such 
fonn  of  cartridge  as  is  shown  in  the  plaintiflb'  patent  has  been 
superseded  in  practice,  because  of  the  preference  given  to 
cartridges  with  a  flxmge  on  the  exterior  rim. 

There  is  nothing  to  impeach  the  validity  of  the  plaintiflTs' 
patent,  and  it  is  established  that  the  defendant's  arm  infiringes 
its  first  three  claims.  There  must  be  a  decree  for  the 
plaintiffs,  for  an  account,  in  respect  of  such  infringement, 
with  costs.  As  the  bill  is  not  based  on  the  extension,  there 
can  be  no  injunction  in  this  suit. 

JEdwin  W.  Stoughton  and  Oeorge  Gifford,  for  the  plaintiffs. 
ChoHes  M,  Keller  and  John  S.  Beachy  for  the  defendant. 
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Horace  M.  Kttggles 
Charles  Eddy  and  others.    In  Equity. 

S.,  a  patentee,  assigned  to  R.  all  his  interest  in  "the  invention  as  soured  to 
him  by  the  patent,"  for  the  whole  of  the  United  States,  (reserring  to  J.  the 
right  to  use  the  patent  at  a  particular  place,  and  to  sell  in  particular  territory 
the  products  of  snch  use,)  the  same  to  be  held  and  enjoyed  by  R.,  for  his  own 
nse  and  that  of  his  representatiyes,  "  to  the  fall  end  of  the  term  for  which 
said  letters  patent  are  or  may  be  granted,"  as  fhUy  and  entirely  as  the  same 
would  have  been  held  and  enjoyed  by  S.,  had  the  assignment  not  been  made.. 
This  assignment  was  recorded  in  the  Patent  Office.  Subsequently,  the  patent 
was  extended  to  S.,  and  he  afterwards  assigned  to  E.  all  his  interest  in  th& 
eztendon.  E.  went  on  to  use  the  inyention,  and  was  sued  by  R.,  in  equity,/ 
for  infringelhent :  Meldf  that  the  right  to  the  extended  term  passed  to  R..  the 
first  assignee. 

The  legal  effect  of  the  assignm  ent  to  R.  cannot  be  yaried  by  parol  evidence  not 
showing  mutual  mistake. 

The  title  of  R.,  if  regarded  as  an  equitable  title,  is  sufficient  to  enable  lum  to 
sue  E.,  in  equity,  E.  having  taken  title  after  the  assignment  to  R.  was  re- 
corded. 

But,  setnble,  that  R.  took  the  legal  title. 

(Before  Woodruff,  J.,  Northern  District  of  New  York,  June  18th,  1872.) 

• 

"Woodruff,  J.  The  complainant  sues  as  the  assignee  of 
an  invention  of  an  improvement  in  coal  stoves,  for  which 
letters  patent  were  granted  to  Henry  Stanley  on  the  4th  day 
of  January,  1846,  which  letters  patent  were  extended  on  the 
24th  day  of  December,  1868,  for  a  further  term  of  seven  years^ 
The  defendants'  answer  and  the  proofs  show,  that  the  defend- 
ants, since  the  said  extension,  have  used,  and  are  using,  the 
invention  for  which  such  letters  patent  and  the  extension 
thereof  were  granted,  by  the  manufacture  of  stoves  embrac- 
ing the  improvements  which  were  the  subject  of  the  patent. 
On  this  point  there  is  no  dispute  between  the  parties.  The 
defendants  justify  their  use  of  the  said  improvements  by  the 
facts,  that  the  said  extension  of  the  letters  patent  was  granted 
to  the  said  Henry  Stanley,  the  original  patentee,  and  that,, 
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ftfter  such  extension,  all  his  right,  title  and  interest  in,  nnder 
or  bj  yirtne  of,  the  said  extension  of  the  said  patent,  have, 
through  mesne  assignments,  come  to  them.  On  the  other 
hand,  the  complainant  insists,  that,  by  virtue  of  the  assign- 
ment made  by  the  original  patentee  to  one  Henry  J.  Buggies, 
who  assigned  to  the  complainant,  the  extensjon  enured  to  the 
benefit  of  the  complainant,  and  that,  such  assignments  being 
duly  recorded  before  such  extension,  no  transfer  of  the  ex- 
tended patent  could  confer  upon  the  defendants  the  right  to 
use  the  said  invention,  or  make  or  sell  stoves  embracing  the 
patented  improvements.  The  principal  question,  therefore, 
is,  whether  the  assignment  by  the  patentee  to  Henry  J.  Eug- 
gles  operated  to  vest  in  him  the  right  to  the  invention  for 
the  term  of  the  extension  subsequently  granted  to  the  pat- 
entee. 

The  assignment  to  Henry  J.  Buggies  was  made  on  the 
18th  day  of  May,  1853,  in  consideration  of  $4,750,  and,  after 
reciting  the  granting  of  the  said  letters  patent,  and  certain 
other  letters  patent,  it,  in  terms,  assigns  ^^  all  the  right,  title 
and  interest  which  I "  (the  patentee)  "  have  in  the  said  inven- 
tions,  or  either  of  them,  as  secured  to  me  by  said  letters  pat- 
ent, for,  to  and  in  the  several  States  of  the  TJnited  States,  ex- 
cept, I  reserve  the  right  for  my  brother,  John  P.  E.  Stanley, 
of  Baltimore,  to  use  any  or  all  of  the  above  patents  in  his 
foundry  in  Baltimore,  but  not  elsewhere,  and  to  sell  the  stoves 
which  he  makes  from  said  patents,  in  Pennsylvania,  and  in 
the  States  south  and  west  of  Pennsylvania,  and  not  elsewhere ; 
the  same  to  be  held  and  used  by  the  said  Henry  J.  Buggies, 
for  his  own  use  and  behoof,  and  for  the  use  and  behoof  of  his 
legal  representatives,  to  the "  fiill  end  of  the  term  for  which 
said  letters  patent  are  or  may  be  granted,  as  fully  and  entirely 
as  the  same  would  have  been  held  and  enjoyed  by  me  had 
this  assignment  and  sale  not  have  been  made." 

•  This  assignment  is  of  the  invention,  and  not,  in  words, 
an  assignment  of  the  letters  patent.  The  expression,  "  the 
said  invention,  as  secured  to  me  by  said  letters  patent,"  is, 
probably,  susceptible  of  two  constructions — one,  "  the  said 
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iDvention  described  in  the  letters  patent,"  the  terms,  ^^  as  se- 
cured by  the  letters  patent,"  being  employed  to  limit  the 
grant  to  the  precise  invention  secured  by  the  patent;  the 
other  construction  being,  '^  the  said  invention,  to  the  extent 
and  according  to  the  legal  effect  only  of  the  letters  patent," 
which  might  be  deemed  to  limit  thb  transfer  to  the  term  of 
the  patent  actually  then  granted.  If  there  was  nothing  more 
in  the  assignment,  indicating  the  intention  of  the  parties,  the 
last-named  construction  would,  at  least,  be  plausible,  fiut 
when,  in  connection  with  a  transfer  of  the  invention,  it  was 
added,  to  be  held  and  used  by  the  assignee,  for  his  own  use, 
and  for  the  use  of  his  representatives,  "  to  the  full  end  of  the 
term  for  which  said  letters  patent  are  or  ma/y  he  granted,"  the 
intention  to  grant  the  whole  right  and  interest  of  the  invent- 
or in  the  invention,  within  the  specified  territory,  becomes 
conspicuous-^not  because  the  habendum  clause  enlarges  the 
grant,  but  because  it  makes  it  more  clear  what  the  parties  in- 
tended, namely,  to  assign  the  whole  invention  described  in 
the  patent. 

I  am  not  able  to  withdraw  this  case  from  the  operation  of 
the  decision  of  the  Supreme  Court  of  the  United  States  in 
RanJ/road  Company  v.  Trimble^  (10  Wallace^  867, 878,)  where, 
in  all  that  is  material  to  the  effect  of  the  instrument  between 
the  parties  in  this  respect,  the  language  of  the  assignment 
was  identical  with  the  assignment  now  in  question ;  and  the 
decision  of  that  Court  in  The  Nicholson  Pavement  Co.  v. 
Jenhms^  at  the  December  Term,  1871,  now  just  closed, 
(14  Wallace^  452,)  is  in  full  affirmance  of  the  other  case. 
In  the  latter,  the  Court  says :  "  Manifestly,  something  more 
was  intended  to  be  assigned  than  the  interest  then  secured 
by  letters  patent.  The  words,  "  to  the  full  end  of  the  term 
for  which  the  said  letters  patent  are  or  may  be  granted," 
necessarily  import  an  intention  to  convey  both  a  present 
and  a  future  interest,  and  it  would  be  a  narrow  rule*of 
construction  to  say  that  they  were  designed  to  apply  to  a 
reissue  merely,  when  the  invention  itself,  by  the  very  words 
of  the  assignment,  is  transferred."    The  legal  effect  of  the 
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inBtmmeiit  now  in  controversy  is,  therefore,  not  an  open 
question.  Those  decisions  conclude  this  Court,  if  there  other- 
wise seemed  doubt  respecting  it. 

Parol  evidence  was  oflfered  by  the  defendants,  that  there 
was  no  promise  or  agreement  by  the  patentee  that  the  assign- 
ment should  convey  the  extension,  if  the  patent  should  be  ex- 
tended ;  that  the  patentee  did  not  intend  to  convey  any  inter- 
est "  beyond  that  embraced  in  the  life  of  the  original  patent ;" 
that  the  patentee  received  from  the  assignee  no  consideration 
for  the  extended  term ;  and  that  the  patentee  paid  the  ex- 
penses of  procuring  the  extension  of  the  patent.  The  decis- 
ions of  the  Supreme  Court,  above  referred  to,  having  settled 
the  legal  construction  and  effect  of  the  assignment  actually 
made,  this  evidence  cannot  be  permitted  to  vary  or  alter  it 
It  shows  no  mutual  mistake.  The  consideration  actually  ac- 
knowledge was  $4,750,  for  what  was  assigned.  The  assignee^ 
in  the  absence  of  proof  of  clear  mistake,  must  be  presumed  to 
have  paid  that  consideration  for  what  the  assignment,  as  mat- 
ter of  law,  did  convey.  It  is,  probably  true,  that  nothing  was 
said,  at  the  time,  on  the  subject  of  an  extension.  Yery  prob- 
ably, neither  of  the  parties  then  knew  that  an  extension  ever 
would  be  granted ;  and  all  the  above  testimony  is,  therefore, 
quite  consistent  with  the  fact,  that  the  patentee  intended  to 
transfer  all  his  interest  in  the  invention,  for  the  specified  ter- 
ritory. Certainly,  it  fails  to  show  any  intention,  even  in  the 
mind  of  the  patentee,  to  reserve  to  himself  the  advantage  of 
an  extension  in  respect  to  such  territory,  if  an  extension 
should  be  afterwards  obtained. 

To  the  suggestion,  that  a  fraud  was  practised  upon  the 
Ooyemment  in  procuring  an  extension,  if  such  extension 
could  enure  to  the  benefit  of  the  assignee  only,  several  obser- 
vations are  pertinent.  No  such  effect  was  given  to  the  pro- 
corement  of  the  extension,  in  the  cases  cited,  as  would  pre- 
vent the  assignee  taking  the  benefit  of  it.  If  there  was  any 
fraud,  it  does  not  lie  with  the  patentee  or  his  assigns,  to  allege 
his  own  fraud  on  the  Government,  to  avoid  the  effect  of  his 
prior  assignment.     And,  finally,  the  assignment  was  not  of 


56  NORTHEBN  DISTRICT  OF  NEW  YORK, 

Coxe  V.  Hale. 

the  exclusire  right  for  all  the  territory  of  the  United  States, 
but  for  a  part  only.  The  Court  cannot,  upon  the  proofs,  cer- 
tainly know  that  the  patentee  had  not  an  interest  in  extend- 
ing the  patent,  in  respect  of  the  rights  reserved  to  his  brother 
in  the  assignment  itself. 

The  objection,  that  the  complainant  cannot  sue,  in  equity, 
for  an  infringement  of  the  patent,  because  the  defendants 
have,  by  their  assignment  from  the  patentee,  obtained  the 
legal  title  to  the  extension,  has  no  foundation.  In  a  Court  of 
equity,  an  equitable  title  is  sufficient,  as  against  the  patentee 
and  those  claiming  under  him  with  notice  of  the  complain- 
ant's rights,  and  that  notice  appears  by  the  records  of  the 
complainant's  title ;  and  the  case  above  first  cited  tends  to 
show  that,  in  fact,  the  complainant  has  the  legal  title. 

If  there  be  any  apparent  hardship  in  the  condition  of  the 
defendants,  they  have  no  claim  j;hat  is  not,  I  thinly  fully  met 
by  one  or  both  of  the  cases  above  cited,  and  no  alternative 
remains  but  to  decree  an  injunction  and  account,  as  prayed  in 
the  bill  of  complaint. 

Sorace  M.  Buggies^  for  the  plaintiff. 

Francis  Hismg^  for  the  defendants. 


Alfred  C.  Coxe  and  others 

vs. 
Nelson  B.  Hale  and  othebs.    In  Eqihty. 

H.  held  Tulid  mortg^agee  on  Und  of  E.,  amounting,  principal  and  interest^  to 
more  than  the  value  of  such  land.  R  conveyed  the  land  to  R,  by  deed,  the 
wife  of  E.  joining  in  the  deed,  the  consideration  of  the  conveyance  being  a 
sum  proved  to  be  the  fair  value  of  the  land.  At  that  time,  H.  was  a  creditor 
of  E.  in  respect  of  other  matters  besides  the  mortgages,  but  did  not  know  that 
K  owed  any  one  but  himself,  and  had  no  knowledge  or  suspicion  that  E.  had 
not  property  sufficient  to  pay  all  that  he  owed.    E.,  in  £Act»  owed  other  debts. 
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and  waa  iBaolyent.  EL  learned  thia  after  receiying  the  deed,  and  then  offered 
to  the  other  creditors,  to  g^ve  np  any  priority  and  share  equally  with  them. 
Alter  that,  and  within  four  months  after  the  giving  of  snch  deed,  a  petition  in 
iMntaiptey  waa  filed  agidnst  £.,  on  which  he  was  adjudged  a  bankrupt,  and 
•a  aasigBee  of  his  estate  was  appointed.  H.  then  offered  to  the  assignee  to 
reconyey  the  land,  subject  to  the  mortgages.  But  the  asdgnee  brought  suit, 
to  compel  H.  to  conyey  the  land  to  him  discharged  of  the  mortgages:  Held, 
Uiat  H.  obtained  no  preference,  by  means  of  tJie  deed ;  that  it  would  haye 
been  no  preference,  even  if  H.  had  known  that  K  was  insolyent;  that  the 
Taiae  of  the  land  must  be  charged  against  the  mortgage*  debt ;  and  that  H. 
most  be  permitted  to  proye,  against  the  estate,  the  balance  due  on  such  debt 
at  the  date  of  the  deed,  with  interest  thereon. 

A  creditor,  who  knows  his  debtor  to  be  insolvent,  may  sue  him,  and  proceed  to 
judgment,  and  take  his  property,  on  legal  process,  in  such  manner  as  would 
operate  to  ^ye  a  preference  to  himself,  if  carried  into  full  execution,  and  may 
then  allege  these  facts  as  an  act  of  bankruptcy  and  have  the  debtor  adjudged 
a  bankrupt. 

A  creditor,  who  Is  not  aware,  until  after  he  levies.an  execution  on  the  property 
of  bis  debtor,  that  the  debtor  owes  other  debts,  and  who,  when  he  learns  that 
fiact^  oSen  to  the  other  creditors^  to  give  up  his  priority  and  come  in  on  an 
equal  footing  with  them,  and  who,  after  the  debtor  has  been  adjudged  bank- 
mpC,  on  the  petition  of  another  creditor,  because  of  the  levying  of  such  execu- 
tion, ofifers  to  the  assignee  in  bankruptcy  to  relinquish  all  priority,  and  ten- 
ders a  proof  of  debt,  with  a  view  to  share  pro  rata  only  in  the  estate,  does  not 
forftit  his  right  to  share  in  the  estate. 

Wl  dismissed,  with  costs  to  be  paid  out  of  the  estate  in  the  hands  of  the  aasignee, 
on  the  ground  that  the  circumstances  were  not  so  dear  as  to  require  any  im- 
putation on  the  good  fkith  of  the  assignee,  in  prosecuting  the  suit. 

(Before  Woooaufp,  J.,  Northern  District  of  New  York,  June  18th,  1872.) 

WooDBUFF,  J.  The  bill  herein  is  filed  to  set  aside  a  deed, 
executed  by  Engene  Eastman,  a  bankrupt,  to  the  defendant 
Hale,  his  father-in-law,  dated  January  5th,  1870,  (conveying 
certain  real  estate  upon  which  the  said  Hale  held  thi*ee  mort- 
gages previously  given  by  Eastman  to  Hale,  and  to  others 
who  had  transferred  to  Hale,)  and  to  compel  Hale  to  convey 
the  premises  to  the  assignee  in  bankruptcy,  free  and  clear  of 
the  mortgage  incumbrances;  also,  to  compel  Hale  to  pay 
over  to  the  assignee  all  moneys  paid  to  him  by  Eastman 
within  six  months  next  preceding  the  filing  of  the  petition  in 
involuntary  bankruptcy,  whereon  Eastman  was  adjudged 
bankrupt ;  also,  to  vacate,  set  aside,  and  annul  certain  judg- 
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mentfi  recovered  by  Eble,  in  suits  commenced  against  East- 
man on  the  14th  day  of  January,  1870,  and  the  executions 
issued  thereon,  and  the  levies  made  by  the  sheriff  upon  cer- 
tain personal  property  of  Eastman ;  also,  to  exclude  the  said 
Hale  from  proving,  in  bankruptcy,  against  the  estate  of  East-^ 
man,  the  mortgage  debts,  or  the  said  judgment  debts,  or  any 
other  debts  whereon  such  payments  were  made.  The  ground 
upon  which  this  relief  is  prayed  is,  that  the  transactions  sought 
to  be  impeached  were  done  in  fraud  of  the  bankrupt  law,  and 
with  the  intent  to  secure  to  the  said  Hale  an  illegal  preference 
over  other  creditors  of  the  bankrupt. 

The  bankrupt,  in  the  year  1866,  married  the  daughter  of 
the  defendant  Hale.  He  was  possessed  of  little  means,  but 
had  a  trade,  consisting  of  some  department  of  carriage  making. 
In  1867,  he  commenced  the  business  of  carriage  making,  at 
Oneida,  but  soon  after  went  to  Canastota,  and  purchased  a 
carriage  factory,  where  he  continued  to  manufacture  .until 
January,  1870.  His  father-in-law  advanced  him  $500  when 
he  went  to  Oneida,  and  afterwards,  from  time  to  time,  ad- 
vanced  him  money  for  his  business,  and,  in  a  few  instances, 
endorsed  notes  for  him,  which  he  also  paid  for  him  when  due. 
He  received  a  mortgage  from  him  on  the  carriage  manufactory, 
and  took  an  assignment  of  other  two  mortgages,  which  were 
on  the  same  premises,  when  his  son-in-law  purchased  them. 
The  latter  met  with  a  small  loss  of  $200,  by  fire,  at  Oneida, 
but  this  was  not  only  made  up,  but  largely  more  than  made 
up,  by  gifts  from  the  father-in-law,  from  generosity  or  put  of 
regard  to  his  daughter,  and  desire  to  promote  the  prosperity 
of  both.  For  the  purchase  of  the  factory,  tools,  materials  and 
unfinished  work,  and  for  the  carrying  on  of  the  business,  the 
advances  of  the  father-in-law  amounted,  on  the  5th  of  January, 
1870,  to  a  little  more  than  five  thousand  dollars,  besides  the 
mortgages,  and  exclusive  of  the  gifts  before  mentioned ;  and 
it  is  a  significant  fact,  bearing  on  the  question  of  Hale's  belief 
in  his  son-in-law's  solvency,  that  he  endorsed  notes  for  his 
son-in-law  in  November  and  December,  1869,  and  January  Ist, 
1870,  in  the  apparent  confidence  in  his  solvency,  which,  in  hia- 
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testimony,  he  declares  he  felt.  Hale  resided  at  Norwich,  forty 
or  fifty  miles  from  Canastota,  and  was  very  rarely  at  the  resi- 
dence of  his  son-in-law,  and  had  no  acquaintance  with  the  state 
of  his  business,  except  such  as  was  derived  from  his  son-in-law,, 
and  the  apparent  enlargement  of  his  business,  for  which  the 
advances  were  made  by  him.  In  the  summer  of  1869,  he 
stated  to  his  son-in-law,  that  he  had  advanced  more  than  he 
could  conveniently  spare,  and  desired  him  to  make  some  re- 
payment; and,  on  the  9th  of  July,  the  son-in-law,  having 
made  a  sale  of  cutters,  directed  the  purchaser  to  pay  the 
price  to  his  father-in-law,  which  he  agreed  to  do,  and  subse-  ^ 
quently,  in  August  and  September,  such  payment  was  made, 
to  the  amount  of  $307.  On  the  5th  of  January,  1870,  Hale 
went  to  Canastota,  on  a  visit  to  his  daughter,  not  having  been 
there  before  for  upwards  of  a  year.  At  that  time,  as  he  ex- 
plicitly testifies,  he  did  not  know  of  any  indebtedness  of  his 
son-in-law,  except  to  himself,  and  upon  obligations  endorsed 
by  him,  and  had  no  knowledge  or  suspicion  that  his  son-in-law 
had  not  property  sufficient  to  pay  all  that  he  owed.  While 
there,  his  son-in-law  gave  him  a  partial  statement  of  his  affairs^ 
which  showed  him  to  be  solvent,  and  which  did  not  show  any 
other  indebtedness,  except  as  above  mentioned ;  and,  before 
he  left,  his  son-in-law,  who  had  expressed  a  desire  to  reduce 
his  business  and  had  offered  the  factory  for  sale,  executed  and 
delivered  to  him  the  deed  thereof  mentioned  in  the  bill  of  com- 
plaint. Hale  appears,  also,  to  have  been  dissatisfied  with  the 
use  iufi  son-in-law  made  of  one  of  the  notes  which  had  been 
advanced  to  him,  and,  as  he  says,  was  desirous  of  collecting' 
something  upon  the  indebtedness.  After  he  left,  and  on  the 
14th  of  January,  1870,  Hale  directed  suits  to  be  brought  for 
that  purpose,  and,  on  the  4th  of  February,  two  judgments 
were  recovered  by  him,  by  default,  for  an  aggregate  of  over 
five  thousand  dollars,  and  executions  were  issued  and  levy 
made  on  the  property  of  his  son-in-law,  which  judgments^ 
executions  and  levy  are  mentioned  in  the  bill  of  complaint. 
On  one  of  the  executions  the  sheriff  made  some  sales,  but  was 
stopped  by  an  injunction  out  of  the  District  Court,  in  proceed-  ^  j 
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ings  in  bankruptcy.  In  fact,  Eastman  owed  other  debts,  to  a  con- 
siderable amount,  and  one  or  more  judgments  were  recovered 
against  him,  on  confession,  and,  when  this  came  to  the  knowl- 
edge of  Hale,  he  immediately  offered  to  the  creditors  to  give 
up  his  judgments,  and  any  claim  of  priority  under  the  same, 
and  come  in  with  all  creditors,  to  shsgre  the  estate  equally. 
But,  the  judgment  creditor  proceeded,  by  petition  in  the  Dis- 
trict Court,  against  Eastman.  He  was  adjudged  bankrupt, 
;and  the  complainants  were  appointed  assignees.  Hale,  on  the 
demand  of  the  assignees,  offejred  to  re-convey  the  factory,  sub- 
ject to  the  three  mortgages,  respecting  the  Jxmafide^  and  val- 
idity of  which  no  question  is  made.  He  presented  formal 
^roof  of  his  debts  for  which  judgments  had  been  recovered, 
and  -offered  to  relinquish  the  judgments  and  any  claim  of 
priority  or  advantage  under  the  same.  He  had  not,  in  fact, 
Teceived  anything  upon  the  executions,  and  certain  moneys 
which  the  sheriff  had  received  were  by  the  sheriff  paid  to  the 
complainants,  as  assignees,  and  the  assignees  proceeded  to  sell, 
and  did  sell,  the  tools,  materials,  carriages  and  stock  in  trade, 
and  all  the  property  of  the  bankrupt  not  exempt  by  law.  The 
assignees  then  bring  this  suit  against  Hale,  and  seek  to  compel 
him  to  pay  over  to  the  assignees  the  $307  received  by  him  the 
previous  summer,  to  convey  the  factory  to  the  assignees  freed 
and  discharged  of  the  said  mortgages,  and  to  exclude  him  from 
any  dividend  out  of  the  estate,  on  the  mortgage  debts  or  the 
judgment  debts. 

The  complainants  rely,  mainly,  on  the  testimony  pf  the 
bankrupt,  and  of  Hale,  the  father-in-law,  and  circumstances 
disclosed  therein,  in  connection  with  the  facts  above  enumer- 
ated, as  showing  that  the  transactions  between  them  were  a 
fraud  upon  the  bankrupt  law,  because  they  were,  on  the  part 
•of  Hale,  with  intent  to  secure  a  preference  over  other  credit- 
ors, when  he  believed,  or  had  reasonable  cause  to  believe,  that 
his  son-in-law  was  insolvent. 

Other  than  the  fact  that  Eastman  was  insolvent,  within 
the  meaning  of  the  term  insolvency,  as  defined  in  the  law, 
that  is,  inability  to  pay  his  debts  in  due  course  of  business, 
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there  is  little,  if  anything,  in  the  proofs,  to  overcome  the 
positive  testimony  of  both  Eastman  and  Hale  on  the  subject ;. 
and  the  testimony  of  both  is  positive  and  explicit,  in  denial 
that  Hale,  at  any  time  down  to  his  discovery  that  other  cred- 
itors had  recovered  a  judgment  against  Eastman,  had  anj 
knowledge  of  such  insolvency.  And,  that  Hale  intended  to 
secure  a  preference,  or  accepted  any  payment,  or  conveyance, 
or  judgment,  for  that  purpose,  or  even  with  knowledge  that 
they  would  so  operate,  is  not  possible,  if  it  be  true  that  he 
was  not  aware  t^at  Eastman  owed  any  one  but  himself.  I 
shall  not  go  into  the  evidence  in  detail,  but  its  consideratioa 
leads  me  to  these  conclusions : 

Fi/rst.  The  payment,  for  the  cutters  sold,  made  to  the  de- 
feildant  Hale,  by  the  direction  of  Eastman,  was  received  hy 
Hale  in  due  course  of  business,  without  any  belief  of  East- 
man's insolvency,  and  without  an;f  reasonable  cause  for  such 
belief.  Nor  was  it  paid  in  contemplation  of  insolvency,  by 
Eastman,  nor  paid,  nor  received,  with  any  intent  to  give  or  to 
receive  a  preference  over  other  creditors.  The  $307,  there- 
fore, was  lawfully  received  by  Hale,  and  he  was  entitled  to 
retain  it. 

Second.  The  utmost  value  set  upon  the  factory  and  the 
land  whereon  it  stands,  by  any  witness,  is  $3,000.  The  com- 
plainants furnish  no  evidence  whatever  that  it  was  worth  any 
more.  The  principal  sums  due  upon  the  three  mortgages 
thereon  amount  to  $3,600,  and  the  unpaid  interest  at  the  time 
of  the  deed  given  to  Mr.  Hale  amounted  to  upwards  of  $500,. 
making  the  mortgage  lien  over  $3,100,  which  is  more  than 
the  mortgaged  premises  were  worth.  There  is  no  evidence,  nor 
is  there  any  claim,  that  that  mortgage  debt  was  not  due  in 
good  faith,  free  from  any  impeachment,  under  the  bankrupt 
law  or  otherwise,  or  that  the  mortgage  lien  was  not  perfect, 
for  the  amount  due.  The  deed,  therefore,  gax^e  to  Hale,  (the 
father-in-law,)  to  preference.  It  could  give  none.  He  was 
entitled,  by  virtue  of  his  lien,  to  the  whole  property  already.. 
Even  more — the  gratuitous  release  of  the  inchoate  right  of 
dower,  by  the  wife  of  Eastman,  was  necessary  to  make  the 
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property  worth  the  price,  $3,000,  at  which  Hale  received  it'; 
and,  although  that  right  to  dower  was  subordinate  to  the  mort- 
gages, a  foredoBure  would  have  been  necessary  to  a  compul- 
sory extinguishment  of  the  right.  A  foreclosure  would  have 
involved  expense,  necessarily  reducing  the  net  sum  which 
could  be  realized  on  the  mortgage-debt.  So  that,  in  fact,  the 
conveyance,  without  foreclosure,  operating  to  release  the 
equity  of  redemption,  so  far  from  resulting  in  a  preference  to 
Hale  over  other  creditors,  had  the  eflfect  of  reducing  the  mort- 
gage-debt to  a  greater  extent  than  was  otherwise  possible,  and, 
in  that  way,  tended  to  the  benefit  of  Eastman  and  his  credit- 
ors. If,  therefore.  Hale  had  then  known  that  Eastman  was 
insolvent,  it  would  be  impossible  to  say  that  an  acceptance  of 
a  conveyance  of  the  equity  of  redemption,  the  property  being 
confessedly  worth  less  than  the  mortgage-debt,  could  be,  or 
could  have  been,  intendedto  be  a  giving,  or  an  acceptance,  of 
a  preference  over  other  creditors.  Upon  such  a  state  of  facts, 
they  could  derive  no  benefit  from  the  property,  in  any  event, 
and  the  estate  of  the  bankrupt  could  not  be  enhanced  thereby. 
The  price  agreed  upon,  and  at  which  Hale  agreed  to  take  the 
property,  being  distinctly  proved  herein,  by  the  complainants, 
to  be  a  full  and  fair  price,  it  should  be  charged  against  the 
mortgage-debt,  and  the  defendant  Hale  must  be  permitted  to 
prove  against  the  bankrupt's  estate,  on  account  of  that  debt, 
only  the  balance  due  thereon  at  the  date  of  the  deed,  with  the 
interest  thereon. 

The  good  faith  of  the  defendant  Hale  was  testified  by  his 
response  to  the  demand  of  the  complainant,  that  he  give  up 
the  property.  He  offered  to  convey  it  to  the  assignee,  reserv- 
ing and  retaining  his  original  mortgage  lien.  Upon  the 
proofs,  this  would  have  been  of  no  benefit  to  the  estate,  and 
it  was  declined ;  and,  by  the  same  proofs,  it  follows,  that  Hale 
got  no  preference  by  the  deed  to  him.  He  was  only  saved 
the  expense  of  foreclosure.  The  complainants,  or  the  cred- 
itors for  whom  they  act,  manifestly  thought,  that,  upon  a 
harsh  application  of  the  doctrine  of  merger  of  the  lien  in  the 
legal  title,  they  could  succeed  in  avoiding  the  deed,  as  an 
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illegal  preference,  and  then  exclude  the  defendant  from  any 
enforcement  of  his  original  mortgage  lien,  and  the  mortgage 
debt  firom  any  participation  in  dividends  out  of  the  estate  in 
the  hands  of  the  complainants.  On  the  question,  whether, 
had  they  succeeded  in  setting  aside  the  deed,  it  would  have 
followed  that  the  mortgagee  must  lose  his  lien,  I  do  not  find 
it  necessary  to  express  any  opinion. 

Third.  As  to  the  debts  for  which  the  defendant  Hale  ob- 
tained judgments.  There  is,  undoubtedly,  room  for  suspicion, 
that,  before  the  father-in-law  commenced  the  suits,  on  the 
14th  of  January,  he  doubted  either  the  ability  or  the  willing- 
ness of  his  son-in-law  to  pay  what  he  owed  to  him.  But  this 
is  not  enough  to  forfeit  his  right  to  share  in  the  estate.  A 
creditor  is  not  compelled  to  forbear  suing  his  debtor,  on  pain 
of  losing  his  right  to  prove  his  debt,  if  he  debtor  should  be 
adjudged  a  bankrupt  within  six  months  thereafter.  Even 
where  the  debtor  is  known  to  be  insolvent,  if  he  has  com- 
mitted no  act  of  bankruptcy,  the  creditors  are  not  remediless. 
They  are  not  bound  to  lie  by,  instituting  nA  suit,  and,  as  the 
case  naay  be,  see  their  debtor  waste  his  property.  They  may 
sue,  and,  by  proceeding  to  judgment,  compel  the  debtor  him- 
self to  apply  to  be  decreed  a  bankrupt,  or,  if  he  do  not,  but 
suffers  his  property  to  be  taken  on  legal  process,  in  such  man- 
ner as  will  operate  to  give  priority  or  preference  even  to 
themselves,  if  carried  into  full  execution,  they  may  then  allege 
this  as  an  act  of  bankruptcy,  and  themselves  demand  that  he 
be  adjudged  a  bankrupt.  It  is  by  no  means  every  recovery 
of  judgment,  even  against  a  known  insolvent,  that  amounts 
to  an  acceptance  of  a  preference  which  will  bar  the  proof  of 
the  judgment  debt.  If  it  were,  then,  'no  creditor  would  be 
safe  in  suing  his  debtor  whose  solvency  he  had  reason  to 
doubt.  He  must  lie  by,  wait,  in  the  hope  that  his  debtor 
will  commit  some  act  of  bankruptcy,  and  be  remediless  until 
he  does  so.  It  is  the  prosecution  with  intent  to  secure  a 
preference,  and  the  using  the  judgment  with  that  intent,  or 
in  such  wise  that  such  preference  will  be  the  necessary  result, 
which  makes  the  creditor  liable  to  be  barred  the  right  to 
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proTe  his  debt  in  bankraptcy.  Trae,  it  has  often  been  prop- 
erly said,  that  the  creditor  mnet  be  deemed  to  intend  the 
necessary  result  of  his  acts.  But,  where  the  creditor  believer 
himself  to  be  the  sole  creditor,  or  where  he  prosecutes  soit, 
and  thereby  drives  the  debtor  into  an  act  of  bankruptcy,  this 
alone  works  no  prejudice  to  the  estate,  and  is  no  acceptance 
of  a  preference.  To  sue,  recover  judgment,  and  levy  an  exe- 
cution, may  often  be  the  only  means  a  creditor  has  of  forcing 
his  debtor  into  bankruptcy,  and  of  thereby  compelling  the 
equal  distribution  of  his  property  amoug  all  creditors,  in  the 
very  manner  the  bankrupt  law  prescribes ;  and  it  would  be 
not  only  absurd,  but  grossly  unjust,  to  treat  this  as  a  for- 
feiture of  the  right  to  share  in  the  estate,  and  leave  the 
whole  to  be  divided  among  others  less  diligent  in  the 
endeavor  to  compel  the  debtor  to  do  what  is  just,  and  what 
the  law  makes  it  his  reasonable  duty  to  do  without  such 
compulsion. 

Notwithstanding  the  suspicion  which  is  warmly  insisted 
upon  by  the  complainants,  the  proofs  establish,  that  Hale 
was  not  aware,  until  after  his  executions  were  levied,  that 
Eastman  owed  other  debts.    K  not,  then  he  was  not  seeking 
to  procure  an  advantage  over  other  creditors.    When  he 
learned  that  other  creditors  were  pursuing  Eastman,  he  at 
once  offered  to  give  up  any  apparent  advantage  gained  by  his 
judgments  and  executions,  and  come  in  on  an  equal  footing 
with  others.    He  went  further.    Those  creditors  having  com- 
pelled Eastman  to  submit  to  an  adjudication  grounded  on  the 
very  fact  that  he  had  ^suffered  his  property  to  be  taken  on 
legal  process,  thus  availing  themselves  of  the  very  act  to 
which  Hale,  by  lawfuDy  prosecuting,  had  driven  the  debtor, 
he  went  to  the  assignee  and  offered  to  relinquish  all  claim  of 
priority  or  advantage  under  his  judgments  and  executions, 
and  tendered  proof  of  his  debts,  with  a  view  to  share  pro  rata 
only  in  the  estate.    Even  if  his  prosecution  had  been,  from 
the  beginning,  with  knowledge  that  Eastman  owed  others  as 
well  as  himself,  and  was  wholly  insolvent,  he  had  a  right  to 
prosecute  his  suits  to  judgment  and  levy.    That  would  have 
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created  an  act  of  bankruptcy  on  the  part  of  Eastman.  This 
being  bo,  had  Hale  thereupon  become  the  petitioning  creditor, 
and  himself  sought  the  adjudication,  it  could  not  be  doubted 
that  he  would  be  entitled  to  share  in  the  estate.  This  would 
not  be  accepting  a  preference,  nor  be  doing  anything  to  defeat 
or  prevent  the  operation  of  the  bankrupt  law,  but  the  con- 
trary. Other  creditors  having,  notwithstanding  his  ofier  to 
give  np  all  claim  of  advantage  by  reason  of  such  judgments 
and  levy,  made  the  latter  the  ground  of  an  adjudication,  as 
he  might  have  done,  he  at  once  did  all  that  was  possible,  to 
show  that  gaining  a  preference  was  not  his  purpose,  as  it  was 
not  the  necessary  result  of  what  he  had  thus  far  done,  namely, 
by  offering  to  the  assignees  the  surrender  of  all  such  advantage 
or  apparent  advantage.  To  hold  that,  under  such  circumstances, 
he  forfeited  his  right  to  share  in  the  estate,  would  be  to  hold,  in 
substance,  that  no  creditor  can  safely  sue  his  debtor,  and  recover 
judgment,  and  levy  his  execution,  although  his  debtor  has  until 
then  committed  no  act  of  bankruptcy.  He  must  leave  his 
debtor  in  the  uninterrupted  enjoyment  of  his  property,  how- 
ever insolvent  he  may  be,  in  the  hope  that,  bye  and  bye,  he 
will  commit  some  other  act  of  bankruptcy,  upon  which  he  can 
be  proceeded  against  in  the  bankrupt  Court.  Such  is  not  the 
meaning,  intent,  or  effect  of  the  bankrupt  law.  That  law 
does  not  discourage  vigilance  nor  activity  in  forcing  debtors 
to  appropriate  their  property  to  the  payment  of  what  they 
owe.  It  is  when  advantage  is  accepted  or  obtained,  with  a 
view  to  preference  over  other  creditors,  or  in  circumstances 
in  which  such  preference  is  the  result  of  what  the  creditor 
does,  or  attempts  to  do,  that  the  act  becomes  a  fraud  upon  the 
law.  • 

Dealing  with  this  case,  as  I  must,  upon  the  testimony,  I 
must  say,  that  here  the  defendant  Hale  has  gained  no  prefer- 
ence over  other  creditors,  has  not  sought,  or  attempted  to  gain, 
a  preference  over  other  creditors,  and  has  not  done  anything 
which  deprives  him  of  the  right  to  prove  his  debts,  and  share 
with  other  creditors  in  the  estate  of  the  bankrupt. 

The  bill  of  complaint  was  filed  without  sufficient  cause, 

VOL.  X— 5 


66  SOUTHERN  DISTRICT  OF  NEW  YORK 

'  Black  V.  Thorne. 

when  the  defendant  had  offered  to  do  all,  and  eyen  more,  than 
he  was  bound  in  equity  to  do ;  bat  the  circamBtances  were  not 
80  clear  as  to  require  any  imputation  upon  the  good  faith  of 
the  assignees,  in  the  prosecution  of  this  suit.  The  bill  of  com- 
plaint must,  therefore,  be  dismissed,  with  costs  to  be  paid  out 
of  the  estate  in  the  hands  of  the  assignees. 

George  W.  Smithy  for  the  plaintiffs. 

Isaac  S.  Newtoriy  for  the  defendants. 


Charles  N.  Black,  as  Administrator,  &o.,  •  of  Moses 
Thompson,  and  Eliza  W.  riTZGERA.LD,  as  Adminis- 
tratrix, &c.,  of  William  P.  N.  FrrzoERALD 

Samuel  Thorne,  James  MoFarlane,  and  Jonathan  Thorne, 
Junior.    In  EQunr. 

Tbe  reissaed  letters  patent  granted  to  Moses  Thompson,  March  8 let,  1867,  for 
an  **  improyement  in  furnaces  for  burning  wet  fuel,"  the  original  patent  having 
been  granted  to  him,  as  inventor,  April  10th,  1856,  and  reissued  to  him 
October  7th,  1856,  and  the  patent  haying  been  extended  for  seyen  years  from 
April  10th,  1869,  and  the  letters  patent  granted  to  said  Thompson,  December 
15th,  1867,  for  an  *'  improyement  in  bagasse  furnaces,"  and  extended  for  seyen 
years  from  December  16th,  1871,  are  valid. 

The  first  claim  of  the  reissue  of  1867,  namely,  "Using  green  bagasse,  wet  tan, 
wet  sawdust,  and  other  wet  carbonaceous  or  vegetable  subs^ces,  as  fuel,  for 
the  production  of  intense  heat,  by  mingling  the  gases  issuing  from  a  highly 
heated  mass  thereof,  with  those  arising  from  carbonaceous  combustion,  by  the 
intervention  of  a  flue  or  chamber,  with  which  the  chamber  or  chambers  con- 
taining tbe  fire  and  charge  of  wet  substances  communicate,  and  in  which  said 
gases  meet,  mingle  and  consume  each  other,  on  their  way  to  the  apparatus  to 
be  heated  and  to  the  stack,"  is  a  claim  to  the  use  of  a  due  or  chamber,  inter- 
vening between,  on  the  one  hand,  the  chamber  or  chambers  containing  the 
fire  of  carbonaceous  combustion  and  a  highly  heated  mass  of  the  wet  sub- 
stances named,  and,  on  the  other  hand,  the  apparatus  to  be  heated  and  the 
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•tack,  for  the  purpoee  of  mingling,  in  such  chamber,  the  gases  issuing  firom  such 
higUy  heated  mass  wtth  the  gases  arising  from  the  fire  of  carbonaceoos  com- 
bustion, so  that  sach  gases  may  consume  each  other  in  such  flue  or  chamber, 
and  thns  intense  heat  be  prodnced,  by  the  use,  for  fuel,  of  sach  wet  substances. 

As  the  model  and  drawings  of  the  reissue  are  the  same  as  those  of  the  ori^al 
patent,  and  show  sach  a  mingling  or  mixing  chamber  as  is  claimed  in  such 
first  dainx,  and  such  an  arrangement  of  parts,  as,  when  used  according  to  the 
directions  of  the  patentee,  with  the  fuel  named,  will  produce  the  result  de- 
scribed in  said  claim,  and  as  the  specification  of  the  original  patent  giyes  sub- 
stantially the  same  directions  for  producing  such  result  as  are  g^yen  in  the 
reissoe,  such  claim  is  valid. 

Although,  in  the  reiss^,  the  patentee  disclaims  the  arrangement  of  a  series  of 
fire-chambers  to  communicate  with  one  common  flue,  irrespeotlTe  of  the  pur- 
pose for  which,  and  the  manner  in  which,  the  arrangement  is  employed,  he  can 
lawfully  claim  the  arrangement  which  he  uses,  when  used  for  the  purpose  for 
which  he  employs  it,  and  can  lawfully  claim  it  when  used  in  the  manner  in 
which  he  employs  it. 

The  sud  first  claim  is  for  a  process  carried  into  effect  by  an  apparatus.  The 
prior  apparatus  would  not  have  enabled  the  patentee  to  work  his  new  process, 
nor  was  such  process  ever  worked  before  in  any  apparatus.  , 

The  second  claim  of  said  reissue,  namely,  *'  The  combustion,  for  the  purposes  of 
a  high  degree  of  heat,  of  bagasse,  refuse  tan,  sawdust,  and  other  wet  refuse 
substance,  or  very  wet  and  green  wood,  by  the  employment  of  a  series  of  fire- 
chambers  arranged  in  any  manner  substantially  as  described,  to  communicate 
with  oi^  common  flue  or  mixing  chamber,  when  any  nuniiber  of  said  chambers 
are  nearly  closed  to  the  admission  of  air,  when  first  charged,  as  described, 
whilst  the  remaining  chamber  or  chambers  is  in  full  communication  with  the 
mixing  chamber,  and  has  a  proper  supply  of  air  admitted,  and  the  ash-pit  of 
each  chamber,  in  its  turn,  is  nearly  closed,  and  then  opened,  and  has  air  ad- 
mitted, whereby  the  heat  required  is  rendered  continuous  and  comparatiyely 
uniform,  while  the  fuel  in  some  of  the  chambers  is  being  heated  and  decom- 
posed, and  its  gases  sent  forward  to  the  niixing  chamber,  to  any  desirable 
degree,  as  herein  set  forth,"  is  a^  claim  for  an  apparatus  when  employed  to 
work  a  process,  the  apparatus  and  the  process  being  both  of  them  new  with 
the  patentee. 

The  claims  of  the  letters  patent  granted  to  said  Thompson,  December  16th, 
1857,  for  an  *'  improvement  in  bagasse  furnaces,"  are  for  special  constructions 
to  work  out  more  effisctually  the  process  of  burning  wet  fuel  discoyered  by 
Thompson  and  made  known  in  his  original  patent  of  1865,  and  are  valid 
daimsL 

The  form  of  apparatus  shown  by  Thompson  in  his  drawings,  and  described,  ad- 
mits of  many  formal  variations,  within  the  principle  of  his  inventions,  and 
the  scope  of  his  claims. 

Consideration  of  constructions  which  would  infringe  various  claims  of  Thompson's 
patents. 

Thompson  was  the  first  to  discover  and  put  in  practice  the  true  method  of  eco- 
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nomically  bumiaig  wet  faels,  and  obtahiiii|if  from  them  better  results  than  from 
equal  qnantitles  of  diy  fuels.  * 

The  point,  that  a  canse  of  action  arose  in  the  Northern  District  of  New  York, 
BO  as  not  to  be  cognizable  by  the  drcuit  Coart  for  the  Southern  District  of 
New  York,  may  be  Toluntarily  waiyed  by  a  defendant,  and  is  waiyed  where, 
in  a  suit  in  equity,  it  is  not  raised  in  the  answer. 

(Before  Blatohiobd,  J.,  Southern  District  of  New  York,  June  19th,  1871) 

Blatchfobd,  J.  This  enit  is  brought  on  two  patents. 
The  first  is  a  reissued  patent,  granted  to  Moses  Thompson, 
March  31st,  1867,  for  an  "improvement  in  fiimaces  for  burn- 
ing wet  fuel,"  the  original  patent  having  been  granted  to  him, 
as  inventor,  April  10th,  1865,  and  reissued  to  him  October 
7th,  1 856.  The  application  for  the  original  patent  was  filed 
November  14th,  1853,  the  specification  having  been  sworn  to 
November  9th,  1853 ;  and  a  caveat,  describing  substantially 
the  invention  patented,  was  filed  August  12th,  1853.  This 
patent  was  extended  April  8th,  1869,  for  seven  years  from 
Apr^  10th,  1 869,  by  the  Commissioner  of  Patents. 

The  second  patent  is  one  granted  to  the  same  Moses 
Thompson,  December  16th,  1867,  for  an  "improvement  in 
bagasse  furnaces."  The  application  for  this  patent  was  filed 
May  13th,  1857,  a  previous  application  filed  on  the  same 
model,  in  February,  1857,  having  been  rejected.  On  an  in- 
terference declared  between  the  application  of  Thompson  and 
a  patent  granted  to  A.  Hager  and  S.  Allyn,for  an  "improved 
bagasse  furnace,"  May  6th,  1856,  priority  of  invention  was 
decided  in  favor  of  Thompson,  November  30th,  1857.  This 
interference  related  to  what  is  the  second  claim  in  the  patent 
granted  to  Thompson,  December  16th,  1857.  This  patent 
was,  on  the  14th  of  December,  1871,  extended  for  seven  years 
from  the  16th  of  December,  1871,  by  the  Commissioner  of 
Patents. 

The  contest  between  the  parties  to  this  suit  has  been  very 
severe.  The  suit  was  brought  after  the  extension  of  the  1855 
patent,  and  before  the  extension  of  the  1857  patent.  The  ex- 
tension of  the  1867  patent  was  strenuously  opposed  by  the 
same  parties  who  have  conducted  the  defence  of  this  suit,  and 
on  substantially  the  same  evidence,  on  the  question  of  the 
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novelty  of  the  inventioiiB  covered  by  that  patent,  which  is  ad- 
dnced  on  the  same  question  in  this  suit.  It  appears,  from  a 
paper  in  evidence,  that  seventeen  different  persons  and  firms, 
indnding  the  defendants,  representing  thirty-eight  tanneries, 
including  the  three  tanneries  involved  in  this  suit,  have  joined 
together  to  resist  the  claim  of  the  plaintiffs  under  the  said 
patents,  agreeing  to  share,  pro  rata^  all  legal  expenses  incurred 
in  defending  against  said  patents.  The  defence  of  this  suit 
has  been  conducted  under  that  arrangement. 

The  answer  sets  up,  (hat  the  1857  reissue  of  the  1855  pat- 
ent was  obtained  by  Thompson  for  the  purpose  of  further  in- 
cluding therein,  and  did  include  therein,  more  than  Thompson 
originally  contemplated,  specified  or  showed  to  be  his  alleged 
invention,  on  the  application  for  his  original  patent,  and  mat- 
ter which  he  had  no  right  to  include  and  claim  therein,  and 
that  such  reissue  is  not  for  the  same  invention  as  the  original 
patent  of  1855,  but  is  for  inventions  and  things  substantially 
and  materially  different.  It  also  sets  up,  that  the  first  claim 
of  such  reissue  is  invalid,  because  it  is  indefinite  and  equivocal, 
and  does  not  refer  to  the  process  specified  and  described  in  the 
language  preceding  said  daim.  It  avers,  that  the  extension 
of  the  1855  patent  was  obtained  by  misrepresentation  and 
fi^ud,  and  denies  any  infringement  of  either  patent.  It  sets 
up  want  of  novelty  in  regard  to  both  patents,  and  specifies,  in 
respect  to  each,  prior  knowledge  by  nineteen  persons,  and 
prior  description  in  eight  printed  publications,  fourteen  En- 
glish patents,  and  two  United  States  patents.  Twenty-six 
witnesses  have  been  examined  on  the  part  of  the  defendants, 
and  twenty-one  on  the  part  of  the  plaintiffs.  Of  these,  two 
on  each  side  are  chemical  experts,  Benjamin  Silliman  and 
William  H.  Plumb  for  the  plaintiffs,  and  Oharles  F.  Ohandler 
and  Adolph  Faber  du  Faur  for  the  defendants.  The  printed 
case  on  the  part  of  the  plaintiff  covers  over  six  hundred 
printed  pages.  That  on  the  part  of  the  defendants  covers 
nearly  one  thousand  printed  pages.  The  direct  examination 
of  the  plaintiffs'  experts  occupied  six  days,  and  covers  sixty- 
five  printed  pages,   embracing  seventy-six  interrogatories. 
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The  cross-examination  of  those  experts  occupied  twenty-five 
days,  and  covers  two  hundred  and  seventy-two  printed  pages, 
embracing  six  hundred  and  five  interrogatories.  The  direct 
examination  of  the  defendants'  expert  Du  Faur  occupied  six 
days,  and  covers  fifty-six  printed  pages,  embracing  one  hun- 
dred and  fifteen  interrogatories.  The  cross-examination  of 
the  same  expert  occupied  seven  days,  and  covers  sixty-seven 
printed  pages,  embracing  three  hundred  and  thirty-one  inter- 
rogatories. The  direct  examination  of  the  defendants'  expert 
Chandler  covers  fifteen  printed  pages,  embracing  thirty-two 
interrogatories.  He  was  not  cross-examined.  These  observa- 
tions are  made  for  the  purpose  of  showing  how  thorough  has 
been  the  investigation  of  the  questions  at  issue. 

The  title  of  the  reissued  patent  of  1857  is,  "  an  improve- 
ment in  furnaces  for  burning  wet  fuel."  The  specification 
states  the  invention  to  be  one  of  "  improvements  in  burning 
tan-bark,  bagasse,  sawdust,  and  other  kinds  of  fuel,  in  a  wet 
state,  for  the  purpose  of  creating  heat  to  generate  steam,  or 
to  be  employed  in  heating  or  drying  operations."  Bagasse  is 
crushed  sugar-cane.  There  are  two  figures  of  drawings  ac- 
companying the  specification.  One  is  a  horizontal  section  of 
a  furnace  constructed  according  to  the  invention.  The  other 
is  a  vertical  section  of  the  same.  The  specification  states, 
that  the  main  object  of  the  invention  is,  "  to  effect  the  more 
economical  use,  for  fuel,  of  tan-bark,  bagasse,  or  other  trashy 
matter,  in  a  wet  state,  or  very  green  or  wet  wood."  The  fur- 
nace shown  in  the  drawings  has  three  fire-chambers.  The 
patentee  states  that  he  considers  three,  ^^  in  many  cases,  to  be 
best  adapted  to  practical  operation."  He  proceeds:  "lu 
some  cases,  two  may  be  sufficient,  and,  in  others,  more  or  lesF* 
In  making  these  variations  as  to  the  number  of  chambers, 
the  builder  is  to  be  guided  by  the  quantity  of  heat  required, 
size  of  chambers  and  character  of  fuel  to  be  used.  The  fire- 
chambers  are  of  a  square,  but  may  be  of  other  form,  with 
grate  bottoms,  B,  B',  B",  and  arched  tops,  or  said  tops  may 
be  used  or  built  of  any  other  form  adapted  to  the  kind  of 
fuel  to  be  used.    They  are  separated  by  a  wall  of  fire-proof 


JUNE,  18Y2.  71 


Black  V.  Thonie. 


material,  and  lined  throughout  with  fire-brick,  and,  in  case  of 
burning  wet  tan  or  bagasse,  fire-brick  grates  should  be  used. 
Each  burning  chamber  is  provided  with  a  door,  0,  in  front, 
for  the  purpose  of  lighting  and  tending  the  fire,  with  an 
opening,  D,  at  the  top,  for  the  purpose  of  supplying  the  fuel, 
and  with  an  opening,  E,  at  the  back  end  of  the  cnamber, 
which  leads  to  the  flue,  F,  or  the  mixing  chamber.    The 
opening  may  be  provided  with  a  damper,  K.     Each  fire- 
chamber  has  a  separate  ash-pit,  G,  below  it,  which  is  furnished 
with  a  door,  H,  to  regulate  the  admission  of  air.    The  flue  or 
mixing  chamber,  F,  extends  across  the  back  of  all  the  three 
fire-chambers,  and  the  chimney  may  be  at  one  end,  or  may 
be  placed  in  the  rear,  with  the  flue,  I,  leading  to  it  from  the 
flue,  F.    If  the  furnace  is  used  for  generating  steam,  the  best 
place  for  the  boilers  will  be  in  flue,  I,  which  will  be  made  of 
a  proper  size  to  receive  and  nearly  surround  it.    If  used  for 
other  purposes,  any  arrangement  may  be  made  best  adapted 
to  the  application  of  said  heat.    The  thing  to  be  heated  ought 
to  be  placed  a  little  above  the  inside  top  of  the  mixing  cham- 
bers.    The  current  from  the  mixing  chamber,  in  passing  to 
the  place  of  use,  should  descend  or  pass  under  a  bridge  to  the 
place  of  use,  equal  to  about  one-half  of  the  depth  of  the  mix- 
ing chamber,  then  rise  to  the  place  of  use.    In  case  of  nearly 
dry  fuel,  such  as  green  wood  and  sawdust,  the  current  should 
rise,  immediately  after  leaving  the  burning  chamber,  through 
•  *the  mixing  chamber,  to  the  place  of  use,  and  the  flue,  E,  lead- 
ing out  of  the  fuel  chamber.  A,  into  the  flue  or  mixing  cham* 
ber,  F,  should  be  increased  to  about  three-fold  capacity  of 
that  used  for  very  wet  foels,  to  be  varied  in  proportion  to  the 
wetness  or  dryness  of  said  fuel.    In  case  of  burning  of  saw- 
dust or  green  or  wet  wood,  the  chambers  should  be  about 
double  the  grate  surface  of  what  is  commonly  used  for  burn- 
ing of  wood  to  accomplish  the  same  object,  but  for  wet  tan  it 
should  be  increased  to  about  four-fold,  and,  in  case  of  burning 
bagasse,  it  should  be  increased  about  six-fold,  and  the  height 
of  the  chamber  increased  so  that  the  grate  may  be  covered  by 
feeding  at  the  top.    The  mode  of  conducting  the  operation j)f 
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the  furnace  is  as  follows :  Fires  being  lighted  in  all  of  the 
fire-chambers,  with  dry  fnel,  and  the  masonry  heated  to  a 
high  degree,  two  of  the  three  chambers,  A,  A',  are  fed  with 
wet  fuel,  and  have  their  ash-pits  closed,  and  the  dampers,  K, 
K,  partially  closed,  though  this  latter  is  not  absolutely  neces- 
sary, ihe  other  fire-chamber,  having  its  charge  partially  dry 
in  the  meantime,  has  the  damper,  K,  opened,  and  the  door  of 
the  ash-pit,  H,  opened  far  enough  to  admit  any  quantity  of 
air  which  may  be  required  to  promote  such  a  degree  of  com- 
bustion as  may  be  necessary  to  generate  the  amount  of  heat 
required.  There  should  be  no  artificial  blast,  and,  if  a  high 
stack  be  used,  there  should  be  a  damper  in  it,  to  moderate 
the  draft.  When  the  fuel  in  the  open  chamber  is  re- 
duced to  a  desirable  degree,  its  ash-pit  is  closed,  and  the 
chamber  recharged,  and  another  opened  and  supplied  with 
air,  until  the  fuel  within  is  reduced,  when  it  is  closed,  re- 
charged and  another  opened,  each,  in  its  turn,  being  opened 
and  supplied  with  air,  to  generate  and  supply  the  requisite 
amount  of  heat  and  carbonftceous  gases,  while  the  others  are 
closed  and  successively  supplied  with  fresh  fuel,  to  heat  and 
decompose  the  same  to  such  a  degree  as  is  desirable  before 
allowing  rapid  combustion  to  take  place.  Each  fire-cham- 
ber should  be  supplied  successively  with  fuel  at  proper  in- 
tervals, by  any  convenient  means,  either  through  the  hole, 
D,  or  door,  0,  in  front.  The  principal  advantage  of  a  fur- 
nace and  process  of  this  description  consists  in  heating  the* 
wet  charge  without  unnecessary  waste  of  heat,  decomposing 
it  into  such  gases  as  will,  when  mingled,  in  the  mixing  cham- 
ber, with  the  products  of  combustion  from  the  active  chamber, 
cause  the  most  perfect  combustion  of  the  gases  and  smoke 
to  be  effected.  This  perfect  combustion  could  not  be  effected 
in  a  single  fire-chamber,  but,  when  two  or  more  fire-chambers 
are  employed,  no  interruption  takes  place,  and  the  object  is 
readily  attained.  Another  advantage  consists  in  always  hold- 
ing a  certain  quantity  of  heat  and  highly  heated  foel  in  re- 
serve in  the  closed  chambers,  which  may  be  immediately 
brought  into  action  by  opening  one  or  more  of  the  chambers. 
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A  similar  but  inferior  result  might  be  produced  by  having 
several  grates  and  ash-pits  to  the  same  fire-chamber,  each 
grate  charged  successively,  and  its  ash-pit  for  the  time  closed, 
immediately  after  fresh  charging,  to  exclude  the  air.  I  have 
described  this  in  my  caveat  on  which  my  application  is  based, 
but  do  not  use  it  because  of  its  inferiority  in  practice,  although 
it  involves  my  principle.  After  ample  experiments,  I  have 
discovered  that  any  results  which  can  be  produced  by  the  use 
of  dry  fuel  are  inferior  to  wet,  in  proportion  to  quantity  used, 
and  that  results  like  mine  can  only  be  attained  by  the  use  of 
wet  fuel,  similar  to  what  I  have  herein  mentioned,  fed  into 
an  intensely  heated  chamber.  Under  such  circumstances, 
the  water  in  the  fuel,  in  the  presence  of  the  carbonaceous 
substances  in  the  furnace,  will  be  decomposed,  giving  its 
oxygen  to  the  carbonaceous  matter,  dispensing  with  a  draft, 
and  its  cooling  and  wasteful  influence,  and  rendering  the 
combustion  so  perfect  that  no  smoke  is  visible.  In  burning 
tan  and  sawdust,  where  a  large  quantity  of  heat  is  to  be  made, 
in  order  to  save  the  increase  of  their  number,  I  put  the  cham- 
bers in  twice  as  long  as  wide,  and  use  two  openings,  D,  to 
feed  through,  and  thereby  accomplish  double  to  each  cham- 
ber." Then  follows  this  disclaimer:  ^^I  do  not  claim  the 
vfithin  described  arrangement  of  a  series  of  fire-chambers  to 
communicate  with  one  common  flue,  irrespective  of  the  pur- 
pose for  which,  and  the  manner  in  which,  I  employ  the  said 
arrangement.''  The  claims  are  these:  (1.)  ^^ Using  green 
bagasse,  wet  tan,  wet  sawdust,  and  other  wet  carbonaceous  or 
vegetable  substances,  as  ftiel,  for  the  production  of  intense 
heat,  by  mingling  the  gases  issuing  from  a  highly  heated  mass 
thereof,  with  those  arising  from  carbonaceous  combustion,  by 
the  intervention  of  a  flue  or  chamber,  with  which  the  cham- 
ber or  chambers  containing  the  fire  and  charge  of  wet  sub- 
fitances  communicate,  and  in  which  said  gases  meet,  mingle 
and  consume  each  other,  on  their  way  to  the  apparatus  to  be 
heated  and  to  the  stack."  (2.)  ^^  The  combustion,  for  the  pur- 
poses of  a  high  degree  of  heat,  of  bagasse,  refuse  tan,  sawdust, 
and  other  wet  refuse  substances,  or  very  wet  and  green  wood, 
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by  the  employment  of  a  Beries  of  fire-chambers  arranged,  in 
any  manner  snbstantially  as  described,  to  communicate  with 
one  common  flue  or  mixing  chamber,  when  any  number  of 
said  chambers  are  nearly  closed  to  the  admission  of  air  when 
first  charged,  as  described,  whilst  the  remaining  chamber  or 
chambers  is  in  fall  communication  with  the  mixing  chamber, 
and  has  a  proper  supply  of  air  admitted,  and  the  ash-pit  of 
each  chamber,  in  its  turn,  is  nearly  closed,  and  then  opened, 
and  has>  air  admitted,  whereby  the  heat  required  is  rendered 
continuous  and  comparatively  uniform,  while  the  fuel  in  some 
of  the  chambers  is  being  heated  and  decomposed,  and  its  gases 
sent  forward  to  the  mixing  chamber,  to  any  desirable  degree, 
as  herein  set  forth." 

It  will  be  proper,  in  the  first  place,  to  consider  the  objec- 
tions that  are  made  to  the  reissued  patent  of  1857.  It  is  con- 
tended, that  the  first  claim  of  the  reissue  is  void,  because  the 
invention  claimed  in  it  is  not  found  in  the  original  patent  of 
1855.  That  claim  is  a  claim  to  the  use  of  a  flae  or  chamber, 
intervening  between,  on  the  one  hand,  the  chamber  or  cham- 
bers containing  the  fire  of  carbonaceous  combustion  and  a 
highly  heated  mass  of  the  wet  substances  named,  and,  on  the 
other  hand,  the  apparatus  to  be  heated  and  the  stack,  for  the 
purpose  of  mingling  in  such  chamber  the  gases  issuing  from 
such  highly  heated  mass  with  the  gases  arising  from  the  fire 
of  carbonaceous  combustion,  so  that  such  gases  may  consume 
each  other  in  such  flue  or  chamber,  and  thus  intense  heat  be 
produced,  by  the  use,  for  fuel,  of  such  wet  substances.  The 
model  and  drawings  of  the  reissue  are  the  same  as  of  the  orig- 
inal patent.  Such  model  and  drawings  show  such  a  mingling 
or  mixing  chamber  as  is  claimed,  and  show  such  an  arrange- 
ment of  parts,  as,  when  used  according  to  the  directions  of  the 
patentee,  with  the  fuel  named,  will  produce  the  result  de- 
scribed in  the  claim,  of  mingling  and  consuming,  in  such 
chamber,  the  gases  mentioned,  and  producing  intense  heat. 
The  specification  of  the  original  patent  of  1855  gives  substan- 
tially the  same  directions  for  producing  such  result  as  are 
given  in  the  reissue  of  1857.    Those  directions  are,  that,  tak- 
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ing  tbe  nse  of  three  fire-chambers,  for  illustration,  in  burning 
wet  fuel,  two  of  the  fire-chambers  have  their  .ash-pits  dosed 
and  their  dampers  partly  closed,  while  the  third  fire-chamber 
has  its  damper  open  and  its  ash-pit  open,  so  far  as  necessary  to 
prodnce  the  requisite  combustion  in  that  chamber,  to  produce 
the  degree  of  heat  desired ;  that  when,  by  such  combustion 
in  the  open  chamber,  its  fuel  is  reduced,  it  is  recharged  with 
wet  fuel  and  closed,  and  one  of  the  above  chambers  is  opened 
for  combustion ;  that  so,  in  turn,  each  chamber  is  opened  and 
supplied  with  air,  to  maJke  it  a  burning  chamber  and  generate 
carbonaceous  gases,  and  is  then  supplied  with  wet  fuel  and 
closed,  so  as  to  heat  and  decompose  such  fuel  before  admitting 
air  freely  to  it ;  that  the  chambers  are  thus  supplied  with  wet 
fuel  in  succession ;  that  this  carrying  out  of  the  process  by 
using  two  or  more  fire-chambers,  with  such  a  construction  of 
apparatus  and  flues  as  is  shown  in  the  drawings,  will  effect 
the  most  perfect  combustion  of  the  gases  generated  in  the 
chambers,  and  enable  a  proper  supply  of  heat  to  be  yielded 
uninterruptedly ;  that  the  use  of  a  single  fire-chamber  will 
not  produce  such  a  perfect  result,  nor  an  uninterrupted  supply 
of  heat,  although  an  inferior  result,  within  the  principle,  may 
be  produced,  by  using  a  single  fire-chamber,  with  several 
grates  and  ash-pits,  and  charging  the  several  grates  in  succes- 
sion, excluding  the  air  from  the  charged  grate,  nntil  the 
charge  is  in  a  condition  for  rapid  combustion ;  that,  by  such 
use  of  wet  fuel,  fed  into  an  intensely  heated  chamber,  better 
results  can  be  obtained  than  can  be  from  an  equal  quantity  of 
diy  fuel ;  and  that  the  principle  of  the  operation  is,  that  the 
products  of  the  carbonaceous  combustion  in  the  rapid  combus- 
tion chamber,  being  present  with  the  gases  arising  from  the 
decomposition  of  the  wet  fuel  in  the  heating  chamber,  will 
decompose  the  vapor  of  the  water,  and  cause  it  to  yield  up  its 
oxygen,  so  that  a  perfect  combustion  will  be  produced,  with- 
out such  a  draft  being  used,  as  had  ordinarily  been  employed 
for  like  fuel.  All  this  is  disclosed  in  the  specification  and 
drawings  of  fhe  original  patent,  and  is  repeated  in  the  specifi- 
cation of  the  reissue.    The  claims  of  the  reissue  are  both  of 
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them  fallj  warranted  by  what  appears  in  the  specification 
and  drawings  of  the  original  patent.  The  inventor  failed  to 
claim,  in  his  original  patent,  all  that  his  original  specification 
and  drawings  wonld  have  warranted  him  in  then  claiming. 

It  is  also  objected  to  the  reissued  patent  of  1857,  that,  as 
the  patentee  disclaims  the  arrangement  of  a  series  of  fire- 
chambers  to  communicate  with  a  common  flue,  irrespective  of 
the  purpose  for  which  and  the  manner  in  which  he  employs 
such  arrangement,  he  cannot  lawfully  claim  the  arrangement 
which  he  uses,  when  used  for  the  purpose  for  which  he  em- 
ploys it,  and  cannot  lawfully  claim  it  used  in  the  manner  in 
which  he  employs  it.  Fire-chambers  in  a  series,  communi- 
cating with  a  common  flue,  existed  before.  But,  the  pat- 
entee's process  was  not  carried  out  in  any  of  such  prior  struc- 
tures, nor  was  such  common  flue  used  as  a  mixing  chamber  in 
any  of  them.  The  first  claim  of  the  reissue  is  for  a  process 
carried  into  effect  by  an  apparatus.  The  prior  apparatus  would 
not  have  enabled  the  patentee  to  work  his  new  process, 
nor  was  such  new  process  ever  worked  before  in  any  appara- 
tus. The  second  claim  of  the  reissue  is  for  an  apparatus  when 
employed  to  work  a  process,  the  apparatus  and  the  process 
being  both  of  them  new  with  the  patentee.  It  is  not  per- 
ceived how  any  tenable  objection  can  be  taken  to  the  validity 
of  either  claim.  The  disclaimer  does  not  admit  that  the  pat- 
entee's arrangement  existed  before,  although  he  disclaims  it 
irrespective  of  the  purpose  and  manner  of  his  use  of  it. 

Passing  now  to  the  patent  of  December,  1867,  the  inven- 
tion therein  is  stated,  in  the  specification,  to  be,  ^^  improve- 
ments in  furnaces  for  using,  as  fuel,  bagasse,  wet  tan,  and 
other  carbonaceous  substances  too  wet  to  be  conveniently 
burned  in  the  usual  way."  Five  figures  of  drawings  are 
given — a  front  view  of  the  patentee's  furnace ;  a  sectional 
side  view,  showing  the  interior  thereof,  and  the  charge  of  wet 
fuel,  &Q. ;  a  front  sectional  view ;  a  horizontal  view  of  the 
grate ;  and  a  sectional  perspective  view  of  the  interior.  The 
specification  says :  ^^  The  leading  object  of  my  invention  is,  to 
use,  as  far  as  possible,  the  hot  vapors  diriven  out  of  the  wet 
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masB,  while  drying,  inBtead  of  cold  common  air,  to  support 
and  complete  the  combuBtion  of  the  carbonaceoas  portions  of 
the  wet  fuel.    Bagasse  and  other  wet  fuels  might  be  advan- 
tageously burned  in  one  furnace,  but  results  are  much  more 
uniform  and  reliable  when  two  are  used,  discharging  their 
gases  into  a  common  mixing  chamber,  and  I,  therefore,  prefer 
to  use  two  or  more.    The  grate  surface  and  the  height  of  the 
furnace  should  be  regulated  according  to  the  kind  and  wetness 
of  the  fuel.    The  wetter  the  fuel,  the  larger  the  furnace,  and 
the  smaller  the  mixing  chamber  should  be.''    Then  follow 
directions  for  the  sizes  of  fbmaces  for  burning  bagasse.    ^^  For 
burning  refiise  tan  and  sawdust,  I  think  it  better  to  make 
the  furnace  longer  and  narrower,  with  two  fuel  openings  on 
tiie  top,  and,  for  a  furnace  five  feet  wide  and  ten  feet  long,  I 
would  make  the  height,  from  the  bottom  of  the  fire-chamber 
to  the  top  of  the  wet  fuel  chamber,  about  five  feet.    The  bot- 
tom of  the  girate  I  would  place  about  two  feet  above  the 
hearth.    But,  wet  fuels  differ  so  much  in  character  and  wet- 
ness, that  it  is  impossible  to  give  precise  dimensions.    The 
furnace  I  propose  to  describe  is  particularly  calculated  to  con- 
sume bagasse.    I  btdld  two  furnaces  side  by  side,  each  nearly 
square,  in  its  horizontal  section.    Towards  the  top  I  draw  in 
t  the  wall,  in  such  manner  as  to  form  a  kind  of  dome,  with  a 
sufiBcient  opening  at  top  to  feed  the  bagasse.    The  outer  walls 
of  these  furnaces  should  be  from  twenty-four  to  thirty  inches 
thick,  and  built  with  a  special  view  to  rendering  them  non- 
conducting.   The  wall  near  the  top,  and  the  partition  between 
the  two  furnaces,  may  be  thinner.    In  each  furnace  chamber 
there  should  be  a  partition  of  fire-brick,  extending  across  it 
from  front  to  back,  and  rising  nearly  to  the  top,  dividing  it 
into  two  nearly  equal  parts.    The  whole  interior  of  the  fur- 
nace should  be  of  fire-brick.     The  main  chamber  of  each 
furnace  should  be  divided  into  two  parts,  upper  and  lower,  hy 
a  fire-brick  grate  about  one-fifth  the  height  of  the  furnace 
above  the  hearth,  the  back  end  of  the  grate  being  a  little 
lower  than  the  front.    The  bottom  of  the  lower  chamber  may 
be  a  grate  with  an  ash-pit,  but  a  hearth  is  much  better.    Li 
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each  furnace,  at  the  front,  on  each  side  of  the  central  partition, 
and  immediately  under  the  front  end  of  the  grate,  should  be' 
doors  for  feeding  wood  or  other  dry  fuel,  and,  directly  under 
these  doors,  at  the  hearth  of  the  lower  chamber,  should  be 
draft  openings,  capable  of  adjustment,  to  support  combustion 
in  the  lower  chamber.  Extending  across  the  back  of  both 
furnaces,  and  opening  into  both  by  flues,  is  a  mixing  chamber, 
into  which  all  the  gases  from  both  furnaces  enter,  in  a  highly 
heated  state,  and  mix,  and  consume  each  other,  on  their  way 
to  the  boiler  and  stack.  This  chamber  should  be  about  one- 
half  the  capacity  of  all  the  fire-chambers,  and  it  should  extend 
down  about  as  low  as  the  back  end  of  the  grate.  The  flue 
through  which  the  products  of  combustion  pass  out  of  this 
chamber,  and  under  the  boiler,  should  be,  in  section,  about 
one  square  foot  to  forty  cubic  feet  of  mixing  chamber.  The 
feed  openings  at  the  top  of  the  furnaces  should  be  closed  by 
doors,  which  open  inward  by  the  weight  of  the  feed,  but  are 
self-closing,  and  do  not  yield  to  pressure  from  within."  Then 
follows  a  description  of  up  and  down  corrugations^  in  the  in- 
terior of  each  upper  chamber,  on  each  side,  down  to  the  grate, 
which  are  stated  to  be  unnecessary  in  burning  tan  and  saw- 
dust, and  to  be  "  for  the  purpose  of  allowing  the  heat  to 
radiate  upwards  from  the  fire-chamber,  for  heating  the  ma-^ 
sonry  and  the  wet  charge,  while  the  gases  or  vapors  driven 
out  of  the  wet  charge,  by  the  heat,  are  allowed  to  descend  to 
the  fire-chamber  or  the  mixing  chamber."  "  The  spaces  be- 
tween the  grate  bars,  for  burning  bagasse,  should  be  about 
six  inches  wide,  for  the  finest  grinding,  and  twenty  inches 
wide  for  the  coarsest,  and  should  vary  between  these  widths 
according  to  the  fineness  of  grinding,  but,  for  sawdust  and 
tan,  much  less,  say  from  one  inch  to  three-quarters  of  an  inch. 
The  grate  should  be  made  of  fire-brick.  The  operation  of 
my  furnace  is  as  follows :  A  hot  fire  of  dry  ftiel  is  kindled  in 
the  lower  fire-chambers  of  the  furnaces,  and,  after  it  has  been 
continued  until  the  masonry  is  well  heated,  the  chamber 
above  the  grate  is  fed  with  the  bagasse,  or  other  wet  fuel. 
This  hot  fire  in  the  fire-chamber,  especially  towards  the  front 
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of  it,  under  the  principal  mass  of  the  wet  fael,  mnst  be  pre- 
served throughout  the  operation.    The  heat  from  the  masonry 
and  the  fire-chamber  will  be  communicated  to  the  wet  fnel, 
which  will  cause  steam  and  other  gases  to  issue  from  it,  and 
mix  with  the  intensely  hot  gases  of  combustion  from  the  fire- 
diambers,  and,  in  a  short  time,  the  mixing  chamber  will 
present  intense  combustion  and  heat,  the  dampers  of  the  fire- 
chambers  being  partially  closed.    The  lower  part  of  the  wet 
diarge  will,  by  degrees,  become  dry  and  charred,  and  will  fall 
through  the  grate,  prepared  as  above,  into  the  fire-chamber, 
and  supply,  or  nearly  supply,  the  place  of  other  dry  ftiel,  in 
preserving  the  fire  in  this  chamber,  and  the  wet  friel,  being 
from  time  to  time  supplied,  will  furnish,  in  a  highly  heated 
state,  aqueous  vapors,  which  descending  through  the  corruga- 
tions, and  otherwise,  into  the  fire-chamber  and  mixing  cham- 
ber, will  be  decomposed,  furnishing  much  oxygen  to  the  fire, 
and  supply  the  oxygen  necessary  to  complete,  in  the  mixing 
chamber,  the  eombostion  of  all  the  combustible  gases  issuing 
from  the  fire-chamber.    If,  by  accident,  the  fire  in  the  lower 
part  of  the  Airnace  should  predominate,  the  draft  should  be 
diminished,  and  more  wet  fuel  added  ;  and  if^  by  accident^  the 
fire  in  the  fire-chamber  should  become  too  much  cooled  down, 
the  draft  should  be  let  on,  and  any  deficiency  of  dry  fuel 
should  be  supplied  to  the  fire-chamber.    Under  proper  man- 
agement, little  or  no  dry  Aiel  need  be  fed  to  the  fire-chamber, 
after  the  operation  is  fairly  commenced.    The  charred  matter 
idling  through  the  open  grate  will  supply  its  place,  and  the 
caloric  thus  produced  by  the  combustion  of  wet  fuel  will  be 
vastly  greater  than  from  the  same  quantity,  by  measure,  of 
the  same  finel,  when  dry.    In  the  fire-chamber,  and  in  the 
mixing  chamber,  under  intense  heat,  the  carbonaceous  gases 
will  decompose  the  steam  from  the  wet  fuel,  and  effect  com- 
plete combustion.    When  the  operation  is  fairly  commenced, 
if  the  water  in  the  wet  charge  amounts  to,  say,  fifty  per  cent., 
by  weight,  of  the  fuel,  the  dampers  of  the 'fire-chambers 
should  be  nearly  or  quite  closed,  to  exclude  the  air.    Yapor 
from  the  wet  charge  will  then  descend  through  the  corruga- 
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tioDB,  and  otherwise,  into  the  fire-obambera,  and  support  tbo 
combnstion  therein,  while  other  portions  of  the  vapor  will 
enter  the  mixing  chamber,  and  complete  the  combnstion 
there.  If  the  fbel,  however,  contains  mneh  smaller  quantities 
of  water,  more  air  in  proportion  should  be  admitted  at  the 
damper,  the  object  being  to  admit  no  more  sir  than  will 
supply  the  deficiency  of  the  vapor."  Then  follow  written 
references  to  the  drawings.  "  Little,  if  any,  of  the  boUer 
should  extend  over  the  mixing  chamber.  If  any  considerable 
portion  of  the  mixing  chamber  is  covered  by  the  boiler,  ite 
cooling  infinence  will  prevent  the  decomposition  of  the  vapor, 
and  defeat  the  object  of  my  invention.  Qreat  care  should  be 
observed  in  giving  proper  dimensions  to  the  mixing  chamber, 
for,  the  perfection  of  the  combnstion,  and  the  efSciency  of  the 
fiimace,  depend  greatly  upon  it  The  principal  object  of  this 
chamber  is  to  give  the  combustible  carbooaceons  gases  from 
the  fire,  and  the  aqueoos  gases  from  the  mass  of  wet  fuel,  an 
opportunity  of  miugliug  together  in  such  a  manner,  and 
under  such  circnmstances,  that  the  aqueoas  vapor  will  be  de- 
composed by  the  carbonaceous  gases,  and  its  oxygeu  given 
out,  to  complete  the  combustion  of  the  carbon,  without  the 
introduction  of  air  into  the  mixing  chamber,  thns  saving  the 
caloric  previously  communicated  to  the  wet  charge,  while 
drying  it  and  charring  its  lower  portions,  and  avoiding  the 
cooling  influences  of  cold  air.  This  can  take  place  effectually 
only  in  the  presence  of  a  high  degree  of  heat,  and  in  the  ab- 
sence of  a  snpply  of  free  oxygen.  If  that  chamber  be  too 
small  to  receive  these  gases  as  fast  as  the  furnace  is  able  to 
prodaee  them,  the  operation  will,  of  course,  be  choked  and 
impeded.  If  the  chamber  is  larger  than  can  be  kept  densely 
filled  with  these  gases,  of  course,  atmospheric  air  wiU  be 
fonnd  there  at  the  commencement,  and  will  continue  to  find 
ray  into  the  chamber,  trnd,  while  atmospheric  air  is  pres- 
the  carbonaceons  gases  will  take  its  oxygen  from  that 
cipally,  instead  of  decomposing  the  steam,  and  the  heat 
le  chamber  will  be  mach  diminished,  and  the  large  quan- 
of  nitrogeu,  four'fifths,  contained  in  the  air,  which  is 


JUNE,  1872.  81 


Black  V.  Tfaorne. 


neither  a  combustible,  nor  a  supporter  of  combustion,  will  at 
once  greatly  increase  the  volume  of  gases  to  be  sent  forward 
to  the  stack,  and  proportionably  decrease  its  temperature ; 
and,  when  the  chamber  becomes  very  large,  the  cooling  in- 
fluences become  so  great,  that  combustion  will  immediately 
cease,  and  smoke,  mingled  with  steam,  oxygen,  and  nitrogen, 
will  go  forward,  thus  wasting  the  fuel,  and  imparting  a  faint 
degree  of  heat  to  the  boiler.    I  have,  therefore,  fixed  the  size 
of  the  mixing  chamber  by  many  careful  experiments,  and 
that  given  above  will  produce  the  desired  eflfect  with  wet 
bagasse.    For  drier  fuel,  furnishing  less  vapor,  the  mixing 
chamber  should  be  proportionably  increased  in  size,  to  supply 
the  deficiency  with  air,  and  to  effect  complete  combustion. 
Kales  more  precise  would  be  inconsistent  with  the  nature  of 
the  subject.    A  large  and  hot  fire  should  always  be  preserved 
in  the  fire-chamber  below  the  grate,  and  directly  under  the 
charge  of  wet  fuel,  for  the  purpose  of  driving  the  vapor  out 
of  it,  and  charring  its  lower  portion ;  and  the  grate  is  left 
much  more  open  than  in  furnaces  for  burning  dry  fuel  of  the 
same  size,  for  the  purpose  of  allowing  the  charred  portions 
of  the  wet  charge  to  fall  through,  to  supply  fuel  for  this  fire, 
as  fast  as  it  becomes  fit  for  that  purpose,  thus  consuming  the 
mass  with  little  or  no  expenditure  of  other  fuel."    The  claims 
are :  (1.)  "  The  combination  of  two  chambers,  the  one  above 
the  other,  and  separated  by  a  grate,  the  lower  one  for  the 
combustion  of  any  known  dry  carbonaceous  fuel,  and  the 
upper  one,  in  immediate  proximity  therewith,  to  receive  heat 
therefrom,  for  heating  and  drying  the  chaise  of  wet  fuel, 
with  a  mixing  chamber  into  which  both  continuously  and 
simultaneously   discharge  their  gases,  before  reaching  the 
thing  to  be  heated,  for  mingling  and  mutual  combustion." 
(2.)  "In  combination  with  said  fire-chamber  and  wet  fuel 
chamber,  or  drying  chamber,  making  the  grate  upon  which 
the  wet  charge  rests  sufficiently  open  to  allow  the  lower  por- 
tion of  the  wet  charge,  as  it  becomes  dried  and  charred,  to 
fiiU  through  into  the  fire-chamber,  and  keep  a  hot  fire  therein, 
supplying  the  place  of  other  dry  fuel,  while  the  uncharred 
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portion  of  the  wet  fuel  is  properly  supported  by  the  grate, 
till  dried,  aa  described."  (3.)  ^'  Placing  the  mixing  chamber 
of  combustion  in  substantially  the  same  position  described 
relatively  to  the  fire  and  the  wet  charge,  so  that  the  products 
of  combustion  from  the  dry  fuel  may  pass  along  the  lower 
part  of  the  wet  charge,  drying  and  charring  it,  on  their  way 
to  the  mixing  chamber,  and  reach  it  without  being,  in  any 
considerable  degree,  obstructed  or  cooled  by  the  wet  charge, 
substantially  as  shown."  It  is  added :  ^^  I  wish  it  distinctly 
understood,  that  I  make  no  claim  to  any  of  the  parts  or  com- 
binations above  specified,  except  in  their  application  to  the 
preparation  and  combustion  of  wet  fuels." 

The  principle  developed  in  the  first  claim  of  the  reissue  of 
1857  is  worked  out  in  the  furnace  and  method  of  procedure 
described  in  the  patent  of  1857,  but  the  claims  of  the  two 
patents  are  different.  The  claims  of  the  patent  of  1857  are 
for  special  constructions  to  work  out  more  efiectually  the 
process  of  burning  wet  Aiel  discovered  by  Thompson,  and  made 
known  in  his  original  patent  of  1855.  The  first  furnace  con- 
structed by  Thompson  on  his  principle  was  built  at  Richmond, 
Virginia,  in  August,  1853,  and  was  then  and  there  used  success-, 
fully  in  burning  wet  tan.  In  1854,  he  built  a  furnace  on  this 
plan,  at  Weed's  tannery  at  Binghamton,  New  York.  Others 
were  built  after  its  pattern  at  various  places  in  New  York, 
and  the  furnaces  used  by  the  defendants  are  traced,  in  their 
origin,  to  the  fiimace  so  built  at  Binghamton.  It  is  very 
manifest,  fi*om  the  language  of  Thompson's  specifications,  and 
from  the  testimony,  that  the  form  of  apparatus  shown  by 
Thompson  in  his  drawings  and  described,  admits  of  many 
formal  variations,  within  the  principle  of  his  inventions  and 
the  scope  of  his  claims.  Thus,  a  single  furnace,  with  an  upper 
chamber  and  a  lower  chamber,  separated  by  a  grate  and  suffi- 
ciently long  to  admit  of  two  feed  holes  in  the  top,  with  a 
proper  mixing  chamber,  and  operated  so  as  to  produce,  in 
such  chamber,  the  mingling  and  consumption  of  the  gases 
from  the  wet  fuel  in  the  upper  chamber  with  the  gases  from 
carbonaceous  combustion,  would  infringe  the  first  claim  of 
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the  reissue  of  1857.  Such  a  conetraction,  with  the  lower 
chamber  used  for  the  combustion  of  dry  carbonaceous  fuel, 
and  so  operated  as  to  canse  the  gases  from  both  chambers  to 
be  continnonslj  and  simnltaneoosly  discharged  into  the  mix- 
ing chamber,  for  mingling  and  mutual  combustion,  would 
infringe  the  first  and  third  claims  of  the  patent  of  1857.  A 
single  furnace,  with  the  grate  between  the  upper  and  lower 
diambers  so  open  as  to  allow  the  lower  portion  of  the  wet 
diarge,  as  dried  and  charred,  to  fall  through  into  the  lower 
diamber,  and  keep  a  hot  fire  therein,  the  uncharred  portion 
of  the  wet  charge  being  supported  bj  the  grate,  would  infringe 
the  second  claim  of  the  patent  of  1857.  So,  also,  various 
eonstmctions  of  mixing  chambers  may  be  made,  which  would 
be  substantial  equivalents  for  the  mixing  chamber  of  the  form 
and  location  shown  by  Thompson,  and  would  be  the  mixing 
chamber  of  each  of  his  two  claims  in  the  reissue  of  1857,  and 
of  the  first  and  third  claims  of  his  patent  of  1857. 

It  is  satisfiEu^torily  shown,  that  the  wet  tan  furnaces  of  the 
defendants,  in  their  tanneries  at  Albion,  Laporte,  and  Thorn- 
dale,  which  are  the  three  proceeded  against,  infringe  each  ot 
the  patents.  All  of  the  claims  of  each  patent  are  infringed  by 
the  furnaces  at  Albion  and  Laporte,  and  all  except,  perhaps, 
the  second  claim  of  the  reissue  of  1857,  are  infringed  by  the 
fomace  at  Tbomdale. 

The  claims  of  the  Thompson  patents  are  none  of  them 
successfully  attacked  on  the  ground  of  a  want  of  novelty. 
There  is  nothing  in  the  Crockett  frimace,  or  the  Morrison 
fdmace,  or  the  Woodstock,  Sparrowbush,  or  Newark  furnaces, 
or  any  of  the  other  American  furnaces  adduced  in  eydence, 
80  fjEur  as  such  furnaces  are  shown  to  have  existed  in  construc- 
tion, or  in  description  or  drawings,  before  the  dates  of  Thomp- 
son's inventions,  which  destroys  the  novelty  of  those  inven- 
tions. So  &r  as  such  furnaces  burned  wet  friel  successfully, 
before  Thompson's  inventions,  to  what  extent  they  did,  they 
did  so  on  different  principles  from  those  developed  by  him, 
and  in  structures  arranged  and  operated  in  a  manner  not 
embraced  in  his  claims^    In  regard  to  all  the  foreign  patents 
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and  publications  put  in  evidence,  it  is  sufScient  to  Bay,  that 
they  none  of  them  anticipate  Thompson's  inventions.  It  is 
not  an  unimportant  consideration,  that  both  of  his  patents 
have  been  extended  by  the  Patent  Office,  after,  as  there  is 
every  reason  to  believe,  a  fuU  consideration  of  substantially 
everything,  on  the  question  of  novelty,  that  is  brought  up  in 
defence- in  this  suit. 

It  is  apparent,  from  the  evidence,  that  Thompson  was  the 
first  to  discover  and  put  in  practice  the  true  method  of  eco- 
nomically burning  wet  fuels,  and  obtaining  from  them  better 
results  than  from  equal  quantities  of  dry  faels.  In,  respect  to 
the  tanning  business,  tanners  can,  by  his  inventions,  certainly 
obtain  all  the  heat  they  need  by  the  use  of  no  other  fuel  than 
their  spent  tan,  wet  from  the  leaches.  The  combined  resist- 
ance by  them  to  his  patents  is  a  tribute  to  the  merits  of  his 
inventions. 

I  have  examined,  with  care,  all  the  evidence  taken  in  this 
case,  and  considered  the  views  advanced  by  the  counsel  for 
the  defendants,  but  I  am  unable  to  resist  the  conclusion  that 
the  plaintiffs  have  fully  established  their  case. 

As  to  the  point,  that  the  cause  of  action  respecting  the 
furnace  at  Albion  arose  in  the  Northern  District  of  New 
York,  where  that  famace  is  situated,  the  objection  is  one 
which  may  be  voluntarily  waived.  The  defendants  in  this 
case  have  waived  it  by  not  raising  it  in  their  answer. 

There  must  be  a  decree  for  the  plaintiffi,  for  a  perpetual 
injunction,  and  an  account,  with  costs. 

Charles  N.  Blacky  for  the  plaintiffs. 

Clarence  A.  Sewa/rd  and  Andrew  J.  Toddy  for  the  de- 
fendants. 
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J.  Lee  Smith  and  othebs 

ROBEET  KeTNOLDS  AND   SaMUEL  JaCOBS.      In  EquTTY. 

Section  11  of  4he  Act  of  July  8th,  1870,  (Id  U.  8.  Slat,  at  Largt,  210,)  providee, 
as  a  reqairement  for  obtaining  a  trade-mark,  the  filing,  in  the  Patent  Office,  of 
a  declaration,  under  oath,  as  to  the  right  to  the  trade-mark.  A  certificate  by 
the  Commissioner  of  Patents,  of  the  deposit,  for  registration,  of  a  trade-mark, 
of  which  a  copy  is  given,  and  of  the  filing  of  a  statement,  of  which  a  copy  is 
annexed  to  the  certificate,  (but  which  statement  does  not  contain  any  such 
declaration,)  and  that  the  party  depositing  the  trademark  has  otherwise  com- 
plied with  tlie  Act,  and  that  the  trade-mark  has  been  registered  and  recorded, 
and  will  remain  in  force  for  a  period  named  in  the  certificate,  is  not  CTidence 
of  the  filing  of  such  declaration. 

(Before  Blatgbfobd,  J.,  Southern  District  of  New  York,  Jxme  20th,  1872.) 

Blatohfoed,  J.  This  bill  is  founded  on  a  statutory  right 
to  a  trade-mark,  claimed  trader  the  provisions  of  sections  Y7 
to  84  of  the  Act  of  July  8th,  1870,  (16  U.  8.  Stat,  at  Large^ 
210  to  212.)  Section  77  provides,  that  any  firm  domiciled  in 
the  United  States,  "  and  who  are  entitled  to  the  exclusive  use 
of  any  lawful  trade-mark,  or  who  intend  to  adopt  and  use  any 
trade-mark  for  exclusive  use  within  the  United  States,  may 
obtain  protection  for  such  lawful  trade-mark,  by  complying 
with  the  following  requirements."  One  of  those  require- 
ments is,  "  the  filing,"  in  the  Patent  Office,  "  of  a  declaration, 
under  the  oalh  of  *  *  some  member  of  the  firm,  to  the 
effect,  that  the  party  claiming  protection  for  the  trade-mark 
has  a  right  to  the  use  of  the  same,  and  that  no  other  person, 
firm  or  corporation  has  the  right  to  such  use,  either  in  the 
identical  form,  or  having  such  near  resemblance  thereto  as. 
might  be  calculated  to  deceive,  and  that  the  description  and 
f ao-similes  presented  for  record  are  true  copies  of  the  trade- 
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mark  sought  to  be  protected.''  On  complying  with  these  re- 
qnirementSy  the  trade-mark  is  to  remain  in  force  for  thirty 
years  from  the  date  of  the  registration.  The  bill  avers  the 
filing  of  such  declaration.  The  defendants,  in  their  answer, 
put  in  issue  this  allegation,  among  others,  and  require  proof 
of  the  same.  No  proof  is  given  that  such  declaration  was 
filed.  A  certificate  is  produced,  signed  by  the  Commissioner 
of  Patents  and  under  the  seal  of  the  Patent  Office,  setting 
forth,  that  "  J.  Lee  Smith  &  Co.,"  of  New  York,  (which  is  a 
firm  composed  of  the  plaintiffs,)  did,  on  the  30th  of  Decem- 
ber, 1870,  deposit  in  the  Patent  Office,  for  registration,  ^^  a 
certain  trade-mark  for  paints,  of  which  a  copy  is  hereto  an- 
nexed ;  that  they  filed  therewith  the  annexed  statement,  and, 
having  paid  into  the  Treasury  of  the  United  States  the  sum 
of  twenty-five  dollars,  and  otherwise  complied  with  the  Act 
of  Congress  in  such  case  made  and  provided,  the  said  trade- 
mark has  been  duly  registered  and  recorded  in  the  said  Pat- 
ent Office,  and  will  remain  in  force  for  thirty  years  from  the 
21st  day  of  February,  1871."  The  statement  annexed  to  the 
certificate  does  not  contain  any  such  declaration  as  that  re- 
ferred to.  The  declaration  is  required  to  be  "  filed."  The 
only  thing  certified  to  have  been  "  filed "  is  the  "  annexed 
statement." 

It  is  urged,  that  the  certificate  that  the  parties  have 
^^  otherwise  complied  with  the  Act  of  Congress  in  such  case 
made  and  provided,"  and  that  the  trade-mark  "will  remain  in 
force  for  thirty  years  "  from  the  day  named,  covers  the  point ; 
and  that,  in  analogy  to  letters  patent  for  an  invention,  the 
certificate  is  evidence  of  a  compliance  with  the  requisite  pre- 
liminary steps.  But,  I  do  not  think  this  position  is  a  sound 
one.  A  patent,  being  authorized  to  be  granted  on  evidence 
on  which  the  Commissioner  of  Patents  is  to  decide,  the  fact 
that  he  grants  the  patent  is  held  to  hejfn^imd  facie  evidence 
that  the  proper  proofs  were  laid  before  him  and  were  satisfac- 
tory, he  being  made,  by  the  statute,  the  proper  judge  of  the 
sufficiency  and  competency  of  the  proofs.  (jPhU.  <&  Trenton 
H.  E.  Co.  V.  SimapBony  14  Peters^  448,  458 ;  Seynu/wr  v.  (?*- 
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homej  11  WaUaee^  516, 540.)  But,  in  respect  to  a  trade^mark, 
the  statate  does  not  aatborize  the  Commissioner  of  Patente 
to  issue  any  letters  patent  therefor,  or  to  issne  any  certificate 
containing  a  grant  thereof.  The  only  certificate  he  is  author- 
ized to  issne  in  reference  to  the  original  registration  of  a 
trade-mark  is  that  provided  for  by  section  80,  which  enacts 
as  follows :  ^^  The  time  of  the  receipt  of  any  trade-mark  at 
the  Patent  Office  for  registration  shall  be  noted  and  recorded, 
and  copies  of  the  trade-mark,  and  of  the  date  of  the  receipt 
thereof,  and  of  the  statement  filed  therewith,  nnder  the  seal 
of  the  Patent  Office,  certified  by  the  Commissioner,  shall  be 
evidence  in  any  suit  in  which  such  trade-mark  shall  be  brought 
in  controversy."  A  certified  copy  of  the  trade-mark,  of  the 
date  of  its  receipt,  and  of  the  statement  filed  therewith,  (that 
is,  a  copy  of  everything  filed  and  recorded,  and  of  the  memo- 
randum of  the  date  of  the  receipt  thereof,)  is  made  evidence. 
But,  such  copy  is  evidence  only  that  what  is  shown  by  it  to 
have  been  filed  was  filed.  It  is  not  evidence  that  anything 
required  by  the  statute  to  be  filed,  and  not  shown  by  the  cer- 
tificate, or  by  the  statement  annexed  to  it,  to  have  been  filed, 
was  filed.  The  certificate  of  the  Commissioner,  that  the  par- 
ties "  otherwise  complied"  with  tha  Act,  cannot  be  substituted 
for  the  judgment  which  a  Court  must  pass  as  to  whether  there 
was  a  declaration  filed,  and  one  under  oath,  and  complying, 
as  to  its  contents,  with  the  statute.  The  Court  is  to  judge, 
from  the  "  statement,"  whether  the  requirement  of  recording 
'^  the  class  of  merchandise  and  the  particular  description  of 
goods  comprised  in  such  class,  by  which  the  trade-mark  has 
been  or  is  intended  to  be  appropriated,"  was  complied  with, 
and  whether  the  requirement  of  recording  a  description  of  the 
mode  in  which  the  trade-mark  '^  has  been  or  is  intended  to  be 
applied  and  used,"  was  complied  with.  So,  it  is  equally  for 
the  Court  to  judge  whether  the  requirement  as  to  the  filing  of 
the  proper  declaration  was  complied  with.  The  general  cer- 
tificate of  the  Commissioner  cannot  be  taken  as  evidence  on 
the  subject. 

The  certificate,  that  the  trade-mark  has  been  duly  regis- 
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tered  and  recorded  in  the  Patent  Office,  and  will  remain  in 
force  for  thirty  years  from  the  day  specified,  adds  no  force  to 
the  effect  of  the  certificate.  The  statute  says,  that  the  thirty 
years  shall  run  from  the  date  of  the  registration,  that  the  time 
of  the  receipt  for  registration  shall  be  recorded,  and  that  the 
certificate  shall  cover  a  copy  of  the  date  of  the  receipt.  The 
date  given  in  the  certificate,  as  the  date  from  which  the  thirty 
years  is  to  run,  is  to  be  regarded  as  intended  for  the  date  of 
registration ;  and  the  date  previously  named  in  the  certificate 
is  the  date  of  the  receipt  for  registration.  In  this  view,  the 
certificate  intends  to  show  when  the  trade-mark  will  esqpire ; 
and  the  certificate  that  it  has  been  registered  and  recorded, 
and  will  remain  in  force  for  thirty  years  from  the  day  named^ 
is  only  equivalent  to  saying  that  such  day  is  to  be  taken  as 
the  date  of  the  registration.  The  date  given  in  the  certificate 
as  the  date  of  deposit  for  registration  is  not  regarded  by  the 
certificate  as  the  date  of  registration  and  recording. 

On  these  grounds  alone,  the  motion  for  an  injunction, 
now  made,  must  be  denied,  without  considering  any  of  the 
other  points  raised. 

John  Hough^  for  the  plaintiffs. 

Frederic  S.  Blount^  for  the  defendants. 
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James  D.  Mowby,  as  Tbustee,  &c.,  and  others 

vs.  > 

« 

The  Grand  Street  and  Newtown  Railroad  Company. 

In  Equttt. 

T.,  haying  made  an  invention,  and  applied  for  letters  patent  for  it,  on  a  specifi- 
cation filed  in  the  Patent  OfiSce,  assigned  to  H.,  in  1862,  "aU  the  right,  title,  * 
and  interest  whateoeyer,  which  I  now  haye,  or,  by  letters  patent,  would  be  en- 
titled to  have  and  possess,  in  the  aforesaid  invention,  the  said  invention  being  ' 
described  in  the  specification  as  prepared  and  executed  by  me,  or  to  be  pre- 
pared and  executed  by  me,  for  the  obtaining  of  said  letters  patent,  the  whole 
to  be  held  and  enjoyed"  by  H.,  "  to  the  full  extent  and  manner  in  which  the 
same  would  have  been,  or  could  be,  held  and  enjoyed  by  me,  had  this  assign- 
ment never  been  made,"  and  authorized  the  issue  of  *' the  said"  patent  to  H., 
"  as  the  assignee  of  my  whole  right  and  title  to  the  same,  and  to  the  new  in- 
vention aforesaid."  A  patent  was  accordingly  granted  to  H.,  on  the  inven- 
tion, in  1862.  In  1864,  H.  assigned  to  S.  all  his  interest  in  any  extended  term 
of  the  patent.  In  1866,  the  patent  was  extended,  to  T. :  Held,  that,  by  the 
assignment  of  1862,  no  right  to  the  extended  term  passed  to  H.,  and,  conse- 
quently, S.  had  no  such  right. 

Whether  the  claim  of  the  letters  patent  granted,  July  6th,  1862,  to  Henry  Tan- 
ner, as  assignee  of  Lafayette  F.  Thompson  and  Asahel  G.  Bachelder,  for  an 
"  improved  mode  of  operating  the  brakes  of  railway  cars,"  namely,  **  To  so 
combine  the  brakes  of  the  two  trucks  with  the  operative  windlasses,  or  their 
equivalents,  at  both  ends  of  the  car,  by  means  of  the  vibrating  lever,  A',  or  its 
equivalent,  or  mechanism  essentially  as  specified,  as  to  enable  the  brakeman, 
by  operating  either  of  the  windlasses,  to  simultaneously  apply  the  brakes  of 
both  trucks,  or  bring  or  force  them  against  their  respective  wheels,  and 
whether  he  be  at  the  forward  or  rear  end  of  the  car,"  is  limited  to  a  combina- 
tion of  two  or  more  brake  systems,  as  they  are  ordinarily  found  in  the  swiv- 
elling car-trucks  of  an  eight-wheeled  car,  with  each  other  and  with  the  opera- 
tive windlasses,  by  means  of  a  vibrating  lever,  or  whether  it  covers  any  com- 
binatioxi  of  the  brakes  of  a  car  with  each  other,  and  with  the  windlasses,  by 
means  of  a  vibrating  lever,  so  that  aU  the  brakes  can  be  applied  simultaneously 
from  either  end  of  the  car,  even  where  the  car  has  no  swivelling  trucks  with 
separate  brake  systems,  gttere. 

The  latter  construction  of  the  claim  not  having  been  maintained  in  any  judicial 
decision,  or  acquiesced  in  by  the  public,  and  its  novelty,  on  such  construction, 
being  shown  to  be  doubtful,  an  application  for  a  provisional  injunction  against 
an  arrangement  which  was  no  infringement  except  on  such  construction,  was 
refused. 

(Before  Bknsdiot,  J,,  Eastern  District  of  New  Tork,  June  26th,  1872.) 
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Bekediot,  J.  This  is  a  motion  for  a  preliminaiy  injuno- 
tioD,  to  restrain  the  defendants  from  using  upon  their  horse- 
cars  a  certain  brake  claimed  to  be  an  infringement  upon  what 
is  known  as  the  Tanner  patent,  which  the  plaintiffs  are  said 
to  own.  The  motion  was  brought  to  a  hearing  before  me  on 
a  former  occasion,  upon  the  plaintiffs'  bill  and  moving  papers 
alone,  the  defendants  at  that  time  interposing  no  denial  of 
any  of  the  averments  in  the  plaintiff'  papers.  It  is  now  be- 
fore me  upon  additional  papers  on  the  part  of  the  plaintiffS) 
and  is  now  opposed  by  affidavits  on  the  part  of  the  defence. 

One  question  now  first  presented  in  the  case  relates  to  the 
title  of  the  plaintiffii.  This  question  having  been  fully  argued 
by  counsel  representing,  for  that  purpose,  the  interest  of  Mr. 
Sayles,  whose  title  is  the  one  opposed  to  that  of  the  plaintiff, 
and  having  been  fully  considered,  may  be  now  disposed  of,  so 
far  as  my  action  is  concerned. 

The  facts  respecting  the  title  to  the  patent  are  as  follows : 
Prior  to  April,  1852,  Lafayette  F.  Thompson  and  Asahel  G. 
Bachelder  had  invented  ^^  an  improved  mode  of  operating  the 
brakes  of  railway  cars."  Specifications  presented  by  them 
were  already  before  the  Patent  Office, -which  they  were  about 
to  amend,  and  on  which  they  were  applying  for  letters  patent 
Before  any  patent  was  issued  to  them,  they  executed  an  as- 
signment to  one  Henry  Tanner,  to  whom,, in  pursuance  of  the 
statute,  and  in  accordance  with  a  requirement  inserted  in  the 
assignment,  and  upon  amended  specifications  made  by  Bach- 
elder,  and  dated  April  8th,  1852,  a  patent  for  the  invention 
was  issued,  on  the  6th  of  July,  1852.  In  March,  1866,  Tan- 
ner assigned  to  Bachelder  and  George  O.  Way,  administrator 
of  Lafayette  F.  Thompson,  deceased,  all  the  right,  tide,  and 
interest  which  he  then  had  in  and  to  any  extended  term  of 
the  said  letters  patent,  and,  in  July,  1866,  the  patent  was  ex- 
tended, and  a  certificate  of  extension,  dated  July  5th,  1866, 
was  issued  to  Bachelder  and  Way,  from  whom  the  plaintiff 
derives  title.  It  appears,  however,  that  Tanner,  prior  to  his 
assignment,  of  March,  1866,  to  Bachelder  and  Way,  and  on 
the  13th  of  July,  1854,  had  assigned  to  Thomas  Sayles  all  his 
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right,  title,  and  interest  in  any  extended  term  of  the  patent, 
whence  it  results,  that  if,  by  the  first  assignment  of  Baehelder 
and  Thompson  to  Tanner,  in  April,  1852,  the  right  to  the  ex- 
tended term  was  conveyed  to  Tanner,  that  right  passed  to 
Sayles  by  the  assignment  of  July  18th,  1854,  and  the  plaintiffi 
have  no  right  thereto. 

The  question  therefore  is,  whether  the  legal  effect  of  the 
assignment  of  April  1st,  1852,  from  Baehelder  and  Thompson 
to  Tanner,  was  to  convey  the  right  to  the  extended  term  of 
the  patent  in  question  to  Tanner.  The  words  of  that  assign- 
ment are  as  follows :  ^^  Whereas,  we,  Lafayette  F.  Thompson, 
of  Charlestown,  and  Asahel  G.  Baehelder,  now  or  late  of 
Lowell,  in  the  State  of  Massachusetts,  have  invented  an  im- 
proved mode  of  operating  the  brakes  of  railway  cars,  and  have 
applied,  or  intend  to  appVyt  for  letters  patent  of  the  United 
States  of  America  therefor,  now,  therefore,  this  indenture  wit- 
nesseth,  that,  for  and  in  consideration  of  one  hundred  dollars 
in  hand  paid,  the  receipt  whereof  is  hereby  acknowledged,  we 
haye  assigned  and  set  over,  and  do  hereby  assign,  sell  and  set 
over,  to  Henry  Tanner,  of  Buffalo,  in  the  State  of  New  York, 
aU  the  rightj  tMe  and  mtereat  whatsoever^  which  we  now 
have,  or,  by  letters  patent,  would  be  entitled  to  have  and  pos- 
sess, in  the  {foresaid  iwoention,  the  said  invention  being  de- 
scribed in  the  specification  as  prepared  and  executed  by  us,  or 
to  be  prepared  and  executed  by  us,  for  the  obtaining  of  said 
letters  patent,  the  whole  to  be  held  and  enjoyed  by  the  said 
Henry  Tanner,  and  his  legal  representatives,  to  the  foil  extent 
and  manner  in  which  the  same  would  have  been,  or  could  be, 
held  and  enjoyed  by  us,  had  this  assignment  never  been 
made ;  and  we  do,  by  these  presents,  authorize  the  Commis- 
sioner of  Patents  to  issue  the  said  letters  patent  to  the  said 
Henry  Tanner,  and  his  legal  representatives,  as  the  assignee 
of  om*  whole  right  and  title  to  the  same,  and  to  the  new  invenr 
tion  aforesaidP 

It  is  important,  in  determining  the  effect  of  this  instru- 
ment, to  notice,  that,  whatever  else  was  the  subject  matter  of 
the  contract,  it  was  not  a  share  in  the  invention,  nor  a  right 
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restricted  to  any  particular  locality,  and,  further,  that,  at  the 
time  of  its  execution,  no  letters  patent  had  been  issued,  but 
the  inventors  had  an  application  for  letters  patent  for  the  first 
term  then  pending  in  the  Patent  Office.  At  this  time,  there- 
fore, the  property  of  the  inventors  in  this  invention,  capable 
of  being  the  subject  matter  of  such  a  contract,  consisted  of  an 
inchoate  right  to  a  monopoly  of  their  invention  for  a  term  of 
fourteen  years,  which  right  would  be  completed  and  secured 
by  the  letters  patent  for  which  they  were  then  applying,  and 
a  further  inchoate  right  to  apply  for  and  secure  a  monopoly 
for  an  extension  of  the  term.  Between  these  rights  a  distinc- 
tion exists,  arising  &om  the  fact  that  an  extension  of  a  patent 
is  made  dependent  upon  proofs  of  new  and  different  facts.  It 
is  a  new  grant,  (  WUsan  v.  Rousseauj  4  How,^  646,  682,)  the 
right  to  which  is  capable  of  being  transferred  in  the  same 
manner  as  the  inchoate  right  to  the  monoply  for  the  first 
term,  by  an  agreement  disclosing  such  an  intention,  {RaU 
Road  Co.  V.  Trimble^  10  WaUacey  867,)  but,  being  contingent 
and  personal  to  the  inventor,  it  cannot  be  held  to  pass  as  an 
incident  to  the  invention  and  appurtenant  thereto,  {Glum  v. 
Bremer^  2  Curtis  C.  C.  -ff.,  506.)  In  this  posture  of  the  law 
and  the  facts,  the  inventors  of  this  improvement  sold  to  Tan- 
ner what  they  described  as  "  all  the  right,  title,  and  interest 
whatsoever  which  we  now  have,  or,  by  letters  patent,  would 
be  entitled  to  have  and  possess,  in  the  aforesaid  invention." 
In  this  description,  the  words,  "  or,  by  letters  patent,  would 
be  entitled  to  have  and  possess,"  as  used,  are  words  of  limita- 
tion, and  confine  the  grant  to  the  right  which  would  have 
been  completed  and  secured  by  the  letters  patent  for  which 
the  inventors  were  then  applying.  Clearly,  it  was  not  the  in- 
tention, by  those  words,  to  extend  the  conveyance  to  all  rights 
which  would  be  secured  by  any  letters  patent  whenever  issued, 
and  whether  extended  or  not ;  for,  subsequently  in  the  instru- 
ment, the  letters  patent  referred  to  are  plainly  designated  as 
those  for  the  obtaining  of  which  specifications  had  been  pre- 
pared and  executed,  and  which  were  about  to  be  amended. 
Extended  letters  patent  are  not  issued  upon  specifications  in 
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that  manner,  and  no  other  letters  patent  than  those  for  the 
first  term  .could  be  issued  upon  the  pending  application.  These 
words,  therefore,  appear  to  me  intended  to  lin^t  the  convey- 
ance. They  indicate  that  the  subject  matter  of  tl^  contract, 
which  was  in  the  minds  of  the  parties,  was  the  monopoly 
which  letters  patent  issued  upon  the  pending  application 
would  secure,  and  show  that  the  new  grant  which  might  be 
secured  by  the  inventors  upon  a  future  application  for  an  ex- 
tension, but  which  could  not  be  given  upon  any  proofs  then 
pending,  or  likely  to  be  then  in  contemplation,  was  not  in- 
tended to  be  covered  by  the  contract.  This  conclusion  is 
entirely  consistent  with  the  broad  words  of  the  habendum 
clause.  The  habendum  says,  "the  whole  to  be  held,"  &c. 
The  whole  of  what  ?  Manifestly,  the  whole  of  the  right  de- 
scribed in  the  granting  clause,  and  no  more.  Moreover,  I 
find,  in  this  instrument,  no  words  which  import  an  intention 
to  transfer  both  a  present  and  a  future  interest ;  and  words 
which  imply  that  two  inchoate  rights,  different  in  character, 
were  intended  to  be  assigned,  are  wanting.  One  such  right 
is  clearly  described,  and  there  is  no  allusion  to  any  other. 

Furthermore,  it  is  highly  improbable  that  the  right  to  the 
extension  would  have  been  intended  to  be  conveyed,  for  the 
reason,  that  an  assignment  of  the  right  to  the  extension 
would  in  effect  destroy  the  right,  as  extensions  of  patents  are 
issued  to  inventors  only,  and  are  not  granted  to  assignees.  It 
cannot  be  supposed,  that  any  part  of  the  consideration  ex- 
pressed in  this  instrument  was  paid  by  the  assignees  for  what 
would  be  valueless  in  their  hands ;  and  it  is  equally  unlikely 
that  the  inventors  would  part  with  such  a  right  without  con- 
sideration. Such  an  intention,  if  entertained,  it  may  be 
believed  would  have  been  expressed  in  clear  and  distinct 
language. 

Nor  do  I  see  that  a  different  conclusion  can  be  arrived  at, 
if  the  instrument  be  a  conveyance  of  the  whole  invention, 
without  words  of  limitation,  in  view  of  the  repeated  decisions, 
that  a  conveyance  of  the  invention  merely  does  not  carry  the 
right  to  the  extension.    These  decisions  the  late  decision  of 
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the  Supreme  Court  in  the  case  of  The  NiohoUon  Pavement 
Co.  v.  Jenkma^  (14  WcXlaoe^  462,)  which  has  been  here 
relied  on  as  declaring  a  different  law,  appears  to  me  to  con- 
firm. Th^t  decision  assumes,  that  an  assignment  of  the 
invention,  without  words  importing  an  intention  to  convey 
both  a  present  and  a  future  interest,  will  not  pass  the  right  to 
an  extension.  Such  words  being  absent  from  the  instrument 
under  consideration,  the  intention  must  be  considered  as  ab- 
sent It  was  easy  to  have  inserted  such  words,  but  this  was 
not  done;  and,  in  view  of  the  right  of  the  inventors  per- 
sonally, in  certain  contingencies,  to  apply  for  and  secure  an 
extension,  their  absence  leads  to  the  conclnsion,  that  the 
parties  did  not  contract  with  reference  to  it. 

The  question  raised  as  to  the  title  of  the  plaintiffs  to 
letters  patent  having  been  thns  found  in  favor  of  the  plaint- 
iffs, I  proceed  to  consider  whether  the  validity  of  the  patent 
has  been  so  well  established  by  judicial  determination,  or  so 
generally  acquiesced  in,  as  to  entitle  them  to  an  injunction 
before  a  hearing  of  the  cause ;  and  here  is  met  an  issue 
which  has  been  raised  in  respect  to  the  invention  intended  to 
be  secured  by  the  letters  patent  in  question.  The  claim  in 
the  patent  is  as  follows :  ^^  What  is  claimed  by  us  is,  to  so 
combine  the  brakes  of  the  two  trucks  with  the  operative 
windlasses,  or  their  equivalents,  at  both  ends  of  the  car,  by 
means  of  the  vibrating  lever.  A',  or  its  equivalent,  or  mech- 
anism essentially  as  specified,  as  to  enable  the  brakeman,  by 
operating  either  of  the  windlasses,  to  simultaneously  apply 
the  brakes  of  both  trucks,  or  bring  or  force  them  against 
their  respective  \(rheels,  and  whether  he  be  at  the  forward  or 
rear  end  of  the  car."  If  this  daim  limits  the  invention  to  a 
combination  of  two  or  more  brake  systems,  as  they  are  ordi- 
narily found  in  the  car  trucks  of  an  eight-wheeled  car,  with 
each  other  and  with  the  operative  windlasses,  by  means  of  a 
vibrating  lever,  it  is  manifest  that  the  defendants  do  not  use 
the  plaintiffs'  combination,  for  they  do  not  use  cars  running 
upon  trucks  whose  systems  are  operated  in  combination  with 
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fonr-wheeled  horse  cars,  in  which  there  are  no  tracks  with 
separate  brake  systems,  and,  consequently,  no  free  swivelling 
action  by  means  of  trucks  or  their  equivalents. 

The  plaintifik  contend,  that  the  patent  is  not  thus  limited, 
but  that  it  covers  any  combination  of  the  brakes  of  a  car  with 
each  other  and  with  the  windlasses,  by  means  of  a  vibrating 
lever,  so  that  all  the  brakes  can  be  applied  simultaneously 
from  either  6nd  of  the  car,  and  that  the  ordinary  brake  of 
street  cars,  such  as  is  used  by  the  defendants,  is,  therefore, 
within  the  scope  of  the  patent,  and  an  infringement.     To 
this  position  the  defendants  answer,  that,  so  understood,  the 
patent  is  void  for  want  of  novelty,  and  has  never  been  sus- 
tained by  any  judicial  determination  or  acquiesced  in  by  the 
public.    I  do  not  find  it  necessary,  upon  this  motion,  to  de- 
termine whether  or  not  the  construction  of  the  patent  contended 
for  by  the  plainti£&  can  be  maintained.    It  is  sufficient,  for 
this  motion,  to  say,  that  such  a  construction  of  it  has  not  as 
yet  been  maintained  in  any  of  the  suits  brought  upon  this 
patent,  to  which  the  plaintiffs  refer.    All  these  suits  related 
to  eight-wheeled  railroad  cars,  having  two  truck  systems  com- 
bined and  attached  to  the  windlasses  through  a  vibrating  lever. 
Ko  suit  hitherto  decided  has  involved  the  question  which  is 
here  presented.    The  evidence  given  in  those  suits  related  to 
eight-wheele<r  truck  cars,  and  the  decisions  rendered  therein 
cannot  be  claimed  to  be  judicial  determinations  in  favor  of 
the  plaintiffs'  patent  as  here  sought  to  be  construed.    They 
appear  to  be  entirely  consistent  with  a  construction  of  the 
patent  in  accordance  with  the  views  of  the  defendants,  and  in 
accordance  with  a  conclusion  that  the  defendants  do  not  in- 
fringe the  patent.    The  issue  in  this  case,  as  to  the  validity 
of  the  patent,  is^  therefore,  new ;  and,  not  only  is  the  novelty 
of  the  invention,  as  now  claimed,  denied,  but  a  fair  doubt  in 
respect  to  its  novelty  is  raised  by  affidavits  introduced  to 
show  a  prior  use,  in  the  construction  of  a  car,  of  a  combina- 
tion claimed  to  be  substantially  similar  to  the  combination  of 
the  plaintiffs,  as  they  now  seek  to  have  it  construed.    It  is, 
also,  made  dear,  that,  while  the  patent,  as  understood  by  the 
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defendants,  and  as  limited  to  track  cars,  has  been  acquiesced 
in  by  the  public,  there  has  been  no  public  acquiescence  in  the 
claim  now  put  forth,  but  the  validity  of  the  patent,  so  con- 
strued, has  been  constantly  denied.  I  must,  therefore,  in 
accordance  with  well-settled  rules,  and  without  intimating 
an  opinion  as  to  the  proper  construction  of  the  patent,  reftise 
an  injunction,  until  after  final  hearing,  upon  the  ground,  that 
there  has  been  no  judicial  inquiry  into  the  novelty  of  the 
invention  now  claimed  by  the  plaintifis,  and  no  public  recog- 
nition of  the  validity  of  the  patent,  as  securing  such  an 
invention,  but,  on  the  contrary,  its  validity  is  in  doubt. 

• 

Scmhud  D,  Cozzena^  for  the  plaintiffs.  • 

Tracy ^  CaUi/n,  (&  Van  CoUy  for  the  defendants. 


James  G.  Tarb  and  Augttstos  H.  Wonson 
H.  P.  Webb.    In  EQirmr. 

The  claim  of  the  reissaed  letters  patent,  No.  4,698,  division  A,  granted  October 
17th,  1871,  to  James  G.  Tarr  and  Angaetas  H.  Wonson,  for  an  "  improvement 
in  paint  for  ships'  bottoms,"  the  original  patent  having  been  granted  to  them 
November  8d,  1863,  and  reissued  August  6th,  1867,  and  again  reissaed  in  two 
divisions,  October  17th,  1871,  namely:  "A  paint,  consisting  of  oxide  of 
copper,  with  a  suitable  vehicle  or  medium,  substantially  as  described,"  read 
in  the  light  of  the  specification  attached,  seeks  to  secure  any  mixture  capable 
of  being  applied  as  a  paint,  in  which  oxide  of  copper  is  an  ingredient,  and, 
so  understood,  is  invalid. 

The  poisonous  effect  of  oxide  of  copper  was  known,  and  the  protection  of  sur- 
faces by  applying  compounds  to  them  was  known. 

A  monopoly  of  the  use  of  a  well-known  substance,  in  a  particular  but  weU-known 
form,  cannot  be  secured. 
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The  subject  matter  of  the  patent,  eyen  if  patentable,  was  not  new. 

In  the  reissue,  under  §  63  of  the  Act  of  July  8th,  1870,  (lA  U,  8,  Stat  at  Large, 
205,)  of  a  chemical  patent,  it  is  necessary  to  its  validity,  that  the  subject 
matter  of  it  should  be  found  described  in  the  original  patent. 

(Before  Be39xdiot,  J.,  Eastern  District  of  New  York,  July  20tb,  1872.) 

Thib  wafi  a  motion  for  provisional  injunction,  to  restrain 
the  infringement  of  reissued  letters  patent  !No.  4,598,  division 
A,  granted  October  17tli,  1871,  to  James  6.  Tarr  and  An- 
gnstus  H.  Wonson,  for  an  "  improvement  in  paints  for  ships' 
bottoms,''  the  original  patent  having  been  granted  to  them 
November  3d,  1863,  and  reissued  August  6th,  1867,  and 
again  reissued,  in  two  divisions,  October  17th,  1871.  The 
specification  said :  "The  object  of  our  invention  is  to  prevent 
the  fouling  of  the  bottoms  of  ships  by  the  adhesion  of  bar- 
nacles, sea-weeds  and  other  substances ;  and  this  we  effect  by 
means  of  our  improved  paint  or  composition,  which  is  applied 
to  the  l^ull  of  the  vessel,  with  a  brush,  in  the  ordinary  manner." 
It  then  described  the  mode  of  making  the  paint,  the  ingre- 
dients, and  their  quantities.  The  ingredients  were  Stockholm 
tar,  benzine  or  naphtha,  and  pulverized,  dry  oxide  of  copper. 
It  said :  "  We  prefer  to  employ  the  oxide  of  copper  made  from 
the  pyritous,  friable  ores,  because,  besides  being  easily  reduced 
to  fine  powder,  these  contain  mineral  and  earthy  substances, 
such  as  various  other  metallic  oxides,  sulphur,  &c.,  which  serve 
to  divide  the  particles  of  oxide  of  copper,  interspersing  be- 
tween them  substances  which  dissolve  more  slowly  than  they 
do,  or  which  do  not  dissolve  at  all,  it  being  desirable,  for  the 
sake  of  economy,  that  the  solution  should  be  less  rapid  than 
would  take  place  with  a  pure  oxide  of  copper,  and  yet  suflS- 
dent  to  give  the  necessary  protection  to  the  bottom.  *  *  * 
All  that  is  desired  is,  that  there  should  be  a  proper  base,  such 
as  these  earthy  or  mineral  matters  furnish,  to  retard  the  solu- 
tion of  oxide  of  copper,  and  give  durability  to  the  paint. 
Such  a  base,  however,  although  desirable,  in  our  judgment, 
and,  as  such,  claimed  as  an  element  in  the  composition  of 
paint  which  we  have  patented  in  another  reissue  taken  at  the 
same  time  with  this  one,  is  not  indispensable ;  and,  therefore, 
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in  this  present  specification,  we  do  not  intend  to  limit  onrselves 
to  its  use,  for  a  good  paint  may  be  made  by  the  use  of  oxide 
of  copper  alone,  with  the  vehicle  herein  described,  the  oxide 
of  copper,  which  yields  a  poisonous  solution  in  water,  fiir- 
nishing  the  necessary  protection  against  animal  and  vegetable 
growth.  *  *  *  The  proportions  of  tar  and  benzine  above 
described  are  specified  simply  as,  in  our  judgment,  the  most 
suitable,  and  they  may  be  greatly  varied  according  to  the  kind 
and  quality  of  the  tar  employed,  as  they  are  designed  merely 
for  a  vehicle  or  medium.  In  place  of  the  naphtha  or  benzine, 
any  known  diluent  may  be  employed.  The  result  of  mixing 
should  be  the  production  of  a  vehicle  of  about  the  consistency 
of  linseed  oil."  The  claim  was  this :  "  A  paint,  consisting  of 
oxide  of  copper,  with  a  suitable  vehicle  or  medium,  substan- 
tially as  described." 

MUes  B.  Andru8^  for  the  plaintiffs. 

Wkiinfiey  &  Betts,  for  the  defendant. 

Benedict,  J.  The  claim  of  the  patent,  read  in  the  light 
of  the  specification  attached,  seeks  to  secure  to  the  patentees 
any  mixture  capable  of  being  applied  as  a  paint,  in  which 
oxide  of  copper  is  an  ingredient.  The  patent  is  not  for  a 
process,  but  for  a  compound  which  the  patentees  claim  as  their 
own  discovery.  In  this  compound,  two  elements,  and  no 
others,  are  described  as  essential.  There  must  be  oxide  of 
copper  in  the  compound,  and  there  must  be  a  vehicle  which 
will  permit  it  to  be  applied  to  surfaces,  after  the  manner  of 
applying  paints.  It  is  not  pretended  that  any  new  property 
of  oxide  of  copper  is  developed,  or  brought  into  action,  by 
this  manner  of  using  it,  nor  does  the  compound  itself  produce 
any  effect  not  before  known.  All  the  benefit  derived  from 
the  use  of  the  compound  arises  from  the  poisonous  effect  of 
oxide  of  copper — an  effect  long  well  known.  So  understood, 
the  patent  is  invalid.  It  discloses  no  discovery  to  be  re- 
warded.    Oxide  of  copper,  and  its  poisonous  effects,  have  long 
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been  known.  Compounds  capable  of  being  applied  to  sur- 
faces, in  order  to  protect  the  same,  are  in  universal  use ;  and 
there  was  nothing  new  in  the  idea  that  oxide  of  copper  could 
in  this  way  be  applied  to  surfaces. 

The  effort  of  the  patentees  have  been,  to  secure  the  sole 
right  to  use  oxide  of  copper  in  any  form  which  renders  it 
capable  of  being  applied  to  surfaces  after  the  manner  of  ap- 
plying paint.  A  monopoly  of  the  use  of  a  well  known  sub- 
stance, in  a  particular  but  well  known  form,  cannot  be  thus 
secured.  Strychnine  will  poison  dogs,  and  some  one  may  yet 
discover  that  it  can  also  be  used  to  poison  the  worms  of  the 
sea ;  but  that  will  not  entitle  the  discoverer  to  an  exclusive 
proi>erty  in  all  mixtures  which  contain  strychnine,  and  are 
capable  of  being  spread  on  surfaces. 

Furthermore,  it  appears,  that,  in  1849,  prior  to  the  plaint- 
iffs' patent,  Dr.  Ure  gave,  in  his  Dictionary,  a  description  of 
a  metallic  pigment,  to  be  made  with  pure  oxide  of  copper, 
which  description  would  enable  any  one  skilled  in  the  art  to 
make  a  compound  similar,  in  all  respects,  to,  and  having  the 
same  qualities  as,,  the  compound  described  in  this  patent. 
This  being  so,  the  subject  matter  of  this  reissue,  if  it  be  pat- 
entable, cannot  be  secured  to  the  plaintiffs,  because  it  is  not 
new. 

A  further  objection  taken  to  this  reissue  is,  that  the  sub- 
ject matter  of  it  is  not  to  be  found  in  the  original  patent.  To 
this  one  answer  made  is,  that,  under  the  Patent  Act  of  1870, 
it  is  not  necessary,  in  the  case  of  a  chemical  invention,  that 
the  subject  matter  of  the  reissue  should  be  found  described  in 
the  original  patent ;  that  it  is  sufficient  if  proof  be  made  that 
the  subject  matter  of  the  reissue  was,  in  fact,  part  of  the 
original  invention ;  and  that  the  grant  of  the  reissue  is  de- 
cisive that  proof  was  furnished.  My  opinion  upon  other 
branches  of  the  case  having  been  expressed,  I  deem  it  unnec- 
essary to  notice  this  objection  to  the  patent  in  question,  further 
than  to  say,  that  I  am  of  the  opinion  that  no  such  effect  can 
be  given  to  the  Act  of  1870  as  the  plaintiffs  claim,  but  that, 
in  the  case  of  a  chemical  patent  reissued,  it  is  necessary  to  its 
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validity,  that  the  subject  matter  be  found  described  in  the 
original  patent. 

The  motion  for  an  injunction  is  denied. 


J.  Lee  Smith  and  others,  oomposing  the  firm  of 

J.  Lee  Smith  &  Co. 

Robert  Reynolds  and  Samxtel  Jacobs.    Lsr  Equity. 

The  firm  of  J.  &  Co.,  in  registering  a  trade-mark  for  paints  in  the  Patent  Office, 
under  sections  77,  Ac,  of  the  Act  of  July  8th,  1870,  (16  U.  8,  Stat,  at  Largt, 
210,)  recorded,  as  the  names  of  the  parties  desiring  the  protection  of  the 
trade-mark,  and  their  reudences  and  places  of  bosiness,  "J.  <&  Co.,  of  No.  276 
Pearl  Street,  in  the  city  of  New  York,  county  and  State  of  New  York,  and 
engaged  in  the  manufacture  and  sale  of  paints  at  said  New  York,"  and  nothing 
further :  Held,  that  it  was  not  necessary  to  record  the  name  of  each  of  the  in- 
dividual partners  of  the  firm,  and  his  place  of  residence,  and  that  the  residence 
and  place  of  business  of  the  firm,  as  the  party  desiring  the  protection,  were 
sufficiently  stated. 

The  Act  requiring  that  "  the  class  of  merchandise,  and  the  particular  description 
of  goods  comprised  in  such  class,  by  which  the  trade-mark  has  been  or  is  in- 
tended to  be  appropriated,"  shall  be  recorded,  it  is  sufficient,  where  a  trade- 
mark is  claimed  for  paints  generally,  merely  to  specify  paints  as  the  class  of 
merchandise,  without  specifying  any  description  of  paints. 

The  illustration  of  a  crown,  applied  as  a  brand,  by  stencil  plate  or  die,  to  yessels 
containing  paints,  or  printed  on  labels  or  wrappers  applied  to  such  vessels,  or 
on  notices  advertising  such  punts,  may  be  a  lawful  trade-mark,  under  said 
Act,  because,  when  used  in  connection  with  paints,  it  may  designate,  by  asso- 
ciation in  the  minds  of  purchasers  of  and  dealers  in  paints,  the  origin  or 
ownership  of  such  paints,  as  being  in  a  particular  manufacturer. 

The  illustration  of  a  crown  being  claimed  by  J.  <&  Co.,  as  a  trade-mark  for 
paints  generally,  under  said  Act,  and  it  being  alleged  that  R.  had  infringed 
such  right,  and  it  appearing  that  a  brand  of  a  crown  had  been  used  by  B.,  for 
white  lead  alone,  of  a  particular  quality  and  description,  made  by  him  con- 
tinuously, from  a  period  prior  to  the  use,  and  to  the  registration,  of  such  brand 
as  a  trade-mark  by  J.  A  Co.,  and  until  R.  purchased  from  B.  his  paints,  ma- 
terials and  labels,  and  the  right  to  use  them,  including  the  labels  embodying 


JULY,  1872.  101 


Smitb  tf.  Reynolds. 


the  deyice  of  a  crown,  and  that  B.,  from  the  time  of  his  purchase,  which  was 
prior  to  snch  r^stration,  had  continnonsly  used  the  device  of  a  crown  on 
8<^e  description  of  paints:  Held,  that,  at  the  time  of  registering  the  trade- 
mark, J.  &  Ca  had  no  right  to  the  use  of  it  for  paints  generally,  because  R. 
then  had  a  right  to  use  it  for  the  class  of  paints  for  which  B.,  as  well  as  R., 
had  preyloosly  nsed  it. 
A  registration,  under  the  Act,  must  stand  or  fall,  as  a  whole,  for  that  to  which 
the  registration  declares  it  is  intended  to  appropriate  it,  there  being  no  pro- 
vinon  for  maintaining  a  suit  on  it,  where  the  grant  is  valid  as  to  a  part^  but 
not  as  to  the  whole. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  July  27th,  1872.) 

Blatohford,  J.  The  77th  section  of  the  Act  of  July  8th 
1870,  (16  U.  S.  Stat,  at  Zarge,  210,)  provides,  "that  any 
person  or  firm  domiciled  in  the  United  States,  *  *  *  and 
who  are  entitled  to  the  exclusive  use  of  any  lawful  trade-mark, 
or  who  intend  to  adopt  and  use  any  trade-mark  for  exclusive 
use  within  the  United  States,  may  obtain  protection  for  such 
lawful  trade-mark,  by  complying  with  the  following  require- 
ments, to  wit ;  First.  By  causing  to  be  recorded  in  the  Patent 
Office  the  names  of  the  parties,  and  their  residences,  and 
place  of  business,  who  desire  the  protection  of  the  trade-mark. 
Second.  The  class  of  merchandise,  and  the  particular  descrip- 
tion of  goods  comprised  in  such  class,  by  which  the  trade-mark 
has  been  or  is  intended  to  be  appropriated.  Third.  A  de- 
scription of  the  trade-mark  itself,  with  fac-similes  thereof, 
and  the  mode  in  which  it  has  been  or  is  intended  to  be  applied 
and  used.  Fourth.  The  length  of  time,  if  any,  during  which 
the  trade-mark  has  been  used.  Fifth.  The  payment  of  a  fee 
of  twenty-five  dollars,  in  the  same  manner  and  for  the  same 
purpose  as  the  fee  required  for  patents.  Sixth.  The  com- 
pliance with  such  regulations  as  may  be  prescribed  by  the 
Commissioner  of  Patents,  Seventh.  The  filing  of  a  declara- 
tion, under  th^  oath  of  the  person,  or  of  some  member  of  the 
firm,  *  *  *  to  the  effect,  that  the  party  claiming  pro- 
tection for  the  trade-mark  has  the  right  to  the  use  of  the  same, 
and  that  no  other  person,  firm  or  corporation  has  the  right  to 
such  use,  either  in  the  identical  form,  or  having  such  near  re- 
semblance thereto  as  might  be  calculated  to  deceive,  and  that 
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the  description  and  fac-similes  presented  for  record  are  true 
copies  of  the  trade-mark  sought  to  be  protected."  By  section 
Y8,  snch  trade-mark  is  to  remain  in  force  for  thirty  years  from 
the  date  of  such  registration ;  "  and,  during  the  period  that 
it  remains  in  force,  it  shall  entitle  the  person,  firm  or  corpo- 
ration registering  the  same  to  the  exclusive  use  thereof,  so  far 
as  regards  the  description  of  goods  to  which  it  is  appropriated 
in  the  statement  filed  under  oath  as  aforesaid,  and  no  other 
person  shall  lawfully  use  the  same  trade-mark,  or  substan- 
tially the  same,  or  so  nearly  resembling  it  as  to  be  calculated 
to  deceive,  upon  substantially  the  same  description  of  goods." 
Section  79  provides,  that,  if  any  person  or  corporation  "  shall 
reproduce,  counterfeit,  copy  or  imitate  any  snch  recorded 
trade-mark,  and  affix  the  same  to  goods  of  substantially  the 
same  descriptive  properties  and  qualities  as  those  referred  to 
in  the  registration,"  the  party  'aggrieved  shall  "  have  his 
remedy  according  to  the  course  of  equity,  to  enjoin  the  wrong- 
ful use  of  his  trade-mark,  and  to  recover  compensation  therefor, 
in  any  Court  having  jurisdiction  over  the  person  guilty  of 
such  wrongful  use ;  "  and  that  "  the  Commissioner  of  Patents 
shall  not  receive  and  record  any  proposed  trade-mark  which 
is  not  and  cannot  become  a  lawful  trade-mark,  *  *  *  or 
which  is  identical  with  a  trade-mark  appropriate  to  the  same 
class  of  merchandise,  and  belonging  to  a  different  owner,  and 
already  registered  or  received  for  registration,  or  which  so 
nearly  resembles  such  last  mentioned  trade-mark  as  to  be 
likely  to  deceive  the  public." 

On  the  30th  of  December,  1870,  the  firm  of  J.  Lee  Smith 
&  Co.  filed  in  the  Patent  Office  a  petition,  signed  by  them- 
selves, in  which  they  are  described  as  of  "  No.  276  Pearl  Street, 
in  the  city  of  New  York,  county  and  State  of  New  York, 
and  engaged  in  the  manufacture  and  sale  of  paints  at  said 
New  York,"  and  in  which  they  represent,  "  that  they  have 
used  for  fifteen  months  last  past,  are  now  using,  and  have  the 
right  to  use,  a  trade-mark  for  said  paints,  which  is  correctly 
represented  and  set  forth  in  the  annexed  fac-simile  and  state- 
ment," and  pray  "  that  said  trade-mark  may  be  registered  and 
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recorded  in  the  Patent  Office  according  to  law."     The  "  state- 
ment "  thus  referred  to  was  in  these  words  :  "  To  all  whom  it 
may  concern :  Be  it  known,  that  we,  J.  Lee  Smith  &  Co.  of 
the  city  of  New  York,  in  the  county  and  State  of  New  York, 
use  a  trade-mark  for  paints,  of  which  the  following,  together 
with  the  fac-simile  hereto  attached,  is  a  correct  description. 
The  said  trade-mark  consists  of  the  illustration  of  a  crown,  as 
is  clearly  shown  in  the  fac-simile.     The  crown  may  be  of  the 
shape  and  style  shown,  or  of  any  other  suitable  form.     It  is 
applied  as  a  brand,  by  stencil  plate  or  die,  to  the  casks,  cases, 
or  vessels  containing  the  said  paint,  printed  upon  labels  or 
wrappers  which  are  applied  to  said  cases  or  vessels,  or  upon 
the  business  cards,  notices  or  placards  advertising  the  paints 
to  the  public."    Accompanying  these  papers  was  an  oath, 
made  by  a  person  described  therein  as  "  a  member  of  the  firm 
of  J.  Lee  Smith  &  Co.,  and  representing  the  firm  of  J.  Lee 
Smith  &  Co.)  the  above  named  petitioner,"  and  setting  forth, 
''  that,  according  to  the  best  of  his  knowledge  and  belief,  the 
description  and  fac-simile  herewith  presented  for  record  are 
true  copies  of  the  trade-mark  sought  to  be  protected,  that  they 
have  a  right  to  the  use  of  the  said  trade-mark,  and  that  no  other 
person,  firm  or  corporation  has  the  right  to  such  use,  either  in 
the  identical  form  or  having  such  near  resemblance  thereto  as 
might  be  calculated  to  deceive."    The  Patent  Office  required 
the  applicants  to  strike  out  from  the  ^*  statement "  these  words : 
"The  crown  may  be  of  the  shape  and  style  shown,  or  of  any 
other  suitable  form ; "  and  they  were  stricken  out  by  them. 
As  thus  amended,  the  trade-mark  was  registered  on  the  21st 
of  February,  1871.    Thereupon,  under  that  date,  the  Patent 
Office  issued  a  certificate,  certifying,  that  "  that  J.  Lee  Smith 
&  Co.  of  New  York,  New  York,  did,  on  the  thirtieth  day  of 
December,  1870,  deposit  in  the  United  States  Patent  Office, 
for  registration,  a  certain  trade-mark  for  paints,  whereof  a  copy 
is  hereto  annexed,  that  they  filed  therewith  the  annexed  state- 
ment, and,  having  paid  into  the  Treasury  of  the  United 
States  the  sum  of  twenty-five  dollars,  and  otherwise  complied 
with  the  Act  of  Congress  in  such  case  made  and  provided, 
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the  said  trade-mark  has  been  duly  registered  and  recorded  in 
the  said  Patent  Office,  and  will  remain  in  force  for  thirty 
years  from  the  twenty-first  day  of  February,  one  thousand 
eight  hundred  and  seventy-one."  The  "statement"  and  fac- 
simile are  annexed  to  the  certificate.  The  fac-simile  shows 
one  drawing  of  a  crown. 

The  bill  in  this  case  is  founded  upon  the  statutory  right 
thus  claimed  to  have  been  acquired  to  such  trade-mark,  and  is 
filed  by  the  members  of  the  said  firm  of  J.  Lee  Smith  &  Co., 
and  alleges,  that  the  defendants  are  selling  paint  contained  in 
casks,  cases  or  vessels,  upon  which  said  trade-mark,  or  an  imi- 
tation thereof,  bearing  such  near  resemblance  thereto  as  is 
calculated  to  deceive,  is  applied  as  a  brand,  by  stencil  plate  or 
die,  or  by  labels  or  wrappers  upon  which  said  trade-mark,  or 
said  imitation  thereof,  has  been  printed,  and  have  also  used 
the  said  trade-mark,  or  said  imitation  thereof,  upon  the  busi- 
ness cards,  notices  and  placards  advertising  the  defendants' 
paints  to  the  public.  The  plaintiffs  move  for  an  injunction  to 
restrain  such  use  of  such  trade-mark.  Full  proofs  have  been 
taken  for  final  hearing,  on  both  sides,  and  on  them  the  mo- 
tion is  made. 

It  is  objected  to  the  validity  of  the  registration  in  this 
case,  that  the  names  of  the  parties  and  their  residences  and 
places  of  business  were  not  caused  to  be  recorded  in  the  Pat- 
ent Office  by  the  parties  desiring  the  protection  of  the  trade- 
mark. It  is  insisted,  that  the  name  of  each  of  the  individual 
partners  composing  the  firm,  and  his  place  of  residence,  should 
have  been  set  forth.  But,  it  is  to  be  noted,  that  the  statute 
gives  the  privilege  to  any  "firm  domiciled  in  the  United 
States,"  as  well  as  to  any  person  domiciled  tlierein.  In  this 
view,  in  the  case  of  a  firm,  it  is  sufficient  if  the.  name  of  the 
firm  is  given,  provided  the  trade-mark  is  claimed  by  the  firm , 
as  a  firm.  Giving  the  name  of  the  firm  is  giving  the  name  of 
the  party  desiring  the  protection.  The  statute  requires  the 
declaration,  under  the  oath  of  some  member  of  the  firm,  to  be 
to  the  effect,  that  "  the  party  claiming  protection,"  that  is,  the 
firm,  has  a  right  to  the  use  of  the  same,  &c.    So,  also,  setting 
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forth  that  the  firm  is  "  of  No.  276  Pearl  street,  in  the  city  of* 
New  York,  county  and  State  of  New  York,  and  engaged  in 
the  manufacture  and  sale  of  paints  at  said  New  York,"  is  a 
sufficient  statement  of  the  residence  and  place  of  business  of 
the  firm,  as  the  party  desiring  the  protection. 

It  is  also  objected,  that,  although  the  registration  papers 
specify  "  paints "  as  the  class  of  merchandise,  yet  there  is  no 
designation  of  the  particular  description  of  goods  comprised 
in  such  class,  to  which  the  trade-mark  is  or  is  to  be  appropri- 
ated. Ent  the  parties  describe  themselves  as  engaged  in  the 
manufacture  and  sale  of  paints  generally,  and  it  is  a  trade- 
mark for  paints  generally  which  tiiey  state  they  use  and  have 
a  right  to  use,  and  desire  to  have  protected.  They  cover  the 
whole  class  of  merchandise  called  "  paints,"  and  every  descrip- 
tion of  goods  comprised  in  such  class.  That  being  clearly 
stated  by  them,  any  further  specification  was  unnecessary. 

It  is  insisted,  by  the  defendants,  that  the  illustration  of  a 
crown,  applied  as  set  forth  in  the  "  statement,"  is  not  the  sub- 
ject of  a  lawful'  trade-mark,  because  it  does  not  indicate  the 
true  origin  or  ownership  of  the  paint.  The  statute  protects 
only  that  which  is  or  can  become  a  lawful  trade-mark.  It  de- 
clares, that  the  mere  name  of  a  person,  firm  or  corporation 
cannot  be  a  lawful  trade-mark,  but  tliat  such  name,  accom- 
panied by  a  mark  sufficient  to  distinguish  it  from  the  same 
name  when  used  by  other  persons,  may  be  a  lawful  trade- 
mark. A  fartioriy  a  mark  or  device  distinguishable  from 
other  marks,  when  used*  in  connection  with  a  particular  arti- 
cle, may  designate,  by  association  in  the  minds  of  purchasers 
of  and  dealers  in  such  article,  the  origin  or  ownership  of  such 
article,  as  being  in  a  particular  manufacturer,  and  thus  be  a 
lawful  trade-mark.  {Delaware  ds  Hudson  Canal  Co.  v.  Clark, 
13  Wallace,  311.)  The  practice  of  the  Patent  Office,  in  regis- 
tering trade-marks,  under  the  Act  of  1870,  has  been  in  ac- 
cordance with  this  view,  and  properly  so.  It  has,  on  discus* 
sion,  authorized,  as  .lawful  trade-marks,  the  letter  X,  applied 
to  brooms,  and  the  letter  D,  encompassed  by  the  figure  of  a 
lozenge,  applied  to  loom  temples.    {Comers  Decisions,  1870, 
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^.  142,  and  1871,  p.  248.)  Iij  the  case  of  Morrison  v.  Cme^ 
(9  Blatchf.  G.  C.  a.,  548,)  it  was  held,  that,  under  the  Act  of 
1870,  the  words,  "The  star  shirt,"  and  those  words  with  the 
device  of  a  six-pointed  star  used  in  connection  tlierewith,  and 
the*  device  and  words,  "  The  *  shirt,"  used  as  a  trade-mark 
in  connection  with  the  manufacture  and  sale  of  men's  and 
boys'  shirts,  and  taken  by  dealers  as  designating  the  shirts 
made  by  a  particular  manufacturer,  are  a  lawful  trade-mark. 
There  can  be  no  doubt,  that  a  simple  illustration  of  a  crown, 
to  be  applied  in  use  as  designated  in  this  case,  in  connection 
with  paints,  to  indicate  their  origin  and  ownership,  is  a  law- 
ful trade-mark,  under  the  statute. 

The  principal  defence  set  up  in  the  answer  of  the  defend- 
ants is,  that,  in  October,  1868,  the  Bridgewater  Paint  and 
Color  Works  Company,  then  doing  business  in  the  city  of 
New  York,  made  a  label,  brand  or  trade-mark  of  a  crown, 
which  was  used  for  white  lead  alone,  of  a  particular  quality 
and  description,  manufactured  by  said  company  for  J.  J.  Vogt 
&  Co.,  of  Cleveland,  Ohio,  the  same  being  an  imprint  on 
paper,  consisting  of  the  words,  "  Golden  Ofown,"  with  the 
illustration  of  a  crown  underneath  them,  and,  underneath  the 
crown,  an  illustration  of  a  heraldic  coat  of  arms,  and,  on  the 
left  of  the  coat  of  arms,  the  words,  "manufactured  expressly 
for  J.  J.  Vogt  &  Co.,"  and,  on  the  right  of  the  coat  of  arms, 
the  words,  "  No.  32  Public  Square,  Cleveland,  Ohio,"  and,  un- 
derneath the  whole,  the  words,  "  White  Lead ; "  that  the  said 
company,  of  which  the  defendant  Reynolds  was  one  of  the 
copartners,  having  been  dissolved,  its  business  in  the  manu- 
facture of  paints  was  continued  by  the  defendant  Reynolds 
and  one  Jacob  Israel,  under  the  name  of  Reynolds  &  Co., 
and  the  same  quality  of  white  lead  was  continued  to  be  man- 
ufactured by  them,  and  was  distinguished  by  a  brand,  label 
or  die,  consisting  of  an  inner  circle,  within  which,  at  the  top, 
was  the  illustration  of  a  crown,  and  underneath  that  the  let- 
ters "  XX,"  and  underneath  those  letters  the  words,  "  Rey- 
nolds &  Co.,"  and  outside  of  such  circle  a  second  circle,  and 
in  the  ring  between  the  two  circles,  the  words,  circumferen- 
tially,  "  Pure  English  White  Lead ; "  that,  the  copartnership 
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of  Reynolds  &  Co.  having, ejjpired  January  Ist,  1872,  the 
defendants,  nnder  the  firm  of  Reynolds  &  Jacobs,  continue 
the  manufacture  of  the  same  quality  of  white  lead,  using  the 
same  "brand,  die  or  label  which  had  been  used  by  Eeynolds  & 
Co.  since  February,  1870,  as  a  trade-mark ;  and  that,  in  Feb- 
ruary, 1870,  the  defendant  Eeynolds  procured  the  brand  to 
be  made  of  such  trade-mark  for  Reynolds  &  Co.,  which  they 
and  the  defendants  have  ever  since  constantly  and  uninter- 
ruptedly used,  to  designate  a  particular  quality  of  white  lead 
manufactured  by  them. 

The  defendants  have  used  the  illustration  of  a  crown,  as  a 
device,  and  as  part  of  a  brand  or  label,  on  packages  containing 
white  lead  ground  in  oil,  and  on  packages  containing  blano  de 
zino,  or  zinc  ground  in  oil.  Although  the  device  of  a  crown 
was  adopted  and  used  by  the  defendant  Reynolds,  in  the 
shape  in  which  the  defendants  now  use  it,  in  February,  1870, 
and  the  plaintiffs  did  not  file  their  first  statutory  papers  in 
the  Patent  Office  until  December,  1870,  yet  the  plaintiffs 
show  that  they  adopted  and  used  their  device  of  a  crown  as 
early  as  December,  1869.  In  reply  to  this,  the  defendants 
show  the  use,  by  the  Bridgewater  Paint  and  Color  Works 
Company,  in  1868,  and  from  that  time  until  its  dissolution,  of 
the  device  of  a  crown  on  three  different  forms  of  label,  put 
upon  packages  containing  paints  made  by  them.  One  is  the 
form  hereinbefore  referred  to  as  set  forth  in  the  answer. 
Another  contained  the  simple  device  of  a  crown,  and  the 
words,  ''  Pure  English  White  Lead,  J.  J.  V.  &  Co."  The 
other  contained  an  illustration  of  a  heraldic  coat  of  arms,  re- 
sembling very  much  the  coat  of  arms  of  the  Crown  of  Great 
Britain,  embodying  the  device  of  a  crown  as  an  integral  part 
of  it,  and  the  words,  "Pure  English  White  Lead,  ground  ex 
pressly  for  J.  J.  Vogt  &  Co.,  32  Public  Square,  Cleveland, 
Ohio."  They  also  show,  that,  in  November,  1869,  the  de- 
fendant Reynolds  purchased  from  the  Bridgewater  Paint  and 
Color  Works  Company,  their  paints,  materials  and  labels,  and 
the  right  to  use  them,  including  the  labels  embodying  the  de- 
vice of  a  crown.  The  defendant  Reynolds  has,  since  that 
time,  continuously,  in  his  firms,  used  the  device  of  a  crown 
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on  some  description  of  paints.  ,The  brand  or  label  of  the  form 
used  by  the  defendant  Reynolds,  in  his  firms,  since  February, 
1870,  is  as  near  a  resemblance  to  one  at  least  of  the  three 
forms  of  label  used  by  the  Bridgewater  Paint  and  Color 
Works  Company,  as  it  is  to  the  device  shown  in  the  plairiliffs' 
registration,  and  the  latter  is  as  near  a  resemblance  to  such 
Bridgewater  label  as  it  is  to  the  brand  or  label  of  the  defend- 
ants. It  is  manifest,  therefore,  that  the  plaintiffs  had,  at  the 
time  they  registered  the  illustration  of  a  crown  as  a  trade- 
mark for  paints  generally,  no  right  to  the  broad  use  of  it  for 
paints  generally,  the  defendant  Reynolds  and  his  then  firm 
having  the  right  to  the  use  of  it  for,  at  least,  the  classes  of 
paints  for  which  it  had  been  used  as  a  label  or  trade-mark  by 
the  Bridgewater  Paint  and  Color  Works  Company,  and  by 
the  defendant  Reynolds,  and  his  firm  of  Reynolds  &  Co., 
prior  to  the  time  of  such  registration-  The  plaintifGs  regis- 
tered it,  &nd  claimed  the  right  to  use  it,  as  a  trade-mark  for 
paints  generally,  for  all  descriptions  of  paints,  without  reser- 
vation or  exception-  Whatever  grant  there  is  of  it,  by  reason 
of  the  registration  made  by  the  plaintiffs,  is  of  the  right  to  use 
it  for  paints  of  all  kinds — ^for  the  class  of  merchandise  called 
"paints."  The  plaintiffs  have  not  restricted  themselves  to 
any  particular  descriptions  of  goods  comprised  in  such  class. 
Their  registration  must  stand  or  fall  as  a  whole,  for  that  to 
which  they  declare,  in  their  registration,  they  intend  to  appro- 
priate it.  There  is  no  provision  in  regard  to  trade-marks, 
such  as  there  has  been  and  is  in  regard  to  patents  for  inven- 
tions, that  a  suit  may  be  maintained  where  the  grant  is  valid 
as  to  a  part,  but  not  as  to  the  whole.  It  follows-  therefore, 
that  the  registration  of  this  trade-mark,  in  the  form  in  which 
it  was  made,  conferred  no  right  on  the  plaintiffs,  in  respect  to 
any  thing  purporting  to  be  covered  by  it. 

The  motion  for  an  injunction  must,  for  these  reasons,  be 
denied. 

John  Scmghy  for  the  plaintiffs. 

Frederic  S,  Blount^  for  the  defendants. 
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The  Union  Papee  Oollab  Company. 
IsAAo  Van  Deitsen  Ajsny  othebs.    In  Equttt. 

The  reissued  letters  patent  No.  1,828,  granted  to  William  E.  Lockwood,  as  as- 
signee, Norember  29th,  1864,  for  an  "  improvement  in  shirt  collars,**  the 
oftginal  patent,  No,  11,876,  having  been  granted  to  Walter  Hunt,  as  inventor, 
July  25th,  1854,  the  claim  thereof  being, "  As  a  new  manufacture,  a  shirt 
collar  composed  of  paper  and  muslio,  or  its  equivalent,  and  polished  or  bur- 
nished substantially  as  and  for  the  purpose  described,"  are  not  invalid,  as 
^    being  for  an  invention  different  from  that  described  in  the  original  patent. 

Under  the  language  of  the  specification  of  the  original  patent,  such  claim  would 
have  been  a  proper  claim  in  sudi  patent  It  is,  therefore,  a  proper  and  valid 
claim  in  the  reissue. 

The  reissued  letters  patent  No.  1,980,  granted  to  William  E.  Lockwood,  as  in- 
ventor, June  6tb,  1865,  for  "  improvements  in  collars,"  the  claim  thereof  being, 
"  As  a  new  article  of  manufacture,  an  embossed  collar  or  cuff,  made  of  a 
fabric  composed  of  paper  and  muslin,  or  an  equivalent  fabric,"  and  reissued 
letters  patent  No.  1,981,  granted  to  said  Lockwood,  as  inventor,  June  6th, 
1865,  for  "  improvements  in  collars,"  the  claim  thereof  being,  "  As  a  new  ar- 
ticle of  manufacture,  an  ornamental  collar  or  cuff,  made  of  a  fabric  composed 
of  paper  and  muslin,  or  of  an  equivalent  fSftbric,  ornamented  by  printing  or 
otherwise  marking  on  the  surface  plain  or  colored  devices,"  the  original 
patent.  No.  23,771,  having  been  granted  to  said  Lockwood,  April  26th,  1869, 
are  both  of  them  invalid. 

No.  1,980  does  not  claim  any  appliance  or  machinery  for  embossing,  or  any  pro- 
cess of  embossing,  but  only  the  result,  in  the  embossed  article,  as  a  new 
article  of  manufacture ;  and  is  merely  for  embossing  on  a  surface  which  imi- 
tates starched  linen,  the  starched  linen  collar,  with  its  surface  embossed, 
having  existed  before,  the  invention  of  the  imitative  surface,  or  of  a  means 
of  producing  it,  not  being  churned,  and  the  fabric  of  paper  and  muslin  being 
old. 

There  was  no  patentable  novelty  in  the  idea  of  embossing  the  imitative  surface. 

No.  1,981  does  not  claim  any  machinery  or  process  for  doing  the  printing,  but 
only  the  result^  in  the  printed  article,  as  a  new  article  of  manufacture;  and  is 
merely  for  printing  plain  or  colored  devices  on  a  sur&oe  which  imitates 
starched  linen,  printing  having  been  done  before  on  a  smooth,  white,  enam- 
elled surface,  the  invention  of  an  imitative  surface,  or  of  the  means  of 
producing  it,  not  being  daimed,  and  the  fabric  to  be  printed  upon  being 
oR 
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There  was  no  patentable  novelty  in  the  idea  of  printing  on  the  imitative  surface. 

The  first  claim  of  the  reissued  letters  patent  No.  1,646,  granted  to  Solomon  S. 
Gray,  as  inventor,  March  29th,  1864,  for  an  "  improvement  in  shirt  collars," 
the  Original  patent.  No.  88,961,  having  been  granted  to  him  June  2Sd,  1868, 
namely,  "  The  turning  over  of  a  paper,  or  of  a  paper  and  doth,  collar,  by  a 
defined  line,  whether  pressed  into  the  material  by  a  die  or  pointed  instrument, 
or  by  bending  it  over  the  edge  of  a  pattern  or  block,  of  the  proper  curve  or 
line,  substantially  as  described,"  claims  a  defined  line,  whether  straight  or 
curved,  made  by  the  means  indicated,  and  is  void,  for  want  of  jaovelty. 

The  second  claim  of  the  said  Gray  reissue,  namely,  "  Turning  the  part  B,  of  a 
paper,  or  a  paper  and  cloth,  collar,  over,  on  to  or  towards  the  part  A,  in  a 
curved  or  angular  line,  instead  of  a  straight  line,  substantially  as  and  for  tiie 
purpose  described,"  embraces  the  third  claim,  namely,  "  So  turning  over  the 
part  B,  on  to  or  towards  the  part  A,  in  the  manner  above  described,  as  that  a 
space  shall  be  left  between  the  two  parts,  for  the  purpose,  and  subetantially  in 
the  manner,  herein  described,"  and  is  void  for  want  of  novelty,  as  is,  also, 
the  third  claim. 

The  reissued  letters  patent,  No.  2,809,  granted  to  James  A.  Woodbury,  as  as- 
signee, July  10th,  1866,  for  an  "improvement  in  paper  shirt  collars,"  the 
original  patent.  No.  88,664,  having  been  granted  to  Andrew  A.  Evans,  as  in- 
ventor. May  26th,  1868,  the  claim  thereof  being,  "  A  collar  made  of  long  fibre 
paper,  substantially  such  as  is  above  described,"  are  void. 

The  invention  claimed  is  not  the  process  of  making  a  paper  possessing  the 
qualities  indicated,  but  the  making  of  coUars  out  of  such  a  paper. 

Whatever  invention  there  was  to  be  made  in  the  premises,  was  an  inventloii  of 
the  paper  possessing  the  described  properties ;  and  the  inventor  of  the  paper 
is  he  who  invents  the  process  of  producing  the  paper. 

Evans  did  not  invent  such  process,  and  was  not  entitled  to  a  patent  for  the 
paper,  or  for  the  collar  to  be  made  from  it 

The  first  claim  of  letters  patent.  No.  56,787,  granted  to  James  A  Woodbury,  as 
assignee  of  Andrew  A.  Evans,  as  inventor,  July  81st,  1866,  for  an  "improve- 
ment in  paper  cuffs  or  wristbands,"  namely,  "  As  a  new  article  of  manufacture, 
a  wristband  or  cuff,  made  of  long  fibre  paper,  substantially  such  as  is  above 
described,"  is  void,  for  the  same  reasons  for  which  the  claim  of  the  said  re- 
issue No.  2,809  is  void. 

The  second  claim  of  the  said  patent  No.  56,787,  namely,  "  Making  said  wrist- 
band or  cuff  reversible,  substantially  as  and  for  the  purpose  described,"  was 
new  and  patentable. 

(Before  Blatchfoed,  J.,  Southern  District  of  New  York,  August  27th,  1872.) 

Blatohfokd,  J.  The  bill  in  this  case  is  brought  by  the 
Union  Paper  Collar  Company,  a  corporation,  against  Isaac 
Van  Deusen  and  others,  composing  the  copartnership  of 
Van  Densen,  Boehmer  &  Co.    It  alleges  the  infringement  by 
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the  defendants  of  the  following  letters  patent  owned  by  the 
plaintiffs :  Reissued  patent  No.  1,646,  granted  to  Solomon  S. 
Gray,  as  inventor,  March  29th,  1864,  for  an  "  improvement  in 
shirt  collars,"  the  original  patent,  No.  38,961,  having  been 
granted  to  him  June  23d,  1863;  reissued  patent  No.  1828, 
granted  to  William  E.  Lockwood,  as  assignee,  November 
29th,  1864,  for  "  an  improvement  in  shirt  collars,"  the  orig- 
inal patent^  No.  11,376,  having  been  granted  to  Walter  Hunt, 
as  inventor,  July  25th,  1854;  reissued  patent  No.  1,867, 
granted  to  said  Lockwood,  as  assignee,  February  7th,  1865, 
for  an  "improvement  in  shirt  collars,"  the  original  patent 
being  the  one  of  July  25th,  1854,  above  mentioned;  reissued 
patent  No  1,926,  granted    to  said  Lockwood,  as  assignee, 
April  4th,  1865,  for  an  '*  improvement  in  shirt  collars,"  the 
original  patent  being  the  one  of  July  25th,  1854,  above  men- 
tioned; reissued  patent  No.  2,306,  granted  to  the  plaintiffs, 
as  assignees,  July  10th,  1866,  for  an  "  improvement  in  shirt 
collars,"  the  original  patent  being  the  one  of  July  25th,  1854, 
above  mentioned,  and  a  reissue  thereof,  No.  1,927,  having 
been  granted  to  said  Lockwood,  April  4th,  1865;  reissued 
patent  No.  2,309,  granted  to  James  A.  Woodbury,  as  as- 
signee, July  10th,  1866,  for  an  "  improvement  in  paper  shirt 
collars,"  the  original  patent.  No.  38,664,  having  been  granted 
to  Andrew  A.  Evans,  as  inventor.  May  26th,  1863 ;  patent  No. 
56,737,  granted  to  said  Woodbury,  as  assignee  of  said  Evans, 
as  inventor,  July  31st,  1866,  for  an  "improvement  in  paper 
cuffs  or  wrist  bands ; "  and  reissued  patent,  No.  1,980,  and  re- 
issued  patent.  No.   1,981,  granted    to  said   Lockwood,  as 
inventor,  June  6th,  1865,  each  for  "  improvements  in  collars," 
the  original  patent,  No.  23,  771,  having  been  granted  to  him 
April  26th,  1859.     The  defendants  admit,  by  a  written  stipu- 
lation, that  they  have  infringed  each  and  all  of  the  said  patents 
set  forth  in  the  said  bill,  "  by  making,  using  and  selling  to 
others  to  be  used  the  things  therein  respectively  described 
and  claimed  as  new."    The  contest  is  as  to  the  validity  of 
the  patents. 

At  the  hearing,  all  claim  on  the  part  of  the  plaintiffs  in 
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respect  of  reissues  Nos.  1,867, 1,926,  and  2,306,  of  the  Hunt 
patent,  was  abandoned. 

In  regard  to  reissue  No.  1,828,  of  the  Hunt  patent,  it 
is  contended,  by  the  defendants,  that  that  reissue  is  for  an  in- 
vention different  from  that  described,  or  intended  to  be 
described,  in  the  original  patent.  The  claim  of  the  reissue 
is  this:  ^' As  a  new  manufacture,  a  shirt  collar  composed  of 
paper  and  muslin,  or  its  equivalent,  and  polished  or  biimished 
substantially  as  and  for  the  purpose  described."  The  claim 
of  the  original  patent  was :  "  The  above  described  shirt  collar, 
made  of  the  fabric  set  forth,  and  polished  and  varnished  in 
the  manner  and  for  the  purpose  specified."  The  original 
specification  describes  the  shirt  collar  as,  made  of  muslin, 
coated  on  both  sides  with  paper  made  to  adhere  to  it  by 
sizing,  the  fabric  being  then  polished  by  a  burnisher,  or  other- 
wise, the  collar  being  then  cut  out,  and  being  afterwards 
varnished  with  a  transparent,  colorless,  waterproof  varnish. 
The  specification  states  the  object  of  the  varnish  to  be,  to 
protect  the  collar  from  the  effects  of  moisture,  and  to  preserve 
it  for  a  much  longer  time  from  being  soiled.  It  says,  that  the 
invention  consists  "  in  making  the  collars  of  a  fabric  composed 
of  both  paper  and  cloth,  and  in  subsequently  polishing  the 
same  by  enamelling  or  burnishing,  or  in  any  suitable  or  effi- 
cient manner  " ;  and  that  it  further  consists  "  in  covering  the 
collars  made  of  the  same  material  with  a  thin  pellicle  of  trans- 
parent, colorless  varnish,  whereby  they  are  rendered  proof 
against  injury  from. either  rain  or  perspiration,  and,  when 
soiled,  may  be  wiped  off  with  a  damp  cloth  or  sponge,  and 
restored  to  nearly  their  original  whiteness."  The  specifi- 
cation of  the  reissue  does  not  mention  the  varnishing  of  the 
collars ;  but  it  describes  the  mode  of  making  them,  up  to  and 
including  the  polishing  and  burnishing,  in  substantially  the 
same  language  used  in  the  specification  of  the  original  patent. 
The  collar  is  a  complete  collar  when  made  and  polished  or 
burnished.  The  varnishing  only  adds  to  its  further  useful 
qualities.  Under  the  language  of  the  specification  of  the 
original  patent,  the  claim  now  found  in  the  reissue  would 


AUGUST,  1872.  113 


The  Union  Paper  Collar  Company  «.  Van  Deusen. 


hftve  been  a  proper  claim  in  the  original  patent.  It  is,  there- 
fore, a  proper  and  valid  claim  in  the  reissue ;  and  nothing  is 
adduced  which  destroys  the  validity  of  such  reissue. 

The  claim  of  reissne  No.  1980,  of  the  Lockwood  patent, 
is  as  follows :  ^^  As  a  new  article  of  manufacture,  an  embossed 
collar  or  cuff,  made  of  a  fabric  composed  of  paper  and  muslin, 
or  an  equivalent  fabric."  The  specification  defines  the  fabric 
as  one  ^'  having  a  smooth,  white,  polished  or  enamelled  sur- 
face, to  represent  that  of  starched  lijien."  It  defines  the 
embossing  to  be  a  representation  of  embroidery,  or  of  orna- 
mentation, whereby  portions  of  the  surface  are  depressed  and 
portions  are  in  relief.  It  describes  a  mode  of  effecting  the 
embossing,  by  taking  an  electrotype  from  a  linen  collar  or 
cnff,  and  using  it  as  a  die,  and  pressing  between  it  and  a 
counter  die  a  collar  and  cuff  made  of  the  fabric  mentioned, 
whereby  all  projections,  depressions,  stitches  and  marks  on 
the  original  linen  collar  or  cuff  are  reproduced,  and  the  plain 
surfoce  looks  like  starched  linen ;  but  it  states  that  the  in- 
ventor does  not  confine  himself  to  any  particular^  appliances 
orjaa^ftOTy  for^mbossing.  the  JGEibric 

The  claim  of  reissue  No.  1981,  of  the  Lockwood  patent,  is 
this:  ^^As  a  new  article  of  manufacture,  an  ornamental 
collar  or  cuff,  made  of  a  fabric  composed  of  paper  and  muslin, 
or  of  an  equivalent  &bric,  ornamented  by  printing,  or  other- 
wise marking,  on  the  surface  plain  or  colored  devices."  The 
specification  defines  the  fabric  as  one  ^'  having  a  smooth  and 
polished  or  enamelled  surface,  to  represent  that  of  starched 
linen.  It  states  that  the  inventor  prints,  on  the  exposed  sur- 
face of  the  article  cut  from  the  fabric,  ^^  plain  or  colored 
devices,  so  as  to  impart  to  it  an  ornamental  appearance,  the 
printed  designs  being  such,  as  regards  color  and  pattern,  as 
the  manufacturer  may  consider  best  suited  to  the  taste  of  the 
public." 

It  is  impossible  to  uphold  either  of  these  reissues  as  valid 
patents.  No.  1980  is  merely  for  embossing  on  a  surface  which 
imitates  starched  linen.  Theappliance  or  machinery  for  em- 
bosdng^is  not  claimed.    T^e  process  of  embossing  is  not 
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/  claimed.  The  result,  in  the  embossed  article^  ib  jiaunedjas  a 
pJ^Tarticle  of  manii^tare.  But,  as  like  embossing  had  been 
done  on  starched  linen,  the  result  of  producing  such  em- 
bossing on  a  smooth,  white,  polished  or  enamelled  sur&ce 
representing  that  of  starched  linen,  cannot  be  patented  as  an 
invention,  when  nothing  is  claimed  as  new  in  the  appliance, 
machinery  or  process  for  producing  .the  embossing.  A 
y  starched  linen  collar,  with  its  surface  embossed,  existed 
before.  There  was  ngthing  of  patentable  novelty  in  the  idea 
that,  the  imitative  surface  being  provided,  it  would  be  weD  to 
emboss  it.  The  patent  does  not  claim  the  invention  of  the 
imitative  surface,  or  of  any  means  of  producing  it.  The 
//    %bric  of  paper  and  muslin  was  old. 

The  same  observations  apply  to  No.  1981.    It  is  merely 
'    for  printing  plain  or  colored  devices  on  a  surface  which  imi- 
tates starched  linen.    No  novelty  in  any  machinery  or  process 
for  doing  the  printing  is  claimed.    Nothing  is  described  in 
regard  to  any  part  of  the  apparatus  or  instruments  for  printing. 
)  The  direction  is  simply  to  "  print."    The  result,  in  the  printed 
.   article,  is  claimed,  as  a  new  article  of  manufacture.    Printing 
had  been  done  before  on  a  smooth,  white,  enamelled  surface ; 
and,  nothing  being  claimed  as  new  in  the  appliance,  machin- 
ery or  process  for  producing  the  printing,  and  the  surface 
imitating  starched  linen  being  provided,  there  was  nothing  of 
patentable  novelty  in  the  idea  of  printing  upon  such  sur&ce. 
The  invention  of  the  imitative  surface  is  not  claimed,  nor  is 
any  means  of  producing  such  surface  claimed ;  and  the  fabric 
(    to  be  printed  upon  was  old. 

If  experiments  were  necessary  before  an  embossed  or  a 
printed  collar,  of  the  fabric  and  surface  indicated,  could  be 
produced,  resulting  in  overcoming  difficulties  which  were  met 
with,  the  invention  really  consisted  in  the  means  or  process 
of  producing  the  embossed  or  printed  collar,  but  the  specifi- 
cations and  the  collars  produced  alike  fail  to  indicate  any 
novelty  in  any  such  means  or  process,  or  any  difficulties  which 
can  be  overcome  by  following  specific  methods  (rf.Qp§xfttion. 

Calling  the  thfng  produced  a  new  article  of  manufacture, 
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confers  npon  it^no^g[nalitj  of  patentable  novelty,  when  tliere  / 
18  no  such  novelty  in  tfie  proceBS  oir  instrument  for  producing  \ 
the  embossed  or  printed  collar,  and  when  the  substance  of  the  j 
whole  invention  claimed  is  merely  embossing  or  printing  on  / 
a  surface  imitating  starched  linen. 

The  claims  of  reissue  No.  1646,  of  the  Gray  patent,  are 
three  in  number :  (1.)  "  The  turning  over  of  a  paper,  or  of  a 
paper  and  cloth,  collar,  by  a  defined  line,  whether  pressed  into 
the  material  by  a  die  or  pointed  instrument,  or  by  bending  it 
over  the  edge  of  a  pattern  or  block,  of  the  proper  curve  or 
line,  substantially  as  described."  (2.)  "  Turning  the  part  B, 
of  a  paper,  or  a  paper  and  cloth,  collar,  over,  on  to  or  towards 
the  part  A,  in  a  curved  or  angular  line,  instead  of  a  straight 
line,  substantially  as  and  for  the  purpose  described."  (3.)  "  So 
turning  over  the  part  B,  on  to  or  towards  the  part  A,  in  thfe 
manner  above  described,  as  that  a  space  shall  be  left  between 
the  two  parts,  for  the  purpose,  and  substantially  in  the  manner, 
herein  described." 

In  reference  to  the  invention  embodied  in  the  first  claim, 
the  specification  says :  "  In  the  making  of  turn  over  shirt 
collars  of  paper,  or  of  cloth  and  paper  combined,  it  is  exceed- 
ingly difficult  to  fold  the  material  so  that,  when  turned  over 
on  the  arc  of  a  circle,  it  will  present  a  regular  line.  This 
cannot  be  done  by  the  eye,  but  must  be  done  by  a  gauged  ^ 
line  made  in  the  material,  or  by  a  former  of  suitable  shape, 
laid  on  the  material,  as  a  guide  to  turn  it  over  by."  It  also 
says,  that  the  best  mode  of  securing  the  turning  over  in  the 
arc  of  a  circle,  is  to  make  in  the  collar  an  impression  of  the 
curve  or  line  on  which  it  is  to  be  turned  over,  either  by  means 
of  a  die  pressed  upon  it,  or  by  drawing  a  pointed  instrument 
over  it,  beside  or  along  a  pattern  ;  that,  when  this  is  done,  the 
collar  can  be  readily  turned  over  on  or  following  the  indented 
line ;  that  the  collar  may  also  be  turned  over  the  edge  of  a 
pattern  or  block  of  the  proper  curve  or  line ;  and  that  the 
efifect  of  making  the  folding  line  the  arc  of  a  circle,  instead  of 
a  straight  line,  is  to  prevent  the  tension  of  the  outer  circle  of 
the  collar,  after  the  turning  over  is  effected,  from  wrinkling 
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or  pnckering  the  inner  circle,  and  to  cause  the  enter  portion 
to  stand  off  from  the  inner  portion,  bo  that  a  necktie  may 
be  ]{^erted  in  the  space,  without  causing  either  portion  to  be 
wrinkled  or  packered  by  the  pressure  of  the  necktie. 

It  will  be  observed,  that  the  claims  limit  the  turning  over 
to  a  paper,  or  a  paper  and  cloth,  collar.  Nothing  is  said  about 
a  linen  collar.  It  is  not  stated  that  any  difficulty  exists  in 
turning  over  a  collar  of  paper,  or  a  collar  of  cloth  and  paper, 
on  the  arc  of  a  circle,  so  as  to  present  a  regular  line,  which 
does  not  exist  in  turning  over  a  linen  collar ;  nor  is  it  stated 
that  the  inner  part  of  a  turn-over  linen  collar,  which  is  turned 
over  in  a  straight  line,  will  not  wrinkle  or  pucker,  when 
brought  into  a  circular  form,  and  the  more  if  a  necktie  be  in- 
serted between  the  inner  part  and  the  outer  part 

The  third  claim  of  the  patent  is  entirely  embraced  within 
the  second  daim.  One  of  the  purposes  described  as  to  be 
attained  by  turning  the  one  part  over,  on  to  or  towards  the 
other,  in  a  curved  or  angular  instead  of  a  straight  line,  is,  that 
a  space  shall  be  left  between  the  two  parts,  and  the  leaving 
of  the  space  is  described  as  being  merely  the  result  of  turning 
the  collar  over  on  other  than  a  straight  line.  Attention  may, 
therefore,  be  confined  entirely  to  the  first  and  second  claims, 
for,  if  the  second  is  void,  the  third  must  &11  with  it. 

The  first  claim  covers  a  defined  line,  whether  straight  or 
curved,  made  by  the  means  indicated — either  pressing  a  die  or 
pointed  instrument  into  the  material,  to  make  the  line,  or 
making  the  line  by  bending  the  material  over  the  edge  of  a 
pattern  or  block  representing  the  desired  line.  The  second 
claim  covers  the  turning  over  of  the  collar  in  a  curved  or  an- 
gular line,  whether  by  a  defined  line  or  not,  and  by  whatever 
means. 

It  is  shown,  that,  for  many  years  before  Gray's  invention, 
paper  envelopes,  and  the  tops  and  bottoms  of  paper  and  card- 
board boxes,  were  produced  by  shapers  of  steel,  pressed 
on  the  material,  so  as  to  produce  defined  lines,  whereby  the 
material  could  be  folded.  It  is  also  shown,  that,  in  1856  and 
1857,  the  collars  of  Walter  Hunt,  made  of  paper  and  cloth. 
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were  folded  over  a  piece  of  metal,  in  a  straight  line — ^the 
same  process  spoken  of  in  the  first  daim  of  Gray^s  reissue, 
as  bending  the  material  "  over  the  edge  of  a  pattern  or  block, 
of  the  proper  curve  or  line."  It  is  also  shown,  that,  prior  to 
Gray's  invention,  linen  collars  were  ironed  on  blocks,  with  a 
groove  in  the  block,  so  that,  as  the  iron  passed  into  the 
groove,  the  collar  received  a  defined  line,  by  which  it  was 
turned  down.  This  evidence  disposes  of  the  first  claim  of 
the  Gray  reissue. 

It  is  also  proved,  that,  betbre  Gray's  invention,  paper 
collars  were  folded  by  laying  upon  the  unfinished  side  a 
piece  of  tin,  having  at  one  edge  the  required  curve,  and 
pressing  upward,  over  such  curve,  a  part  of  the  collar,  so  as 
to  mark  the  line  of  the  curve,  and  crease  the  paper,  prepara- 
tory to  folding  it  over;  and  that  linen  collars  were  turned 
over  on  a  curved  line,  before  Gray's  invention,  with  the 
prevention  of  wrinkling  and  the  affording  of  space  for  the 
cravat.  The  second  claim  of  Gray's  reissue,  is,  therefore, 
invalid. 

The  serious  contest,  in  this  suit,  is  in  regard  to  reissue   / 
Ko.  2,309,  of  the  Evans  patent.    The  specification  of  the 
reissue  states,  that  the  object  of  Evans  was  to  make  a  paper 
collar  in  which  there  was  no  backing  of  woven  fabric.    It 
proceeds :  ^^  Said  Evans  discovered,  as  the  result  of  many  ex-   ; 
periments,  that,  in  order  to  produce  a  really  good  collar,  the   . 
paper  must  possess  the  following  qualities,  viz :  strength  to 
withstand  the  usual  wear  and  tear,  particularly  where  button    ' 
holes  are  used,  without  excessive  thickness,  such  as  to  destroy 
the  resemblance  to  a  starched  linen  collar,  and  tenacity  or     * 
toughness,  with  pliability  suficient  to  allow  the  collar  to  be 
folded  upon  itself,  without  cracking  at  the  fold,  and  the 
pureness  of  color  and  necessary  polish  to  make  it  resemble 
starched  linen.    He  (said  Evans)  made  his  collars  out  of  a 
paper  which  he  produced,  or  caused  to  be  produced,  in  which 
he  combined  these  qualities,  which  paper  was  made  of  a  long 
fibre,  substantially,  in  this  respect,  like  bank  note  paper,  but  of     j 
about  the  same  thickness  as  that  of  an  ordinary  collar,  and  of  a 
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pure  shade  or  color,  such  as  to  resemble  starched  linen.    By 
I    means  of  the  length  of  fibre  in  the  material,  he  was  enabled  to 
obtain,  from  the  degree  of  thickness  above  specified,  a  Euffi- 
cient  degree  of  strength,  tenacity  and  pliability  to  make  a 
collar  practically  useful  for  wear,  without  interfering  with  the 
resemblance  in  appearance  to  a  linen  collar.    A  sample  of  the 
f    paper  which  he  thus  found  suitable  and  used,  is  shown,  filed 
'^    with  the  original  application  of  the  said  Evans  for  his  patent 
.    above  referred  to."      The  specification  then  describes  what 
quality  of  stock  should  be  used,  and  in  what  manner  the 
stock  should  be  pulped  and  beaten,  and  how  the  sheets  should 
be  run  ofi^,  and  how  the  water  should  be  expelled,  and  what 
tint  of  color  should  be  given,  and  adds :  "  The  invention  of 
said  Evans  is  not  confined  to  the  use  of  any  specific  proper- 
,  tion  of  hard  stock,  nor  to  any  specific  time  or  mode  of  long 
beating  of  the  pulp,  nor  any  specific  method  of  running  off 
or  uniting  the  sheets  of  pulp,  or  of  exhausting  the  moisture, 
or  of  giving  the  required  tint,  but  it  is  believed  that  the  qual- 
ity of  stock  to  be  used,  the  process  by  which  the  length  of 
fibre  and  the  required  shade  of  color  are  produced,  will  be 
,    readily  understood  by  paper  manufacturers,  having  regard  to 
the  above  description  and  the  purposes  for  which  the  paper  is 
designed."      From  the  paper,  when  prepared,  collars  are 
directed  to  be  cut.    The  claim  is :  "A  collar  made  of  long 
,    fibre  paper,  substantially  such  as  is  above  described." 

The  specification  points  out,  as  the  invention  of  Evans, 
not  the  process  of  making  a  paper  possessing  the  qualities  in- 
dicated, but  the  making  of  collars  out  of  such  a  paper — the 
discovery,  that,  for  a  good  paper  collar,  the  paper  must  possess 
those  qualities.  The  specification  states,  that  he  "  produced, 
or  caused  to  be  produced,"  such  a  paper,  and,  also,  that  he 
"  found  "  such  a  paper  "  suitable  "  and  *'  used  "  it.  In  fact, 
the  invention  indicated  and  claimed  is,  that,  when  a  paper  of 
the  qualities  set  forth  is  f6und,  a  collar  is  to  be  made  of  it. 

But,  whatever  invention  thei*e  was  to  be  made  in  the  prem- 
ises, was  an  invention  of  ^the  paper  possessing  the  described 
properties.    No  person  can  be  considered  an  inventor  of  the 
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paper,  who  did  not  invent  the  process  for  producing  the  paper. 
It  is  entirely  clear,  from  the^evidence,  tfiat  Evans  had  nothing 
to  do  with  the  process  for  producing  the  paper.  Mr.  Crane 
and  his  operatives  worked  out  that  process,  without  any 
suggestions  from  Evans  as  to  any  parts  of  the  process. 
All  that  Evans  did  was  to  say,  that  he  must  have  a  paper  of 
fi  certain  weight,  thickness,  color,  strength  and  finish.  Such 
a  paper  was  produced  by  Mr.  Crane,  after  many  experiments 
as  to  the  character  of  the  materials  used  and  the  mode  of 
treating  them.  Evans'  relation  to  any  invention  in  the  prem- 
ises is  no  other  than  what  it  would  have  been  if  he  had  found 
ready  to  his  hand  the  desired  paper,  and  had  conceived  the  I ' 
idea  of  making  a  collar  from  it.  The  making  of  the  collar 
would  not  have  been  patentable,  collars  having  before  been 
made  of  other  qualities  of  paper  and  of  other  materials. 
Charles  Goodyear  discovered  the  process  for  producing  vul- 
canized india  rubber,  and  was  the  first  person  to  produce  such 
article.  He  was  entitled  to  a  patent  for  the  process  and  to  a 
patent  for  the  product.  He  was  entitled  to  a  patent  for  the 
product  because  he  invented  the  process,  and  for  no  other 
reason.  If  he  had  not  invented  the  process,  he  would  not 
have  been  entitled  to  a  patent  for  the  product.  If  he  had 
said  to  another  person :  ^^I  wish  to  have  produced  from  india 
rubber  an  article  possessing  such  and  such  properties,  and, 
when  I  procure  it,  I  can  use  it  for  such  and  such  purposes," 
and  such  other  person  had,  by  experiment,  produced  vulcan- 
ized 4ndia  rubber,  Charles  Goodyear  could  not  have  obtained  ]' 
a  valid  patent  for  such  product.  Nor  could  he  have  obtained  j  . 
a  valid  patent  for  anything,  as  a  new  manufacture,  to  be  made  «  . 
from  such  product,  which  had  before  been  made,  in  like  form 
and  shape,  from  other  materials.  The  patent  fb  Charles . « 
Goodyear,  for  his  product,  covered  the  making  of  all  such 
things.  In  the  present  case,  the  collar  described  in  the  speci- 
fication, and  shown  in  the  drawings,  of  the  reissue  of  Evans' , 
patent  is,  in  form,  structure  and  arrangement,  apart  from  the  ' 
paper  of  which  it  is  to  be  made,  identical  with  collars  pre- 
viously made  of  linen,  paper,  and  other  fabrics.    Evans  not 


120  SOUTHERN  DISTRICT  OF  NEW  YORK, 


The  Union  Paper  Collar  Company  v.  Van  Deosen. 

U  having  invented  the  paper,  was  not  entitled  to  a  patent  for  it, 

ff  or  for  the  collar  to  be  made  from  it. 

/  The  broad  proposition  is  contended  for  by  the  plaintiffi, 
that  Evans  invented  the  paper,  ^^^^jns^  mmnfaeture,  becaose 
he  was  the  first  to  conceive  the  idea  of  having  a  paper  com- 
bining all  the  qualities  prescribed  in  the  specification.  It  is 
urged,  that,  as  he  was  not  a  paper  maker,  he  had  a  right  tq 
use  the  trained  skill  of  Mr.  Crane  and  his  operatives,  to  carry 
out  the  idea;  that  they  were  merely  the  instruments  of 
Evans,  in  working  out  the  invention  of  Evans ;  that,  although 
Evans  does  not  claim  to  have  invented  the  process  or  the 
machinery  for  making  the  paper,  yet  he  was  the  inventor  of 

,  the  paper,  and  could  have  obtained  a  patent  for  it,  as  an  ar- 
ticle of  manufSu^ture ;  and  that,  therefore,  a  patent  for  his 
invention  of  a  collar  made  from  such  paper  can  be  sustained. 
The  principle  sought  to  be  applied,  in  the  view  thus  urged, 
is  a  familiar  one  in  the  patent  law,  and  properly  applicable 
in  some  cases.  But  it  has  no  proper  application  to  the 
patent  in  question.  Evans  had  nothing  to  do  with  imparting 
to  the  paper  the  qualities  attributed  to  it  by  the  specification. 

/  He  merely  announced  to  the  paper  maker,  that  he  desired  a 

'  paper  having  those  qualities,  to  be  made.  K  the  paper 
maker,  setting  forth  the  process  and  machinery  by  which  the 
paper  was  made,  had,  the  paper,  as  combining  in  itself  prop- 
erties never  before  combined  in  a  paper,  being  a  new  article 

/  of  manufacture,  claimed  a  patent  for  the  paper,  as  having  in- 

'  vented  the  process  by  which  it  was  made,  could  it  be  said  that 
he  would  not  have  been  entitled  to  such  patent  ?  If  not,  can 
Evans  be  entitled  to  a  patent  for  the  paper,  or  to  the  present 
patent,  which  is  really  nothing  else  but  a  patent  for  the  paper  ? 
At  the  very  utmost,  Evans  could  properly  assert  nothing  more 
than  that  he  and  the  paper-maker  were  joint  inventors  of 
the  paper. 

For  these  reasons,  I  am  constrained  to  hold  that  the  re- 
issue No.  2,809  is  void. 

The  patent  of  July  Slst,  1866,  No.  56,737,  for  an  alleged 
invention  of  said  Evans,  has  two  claims :  (1.)  "  As  a  new  ar- 


AIJGIJ8T,  1872.  121 


The  Union  Paper  Collar  Company  v.  Yan  Denseii. 


tide  of  manufactnre,  a  wristband  or  cuff,  made  of  long  fibre 
paper,  substantially  such  as  is  above  described."  (2.) 
^'  Making  said  wristband  or  cuff  reversible,  substantially  as 
and  for  the  purpose  described." 

The  specification  of  this  patent,  so  far  as  the  first  claim  is 
concerned,  is,  in  its  descriptive  part,  identical  with  the  speci- 
fication of  the  reissue  No.  2,309,  substituting  ^'  wristband  or 
cuff"  for  "  collar."  The  first  claim  is  for  a  wristband  or  cuff, 
as  a  new  article  of  manufacture,  made  of  the  paper  described 
in  the  reissue  No.  2,809.  Wristbands  and  cuffs  of  paper, 
linen  and  other  fabrics,  being  old,  and  there  being  nothing 
new  or  peculiar  in  the  form  or  structure  of  the  wristband  or 
cuff  embraced  in  the  first  cUim,  except  as  to  the  paper  of 
which  it  is  to  be  made,  and  Evans  not  having  been  the  in- 
ventor of  such  paper,  the  first  claim  is  invalid,  for  the  same 
reasons  for  which  the  claim  of  the  reissue  No.  2,309  is  void. 

As  to  the  second  claim  of  No.  56,737,  so  far  as  the  evi- 
dence discloses,  it  was  new  and  patentable.  The  wristband 
or  cuff  shown  in  the  drawings  of  the  patent  as  being  double 
or  reversible,  is  so  in  a  sense  different  from  anything  shown 
to  have  existed  before.  It  has  six  button  holes,  three  on  each 
end,  the  middle  and  outer  ones  alone  being  necessarily  in 
use  at  any  one  time,  and  the  inner  ones  being  capable  of 
bemg  left  to  be  first  used  when  the  wristband  or  cuff  is  re- 
versed. There  is  something  new,  useful  and  patentable  in 
such  a  construction. 

There  must  be  a  decree  for  the  plaintiffs,  for  an  injunction 
and  an  account  of  profits  on  reissue  No.  1,828,  and  on  the 
second  claim  of  patent  No.  56,737.  The  question  of  costs 
is  reserved  until  the  entering  of  a  final  decree. 

WUUam  WMHnff  and  Clarence  A,  Sewardy  for  the  plaint- 
iffs. 

Jaeeph  J,  Coomba  and  Edmund  Wetmorey  for  the  defend- 
ants. 


i 
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The  Bocford  Chemical  Works 
John  E,  Lauer.    In  Eqittty. 

The  first  and  seoond  claims  of  the  reissued  letters  patent  granted  to  the  Rom- 
ford Chemical  Works,  Jone  9th,  1868,  as  assignees  of  Eben  N.  Horsford,  as 
invcDtor,  for  an  "improvement  in  polyerolent  acid  for  ose  in  the  preparation 
of  soda  powders,  farinaceoos  food,  and  other  pnrposes,"  the  original  patent 
haying  been  granted  to  Horsford  Aprii  22d,  1856,  and  reissoed  to  the  plaintifis 
May  '/th,  1867,  and  agailn  reissoed  to  them  Jone  9th,  1868,  namely,  (1.)  "As 
a  new  manofactore,  the  abore  described  polverolent  phosphoric  add;"  (2.) 
**  The  manofactore  of  the  aboye  described  pol?erolent  phosphoric  acid,  so  that 
it  may  be  applied  in  the  manner  and  for  the  porpoees  described,"  are  yoid  for 
want  of  novelty,  regarding  the  second  claim  as  one  to  the  described  process 
of  making  the  acid  claimed  in  the  first  claim  as  a  new  manofactore. 

Two  chemical  processes  held  to  be  the  same,  althoogh  the  proportions  of  the  in- 
gredients osed  in  the  two  were  not  the  same. 

The  prodocts  of  the  two  processes  held  to  be  the  same. 

The  9th  section  of  the  Act  of  March  8d,  1887,  (5  U.  &  Stat  at  Large,  194,)  Is 
.designed  to  allow  a  patentee  to  recover  on  one  claim  of  his  patent,  notwith- 
standing other  claims  in  it  are  void  for  want  of  novelty,  hot  it  reqoires  that 
the  parts  claimed  withoot  right,  and  the  parts  rightfolly  claimed,  shall  be 
definitely  distingoished  from  each  other  in  the  claims. 

The  third  claim  of  the  said  patent,  namely,  (8.)  "Thcmixing,  in  the  preparation 
of  farinaceoos  food,  with  floor,  of  a  powder  or  powders,  soch  as  described, 
consisting  of  ingredients  of  which  phosphoric  acid,  or  acid  phosphates,  and 
alkaline  carbonates  are  the  active  agents,  for  the  porpose  of  liberating  car- 
bonic acid,  as  described,  when  sobjected  to  moistore  or  heat,  or  both,"  is  a 
claim  to  the  mixing  of  the  acid  and  the  alkali  with  the  floor,  io  a  dry  state, 
and  stopping  at  that  point,  withoot  applying  moistore  or  heat 

Soch  claim  is  void,  in  view  of  the  letters  patent  granted  by  the  United  States, 
May  1st,  1849,  to  John  Fowler,  which  describe  amiztore  consisting  of  floor 
and  dry,  powdered  tartaric  acid,  and  a  dry,  powdered,  alkaline  carbonate, 
reqoiring  only  the  addition  of  water  to  make  doogh. 

The  sobstitotion  of  phosphoric  acid,  or  acid  phosphate,  in  the  mixture  referred 
to  in  soch  claim,  in  place  of  the  acid  named  in  Fowler's  patent^  was  a  mere 
formal  and  colorable  alteration  of  Fowler^s  mixtore,  and  not  an  invention,  and 
not  the  sobject  of  a  patent. 

The  foorth  claim  of  the  said  patent,  namely,  (4.)  '*The  ose  of  phosphoric  acid. 
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or  acid  phoephaiee,  vhen  employed  with  alkaUDe  carbonates,  as  a  snbstitate 
tor  ferment  or  leayen,  in  the  preparation  of  farinaceous  food,*  is  a  claim  to  the 
actual  use  of  sach  acid  and  alkali  in  making  raised  dough,  and  is  yalid. 

It  required  experiment  and  invention  to  find  out  whether  phosphoric  acid  conld 
be  used  in  place  of  tartaric  acid  practically  and  BQcoessfuUy,  and  with  safety 
to  health. 

Proper  form  of  decree,  on  the  infringement  of  the  fourth  dum. 

Motion  to  amend  a  bill  of  complaint  denied. 

Motion  to  open  proofs,  and  for  a  rehearing,  granted. 

(Before  Blatghiobd,  J.,  Soathern  District  of  New  York,  September  ISth,  1872.) 

This  was  a  bill  in  equity,  brought  by  the  Rumford  Chem- 
ical Works,  a  Bhode  Island  corporation,  founded  on  reissued 
letters  patent  granted  to  the  plaintiffs,  June  9th,  1868,  for  an 
''  improvement  in  pulverulent  acid  for  use  in  the  preparation 
of  soda  powders,  faiinaceous  food,  and  for  other  purposes,"  as 
assignees  of  the  alleged  inventor,  Eben  N.  Horsford.  The 
original  patent  was  granted  to  Horsford  April  22d,  1856,  and 
was  reissued  to  the  plaintiffs  May  7th,  1867,  and  reissued  to 
them  a  second  time  June  9th,  1868.  The  infringement  alleged 
in  the  bill  was  the  making  and  selling  by  the  defendant,  of 
pulverulent  acid,  in  infringement  of  said  reissued  patent  of 
1868.  The  defendant,  in  his  answer,  admitted  that  he  has 
made  and  sold  improved  acid  compound  for  use  in  baking  and 
cooking,  under  letters  patent  granted  to  him  February  19th, 
1867. 

The  specification  of  the  plaintiffs'  patent  stated  the  inven- 
tion to  be  "  a  new  pulverulent  acid  for  use  in  the  preparation 
of  soda  powders,  farinaceous  food,  and  for  other  purposes." 
It  then  described  the  acid  and  the  mode  of  its  preparation. 
It  said :  "  Carefully  washed  and  properly  burned  bones,  after 
being  ground,  are  put  into  freshly  diluted  oil  of  vitriol,  with 
continual  stirring  and  in  the  following  proportions :  Five  hun- 
dred pounds  of  the  above  described  bones,  (sometimes  called 
bone  ash),  four  hundred  pounds  of  oil  of  vitriol,  and  one  thou- 
sand pounds  of  water.  These  ingredients  are  stirred,  from 
time  to  time,  for  about  three  days,  when,  ordinarily,  the  action 
will  be  completed,  and  the  resultant  products  will  be  phos- 
phoric acid,  superphosphates  and  sulphate  of  lime,  or  gypsum, 
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with  a  small  proportion  of  salts  of  magnesia  and  soda,  in  a 
paste-like  mass."  Yarions  methods  were  then  described  for 
making  this  mass  pulverulent :  (1st.)  Mixing  it,  while  moist, 
with  any  farinaceous  Bubstance,  diying  it  dowlj  in  the  sun  or 
with  artificial  heat  not  above  150®  of  Fahrenheit,  and  pulver- 
izing it ;  (2d.)  Mixing  it  with  freshly  burned  gypsum,  drying 
it  in  the  sun,  or  by  artificial  heat,  and  pulverizing  it ;  (3d.) 
Mixing  it  with  stearine  or  otiier  fatty  bodies,  drying  it  and 
pulverizing  it ;  (4th.)  Leaching  the  mass,  mixing  the  concen- 
trated extracts  with  burned  gypsum  or  stearine,  drying  it  and 
pulverizing  it ;  (6th.)  Drying  and  pulverizing  it  without  ad- 
mixture. AU  of  these  modes  were  stated  to  have  given  desir- 
able results,  but  a  preferable  mode  was  then  described,  which 
consisted  in  leaching  the  mass,  concentrating  the  mass  to  25^ 
Beaum6,  thereby  obtaining  a  solution  consisting  of  phosphoric 
acid  and  acid  phosphate  of  lime,  with  slight  traces  of  other 
salts,  substantially  freed  from  gypsum  or  sulphate  of  lime, 
heating  ten  gallons  of  this  mixture  to  boiling,  adding  four 
pounds  of  perfectly  white  bone  ash,  continuing  the  boiling 
until  the  concentrated  liquid  mass,  containing  in  solution  the 
added  bone  ash,  became  pasiy,  cooling  the  mass,  adding  sev- 
enty-six pounds  of  wheaten  flour,  mixed  to  a  uniform  paste, 
adding  sixteen  pounds  of  potato  starch,  carefully  mixed,  sift- 
ing it  through  a  sieve  with  quarter  inch  meshes,  drying  it 
thoroughly  at  a  temperature  of  not  over  150®  Fahrenheit,  and 
pulverizing  it.  The  sole  object  of  these  manipulations  of  the 
paste-like  mass  was  to  obtain  it  in  the  shape  of  powder.  The 
specification  said :  "  The  object  is  to  obtain  phosphoric  acid 
in  such  form,  that  is,  a  pulverulent  powder,  so  that  it  may  be 
intimately  mixed  with  any  alkaline  carbonates,  or  other  sensi- 
tive chemical  compounds,  without  decomposing  them  or  en- 
tering into  combination  with  them,  except  upon  the  addition 
of  moisture  or  the  application  of  artifidal  heat.  This  requires 
that  the  phosphoric  acid  or  acid  phosphates  be  mixed  with 
gome  neutral  agent,  as  flour,  or  starch,  gypsum,  &c.,  so  that 
action  of  the  acid  shall  be  prevented  while  dry,  and  shall, 
when  moisture  or  heat  is  applied,  be  prompt,  thorough  and 
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equally  diffused."  *  *  *  "  As  a  dry,  brittle  powder,  the 
article  has  the  advantages  of  a  pulveralent  acid,  may  be  han- 
dled, weighed,  stirred,  &c»,  as  tartaric  acid  or  cream  tartar ; 
and,  as  a  snbstitnte  for  these  and  a  variety  of  pulverulent  acids 
and  acid  salts,  it  has  many  uses  in  mannGEicture.  It  may, 
among  other  uses,  be  mixed  with  dry  alkaline  carbonates, 
(carbonate  of  potassa  or  carbonate  of  soda,)  and  remain  in  this 
state,  without  evolution  of  carbonic  add,  until  moistened  or 
heated ;  thus  making  it  a  substitute  for  cream  tartar  and  tar- 
taric acid  in  the  preparation  of  yeast  powder  or  baking  pow- 
der. I  am  aware,  that  add  phosphates  have  been  used  as  fer- 
tilizers ;  but,  because  of  the  method  pursued  in  their  manu- 
fiicture,  their  coarseness,  dark  color  and  offensive  impurities, 
they  were  totally  unfit  to  be  used  in  the  preparation  of  food. 
I  am  also  aware,  that  acid  phosphates  and  phosphoric  acid,  in 
a  liquid,  or  more  or  less  viscid  condition,  have  been  prepared 
in  the  laboratory  of  the  chemist ;  but  neither  of  these  forms 
of  phosphoric  acid  or  add  phosphates  possessed  the  properties 
essential  to  the  purpose  for  which  I  design  to  employ  them. 
The  body  which  I  have  invented  and  above  described  is  a 
form  of  add  phosphate  of  lime,  or  of  mixed  add  phosphate  of 
lime  and  phosphoric  acid,  in  which  the  phosphoric  acid  is  the 
active  and  valuable  constituent,  free  from  the  objectionable 
qualities  of  the  above  mentioned  bodies.  It  is  a  dry,  fine, 
white,  or  nearly  white,  homogeneous  powder,  unobjectionable 
on  account  of  odor,  taste  or  composition,  is  an  essential  and 
important  element  in  healthfol  nutrition,  and  is  suited  to  be 
employed  as  the  add  ingredient  in  the  preparation  of  self- 
raising  farinaceous  food.  In  order  to  make  the  artide  possess- 
ing these  qualities  and  suitable  to  this  office,  it  is  necessary 
that  a  powder  should  be  made  which  can  be  not  only  evenly 
comminuted  and  diluted,  but  one  which  shall  have  so  little 
affinity  for  the  moisture  of  the  atmosphere  that  it  can  be 
mixed  with  flour  and  bicarbonate  of  soda,  in  the  practical  prep- 
«ration  of  self-raising  flour."  ♦  *  ♦  "  To  meet  the  wants 
I  have  contemplated,  the  phosphoric  add  must  be  a  dry,  fine, 
homogeneous  powder,  white,  or  nearly  white,  and  unobjec- 
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tionable  on  account  of  smell,  or  taste,  or  healtbfolness.  It 
must  be  a  dry  powder,  to  permit  it  to  be  mixed  wltb  flour 
and  bicarbonate  of  soda,  and  not  eyolve  carbonic  acid  premar 
turely.  If  sticky,  it  would  mix  unequally,  and,  if  moist,  it 
would  at  once  act  on  th^  bicarbonate  of  soda,  to  decompose  it 
and  set  free  carbonic  acid.  It  must  be  a  fine  powder,  in  order, 
so  to  speak,  that,  with  proper  distribution,  each  minute  quan- 
tity of  flour  may  be  brought  into  juxtaposition  with  a  particle 
of  acid  and  a  particle  of  bicarbonate  of  soda,  so  that,  upon  the 
application  of  moisture,  the  carbonic  acid  of  the  bicarbonate 
of  soda  shall  be  so  uniformly  liberated  throughout  the  entire 
mass  of  the  dough,  that  it  shall  secure  a  uniform  findy  porous 
structure  throughout  the  loaf.  It  must  be  a  homogeneous 
powder;  that  is,  all  particles  must  have  a  like  acidity,  in  order 
that  the  decomposition  of  the  alkaline  carbonates  shall  be  uni- 
form, and  thus  prevent  portions  of  the  bread  from  becoming 
dark  colored,  heavy  and  alkah'ne,  by  the  action  of  undecom- 
posed  bicarbonate,  while  certain  other  portions  may  become 
sour,  on  account  of  uncombined  acid."  *  ♦  *  «  The  acidi- 
fied mixture  above  described  as  acid  phosphate,  or  acid  phos- 
phate and  free  phosphoric  acid,  I  have  called  'pulverulent 
phosphoric  acid.'  The  acid  agent  which  this  preparation  places 
in  available  condition,  is  phosphoric  acid,  as  tartaric  acid  is 
the  available  acid  agent  in  cream  tartar,  and  this  is  used  as  a 
substitute  for  tartaric  acid  or  cream  tartar,  to  decompose  alka- 
line carbonates,  as  stated  above,  in  the  well-known  process  of 
making  bread,  cake,  &c.,  without  the  use  of  ferment."  The 
claims  of  the  patent  were  as  follows :  "  1st.  I  claim,  as  a  new 
manufacture,  the  above  described  pulverulent  phosphoric  acid ; 
2d.  I  claim  the  manufacture  of  the  above  described  pulveru- 
lent phosphoric  acid,  so  that  it  may  be  applied  in  the  manner 
and  for  the  purposes  described ;  3d.  I  claim  the  mixing,  in 
the  preparation  of  farinaceous  food,  with  flour,  of  a  powder 
or  powders,  such  as  described,  consisting  of  ingredients  of 
which  phosphoric  acid  or  acid  phosphates  and  alkaline  car- 
bonates are  the  active  agents,  for  the  purpose  of  liberating 
carbonic  acid,  as  described,  when  subjected  to  moisture  or 
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heat,  or  both ;  4th.  The  use  of  phosphoric  acid  or  acid  phos- 
phates, when  employed  with  alkaline  carbonates,  as  a  substi- 
tute for  ferment  or  leaven,  in  the  preparation  of  farinaceous 
food." 

The  case  was  brought  to  final  hearing,  on  pleadings  and 
proofs,  and  the  Court  (Blatohford,  J.)  held,  that,  as  the  al- 
leged infringement  charged  in  the  bill  was  confined  to  the 
making  and  selling  of  pulverulent  acid,  in  infringement  of 
the  patent,  only  the  first  two  claims  of  the  patent  were  in- 
volved; that  the  first  claim  was  a  claim  to  the  described 
pulverulent  phosphoric  acid,  as  a  new  article  of  manufacture ; 
and  that. whether  the  second  claim  was  to  be  regarded  as  a 
claim  to  the  process  of  making  such  acid,  or  as  being,  in  sub- 
stance, the  same  as  the  first  claim,  in  another  form,  it  was 
unnecessary  to  determine  in  the  view  taken  of  the  case,  by 
the  Court. 

The  defences  set  up  were,  that  Horsford  was  not  the  orig- 
inal and  first  inventor  of  anything  which  had  been  made  and 
sold  by  the  defendant,  and  that  the  defendant  had  not  in- 
fringed the  patent.  On.  the  question  of  novelty,  the  defend- 
ant undertook  to  establish  that  Horsford  was  not  the  original 
and  first  inventor  of  a  pulverulent  acid  phosphate  of  lime 
suitable  to  be  used,  with  bicarbonate  of  soda,  as  a  substitute 
for  ferment  or  leaven,  in  the  preparation  of  farinaceous  food ; 
and  that  an  acid  phosphate  possessing  all  the  properties  and 
qualities  of  the  acid  phosphate  described  in  the  plaintifis' 
patent  was  known  in  the  arts  prior  to  the  date  of  Horsford's 
invention.  The  article  relied  on  by  the  defendant  as  ante- 
dating Horsford's  acid,  was  what  was  known  as  the  three- 
fourths  phosphate  of  Berzelius,  described  in  the  Hand  Book 
of  Chemistry,  by  Leopold  Gmelin,  volume  3,  page  195,  pub- 
lished in  1846.  It  was  claimed,  by  the  defendant,  that  such 
three-fourths  phosphate  was  an  acid  phosphate  of  lime,  pos- 
sessing all  the  properties  and  qualities  specified  in  the 
plaintiff'  patent  as  being  possessed  by  Horsford's  pulverulent 
phosphoric  acid,  and  as  being  necessary,  in  admixture  with 
bicarbonate  of  soda,  for  the  preparation  of  self-raising  farin- 
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aceous  bread :  that  it  was  a  dry,  non-hygroscopic,  fine,  white, 
homogeneous  powder,  unobjectionable  on  account  of  odor, 
taste  or  composition;  that  the  phosphoric  acid  of  snch 
powder  was  the  active  agent,  when  the  powder  was  mixed 
with  bicarbonate  of  soda  and  moistened,  in  liberating  car- 
bonic acid,  to  give  porosity  to  dongh ;  and  that  snch  acid,  in 
uniting  with  the  soda  of  the  carbonate,  to  evolve  carbonic 
acid  gas,  formed  phosphate  of  soda,  which  was  deposited  in 
the  dough.  The  three-fourths  phosphate  was  so  called,  as 
having  a  chemical  composition  of  four  atoms  of  oxide  of 
lime  and  three  atoms  of  phosphoric  acid.  The  entire  passage 
in  Gmelin  describing  this  phosphate  was  as  follows :  ^^  4  Ca  O, 
8  PO'.  0.  Three-fowriha  Phosphate.  Aqueous  solution  of 
phosphoric  acid  is  saturated  with  the  salt  (a,)  the  solution 
mixed  with  alcohol,  and  the  white  precipitate  formed  washed 
with  alcohol  and  dried.  White  powder,  having  an  add  taste 
and  reddening  litmus.  With  water  it  separates  into  the  ii^- 
soluble  salt  h  and  an  acid  salt,  which  remains  in  solution  (with 
one  atom  of  acidl)  Berzelius  Ann.  Chim.  Phys,,  2, 167.)  If 
the  salt  a^  recently  precipitated,  is  immersed  in  a  solution  of 
hydrated  phosphoric  acid  ignited  just  before  it  was  dissolved 
in  water,  it  gradually  changes  to  a  tenacious  acid  mass,  which 
may  be  drawn  out  into  threads  and  sticks  to  the  teeth ;  after 
drjdng,  it  becomes  yeUow,  transparent  and  very  friable. 
This  substance  has  the  same  composition  as  c,  and  is  decom- 
posed in  the  same  manner  by  water,  but  contains  metaphos- 
phoric  acid.  (Berzelius,  Ldirb.^  4,  277.)  Graham  regards 
this  compound  as  metaphosphate  of  lime. 

The  Court  held,  that  the  first  claim  of  the  plaintiffs' 
patent,  if  valid,  would  be  infringed  by  the  manufacture,  sale 
or  use  of  any  dry,  fine,  homogeneous  powder,  containing,  as 
an  active  agent,  phosphoric  acid,  in  an  available  condition  to 
be  used  as  a  substitute  for  tartaric  acid,  in  decomposing  an 
alkaline  carbonate,  in  making  bread  without  the  use  of  fer^ 
ment ;  that  the  prior  existenoe  of  any  such  powder  was  an 
answer  to  such  first  claim ;  that  the  testimony  showed,  that,  by 
following  the  description  in  Gmelin,  a  dry,  fine,  homoge- 
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neons  powder  was  produced,  containiDg,  as  an  active  agent, 
phosphoric  acid,  in  an  available  condition  to  be  nsed  as  a  sub- 
stitute for  other  acid,- in  decomposing  an  alkaline  carbonate, 
in  making  bread  without  the  use  of  ferment,  and  which  was 
used  for  that  purpose  successfully,  and  which  powder  did  not,  by 
being  kept,  lose  its  acid  strength  or  become  inert,  or  absorb 
moisture  from  the-  air,  or  part  with  any  of  the  qualities  de- 
fined in  the  plaintiffs'  patent  as  necessary  in  such  a  powder ; 
that  the  pulverulent  phosphoric  acid,  as  a  chemical  substance, 
claimed  in  the  first  claim  of  the  plaintiff'  patent,  was  shown, 
by  the  evidence,  to  have  existed  prior  to  the  invention  of  it 
by  Horsford ;  and  that  the  first  claim  was,  therefore,  void,  for 
want  of  novelty. 

,  The  Court  held,  as  to  the  second  claim,  that,  if  it  were  re- 
garded as  a  claim  to  the  process  described  in  the  patent  for 
making  the  acid,  the  defendant  had  not  infringed  it,  because 
his  process  was  as  different  from  that  of  the  plaintiffs',  as  the 
plaintifib'  was  different  from  that  described  by  Berzelius  or 
Gmelin ;  that  the  defendant  dissolved  bone  black  in  a  mix- 
ture of  muriatic  acid  and  water,  filtered  the  product,  added 
snlphnric  acid,  and  dried  the  resulting^ mass  by  heat,  till  it 
crumbled  into  a  powder  which  was  white  and  acid,  and  could 
be  used,  in  connection  with  bicarbonate  of  soda,  to  liberate 
carbonic  acid,  to  make  bread ;  that  bone  black  was  burned 
bones ;  that  the  muriatic  acid  dissolved  the  phosphate  of  lime  in 
the  bones  from  the  carbon,  the  filtering  got  rid  of  the  carbon, 
the  action  of  the  sulphuric  acid  created  sulphate  of  lime,  acid 
phosphate  of  lime  and  free  phosphoric  acid,  and  the  heat 
drove  .off  the  muriatic  acid;  that  Horsford  removed  the 
carbon  from  the  bones  by  fire  before  he  applied  the  sulphuric 
acid,  while  the  defendant  removed  the  carbon  from  the  bones 
by  muriatic  acid,  and  then  got  rid  of  that  acid  by  heat ;  that 
Horsford  burned  away  the  carbon  from  the  phosphate  of  lime 
in  the  bones,  while  the  defendant  dissolved  away  the  phos- 
phate of  lime  from  the  carbon ;  that  the  products  produced 
by  the  two  processes  were  substantially  identical  with  each 
other  and  with  the  product  produced  by  the   process  of 
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Berzelius  and  Gmelin,  as  powders  containing  phosphoric 
acid  as  an  available  agent  to  decompose  alkaline  carbonates, 
for  the  purpose  of  liberating  carbonie  acid,  to  give  po- 
rosity to  dough,  but  the  three  processes  diflered  each 
from  the  other,  in  substance;  that  it  appeared,  from  the 
evidence,  that  the  use  of  sulphuric  acid,  to  act  on  what  was  in- 
diflferently  known  as  bone  earth,  or  bone,  ash,  or  bone  phos- 
phate, being  common  bones  containing  phosphate  of  lime, 
and  thus  form  sulphate  of  lime  and  liberate  phosphoric  acid 
or  an  acid  phosphate  of  lime,  was  well  known  before  the 
date  of  the  alleged  invention  of  Horsford ;  that  the  defendant 
did  not,  by  the  use  of  the  process  described  in  his  patent,  in- 
fringe the  second  claim  of  the  plaintiffs'  patent,  considered  as 
a  claim  to  the  process  described  in  that  patent  for  making  the 
pulverulent  acid  therein  described:  and  that,  if  the  second 
claii^  were  considered  as  a  daim  to  the  acid,  as  a  product,  the 
conclusions  arrived  at  in  regard  to  the  first  claim  applied  to  it. 
The  third  and  fourth  claims  of  the  plaintiffs'  patent  not 
being  involved  in  the  case,  the  Court  remarked,  that  the 
questions,  so  largely  discussed  by  the  counsel  for  the  plaint- 
iffs, on  the  argument,  as  to  whether  Horsford  was  not  the 
first  person  who  used,  as  a  substitute  for  yeast,  a  powder  con- 
taining phosphoric  acid  as  its  active  agent,  and  as  to  whether 
he  was  not  entitled  to  a  patent  for  applying  phosphoric  acid,  in 
connection  with  an  alkaline  carbonate,  to  the  raising  of  dough, 
and  as  to  whether  the  third  and  fourth  claims  of  the  plaint- 
iffs' patent  were  not  valid,  as  containing  inventions  which 
involved  the  necessity  of  experiments,  to  determine  whether 
phosphoric  acid,  when  artificially  introduced  into  bread, 
would  be  healthful,  and  whether  and  how  the  acid  could  be 
mixed  with  flour  and  with  an  alkaline  carbonate,  and  remain 
inactive  until  moistened  or  heated,  were  questions  which 
would  arise  on  the  patent  when  a  suit  was  brought  on  it  for 
the  infringement  of  its  third  and  fourth  claims,  but  they  were 
not  presented  in  this  case ;  and  that  it  might  be,  that  there 
were  claims  which  Horsford  could  make  and  hold  in  refer- 
ence to  certain  constituents  and  qualities  of  the  pulverulent 
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phosphoric  acid  that  was  made  by  his  process,  but  the  broad 
claim  made  to  the  acid  described  was  not  tenable. 

The  conclusion  was,  that  the  bill  must  be  dismissed. 

Before  a  decree  was  signed  or  entered  on  such  decision, 
the  plaintiffs  moved  tp  amend  the  bill,  by  adding  to  the  aver- 
ment that  the  defendant  had  made  and  sold  pulverulent  acid 
in  infringement  of  the  patent,  an  averment  that  he  had  used 
such  acid.  The  motion  was  made  on  the  ground  that,  as  the 
answer  of  the  defendant  admitted  that  the  defendant  had 
made,  used  and  sold  improved  acid  compound  for  use  in  bak- 
ing and  cooking,  under  letters  patent  granted  to  him  Febru- 
ary 19th,  1867,  such  averment  of  user  would,  in  connection 
with  such  admission,  raise  an  issue  as  to  the  infringement  of 
the  third  and  fourth  claims  of  the  patent.  It  was  shown, 
however,  by  affidavit,  on  the  part  of  the  defendant,  that  he 
had  never  used  any  acid  phosphate  with  an  alkaline  carbonate, 
except  in  a  few  instances,  for  the  purpose  of  experiment,  and 
had  never  mixed  any  acid  phosphate  with  an  alkaline  carbon- 
ate for  sale,  to  be  used  in  the  preparation  of  farinaceous  food, 
or  for  any  other  purpose ;  and  it  did  not  appear  that  the  de- 
fendant had  used  the  plaintiffs'  acid  otherwise  than  by  making 
and  selling  the  acid  compound  patented  to  the  defendant. 
The  Court,  therefore,  held,  that  the  defendant  had  not  in- 
fringed the  third  and  fourth  claims  of  the  patent ;  that  the 
issues  as  to  the  first  and  second  claims  were  raised  by  the 
averments  in  the  bill  as  to  making  and  selling  the  acid,  as  fully 
as  if  the  averment  in  regard  to  using  it  were  contained  in  the 
bill ;  and  that  the  motion  to  amend  the  bill  must  be  denied. 

At  the  same  time,  a  motion  was  made,  on  the  part  of  the 
plaintiffs,  to  open  the  proofs  in  the  case,  for  further  testimony, 
and  for  a  reargument.  The  ground  of  the  motion  was,  that 
two  of  the  chemical  experts  for  the  plaintiflfe  did  not,  in  pre- 
paring specimens  which  they  produced  as  specimens  of  the 
three-fourths  phosphate  of  Berzelius,  follow  the  process  of 
manufacture  described  in  the  public  works  referred  to,  in  that 
such  specimens  differed  in  chemical  composition  from  such 
three-fourths  phosphate,  and  that  they  boiled  the  solutions 
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they  employed.  It  was  also  urged,  that  a  three-fourths  phos- 
phate, fulfilling  the  formula  of  Berzelius,  could  be  produced 
without  the  use  of  heat,  and  had  been  so  produced  by  the 
plaintiffs'  expert,  and  was,  when  so  produced,  practically  inert 
and  useless  as  a  constituent  of  a  baking-powder.  The  Court 
held,  that  that  branch  of  the  case  had  not  been  fully  developed 
in  the  testimony  taken  for  the  hearing ;  that  the  question  as 
to  the  effect  of  using  heat  in  the  process  had  not  been  gone 
into  to  the  extent  which  seemed  desirable ;  that  the  question 
as  to  whether  the  substance  produced  as  the  three-fourths 
phosphate  was  made  by  the  process  of  Berzelius,  was  a  vital 
question  in  the  case ;  and  that  both  parties  ought  to  be  allowed 
to  take  further  testimony  as  to  the  novelty  of  what  was  cov* 
ered  by  the  first  and  second  claims  of  the  plaintiffs'  patent,  as 
affected  by  the  descriptions  in  the  public  works  referred  to, 
the  case  to  be  then  heard  on  the  testimony  already  taken  and 
on  the  new  proofs  to  be  taken. 

The  case  now  came  on  to  be  reheard. 

William  Whitmg  and  Clarence  A.  Seward^  for  the  plaintifEs. 

Cha/rleB  M.  Keller^  for  the  defendant. 

Blatchfobd,  J.  Although  the  announced  decision  of  the 
Court,  on  the  motion  of  the  plaintiffs  for  a  re^argument,  was, 
that  both  parties  would  be  allowed  to  take  further  testimony 
as  to  the  novelty  of  what  is  covered  by  the  first  and  second 
claims  of  the  plaintiffs'  patent,  as  affected  by  the  description 
of  the  three-fourths  phosphate  in  the  Lehrbuch  and  in  Gmelin, 
yet  the  formal  order  entered  was  an  unrestricted  one,  reopen- 
ing the  cause,  with  liberty  to  either  party  to  take  further 
proofs,  and  to  bring  on  the  cause  for  a  rehearing  on  the  proo& 
then  already  taken  and  such  further  proofs  as  might  be  taken. 
A  large  mass  of  further  testimony  has  been  taken,  on  all  the 
points  involved  in  the  cause,  and  it  has  been  reargued. 

The  first  two  claims  of  the  patent  are  the  only  ones  in- 
volved in  this  suit.  As  to  them,  the  contest  is  as  to  their 
novelty.    Begarding  the  second  claim  as  a  claim  to  the  de- 
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scribed  process  of  makiog  the  acid  claimed  in  the  first  claim 
as  a  new  mannfactm^,  the  process  so  described  consists,  so  far 
as  substance  is  concerned,  in  mixing  together  500  pounds  of 
bone  ash,  (made  by  grinding  burned  bones,)  and  400  poimds 
of  freshly  diluted  oil  of  vitriol,  (which  is  sulphuric  acid,)  and 
1000  pounds  of  water,  stirring  the  ingredients  from  time  to 
time,  for  about  three  days,  and  drying  and  pulverizing  the  re- 
sultant mass.  The  resulting  pulverized  powder  is  claimed  in 
the  first  claim,  as  a  new  manufacture.  It  is  said,  in  the  spec- 
ification, to  consist  of  phosphoric  acid,  superphosphates,  and 
sulphate  of  lime,  or  gypsum,  with  a  small  proportion  of  salts 
of  magnesia  and  soda. 

The  process  of  the  plaintiffs'  specification  is  fully  antici- 
pated by  the  description  of  Lawes'  process  of  maMng  a  dry 
superphosphate,  which  was  not  before  the  Court  on  the  former 
hearing.  The  Lawes  process  was  published  in  England  in 
1845,  in  an  article  in  volume  5  of  the  Journal  of  the  Koyal 
Agricultural  Society  of  England,  entitled :  "  On  the  action 
and  application  of  dissolved  bones."  The  article  says: 
''Where  calcined  bones  are  used,  owing  to  their  containing 
merely  the  earthy  portions  of  the  bones,  and  to  their  being  so 
easily  dissolved,  a  dry  superphosphate  may  be  formed.  For 
effecting  this,  Mr.  Lawes  *  *  *  gives  the  following  ex- 
cellent and  simple  directions  for  making  this  superphosphate : 
Calcined  bones  are  to  be  reduced,  by  grinding,  to  a  very  fine 
powder,  and  placed  in  an  iron  pan,  with  an  equal  weight  of 
water,  (a  cast  iron  trough  such  as  are  sold  for  holding  water 
for  cattle  will  do.)  A  man  with  a  spade  must  mix  the  bone 
with  the  water  until  every  particle  is  wet.  While  the  man  is 
stirring,  an  assistant  empties,  at  once,  into  the  pan,  sulphuric 
acid,  60  parts,  by  weight,  to  every  100  parts  of  bone.  The 
acid  is  poured  in  at  once,  and  not  in  a  thin  stream,  as  com- 
monly recommended.  The  stirring  is  continued  for  about 
three  minutes,  and  the  material  is  then  thrown  out.  With 
four  common  farm  laborers,  and  two  pans,  I  have  mixed  two 
tons  in  one  day.  The  larger  the  heap  that  is  made,  the  more 
perfect  the  decomposition,  as  the  heap  remains  intensely  hot 
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for  a  long  time.  It  is  necessary  to  spread  the  superphosphate 
out  to  the  air  for  a  few  days,  that  it  may  become  dry."  The 
evidence  shows,  that  the  Lawes  process  is  the  same  as  that  of 
the  plaintiffs'  patent:  In  each,  ground  calcined  bones  are 
mixed  with  water  and  sulphuric  acid,  the  proper  chemical  ac- 
tion and  decomposition  are  allowed  to  take  place,  and  the  re- 
sult is  a  dry  product,  capable  of  being  pulverized.  The  rela- 
tive proportions  of  the  three  materials — ^bone  ash,  sulphuric 
acid  and  water — differ  somewhat  in  the  two  processes.  Lawes 
rises  10  parts  in  weight  of  bone,  to  10  of  water,  and  6  of  sul- 
phuric acid.  The  plaintiffs'  prescribe  10  of  bone  to  20  of 
water  and  8  of  sulphuric  acid.  But,  their  specification  says : 
"  It  will  be  obvious  to  any  practical  chemist,  that  the  above 
described  processes  of  producing  this  pulverulent  acid  may  be 
modified  in  various  ways.  The  proportions  of  the  agents  em- 
ployed may  be  varied  somewhat,  without  materially  affecting 
the  result."  The  prescribed  quantity  of  sulphuric  acid  in  the 
patent  is  larger,  in  proportion,  to  the  bone,  than  in  Lawes' 
process.  But,  it  is  shown  to  have  been  a  well-known  chemical 
fact,  that  the  greater  or  less  acid  strength  of  the  product  of 
such  a  mixture  would  be  due  to  the  greater  or  less  relative 
proportion  of  sulphuric  acid  used.  There  is  no  invention  in 
so  varying  proportions,  as  the  specification  itself,  in  effect, 
states.  The  process  remains,  in  substance,  the  same.  There 
can  be  no  doubt  that  Lawes'  process,  if  it  had  been  first  re- 
sorted to  subsequently  to  the  issue  of  the  plaintiffs'  patent, 
would  be  an  infringement  of  that  patent. 

The  processes  being  the  same,  the  natural  conclusion  would 
be  that  the  products  would  be  substantially  alike.  The  evi- 
dence is  to  that  effect.  It  shows,  that  the  product  of  the 
Lawes  process,  as  described,  is,  to  all  practical  intents  and  pur- 
poses, the  same  thing  as  the  product  of  the  plaintiffs'  process, 
and  capable  of  being  used  for  the  purposes  set  forth  in.  the 
specification  of  the  plaintiffs'  patent.  It  is  no  invention,  in 
preparing  the  article  to  be  used  as  an  ingredient  in  food,  to 
carefully  wash  the  bones  clean.  The  direction,  as  to  each  pro- 
cesS;  is  simply  to  use  sulphuric  acid  or  oil  of  vitriol,  and  cal- 
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cined  or  burned  bones,  generally.  Any  impurity  of  extrane- 
ous matter  that  would  exist  in  the  sulphuric  acid  or  the  bone^, 
or  in  the  product  because  of  the  quality  of  such  acid  or  of  such 
bones,  in  the  one  case,  would  exist  in  the  other.  The  evi- 
dence shows,  that  the  Lawes  product  is  equally  non-hygro- 
scopic with  that  of  the  plaintiffs'  process ;  that  the  one  is  as 
much  entitled  to  the  appellation  of  a  dry  powder  as  the  other, 
and  no  more ;  and  that  the  Lawes  product  has  sufficient  acid 
strength,  of  a  permanent  character,  for  use  for  the  special  pur- 
pose of  an  ingredient  in  a  yeast  powder. 

The  first  two  claims  of  the  plaintiff's  patent  are,  therefore, 
anticipated  by  the  Lawes  process  and  product.  This  conclu- 
sion makes  it  unnecessary  to  consider  any  of  the  other  matters 
discussed  on  the  question  of  novelty. 

It  was  suggested,  on  the  hearing,  that,  as  the  defendant 
uses  starch  with  his  acid,  and  as  the  plaintiffs'  patent  states,  as 
its  preferred  method  of  preparing  the  acid,  the  use  of  starch 
in  it,  the  first  claim  ought,  at  all  events,  to  be  held  good  for 
the  acid  when  prepared  with  starch  in  it,  on  the  ground  that 
starch  had  never  before  been  used  as  an  ingredient  in  it. 
This  view  was  urged,  on  the  idea  that  the  case  falls  witliin  the 
9th  section  of  the  Act  of  Harch  3d,  1837,  (5  U.  S.  Stat,  at 
Large^  194:,)  which  provides,  that,  when  a  patentee  claims,  in 
his  specification,  "  to  be  the  original  and  first  inventor  or  dis- 
coverer of  any  material  or  substantial  part  of  the  thing  pat- 
ented, of  which  he  was  not  the  first  and  original  inventor, 
and  shall  have  no  legal  or  just  right  to  claim  the  same,  in 
every  such  case  the  patent  shall  be  deemed  good  and  valid  for 
BO  much  of  the  invention  or  discovery  as  shall  be  truly  and 
bona  fide  his  own,  provided,  it  shall  be  a  material  and  sub- 
stantial part  of  the  thing  patented,  and  be  definitely  distin- 
guishable from  the  other  parts  so  claimed  without  right  as 
aforesaid ;  and  every  such  patentee,  his  executors,  administra- 
tors and  assigns,  whether  of  the  whole  or  of  a  sectional  inter- 
est therein,  shall  be  entitled  to  maintain  a  suit  at  law  or  in 
equity  on  such  patent,  for  any  infringement  of  such  part  of 
the  invention  or  discovery  as  shall  be  bona  fide  his  own,  as 
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aforesaid,  notwithstanding  the  specification  may  embrace 
more  than  he  shall  have  any  legal  right  to  claim."  This  sec- 
tion has  no  application  to  the  case.  It  is  designed  to  allow  a 
patentee  to  recover  on  one  claim  of  his  patent,  notwithstand- 
ing other  claims  in  it  are  void  for  want  of  novelty.  But,  it  re- 
quires that  the.  parts  claimed  without  right,  and  the  parts 
rightfully  claimed,  shall  be  definitely  distinguishable,  as  mat- 
ter of  fact,  on  the  face  of  the  claims,  that  is,  be  definitely  dieh 
tinguished  from  each  other  in  the  claims.  Here,  there  is  no 
distinction,  in  the  claims,  between  acid  prepared  with  starch 
and  acid  prepared  without  starch.  If  there  were  a  claim  to 
the  acid  prepared  with  starch,  and  a  separate  claim  to  the  acid 
prepared  without  starch,  there  might,  under  the  statute,  be  a 
recovery  on  the  former,  although  the  latter  were  void  for 
want  of  novelty,  provided  there  had  been  no  unreasonable 
delay  in  filing  a  disclaimer  to  the  latter. 
The  bill  must  be  dismissed,  with  costs. 

At  the  same  time  with  the  foregoi^  case,  the  case  of  the 
same  plaintifis  against  John  Hecker  and  Oeorge  V,  Hcoher^ 
founded  on  the  same  patent,  was  heard,  being  argued  by  the 
same  counsel, 

Blatghfobd,  J.  The  patent  involved  in  this  case  is  the 
same  one  sued  on  in  the  case  brought  by  the  same  plaintiffi 
against  Lauer,  just  decided.  The  present  defendants  are 
charged  with  infringing  all  four  of  the  claims  of  the  patent. 
The  first  two  are  disposed  of  by  the  decision  in  the  case 
against  Lauer. 

The  third  and  fourth  claims  are  as  follows :  "  3.  I  claim 
the  mixing,  in  the  preparation  of  farinaceous  food,  with  fiour, 
of  a  powder  or  powders,  such  as  described,  consisting  of  ingre- 
dients of  which  phosphoric  acid,  or  acid  phosphates,  and  alka- 
line carbonates,  are  the  active  agents,  for  the  purpose  of  liber- 
ating carbonic  acid,  as  described,  when  subjected  to  moi^ure 
or  heat,  or  both.  4.  The  use  of  phosphoric  acid,  or  acid  phos- 
phates, when  employed  with  alkaline  carbonates,  as  a  substi- 
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tnte  for  ferment  or  leaven,  in  the  preparation  of  farinaceous 
food." 

The  proper  construction  of  the  third  claim  is,  that  it 
claims  the  mixing  of  the  acid  and  the  alkali  with  the  flour,  in 
a  dry  state,  and  stopping  at  that  point,  without  applying 
moisture  or  heat  In  other  words,  it  claims  the  preparing  of 
self-raising  flour,  containing  the  powder  or  powders  named  in 
the  claim,  and  requiring  merely  the  application  of  moisture  or 
heat,  to  enable  it  to  be  leavened.  Against  the  novelty  of  this 
claim,  the  defendants  set  up  a  patent  granted  by  the  United 
States,  May  Ist,  1849,  to  John  Fowler,  assigniee  of  Henry 
Jones,  the  inventor.  The  specification  of  the  Fowler  patent 
says,  that  the  invention  covered  by  it  consists  "  in  the  adding 
to  a  certain  weight  of  flour,  such  quantities  of  alkalines  and 
acids,  sugar  and  salt,  as  shall,  by  the  addition  of  water  only, 
enable  such  prepared  flour  to  be  manufactured  into  bread,  &c., 
without  the  use  of  fermenting  matter."  The  specification 
then  describes  a  mode  of  making  the  prepared  flour,  by  first 
mixing  with  one  hundred  weight  of  dry  flour  ten  and  a  half 
ounces  of  flne,  dry  tartaric  acid,  and  then,  after  two  or  three 
days,  mixing  with  the  flour  and  acid,  twelve  ounces  of  bicar- 
'bonate  of  soda,  or  fourteen  ounces  of  bicarbonate  of  potassa, 
in  fine  powder,  twenty  ounces  of  muriate  of  soda,  (common 
salt,)  and  eight  ounces  of  loaf  sugar,  in  fine  powder.  The 
specification  adds :  ^^  The  quantities  of  acids  and  alkalies  may 
have  to  be  slightly  varied,  according  to  their  quality ;  but  the 
point  to  be  attained  is  the  neutralization  of  both.  My  pre- 
pared flour,  when  used  to  make  bread,  biscuits,  or  other  like 
food,  only  requires  to  be  made  into  dough  with  cold  water,  in 
the  proportion  of  ten  ounces  of  water  to  one  pound  of  flour 
for  bread,  and  about  six  ounces  to  one  pound  of  flour  for  bis- 
cuits, and  baked  at  once  in  a  well  heated  oven.  I  do  not 
claim  mixing  acid  and  alkali  with  flour,  as  a  substitute  for 
yeast,  nor  do  I  claim  mixing  one  of  these  ingredients  with 
flour  in  the  dry  state,  when  the  other  is  dissolved,  for  making 
bread."  The  claim  is  this :  "  Mixing  both  the  acid  and  alkali 
with  the  flour  in  the  dry  state,  sugar  and  salt  being  added  or 
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not,  at  will,  substantially  in  the  manner  and  for  the  purpose 
herein  set  forth,  as  a  new  article  of  manufacture." 

In  view  of  the  Fowler  patent,  it  is  impossible  to  see  any 
patentable  novelty  in  the  third  claim  of  the  plaintiffs'  patent. 
The  prepared  flour  made  with  the  ingredients  named  in  said 
claim  contains  the  phosphoric  acid,  or  the  acid  phosphate,  as 
a  mere  equivalent  for  the  tartaric  acid  of  Fowlers  prepared 
flour ;  as  much  so  as  a  screw  or  a  lever  is  a  mechanical  equiv- 
alent for  a  pulley.  Any  pulverulent  acid,  capable,  on  the 
application  of  heat  or  moisture,  of  liberating  carbonic  acid  to 
make  the  dgugh  porous,  is,  in  the  prepared  flour,  the  equiv- 
alent of  any  other  pulverulent  acid  having  the  like  capacity, 
so  far  as  regards  such  prepared  flour,  before  heat  or  moisture 
is  applied.  Everything  of  substantive,  patentable  invention, 
in  regard  to  prepared  flour,  as  composed  of  an  acid  in  dry 
powder,  and  an  alkaline  carbonate  in  dry  powder,  mixed  with 
dry  flour,  is  found  in  the  patent  of  Fowler.  Especially  is 
this  so,  in  regard  to  the  plaintiffs*  patent,  in  view  of  the  fact 
that  the  specification  of  that  patent  discloses  no  mode  of 
practically  mixing  the  ingredients  composing  the  self-raising 
flour,  but  merely  states  that  the  acid  "  may  be  mixed  with 
flour  and  bi-carbonate  of  soda,"  as  a  substitute  for  cream 
tartar  and  tartaric  acid,  ^^  in  the  practical  preparation  of  self- 
raising  flour." 

The  fourth  claim  is  a  claim  to  the  use  of  the  acid  and  an 
alkaline  carbonate,  as  a  substitute  for  ferment  or  leaven,  in 
the  preparation  of  farinaceous  food.  This  is  a  claim  to  the 
actual  use  of  such  acid  and  alkali  in  making  raised  dough. 
]!^othing  is  shown  which  anticipates  this  claim,  and  the  in- 
vention covered  by  it  is  patentable.  Horsford  was  the  first 
to  use  phosphoric  acid,  or  an  acid  phosphate,  for  the  purpose. 
It  required  experiment  and  invention  to  find  out  whether 
phosphoric  acid  could  be  used  in  place  of  tartaric  acid,  prac- 
tically and  successfully,  and  with  safety  to  health.  As  it  is 
admitted,  and  proved,  that  the  defendants  have  used  what  is 
substantially  the  same  acid  described  in  the  plaintiffs'  patent, 
mixed  with  an  alkaline  carbonate,  as  a  substitute  for  leaven, 
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in  making  bread  from  flour,  thej  have  infringed  the  fourth 
claim  of  that  patent,  and  there  must  be  a  decree  for  the 
plaintiffs,  for  an  account  of  profits,  as  to  that  claim.  The  ques- 
tion of  costs  is  reserved. 

On  the  settlement  of  the  decree,  in  the  case  against  the 
Heckers,  the  plaintiffs  asked  to  have  the  Court  review  its 
decision  as  to  the  third  claim,  and  to  consider  whether,  in  the 
light  of  the  decision  of  the  Supreme  Court  in  the  case  of 
Jiees  V.  Goidd,  (2  Offl,  Gazette  of  Patent  Office^  624,)  the  third 
claim  was  not  valid.  They  also  asked  that  the  decree  should 
direct  that  the  account  to  be  taken,  on  the  infringement  of 
the  fourth  claim,  should  include  an  account  of  the  profits 
derived  by  the  defendants  from  the  sale  of  the  mixture  de- 
scribed in  the  third  claim,  on  the  ground  that  the  defendants, 
by  selling  such  mixture,  were  joint  infringers  of  the  fourth 
claim,  with  every  purchaser  of  such  mixture  from  them,  who 
used  it  in  infringement  of  the  fourth  claim. 

BuLTCHFOED,  J.  lu  rcspcct  to  the  validity  of  the  third 
claim  of  the  plaintiffs'  patent,  I  am  referred  to  the  case  of 
Rees  V.  Gould^  decided  by  the  Supreme  Court  of  the  United 
States,  (2  Offl.  Gazette  of  Patent  Office,  624.)  I  do  not  under- 
stand that  any  different  doctrine  is  laid  down  in  the  opinion 
delivered  in  Rees  v.  Gould,  from  that  which  is  laid  down  in 
the  opinion  delivered,  in  the  same  Court,  in  Seymour  v.  Os- 
home,  (11  Wallace,  516,  555,  566,)  by  the  same  Judge,  Mr. 
Justice  Clifford,  In  view  of  the  construction  given  by  me  to 
the  third  claim  of  the  plaintiffs'  patent,  and  of  what  is  found 
in  the  Fowler  patent,  and  even  yrespective  of  the  evidence 
as  to  what  was  known,  prior  to  the  plaintiffs'  patent,  in  re- 
gard to  phosphoric  acid,  and  acid  phosphate,  and  their  chem- 
ical and  other  qualities  and  properties,  I  am  confirmed,  on 
full  refiection,  in  the  views  and  conclusions  stated  in  my 
former  decision  in  this  case,  and  am  of  the  opinion,  that,  in 
respect  to  such  third  claim,  the  substitution  of  phosphoric 
acid  or  acid  phosphate,  in  the  mixture  referred  to  in  such 
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claim,  in  place  of  the  acid  named  in  Fowler's  patent,  was  a 
mere  formal  and  colorable  alteration  of  Fowler's  mixture, 
within  the  doctrine  of  Seymour  v.  Oshomey  and  not  an  inven- 
tion, and  not  the  subject  of  a  patent. 

At  the  hearing,  it  was  admitted  and  proved,  that  the  de- 
fendants had  used  what  was  substantially  the  same  acid 
described  in  the  plaintiffs'  patent,  mixed  with  an  alkaline 
carbonate,  as  a  substitute  for  leaven,  in  making  bread  from 
flour.  It  was,  therefore,  held,  that  they  had  infringed  the 
fourth  claim  of  the  patent.  The  proper  decree,  therefore,  is, 
that  they  have  infringed  the  fourth  claim,  and  that  they  ac- 
count for  the  profits  in  consequence  of  their  infringement  of 
said  fourth  claim.  Whether  such  infringement  has  taken 
place  solely  by  a  use  of  what  is  named  in  the  fourth  claim, 
irrespective  of  any  selling  by  the  defendants  of  the  mixture 
claimed  in  the  third  claim,  or  whether  such  infringement  has 
taken  place,  also,  through  sales  by  the  defendants  of  such 
mixture,  in  connection  with  a  use  of  it  by  the  vendees,  under 
the  fourth  claim,  will  be  a  question  to  arise  on  evidence  to  be 
given,  on  the  accounting,  as  to  the  facts  attending  such  sales, 
in  connection  with  the  use,  by  the  vendees,  of  the  things 
sold. 


The  Eussell  and  Eewin  MANXiFAcrruBiNa  C!ompany 

BUETON  MaLLORT  AND  OTHERS.      In  EqUTIT. 

A  patent  was  granted  to  W.,  in  1867,  (applied  for  in  1866,)  with  a  claim  iden- 
tical with  that  contained  in  a  patent  granted,  in  1864,  to  M.  In  a  enit  in 
equity,  brought  by  W.,  against  M.,  for  infringing  such  claim,  the  answer  of  M. 
insisted  on  the  yalidity  of  such  claim  in  the  patent  to  M. :  Held^  that  M.  could 
not,  on  the  hearing,  take  the  ground  that  the  claim  of  the  patent  to  W.  did 
not  claim  patentable  subject  matter. 
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Tlie  claim  of  the  letters  patent  granted  to  Rodolphns  L.  Webb,  December  81  st^ 
1867,  for  " improyements  in  reyersible  locks  and  latches," namely,  "The com- 
bination of  a  lock  and  latch,  when  the  latch  bolt  and  its  operatiye  mechanism 
are  arranged  in  a  case  or  frame  independent  of  the  main  case,  and  constructed 
so  that  the  latch  bolt  may  be  reyereed,  substantially  as  described,  without  re- 
moying  the  said  independent  case  from  the  main  case,"  is  not  open  to  the  ob- 
jection that  it  claims  merely  the  combination  of  a  lock  and  latch,  and  so  claims 
merely  the  aggregation  of  two  things  which  have  no  relation  to  each  other,  in 
performing  their  separate  functions,  and  which  are  not  patentable,  as  a  com- 
bination. 

The  claim  does  not  claim,  as  an  inyention,  the  combination  of  a  lock  with  a  latch, 
bat  claims  a  reyersible  latch,  constructed  as  described,  to  be  used  in  connec- 
tion with,  and  enclosed  by,  the  lock  case. 

Here  lapse  of  time,  before  an  inyentor  applies  for  a  patent  for  his  inyention,  does 
not,  jMT  «e,  constitute  an  abandonment  of  the  inyention  to  the  public. 

The  question  of  abandonment^  whether  in  regard  to  the  time  prior  to  two  years 
before  the  application  for  the  patent,  or  to  the  time  included  in  such  two  years, 
is  a  question  of  &ct. 

An  inyentor  is  not  required  to  put  his  inyention  into  public  use  before  he  ap- 
plies for  his  patent 

Mere  public  use  and  sale  of  an  inyention,  before  a  patent  for  it  is  applied  for, 
does  not  inyalidate  the  patent,  unless  the  public  use  and  sale  were  with  the 
consent  and  allowance  of  the  inyentor. 

(Before  Woodruft  and  Shifmak,  JJ.,  Connecticut,  September  17th,  1872.) 

"Woodruff,  J.  The  bill  of  complaint  herein  sets  out  a 
patent  for  "improvements  in  reversible  locks  and  latches," 
granted,  December  Slst,  1867,  to  Rodolphns  L.  "Webb,  and  by 
him  assigned  to  the  plaintiffs,  May  12th,  1868,  and  alleges 
that  the  defendants  have  infringed,  and  are  still  infringing, 
that  patent,  by  the  manufacture  and  sale  of  locks  and  latches 
constructed,  in  substance,  accordihg  to  the  invention  pa|tented. 
It  prays  an  injunction  and  an  account  of  profits. 

The  answer  denies  that  Webb  was  the  first  inventor,  and 
alleges  that  the  defendant  Burton  Mallory  was  the  first  in- 
ventor of  the  said  improvement,  and  that  he  obtained  letters 
patent  therefor -June  7th,  1864.  It  admits  that  the  defend- 
ants have  made  and  sold  reversible  latches  constructed  in  ac- 
cordance with  the  said  letters  patent,  and  are  intending  to 
continue  such  manufacture,  but  denies  that  therein  they  in- 
fringe any  rights  of  the  complainants.    By  an  amendment  of 
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the  answer,  the  defendants  further  aver,  that,  if  it  shall  appear 
that  Webb  was  the  first  and  original  inventor  of  the  reversible 
latch  described  in  the  letters  patent  issued  to  him,  the  said  in- 
vention was,  before  his  application  for  letters  patent,  aban- 
doned, and  no  steps  were  taken  by  him  to  bring  his  invention 
into  public  use  until  after  the  said  Burton  Mallory  had,  by 
his  original  invention,  discovered  the  eaid  improvement  and 
taken  out  letters  patent  therefor,  and  the  defendants  had,  by 
their  diligence,  at  large  expense  and  great  efibrt,  given  to  the 
public  the  benefit  of  said  invention,  by  jflacing  the  said  im- 
proved latches  on  sale  in  the  principal  markets  of  the  United 
States ;  that  said  Webb,  for  many  months  before  his  applica- 
tion for  the  letters  patent  issued  to  him,  knowingly,  and  with- 
out objection,  permitted  said  Mallory  and  the  defendants  to 
use  the  said  invention,  and  to  make  and  sell  in  the  various 
markets  of  the  United  States  large  quantities  of  latches  con- 
structed according  to  said  invention ;  that  the  complainants 
are,  by  reason  thereof,  estopped  from  asserting  any  right  un- 
der the  said  letters  patent,  and  iroln  denying  the  right  of  the 
defendants  to  use  the  said  invention ;  and  that,  by  such  aban- 
donment, negligence  and  laches,  the  said  Webb  forfeited  any 
right  he  otherwise  might  have  had  to  the  said  letters  patent, 
and  the  same  are  invalid  and  of  no  efiect. 

By  this  answer  we  are  relieved  of  any  necessity  to  exam- 
ine the  details  of  the  invention,  or  to  compare  the  two  inven- 
tions of  Webb  and  Mallory,  to  ascertain  whether,  if  the  patent 
held  by  the  complainants  be  a  valid  patent,  the  defendants  are 
infringers.  The  answer  admits  that  they  are  using  the  inven- 
tion for  which  the  letters  were  granted  to  Webb,  and  their 
defence  is  an  attempted  justification  of  that  use.  We  may, 
therefore,  confine  ourselves  to  the  consideration  of  the  justifi- 
cation thus  set  up  by  the  defendants. 

Some  account  of  the  improvement  which  constitutes  the 
invention  claimed  may  be  necessary  to  make  certain  points 
urged  upon  our  attention  intelligible.  Locks  and  latches  were 
formerly  made  so  permanently  constructed  and  arranged  that 
they  could  be  used  upon  one  edge  of  a  door  only.    The  catch 
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or  bolt  of  the  latch  being  bevelled  on  one  side,  a  latch  that 
could  be  applied  to  a  right  hand  door  conld  not  be  used  on  a 
left  hand  door.  Sep9,rate  locks  and  latches  mnst,  therefore, 
be  made,  and  purchasers  must,  before  buying,  assure  them- 
selves upon  which  edge  or  side  of  their  doors  the  hinges  would 
be  placed.  In  practice  this  was  found  inconvenient,  and  mis- 
takes were  made  in  purchasing,  or  changes  in  the  course  of 
erecting  houses,  in  the  precise  arrangement  of  doors,  or  in  the 
swing  thereof,  gave  great  trouble.  It  was,  therefore,  very  de- 
sirable to  have  locks  and  latches  so  constructed  that  the  latch 
or  bevelled  catch  could  be  readily,  by  a  slight  change  of  ad- 
justment, reversed,  whereby,  whatever  lock  and  latch  was 
purchased,  it  could,  at  the  option  of  the  purchaser,  be  applied 
to  the  left  or  to  the  right  hand  edge  of  the  door.  Later  ex- 
perience also  suggested,  that,  while  it  was  desirable  that  the 
latch  should  be  capable  of  such  adjustment  or  reversal,  either 
before  or  after  the  lock  was  inserted  in  or  attached  to  the 
door,  it  ought  not  to  be  so  left,  when  the  whole  was  in  com- 
plete order  for  use,  that  the  latch  could  then  be  changed  or 
reversed,  because  this  would  enable  careless  or  mischievous 
persons  to  reverse  it,  or  expose  it  to  reversal  by  accident. 

In  general  terms,  the  invention  in  question  consists  in  en- 
closing the  inner  end  of  the  latch,  and  the  arms  and  hub,  by 
means  of  which  the  latch  is  to  be  drawn  back,  in  a  thin  case, 
80  as  to  preserve  their  constant  due  adjustment,  and  placing 
that  case  within  the  main  case  of  the  lock,  between  the  two 
plates  thereof,  so  as  readily  to  slide,  between  studs  projecting 
from  the  surface  of  the  main  plate,  a  short  distance  forward 
and  backward.  In  this  condition  of  the  parts,  the  thumb  and 
finger,  being  applied  to  ihe  bevelled  end  of  the  latch,  readily 
pulls  it  forward,  and,  its  inner  end  being  round  and  fitted  to 
its  yoke  within  the  small  case  by  a  knob  or  a  swivel  joint,  it 
is  turned  around,  and  so  may  be  adapted  either  to  a  right 
hand  or  left  hand  door.  Being  turned,  it  is  pushed  backward 
to  its  proper  and  permanent  position.  The  insertion  of  the 
spindle  on  the  ends  of  which  the  door  knobs  are  placed,  then 
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holds  the  inner  case  with  the  tumbler  or  hub  and  yoke,  with 
the  latch  also,  firmly  in  place. 

(1.)  It  is  earnestly  insisted,  that  the  patent  granted  to 
Webb,  on  which  alone  the  complainants  rely,  is  void,  upon 
facts  that  are  not  controverted  or  are  clearly  established, 
namely,  that  locks  were  common  and  latches  were  common, 
and  locks  combined  with  latches  were  common,  long  before 
the  alleged  invention  of  Webb,  and  that  his  letters  patent 
purport  to  be  for  a  combination  merely ;  that,  conceding  that 
Webb's  improved  latch  was  new,  he  patented  simply  the  com- 
bination of  the  latch  with  the  lock,  which  was  simply  aggre- 
gating two  things  which  had  distinct  and  separate  operation, 
each  unaffected  by  the  operation,  or  even  the  presence,  of  the 
other ;  that,  in  short,  as  there  was  no  relation  between  them 
in  the  performance  of  their  several  functions,  and  no  reciprocal 
action,  they  are  not  patentable  as  a  combination ;  and  that  the 
complainants'  patent  is,  therefore,  void. 

It  may  not  be  immaterial  to  observe,  that  no  such  defence 
is  intimated  in  the  answer  of  the  defendants.  ISot  only  so, 
the  answer  itself,  in  connection  with  the  production  of  the 
patent  of  Mallory,  set  up  in  the  answer  and  there  insisted 
upon  as  valid,  impliedly  asserts  the  validity  of  a  patent  for 
the  very  subject  described  and  claimed  to  be  secured  thereby. 
It  is  allowing  to  the  defendants  very  large  liberty,  to  permit 
them  to  depart  wholly  from  the  ground  taken  in  their  answer 
as  a  defence,  and  that,  too,  when  they  set  up,  in  their  answer, 
a  patent  which  is  liable  to  the  same  criticism,  and  insist  upon 
its  validity,  notwithstanding  it  be  found  that  Webb  was  the 
first  inventor.  The  claim  in  the  patent  to  Mallory,  set  up  in 
the  answer,  is  in  these  words :  "  What  I  do  claim  as  my  in- 
vention, and  new  and  useful,  and  desire  to  secure  by  letters 
patent,  is  the  combination  of  a  lock  and  latch,  when  the  latch- 
bolt  and  its  operative  mechanism  are  arranged  in  a  case  or 
frame  independent  of  the  main  case,  and  constructed  so  that 
the  latch-bolt  may  be  reversed,  substantially  as  described, 
without  removing  the  said  independent  case  from  the  main 
case."    The  claim  of  the  patentee  Webb,  as  will  be  stated 
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presently,  is  in  very  nearly  the  same,  if  not  in  the  identical^ 
words.  The  defendants  have  not,  in  their  answer,  thought 
proper  to  raise  any  question  of  the  validity  of  such  a  claim. 
They  assert  their  own  title  to  the  invention,  and  justify  their 
use  thereof  upon  grounds  which  import  the  validity  of  the 
claim  in  Mallory's  patent.  Now,  on  this  hearing,  the  argu- 
ment of  the  counsel  reverses  and  contradicts  the  defence 
which  the  defendants  have  set  up,  under  their  own  oath.  The 
defendants  are,  for  all  the  purposes  of  this  case,  bound  by 
their  answer.  A  departure  from  the  defence  therein  alleged 
is  not  permitted  in  Courts  of  Chancery,  where  the  complain- 
ant is  entitled  to  call  upon  the  defendant  to  answer  under 
oath.  The  answer  thus  put  in  must  be  deemed  and  held  to 
disclose  the  true  and  only  defence  which  the  defendants  have 
to  the  allegations  of  the  bill,  and  they  are  thereby  concluded. 
It  is  with  the  issues  thereby  raised  that  the  Court  has  to  deal. 
This  case  itself  furnishes  an  illustration  of  the  propriety  of 
tlie  rule.  Let  it  be  supposed  that  the  defendants  wholly  fail 
to  establish,  by  proofs,  any  of  the  defences  set  up  in  the  an- 
swer, but  the  Court  should  be  of  opinion,  upon  the  proofe, 
that  the  patent  to  "Webb  was  void  upon  the  grounds  now, 
with  great  ingenuity  and  skill,  urged  by  the  defendants' 
counsel,  and,  for  that  reason,  should  decree  a  dismissal  of  the 
bill  of  complaint.  The  reasons  for  the  decree,  and  the  ar- 
guments urged  by  counsel,  would  not  appear  by  the  record.. 
The  record  would  indicate,  that,  upon  the  issues  made  by  the 
answer,  the  defence  therein  was  found  and  adjudged,  when^ 
in  truth,  the  contrary  was  the  fact.  The  decree  would  thua 
purport  to  establish  that  Mallory,  and  not  "Webb,  had  the 
prior  right,  when  the  Court  made  no  such  decision.  The 
record  would  seem  to  establish  what  the  defendants  claim, 
namely,  that  the  patentee,  Webb,  was  not  the  prior  inventor, 
or  had,  by  his  laches,  lost  his  right  to  his  patent,  in  favor  of 
the  defendants,  who  would  thus  be  left  to  stand  before  the 
world  holders  of  Mallory's  patent,  aflSrming  its  validity  to 
secure  to  them  a  monopoly,  when,  in  truth,  tbey  had,  outside 
of  and  contrary  to  what  the  record  discloses,  obtained  a  de- 
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eision  which  was  fatal  to  both  patents.  In  short,  the  decision 
would  be  in  conflict  with  the  record. 

Nevertheless,  in  view  of  what  was  claimed  by  counsel  for 
the  defendants,  of  the  force  and  effect  of  certain  other  de- 
cisions of  this  Court,  and  their  supposed  influence  upon  the 
validity  of  Webb's  patent,  we  have  deemed  it  proper  to  con- 
sider the  point,  and  to  show  that  (irrespective  of  the  objection 
that  such  defence  or  claim  is  a  departure  from,  and  inconsis- 
tent with,  the  answer)  it  has  no  real  foundation. 

(2.)  The  claim  in  the  specification  annexed  to  the  patent  of 
Webb,  which  is  thus  attacked,  reads  as  follows :  ^'  What  I  claim, 
therefore  and  desire  to  secure  by  letters  patent,  is — The  com- 
bination of  a  lock  and  latch,  when  the  latch-bolt  and  its 
operative  mechanism  are  arranged  in  a  case  or  frame  inde- 
pendent of  the  main  case,  and  constructed  so  that  the  latch- 
bolt  may  be  reversed,  substantially  as  described,  without  re- 
moving the  said  independent  case  firom  the  main  case." 

We  are  not  inclined  to  depart  from  what  was  said,  in 
JBailes  v.  Van  Warmer,  (7  Blatchf.  C.  G.  B.,  443,)  and 
Sarven  v.  JBaU,  (9  Id.  624,)  on  the  distinction  between  a 
patentable  combination  and  a  mere  aggregation  of  old  ele- 
ments having  no  relation  to  each  other,  or  any  reciprocal  or 
co-operative  action  to  produce  the  result  attained.  But, 
claims  should  be  read  in  connection  with  the  specification 
itself,  and  read  in  the  light  gained  therefrom;  and  it  is 
proper  to  give  such  construction  to  the  language  employed  as 
expresses  the  evident  intention,  if  that  may  be  done.  It  is 
manifest,  from  the  whole  specification  and  claim,  that  the 
inventor  here  had  no  idea  of  claiming  a  combination  of  a 
lock  with  a  latch,  as  an  invention.  His  specification  shows, 
that  the  reversible  latch,  constructed  as  described,  to  be  used 
in  connection  with,  and  enclosed  by,  the  lock  case,  was  the 
improvement  which  he  had  made.  True,  as  a  mere  latch,  it 
was  immaterial  whether  the  outer  case  had  also  within  it  the 
lock  mechanism  or  not.  Its  presence  or  absence  did  not 
affect  the  operation  of  the  latch,  and,  equally,  the  presence 
or  absence  of  the  improved  latch  did  not  affect  the  operation 
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of  the  lock.  Nevertheless,  the  improved  latch  was  adapted 
to  be  used  in  the  case  of  the  lock,  and  the  whole,  as  an  ag- 
gregate, is  mentioned;  and  the  inventor  declares,  that,  when 
such  a  latch  as  he  has  described  is  united  with  a  lock  by  en- 
closure within  the  lock-case,  as  mentioned,  it  exhibits  his 
invention.  He  might,  no  doubt,  have  claimed  the  improved 
reversible  latch  enclosed  in  any  outer  case.  If  that  latch,  in 
its  construction,  mode  of  operation,  and  arrangement  for  re- 
versing, was  new  and  useful,  it  was  patentable,  and  his  patent 
might  have  been  more  comprehensive  than  it  now  is.  His 
patent  is  not  to  be  held  invalid  because  he  only  claims  it  when 
used  in  an  outer  case,  containing  also  lock  mechanism,  if,  in 
fact,  his  improvement  was  patentable;  not  even  though 
there  is  no  relation  in  the  operation  of  the  two,  and  no  effect 
from  the  combination  which  either  separately  would  not 
produce.  Nothing  in  the  cases  cited  forbids  an  inventor  of  a 
new  device  from  taking  a  patent  under  a  claim  narrowed  as 
closely  as  he  sees  fit,  and,  however  much  narrower  than  he 
might  have  claimed,  the  patent  is  valid. 

We  think,  moreover,  that  the  expression,  in  the  claim, 
^^  the  combination  of  a  lock  and  latch,"  is  not  to  be  techni- 
cally construed.  The  whole  specification  shows  what  the 
improvement  was,  and  that  the  lock  mechanism  has  no  effect 
upon  its  operation.  The  terms  used  mean  just  what  is  meant 
by  "  a  combined  lock  and  latch,"  or  "  a  united  lock  and  latch," 
or  ^^  a  lock  and  latch,"  when  indicating  a  single  article  of 
manufacture  or  use.  It  is  that  aggregate  structure,  when  it 
contains  within  the  main  case  the  special  arrangement  and 
mechanism  which  the  inventor  describes,  that  he  claims  as  his 
invention.  In  a  somewhat  analogous  view,  any  machine  or 
structure  may  be  claimed,  when  it  contains  a  new  device  or 
devices  which  are  described  by  the  inventor  as  improvements. 
The  claim  is  for  the  whole,  as  a  whole,  when  and  when  only 
it  contains  the  new  devices.  In  a  certain  sense,  the  lock  and 
latch  have  a  relation  to  each  other,  the  same  relation  that  the 
frame  of  a  machine  has  to  the  devices  sustained  thereby. 
Such  device  may  be  no  more  patentable  in  a  frame  of  one 
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description  rather  than  another,  but,  if  the  patentee  chooses 
to  restrict  himself  to  his  new  device  when  used  in  some 
special  connection,  he  does  no  wrong  to  the  public  and 
violates  no  rule  of  law. 

(3.)  On  the  question  of  priority  of  invention,  we  cannot 
think  it  necessary  to  extend  discussion.  It  is  established,  we 
think,  by  a  very  large  preponderance  of  evidence.  Indeed, 
there  is  little  contradiction  of  the  three  witnesses  who  tes- 
tify positively  on  the  subject,  two  of  whom  havp  no  interest 
in  the  controversy,  and  are  wholly  unimpeached.  The  con- 
tradicting witness  is  the  same  on  whom  the  defence  of 
abandonment  of  the  invention  almost  solely  depends,  of 
whose  credibility  we  shall  have  occasion  to  observe  when 
treating  of  tliat  subject.  We  think  that  no  fair  mind,, 
weighing  the  evidence,  can  doubt  that  Webb  made  the  in- 
vention in,  or  prior  to,  March,  1863,  and  that  in  that  month  it 
was  perfected  and  embodied  in  a  complete  lock  and  latch 
fitted  for  use,  or  that  Webb  then  deemed  it  a  patentable  in- 
vention, desired  and  expected  to  procure  a  patent  therefor,  and 
consulted  Mr.  Bliss,  solicitor  of  patents,  in  order  to  obtain 
advice  as  to  what  was  essential  to  preserve  his  right  to  such 
patent,  exhibiting  to  him,  at  the  time,  his  completed  invention*. 

(4.)  The  remaining  ground  of  the  defence  is,  that  the 
patentee,  although  the  first  inventor,  by  his  neglect  and  his 
silence,  while  the  defendant  Mallory  also  perfected  and  put 
into  use  and  on  sale  the  same  invention,  is  precluded  from  as- 
serting his  claim  and  has  lost  his  right  to  the  exclusive  use 
of  the  invention.  This  ground  of  defence  is  exhibited  in 
three  forms :  First^  that  Webb  abandoned  his  invention  to 
the  public.  {Kendall  v.  Winsor^  21  How.^  322.)  This,  how- 
ever, is  not  very  strenuously  insisted  upon,  nor  is  it  very 
distinctly  stated  in  the  answer,  doubtless,  for  the  reason,  that, 
if  this  be  established,  all  the  public  may  use  it,  and  the  de- 
fendants haye  no  exclusive  right  under  the  patent  of  Mallory. 
The  claim  involves  this  concession,  and  the  defendants  would 
not  probably  seek  an  adjudication  which  establishes  that 
Webb  was  the  original  and  first  inventor,  but  that  his  in- 
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Tention  had,  by  his  voluntary  act,  become  public  property. 
Consideration  of  the  proofs  will,  nevertheless,  include  this 
point,  as  well  as  the  next,  namely — Seoand^  that  Webb  volun- 
tarily abandoned  the  invention  as  useless ;  that,  although  his 
experiment  proceeded  so  far  as,  in  fact,  to  produce  the  device 
or  structure,  yet  he  deemed  it  of  no  value,  or,  at  least,  so 
treated  it,  and,  by  his  conduct,  placed  it  upon  the  footing  of 
an  abandoned  experiment ;  and  that,  therefore,  it  in  no  wise 
stood  in  the  way  of  Mallory,  who  himself  made  the  same  in- 
vention, procured  a  patent  therefor,  and  put  it  into  public  use 
and  on  sale,  so  that  the  public  derived  the  benefit  of  the  use 
of  the  invention.  Thus  viewed,  the  case  is  supposed  to  come 
within  the  rule  held  in  Gayler  v.  Wilder^  (10  JETow.y  477) — 
and  Thirds  that  the  neglect  of  Webb  to  apply  for  a  patent, 
and  his  silence  while  Mallory  perfected  his  invention  and  put 
it  into  public  use  and  on  sale,  and  sold  it  extensively,  ought, 
in  equity,  to  estop  Webb  and  the  complainants,  his  assignees, 
from  asserting  the  priority  of  the  invention,  and  claiming  the 
exclusive  right  which  a  valid  patent  would  secure  to  them. 

It  appears,  by  the  proofs,  that  the  invention  of  Webb  was 
complete,  and  actually  embodied  in  a  practical  lock  and  latch, 
as  early  as  the  last  week  in  March,  1863.  His  application  for 
a  patent  was  made  on  the  21st  of  March,  1865.  This  is  the 
interval,  and  the  only  interval,  of  time  within  which  the 
conduct  of  Webb  is  to  be  considered  with  reference  to  either 
of  the  above  propositions  included  in  this  branch  of  the  de- 
fence. The  question  of  abandonment,  in  either  view 
above  suggested,  is  a  question  of  fact,  and  to  be  determined 
by  the  evidence.  Lapse  of  time  does  not,  per  se^  constitute 
abandonment.  It  may  be  a  circumstance  to  be  considered. 
The  circumstances  of  the  case,  other  than  mere  lapse  of  time, 
almost  always  give  complexion  to  delay,  and  either  excuse  it 
or  give  it  conclusive  efiect.  The  statute  has  made  contempo- 
raneous public  use,  with  the  consent  and  allowance  of  the 
inventor,  a  bar,  when  it  exceeds  two  years.  But,  in  the  ab- 
sence of  that,  and  of  any  other  colorable  circumstances,  we 
know  of  no  mere  period  of  delay  which  ought,  per  86j  to  de- 
prive an  inventor  of  his  patent. 
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As  it  respects  abandonment  to  the  public,  the  argument 
that  snch  was  the  intention  of  the  inventor  wonld  have  been 
much  stronger,  if,  after  perfecting  his  invention,  he  had  pro- 
ceeded publicly  to  make  and  sell  the  same,  and  voluntarily- 
placed  it  in  public  use,  accessible  and  available  to  any  who^ 
chose  to  buy  and  use,  for  nearly  two  years  before  he  made  any 
application  for  a  patent.  The  argument  here  pressed  upon 
us,  that  Webb  did  not  intend  to  secure  any  exclusive  right,  or 
did  not  esteem  the  rie^ht  of  any  value,  or  that  he  abandoned 
such  right  to  the  public,  would,  in  such  case,  have  been  im> 
pressive ;  and  yet  the  expi^ess  terms  of  the  statute  secure  to 
the  inventor  this  interval,  in  which  he  may,  if  he  please,  test 
the  usefulness  and  the  value  of  his  invention,  by  putting  it 
into  use  and  on  sale,  without  being  thereby  barred  of  hia 
patent,  and  it  necessarily  follows,  that,  from  the  mere  lapse  o£ 
the  period  mentioned,  no  inference  of  abandonment  arises. 

If  the  matter  be  brought  to  the  test  of  actual  design  and 
purpose,  either  to  abandon  the  invention  to  the  public,  or  to  cast 
it  aside  as  a  useless  invention  or  unsuccessful  experiment,  the 
proof  seems  to  us  to  establish  very  clearly  the  contrary.  Webb's 
continuous  or  repeated  declarations,  testified  to  by  himself 
and  by  the  solicitor  of  patents  to  whom  he  applied  for  advice^ 
his  claim  to  priority  of  invention  when  he  heard  that  Mallory 
was  manufacturing  a  similar  lock  and  latch,  his  offers  to  sell 
his  invention  to  others,  indicate,  that,  in  his  mind,  there  waa 
no  purpose  to  forego  the  right  which  belonged  to  him  as  in- 
ventor, nor  any  conclusion  that  the  invention  should  be 
abandoned.  The  purpose  declared  by  him  to  the  solicitor  of 
patents,  when  he  had  first  perfected  his  latch,  he  never  relin- 
quished. It  is,  no  doubt,  true,  that,  although  receiving  but  a 
moderate  salary  for  the  support  of  himself  and  family,  he 
could  easily  have  procured  means  to  pay  the  expense  of 
taking  out  a  patent.  His  sale  of  the  patent  for  a  second  in- 
vention would  have  enabled  him  to  do  this,  as  he  is  not  shown 
to  have  been  in  debt.  But,  it  is  plain  what  his  purpose  was,, 
in  delaying  his  application.  He  did  not  propose  to  himself 
engage  in  business   as  a  manufacturer.    He  had  not  mean& 
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for  such  an  undertaking.  The  profits  of  his  ingenuity  he 
expected  to  realize  by  negotiation  with  others  who  were  or 
should  become  manufacturers.  His  delay  was,  therefore,  that 
he  might,  perchance,  find  some  one  to  purchase,  or  might  test 
the  utility  and  value  of  his  invention  by  submitting  it  to  the 
appreciation  of  those  who,  being  engaged  in  the  manufacture 
and  sale  of  locks,  could  better  judge  of  its  value  than  he 
could  hinlself. 

"We  find  no  reason  for  concluding  that,  when,  by  express 
enactment,  an  inventor  may  have  two  years  of  trial  in  the 
public  markets,  putting  his  invention  in  use  and  on  sale,  and 
yet  be  entitled  to  a  patent,  he  may  not,  also,  have  the  like 
period,  at  least,  within  which  to  offer  his  right  as  inventor  to 
others,  submit  the  invention  to  that  test  of  its  usefulness 
and  value,  and  still  be  entitled  to  his  patent.  The  lapse  of 
two  years  is  not  the  test  of  his  right  in  this  respect,  nor  ia 
the  lapse  of  any  specified  period  conclusive.  The  law  does 
not  declare  within  what  period  after  the  invention  a  patent 
must  be  applied  for,  or  that  it  must  be  applied  for  within  any 
specified  time.  We  do  not  mean,  that  an  abandonment  to 
the  public  may  not  be  made,  or  that  an  invention  may  not  be 
given  up  and  abandoned,  as  a  useless  or  unsuccessful,  experi- 
ment, within  less  than  two  years.  Ko  particular  time  is  neces- 
sary, but  the  fact  nuifit  be  proved,  and  the  lapse  of  two  years, 
does  not  establish  it.  There  may  be  sufficient  reasons  why  a 
delay  of  a  much  greater  number  of  years  will  not  so  operate. 
On  the  question  of  abandonment,  in  either  aspect,  time  and 
circumstances,  the  acts  and  contemporaneous  declarations  of 
the  party,  are  all  to  be  considered. 

We  have  here  the  positive  testimony  of  the  inventor.  We 
have  his  declarations  to  others.  We  have  his  taking  advice 
on  the  effect  of  delay.  We  have  his  effort  to  recover  his 
model  or  original  of  his  invention,  and  his  final  sale  of  his 
right  as  inventor.  Laying  out  of  view,  for  the  moment,  the 
testimony  of  a  single  witness,  there  is  no  act  or  declaration  of 
the  inventor,  down  to  the  application  for  the  patent,  which  is 
not  in  harmony  with,  or  which  does  not  confirm,  the  unequiv- 


152  CONNECTICUT, 


The  RuBsell  and  Erwin  Manafactnring  Company  v.  Malloiy. 

ocal  testimonj,  that  there  was  at  no  time  any  design  or  pur- 
pose to  forego  his  right  as  the  inventor  of  the  lock  and  latch 
in  question.  Of  that  witness  we  observe,  that  his  testimony 
tends  strongly  to  show  that  Webb  abandoned  this  invention 
as  a  thing  of  no  value,  took  to  pieces  the  lock  he  had  con- 
structed in  conformity  with  it,  addressed  himself  to  the  con- 
struction or  invention  of  some  other  device  to  accomplish  the 
desired  result,  satisfied  that  what  he  had  before  done  failed 
to  accomplish  it  in  a  useful  manner,  used  the  parts  of  his  first 
constructed  lock  in  and  toward  his  further  and  second  inven- 
tion, left  such  of  the  parts  as  could  not  be  adapted  to  such 
second  invention  to  go  to  waste  as  rubbish,  and  thenceforward 
entertained  no  idea  of  using  or  patenting  such  first  invention, 
until  he  learned  that  Mallory  had  brought  the  same  invention 
into  use  and  put  it  upon  sale.  This  witness  is  contradicted  in 
iJl  the  material  parts  of  this  statement,  and  in  the  inference 
sought  to  be  drawn  therefrom,  by  more  than  three  witnesses, 
none  of  whom  are  impeached  otherwise  than  by  his  contra- 
diction. True,  Webb  left  the  newly-invented  lock  and  latch 
in  the  shop  of  Parkers  &  Whipple,  where  he  was  employed 
when  he  invented  it.  He  declares  that  it  was  so  left  by  over- 
sight or  forgetfolness  at  the  time  of  his  removal ;  and  three 
persons  testify  to  the  distinct  declarations  of  the  witness 
above  referred  to— one  of  the  proprietory  of  the  shop,  John 
A.  Parker — that  long  afterwards  he  had  that  lock  and  latch 
in  his  possession,  and  two  of  them  testify  to  his  refusal  to 
give  it  up.  These  declarations  were  made  on  several  occa- 
sions, and,  as  to  two  of  the  persons,  (Webb  and  an  officer  of 
the  plaintiffs),  on  their  separate  personal  application  to  him 
for  the  lock,  at  about  the  time  when  a  patent  was  to  be 
applied  for.  On  the  question  of  the  time  when  the  lock  was 
invented,  he  is,  in  like  manner,  contradicted  by  three  witnesses, 
who  are  clear  and  distinct  in  their  testimony.  We  do  not 
think  it  necessary  to  indulge  in  conjecture  as  to  the  motive  of 
this  witness  to  misrepresent,  or  to  consider  whether  it  be  pos- 
sible that  he  has  persuaded  himself  that  what  he  testified  was 
true,  or  whether  by  any  means  he  has  been  led  into  a  mistaken 
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belief  as  to  tlie  facts.  It  is  sufficient,  that,  upon  the  testimony 
in  conflict  with  his  statement,  we  are  constrained  to  say  that 
it  would  be  wholly  unsafe  and  improper  to  rest  any  conclusion 
in  this  case  upon  what  he  testified. 

It  follows,  we  think,  that  the  proofs  wholly  repel  any 
idea  of  abandonment  of  this  invention  by  the  inventor,  in 
either  sense  claimed  by  the  defendants,  and  show,  on  the 
contrary,  a  continuous  claim  to  be  the  first  inventor,  a  pur- 
pose to  secure  a  patent  for  the  invention,  and  some  appre- 
ciation of  its  usefulness  and  value,  though,  no  doubt,  accord- 
ing to  the  results  now  shown,  that  appreciation  was  greatly 
inadequate. 

Much  that  has  been  already  said  is  pertinent  to  the  third 
claim  above  stated,  to  wit,  that,  by  withholding  his  applica- 
tion for  a  patent,  and  by  his  silence,  not  putting  his  invention 
into  actual  public  use  for  nearly  two  years  prior  to  such  ap- 
plication, Mallory  meanwhile  having  made  the  same  inven- 
tion, and  put  the  same  on  sale,  Webb  and  bis  assignees  are 
estopped.  Permission  to  put  an  invention  in  public  use  for 
two  years  prior  to  the  application,  does  not  make  it  the  duty 
of  the  inventor  to  do  so  for  that  or  any  other  period  before 
he  applies.  Prior  to  the  Act  of  March  3d,  1839,  (5  U.  S.  Stat. 
4U  Loerge^  354,  §  7,)  such  public  use,  with  the  consent  and 
allowance  of  the  inventor,  destroyed  his  right  to  a  patent. 
That  Act  relieves  the  inventor  from  the  danger  of  such  a  for- 
feiture, and  that  is  all.  The  question  of  estoppel,  now  urged, 
stands,  therefore,  upon  the  same  footing  as  if  that  Act  had 
not  been  passed.  Is  it,  then,  true,  that  an  inventor,  who 
makes  no  secret  of  his  invention,  cherishes  and  declares  his 
purpose  to  procure  a  patent  therefor,  exhibits  it  to  those  who, 
being  engaged  in  manufacturing  articles  of  a  similar  kind,  are 
competent  to  judge  of  its  value,  in  the  hope  that  they  may  be 
disposed  to  purchase,  he  himself  being  in  no  situation,  and 
having  no  means,  to  engage  in  manufacturing — ^is  an  inventor, 
we  ask,  in  these  circumstances,  estopped  to  assert  a  right  to 
the  invention,  and  to  claim  a  patent,  because  his  application 
is  not  made  until  nearly  two  years  have  elapsed  ?  Here  was 
no  bad  faith,  no  voluntary  acquiescence  in  the  manufacture 
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and  sale  by  others.  For,  the  proof  shows,  that,  when  he 
learned  that  Mallorj  was  making  and  selling  the  same  lock 
and  latch,  he  asserted  his  prior  right,  and,  in  a  reasonable 
time  thereafter,  applied  for  the  patent  The  provision  of  the 
law  of  July  4th,  1836,  (5  TJ.  S.  Stat,  at  Lcurgej  119,  §  6,)  which 
made  public  use  and  sale  no  impediment  to  the  granting  of  a 
patent,  and  no  defence  to  an  infringer,  unless  it  was  by  the 
consent  and  allowance  of  the  inventor,  shows  that  such  facts 
create  no  estoppel  invalidating  *his  patent  when  granted. 
Apart  from  the  question  of  abandonment,  the  mere  fact  that, 
prior  to  the  application  for  the  patent,  some  one  has  obtained 
knowledge  of  the  invention,  and  placed  the  thing  invented 
on  sale,  whether  innocently  or  fraudulently,  does  not  cut  off 
the  prior  right.  True,  the  patentee  cannot  claim  damages  or 
profits  arising  before  his  patent  is  granted  or  applied  for ;  but, 
he  comes  to  these  defendants  nojv,  as  he  would  to  any  party 
who,  in  ignorance,  in  fact,  of  the  existence  of  any  patent,  had 
engaged  in  the  manufacture,  and  says  :  ^^  From  and  after  the 
date  of  my  patent  you  were  bound  to  take  notice  of  my  rights. 
They  were  claimed,  and  my  claim  was  of  record  in  the  Patent 
Office.  Thenceforward,  the  manufacture  of  the  patented  lock 
and  latch  was  an  infringement  of  my  rights.  For  what  you 
had  done  before,  you  are  not  and  cannot  be  pursued,  but  then 
you  were  bound  to  refrain  from  further  manufacture.''  No 
equity  beyond  this  can  be  urged  in  favor  of  such  prior  manu- 
facturer ;  and  the  circumstance  that  he  was  also,  in  fact,  an 
original  inventor,  and  believed  himself  to  be  the  first  inventor, 
does  not  affect  the  question.  He  is  in  no  better  situation 
than  one  who  ignorantly  and  innocently  supposed  that  the  in- 
vention was  open  to  the  public. 

These  considerations  lead  us  to  conclude  that  the  com^ 
plainants  are  entitled  to  the  decree  prayed  for  in  their  bill. 

C.  E.  Mitchell  and  Benjamin  F.   Thurston^  for    the 
plaintiffs. 

CharlcB  F.  Blake   and   Charles  B.  IngersoU^  for   the 
defendants. 
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The  Amebica. 

A  collisioii  occurred  Id  the  East  river,  between  a  steamboat  bound  from  the  Wal- 
laboat  to  the  North  riyer,  and  a  ferry-boat  crossing  from  New  York  to  Brook- 
1^,  on  the  Fnlton  ferry  route :  Bdd,  on  the  facts,  that  the  ferry-boat  was 
solely  in  fault 

Althoufi^h,  at  the  time,  the  steamboat  was  in  the  sole  charge  of  her  pilot  and  the 
assistant  engineer,  and  her  master  and  engineer,  and  the  rest  of  the  hands, 
were  in  the  cabin,  at  supper,  and  such  inattention  was  inexcusable,  yet  it  did 
not  contribute  to  the  collision.  • 

The  two  yessels  approached  each  other  so  nearly  end  on,  as  to  require  each  to- 
keep  to  the  right.    The  steamboat  did  so,  and  the  ferry-boat  did  not 

A  vigilant  lookout  on  ferry-boats  crossing  the  East  river  lis  required. 

(Before  Woodbuft,  J.,  Southern  District  of  New  York,  September  28d,  1872.) 

WooDBUFF,  J.  It  cannot  be  denied  that  it  was  unsafe  and 
improper,  on  the  part  of  the  captain,  engineer  and  hands  em- 
ployed on  the  vessel  of  the  libellants,  the  steamboat  Fairfield^ 
to  leave  her  in  sole  charge  of  the  pilot  and  assistant  to  the  en- 
gineer, at  the  time  they  went  to  their  snpper.  She  had  been 
at  the  Wallabout,  on  the  southerly  or  Brooklyn  side  of  the 
East  river,  had  left  her  tow,  and  had  come  thence  out  into 
the  river,  and  swung  around,  taking  her  course  down  the 
river,  to  go  around  the  Battery,  to  her  slip  on  the  North  river. 
It  was  about  five  o'clock  in  the  evening,  on  the  13th  of  De- 
cember, 1866.  The  sun  had  set,  and  it  was  nearly  dark, 
though  the  shores  and  objects  at  a  considerable  distance  were 
still  visible.  The  Fairfield  was  about  to  pass  through  a  chan- 
nel crossed  by  numerous  ferry-boats,  and  ordinarily  travelled 
by  other  craft,  rendering  it  especially  important  that  more 
than  ordinary  watchfulness  and  competent  skill  in  navigation 
should  be  in  constant  exercise.  That,  in  these  circumstances, 
no  lookout  should  be  stationed,  and  the  captain  should  relin* 
quish  all  attention  to  the  navigation  of  the  vessel,  and,  with 
all  hands  other  than  the  two  above  named,  go  to  the  cabin  for 
supper,  was  extraordinary,  and,  as  I  think,  inexcusable.    Kev- 
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«rtheles8,  if  this  inattention  on  their  part  in  no  wise  contrib- 
uted to  the  collision,  if,  in  fact,  the  pilot  saw  all  that  was  ma- 
terial, which  he  could  have  seen,  or  of  which  he  could  have 
been  informed,  had  a  proper  lookout  been  stationed,  and 
others  had  been  on  duty,  then  the  question  ceases  to  be 
affected  by  the  want  of  a  lookout,  i&c,  and  becomes  simply  a 
question  of  proper  navigation,  in  view  of  what  the  pilot  saw 
and  knew  of  the  presence  and  course  of  the  ferry-boat  with 
which  the  collision  occurred. 

The  ferry-boat,  the  America,  came  from  her  slip  at  the 
foot  of  Fulton  street  on  the  New  York  side,  bound  upwards 
and  across  the  river  to  her  Brooklyn  slip.  The  tide  was  ebb 
and  runniug  very  strongly  down  the  river,  and,  in  order  to 
make  her  passage  with  facility,  it  was  necessary  for  her  to 
swing  around  to  port,  on  a  starboard  helm,  head  up  the  river 
against  the  tide,  go  above  her  Brooklyn  slip,  and  then  port 
her  helm,  and  swing  into  her  slip.  According  to  the  testir 
mony  of  the  witnesses  she  made  a  course,  by  this  means,  well 
described  by  the  letter  S,  in  which  she  would  travel,  at  first, 
across,  and  more  than  half  across,  the  river,  swinging  up- 
wards, and  then  inclining  towards  the  New  York  side,  pre- 
paratory to  her  last  manoeuvre,  of  swinging  into  her  Brooklyn 
slip. 

The  pilot  of  the  steamboat,  the  Fairfield,  saw  her  from  the 
moment  she  came  out  of  the  slip,  and  watched  her  movements 
continuously  to  the  moment  of  collision.  If  he  had  had  the 
assistance  of  one  or  many  on  the  lookout,  he  could  not  have 
been  sooner  apprised  of  her  approach,  and  he  conducted  the 
navigation  of  the  Fairfield  with  all  the  information  they  could 
have  given  him,  and  with  the  ferry-boat  in  full  view.  The 
responsibility  of  this  navigation  was  upon  him.  He  con- 
trolled the  movement  of  the  Fairfield,  while  the  man  in 
charge  of  the  engine  promptly  obeyed  his  instructions,  and 
slowed,  stopped  and  backed  at  his  signal.  I  cannot,  therefore, 
discover  that  the  absence  of  the  lookout  contributed,  in  any 
degree,  to  deprive  him  of  information,  or  that  his  manage- 
ment of  the  Fairfield  was  in  any  manner  affected  by  the  ab- 
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Benoe  of  the  others,  master  or  crew,  at  their  supper,  until  the 
danger  of  collision  was  imminent. 

The  question  on  the  part  of  the  libellants  is,  therefore, 
whether  the  Fairfield  was,  in  fact,  skilfully  and  properly 
navigated,  with  the  ferry-boat  in  full  view,  and,  on  the  other 
hand,  whether  there  was  fault  in  the  navigation  of  the  ferry- 
boat. To  determine  this,  it  is  important  to  ascertain  the  loca- 
tion of  the  two  vessels  at  the  time  when  it  became  the  duty  of 
one  or  both  to  take  measures  to  insure  safety. 

The  testimony  of  the  pilot  of  the  Fairfield,  corroborated 
by  the  testimony  of  the  master  and  crew  as  to  her  course  and 
location,  both  when  they  went  to,  md  when  they  returned 
from,  the  cabin,  is  distinct  and  unqualified,  that  she  was  com- 
ing down  nearly  in  the  middle  of  the  river.  This  i^,  also,  her 
probable  course,  when  her  destination  is  considered,  she  being 
bound  around  the  Battery  to  reach  her  slip.  She,  coming 
from  the  "Wallabout,  an^  taking  her  course  down  the  river^ 
would  be  under  a  temptation  to  incline  towards  the  New 
York  shore,  and  the  witnesses  on  her  part  all  state  that  such 
was  her  inclination.  Some  of  them  clearly  exaggerate  that 
inclination,  but  on  the  fact  they  are  all  agreed.  This  is  de- 
nied by  the  witnesses  from  the  ferry-boat.  They  say  that  the 
Fairfield  was,  when  they  saw  her,  on  a  course  tending  to- 
wards the  Brooklyn  shore,  and  some  of  them  represent  her  a& 
coming  from  the  foot  of  Market  street,  on  the  New  York 
side,  obliquely,  across  the  river,  toward?  Brooklyn,  near  the 
very  slip  to  which  the  ferry-boat  was  bound — ^in  itself,  not 
only  in  conflict  with  the  witnesses  from  the  Fairfield,  but  a 
most  improbable  story,  and  yet  easily  accounted  for  without 
imputing  intentional  misstatement  to  any  one.  In  the  first 
place,  the  witnesses  on  the  Fairfield  know,  better  than  the 
others  could  know,  her  destination  and  her  course.  Next,  in 
the  obscurity  of  the  evening  twilight,  observation  from  the 
ferry-boat  is  far  less  reliable  than  it  would  be  if  made  in  open 
day.  Again,  the  witnesses  from  the  ferry-boat  did  not  see 
the  Fairfield  until  the  former  had  passed  out  into  the  river 
and  swung  around,  so  as  to  be  headed  up  the  river,  still  under 


168  SOUTHERN  DISTBICrr  OF  NEW  YORK, 

The  America. 


a  starboard  helm,  or  at  about  the  time  her  hehn  was  steadied 
on  her  course  upward.  In  the  making  of  this  movement,  to 
all  eyes  on  the  ferry-boat  the  Fairfield  would  seem  to  be  on  a 
reverse  course,  and,  especially  at  that  time,  and  in  so  imper- 
fect a  light,  the  Fairfield  would  seem  to  be  moving  from 
them,  in  the  opposite  direction.  Very  great  precision  is  rarely 
found  in  the  statements  of  witnesses  on  either  side,  in  cases 
of  this  description,  and  the  imperfect  light  may  have  made 
the  estimates  of  the  witnesses  from  the  Fairfield  in  some  de- 
gree inaccurate,  but  their  statements  are  not  overcame  by 
the  observations  from  the  ferry-boat,  under  circumstances  so 
clearly  adapted  to  deceive  the  observers,  and  when  the  ad- 
mitted movements  of  the  ferry-boat  would  easily  produce  the 
impression  to  which  they  testify,  and  yet  be  in  perfect  har- 
mony with  the  fact,  as  stated  by  the  libellants'  witnesses.  It 
is,  also,  true,  that  the  testimony  as  to  the  distance  of  the  place 
of  collision  from  the  Brooklyn  shore  is  in  conflict,  and  yet  a 
small  allowance,  due  to  the  prejudice  of  the  witnesses  attached 
to  either  vessel,  and,  as  to  passengers,  due  to  their  observa- 
tion, in  which  the  motion  of  the  ferry-boat  was  imputed  to 
the  Fairfield,  leading  them  to  the  belief  that  the  latter  was 
moving  in  the  direction  of  Brooklyn,  removes  this  conflict 
from  any  great  embarrassment.  That  the  Fairfield  was 
slowed,  stopped  and  backed  on  the  instant  that  the  danger  of 
collision  rendered  that  proper,  is  very  clearly  proved. 

A  main  fact,  which  a  just  view  of  all  the  testimony  seems 
to  me  to  establish,  furnishes  to  my  mind  the  test  of  the  re- 
sponsibility for  the  collision ;  and  this  fact  is  not  only  sup- 
ported by  the  witnesses  for  the  libellants,  as  I  have  above 
stated,  but  is  corroborated,  not,  perhaps,  by  the  claimants' 
witnesses  to  their  observation  on  the  course  of  the  Fairfield, 
but  by  their  testimony  to  the  course  of  their  own  boat.  The 
fact  is  this.  At  the  time  when  the  two  vessels  gained  such  a 
position  that  precautions  to  pass  each  other  in  safety  were 
proper,  they  were  approaching  each  other  so  nearly  end  on, 
that  the  rule  that  each  should  keep  to  the  right  of  the  other 
applied  to  them. 
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Whatever  be  the  role  respecting  the  duty  of  ferry-boats  to 
keep  a  lookont  from  the  forward  deck,  one  thing  is  certain, 
that,  in  the  navigation  across  this  crowded  channel,  a  most 
Tigilant  lookout  from  some  place  on  the  boat  is  required, 
and  I  can  hardly  conceive  of  any  navigation  in  which,  in  view 
of  the  interests  of  life  and  property,  and  the  dangers  of  inad- 
vertence, it  ia  more  imperatively  demanded.  It  is,  also,  clear, 
upon  the  proofs  here,  that  the  two  men  who  are  claimed  to 
have  acted  as  lookouts  on  the  bow  of  the  ferry-boat  were 
wholly  useless  as  such.  They  might  as  well  have  been  in  the 
cabin.  They  saw  the  Fairfield,  it  is  true,  before  the  collision, 
but  made  no  report  of  her  approach.  Whether  they  even 
saw  her  before  she  was  seen  by  the  pilot,  who  was  engaged  in 
directing  the  boat  out  of  her  slip  and  into  the  river,  and  bring- 
ing her  around  to  her  course  up  the  river,  is,  at  least,  doubt- 
ful, and,  if  they  did,  they  gave  no  notice. 

It  is,  also,  apparent,  that  the  pilot  himself  did  not  see  the 
Fairfield  until  he  had  accomplished  all  the  manoeuvres  last 
stated,  and  was  near  to  the  Fairfield,  nor  until  she  had  obeyed 
the  rule  which,  in  the  judgment  of  her  pilot,  required  him  to 
pass  to  the  right,  or  port  to  port  of  the  two  vessels. 

The  pilot  of  the  ferry-boat  was  attentive  to  the  endeavor 
to  stem  the  strong  ebb  tide,  and  reach  a  point  up  the  river  at 
which  he  should  make  his  final  sheer  into  his  slip,  and  he 
failed  to  discover  the  Fairfield,  and  learn  her  actual  course  and 
movement,  so  soon  as  it  was  the  dnty  of  either  himself  or 
some  one  who  should  inform  him.  He  heard  the  one  whistle 
of  the  Fairfield,  but  he  was  not  at  liberty  to  await  that  whistle, 
when  the  boats  were  approaching,  as  I  think  they  were,  so 
that  each  should  keep  to  the  right.  This  is  easily  accounted 
for.  It  was  of  importance  to  the  ferry-boat  that  she  should 
be  kept  up  the  river  far  enough,  against  the  strong  ebb  tide, 
to  enable  her  to  swing  readily  around,  so  as  not  to  strike  be- 
low her  slip.  He  was  under  a  strong  motive  not  to  turn  too 
soon  to  accomplish  an  entrance  to  his  slip.  Either  because  he 
did  not  see  the  Fairfield,  and  learn  her  true  course,  soon 
enough,  or  because  he  mistakenly  persisted  too  long  in  keep- 
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ing  the  ferry-boat  up  against  the  tide,  he  did  not  port  hi& 
helm  60  soon  as  he  ought.  He  did  not  do  so  till  after  the 
Fairfield  had  turned  to  the  right,  nor  until,  after  that,  she 
warned  him,  by  her  whistle,  that  she  was  acting  in  conformity 
with  the  rule  which  he  also  was  bound  to  observe  without 
such  warning. 

I  cannot  resist  the  conclusion,  that  the  collision  was  due 
to  the  want  of  proper  and  seasonable  observation  on  board  the 
ferry-boat,  to  imperfect  and  mistaken  observation  when  made 
in  the  dim  twilight,  to  mistake,  in  imputing  to  the  Fairfield 
an  apparent  motion  due  to  the  actual  movement  of  the  ferry- 
boat, to  an  over-anxiety  to  gain  a  distance  up  the  river  against 
the  tide,  to  enable  the  ferry-boat  easily  to  enter  her  slip,  and, 
finally,  to  a  neglect,  from  whatever  cause,  to  turn  to  the  right, 
as  it  was  the  duty  of  the  ferry-boat  to  do,  to  avoid  collision. 

These  conclusions  necessarily  require  that  the  libellants 
have  a  decree,  to  recover  their  damages  and  costs,  and  a  refer* 
ence  to  compute  such  damages  must  be  ordered.  (3  Benedicty 
424.) 

Charles  Donahue^  for  the  libellants. 

Benjamin  D.  Sillima^^  for  the  claimants. 


The  James  A.  Wright. 

A  libel  was  filed,  in  the  District  Court,  against  a  vessel.  D.  appeared,  and  Si^d 
a  claim  to  the  yessel,  as  owner,  and,  with  E.  and  M.,  as  sureties,  gave  a  bond 
for  the  yalue  of  the  vessel,  and  she  was  released.  D.  answered  the  libel,  put- 
ting in  a  defence.  Afterwards,  and  before  the  trial,  D.  died.  No  notice  was 
taken  of  his  death.  The  trial  was  had,  counsel  appearing  for  D.  A  final 
decree  was  rendered  against  the  vessel,  and  a  summary  judgment  against  D., 
E.  and  M.  An  appeal  to  this  Court  was  taken,  on  behalf  of  D.,  the  sureties- 
on  the  bond  for  a  stay  being  E.  and  M.  The  District  Court  was  not  advised 
of  the  death  of  D,  although  his  proctors  knew  of  it.  No  letters  of  administra- 
tion on  the  estate  of  D.  were  taken  out,  until  after  such  final  decree  was  en- 
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tered.    On  the  trial  in  this  Court,  connael  appeared  for  D.,  as  appellant,  and 
urged,  as  ground  for  a  reyersal  of  the  decree,  that,  by  the  death  of  D.,  the  suit 
abated,  and  the  decree  against  him  was  erroneous:  Held,  that  the  snit  did  not 
abate  by  the  death  of  D. 
Whether  the  appeal  was  properly  taken  in  the  name  of  D.,  after  his  death. 

This  Court,  in  decreeing,  on  the  merits,  for  the  appellee,  ordered  that  the  death 
of  D.  be  suggested,  and  that  the  judgment  be  against  £.  and  M. 

Want  of  authority,  in  a  discharged  master  of  a  vessel,  to  contract  for  her  tow- 
age, considered. 

Notice  to  the  towing  vessel,  of  such  want  of  authority,  considered. 

Want  of  authority  to  contract,  on  behalf  of  the  towed  vessel,  that  the  risks  of 
the  towage  should  not  be  borne  by  the  to\i/ing  vessel,  considered. 

Negligence  in  towing  a  vessel  into  a  field  of  ice,  and  then  leaving  her  to  become 
a  total  loss,  con^dered. 

A  total  loss  held  to  have  been  established  by  proof;  but,  the  fact  that  the  answer 
did  not  deny  the  allegation,  in  the  libel,  of  a  total  loss,  and  substantially  ad- 
mitted one,  would  supply  the  place  of  absent  proof. 

The  Commissioner's  report  as  to  the  value  of  the  lost  vessel  not  disturbed,  where 
there  was  conflicting  evidence. 

(Before  Woodruvt,  J.,  Southern  District  of  New  York,  September  23d,  18*72.) 

WooDBUFF,  J.    These  two  appeals  were  heard  together, 
as  they  wer6  tried  below,  (8  Benedictj  248,)  upon  like  plead- 
ings, and  upon  the  same  proofs,  and  the  decision  of  the  one 
necessarily  determines  the  right  of  recovery  in  the  other. 
The  libellants  in  the  first  case  were  the  owners  o^  a  cargo  of 
coal,  laden  on  board  the  canal  boat  or  barge  called  the  Arctic, 
and  the  libellant  in  the  second  case  was  the  owner  of  the  barge 
itself.    The  libels  allege,  that,  on  or  abont  the  27th  of  December, 
1867,  the  barge,  having  the  coal  on  board,  was  lying  at  New- 
burgh,  in  a  safe  and  convenient  place,  and  that  the  steam  tug 
James  A.  Wright,  by  its  agents  and  servants,  against  the  wish 
of  the  libellants,  and  without  authority,  although  forbidden 
to  do  so,  took  the  said  barge,  with  her  cargo,  away  from  New- 
bnrgh,  and  attempted  to  tow  her  to  New  York ;  and  that,  in 
doing  so,  the  said  barge,  and  her  said  cargo,  by  the  fault,  neg- 
ligence, and  want  of  care  of  those  on  the  said  tug,  became 
wholly  lost  to  the  libellants.    The  steam  tug  having,  on  the 
filing  of  the  libels,  been  attached,  and  the  monition  having 
been  served,  Silas  A.  Dakin,  alleging  himself  to  be  sole 
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owner,  appeared  and  claimed  the  steam  tag.     He,  Mdth  James 
T.  Easton  and  James  McMahon,  gave  a  bond  for  the  value  of 
the  tug,  and  she  was  released  from  custody,  and  was  after- 
wards sold  and  sent  from  the  United  States.    Dakin,  as  claim- 
ant, put  in  answers  to  the  libels.    The  answers  do  not  deny 
the  total  loss  of  the  barge  Arctic  and  her  cargo,  but  deny  that 
the  barge  was  taken  in  tow  against  the  will  of  the  libellants, 
or  without  authority,  and  deny  that  they  were  "  lost  to  the 
said  libellants  by  the  fault,  negligence,  and  want  of  care  of  the 
persons  on  the  tug,  but  aver  that  the  same  were  lost  in  the 
manner  set  forth  in  the  answer,"  which  is,  in  substance,  as 
follows :  that,  on  the  27th  of  December,  1867,  the  master  and 
person  in  command,  and  who  exercised  control  over  the  navi- 
gation, of  the  barge,  desired  to  have  her  towed  by  the  claim- 
ant ;  that  the  claimant  endeavored  to  dissuade  him  from  so 
doing,  by  informing  him  of  the  danger  of  the  navigation ; 
that  such  master  made  fast  his  line  to  another  barge  there 
lying,  ready  to  be  towed  by  the  Wright,  and,  notwithstanding 
the  claimant  told  him  he  would  not  tow  him,  and  told  him 
to  take  off  his  line,  persisted,  declaring  that,  as  the  claimant 
had  agreed  to  tow  him  down,  he  would  not  take  off  his  line ; 
that  the  claimant  thereupon  told  him,  that,  if  he  persisted  in 
holding  on^o  the  tow,  he  must  understand  that  the  claimant 
would  not  be  responsible  for  his  boat  and  cargo,  but  that  he 
must  take  all  the  chances  and  risk  of  the  ice  in  the  river ; 
that,  after  this,  the  claimant  told  him  to  take  off  his  line  and 
make  it  fast  to  the  dock,  but  the  said  master  refused  to  fasten 
his  line  to  the  dock,  and  said  he  would  take  all  the  risk  of  ice 
in  the  river ;  that  the  claimant  proceeded  in  his  voyage  most 
carefully,  feeling  his  way  through  the  ice ;  and  that  the  Arctic 
lightly  struck  a  field  or  piece  of  ice,  which  caused  her  to  leak 
some,  and,  not  having  a  proper  pump,  she  slowly  filled,  and, 
although  every  effort  was  made  to  save  her,  on  the  part  of  the 
claimant,  she  sank  in  the  flat  of  the  river. 

About  one  year  after  the  answer  was  put  in,  Dakin,  the 
claimant,  died.  !N'o  notice  was  taken  of  his  death,  and  the 
cause  was  thereafter,  in  March,  1869,  brought  to  trial,  at  which 
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the  proctors  and  counsel  for  the  claimant  attended.  Proofs  were 
taken  at  great  length,  on  both  sides.  The  fact  of  the  death 
of  the  claimant  was  not  called  to  the  attention  of  the  Court, 
nor  was  smf  question  made  that  the  cause  did  not  proceed 
legally  and  regularly  to  the  decree,  which  adjudged  the  tug- 
boat liable,  and  directed  a  reference  to  compute  damages.  On 
the  coming  in  of  the  report,  exceptions  thereto  being  argued, 
a  final  decree  was  entered.  Thereupon,  the  proctors  of  the 
claimant  gave  the  usual  notice,  declaring  that  the  "claimant" 
thereby  appealed  to  the  Circuit  Court,  &c. ;  and  the  former 
stipulators,  Easton  and  McMahon,  gave  the  usual  bond  for  the 
damages  and  costs,  to  stay  the  proceedings.  In  all  this,  no 
notice  was  taken  of  the  death  of  Dakin,  though  it  is  apparent, 
from  the  record,  that  it  was  known  to  his  proctors ;  and  it 
now  further  appears,  that,  during  the  pendency  of  the  suit  in 
the  District  Court,  and  until  after  the  final  decree  therein, 
there  were  no  letters  of  administration  on  his  estate  taken 
out. 

On  the  appeal  to  this  Court,  the  suit  was  again  brought 
to  trial,  and  has  been  fully  heard,  counsel  appearing  pro- 
fessedly for  the  claimant,  as  appellant,  and  counsel  for  the 
libellauts. 

(1.)  The  point  first  to  be  considered,  now,  on  this  appeal, 
urged,  as  ground  for  reversing  the  decree  of  the  District 
Court,  is,  that,  by  the  death  of  the  claimant,  the  suit  abated, 
and  that  it  was  error  to  proceed  therein  to  a  final  decree, 
without  calling  in  the  representatives  of  the  deceased.  On 
that  subject,  I  must  follow  the  declaration  of  the  Supreme 
Court,  in  PenhaUow  v.  Doan^s  AdmW^  (3  DaUas^  54,)  that, 
in  proceedings  in  rem^  in  Admiralty,  the  death  of  a  claimant 
does  not  abate  the  suit,  nor  render  a  subsequent  decree  there- 
in erroneous.  I  deem  it  unnecessary,  after  that  declaration, 
to  discuss  the  question  at  length,  but,  numerous  cases  relating 
to  the  nature  of  such  proceedings,  and  their  conclusiveness  as 
to  all  persons  who  do  not  intervene  for  the  protection  of  their 
interest  in  the  rem  proceeded  against,  and  relating  to  the  sub- 
stituted security  which,  when  a  discharge  of  the  attached 
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vessel  is  obtained,  stands  in  Court  in  lieu  thereof,  tend  to  the 
same  conclusion.  The  vessel  is  the  defendant*  All  the 
world  must  take  notice,  at  their  peril,  that  condemnation  is 
sought.  AU  having  an  interest  may  intervene,  and  if,  by 
death,  or  otherwise,  an  interest  is  transmitted  or  devolved 
upon  persons  not  previously  entitled  to  intervene,  it  is  for 
them  to  protect  their  own  interest,  by  applying  to  the  Court 
for  that  purpose.  The  libellant  should  not  be  affected  by 
their  neglect.  There  is  no  more  reason  why  he  should  take 
notice  of  a  change  of  interest,  than  that  he  should  originally 
have  made  the  owner  of  the  vessel  a  party  to  the  suit.  Until 
some  counter  utterance  from  the  Supreme  .Court,  I  must  hold, 
that  the  libellants  rightfully  proceeded  to  trial  and  decree, 
and  that  therein  is  no  error.  It  was  suggested,  that  the  de- 
cision referred  to  was  made  prior  to  the  Act  of  September  24rth, 
1789,  and  that  that  Act  (1  U.  S.  Stat,  at  Zarge^  90,  §  31,) 
establishes  a  different  rule.  ISTot  so.  The  section  referred  to 
does  not  at  all  relate  to  or  affect  suits  in  Admiralty,  and  the 
Court,  in  the  case  cited,  plainly  announce  a  general  rule,  ap- 
plicable to  such  suits. 

I  do  not,  however,  think  it  clear,  that  the  appeal  to  this 
Court  was  properly  brought.  In  that,  the  deceased  claimant 
is  put  forward  as  an  actor,  seeking  the  aid  of  this  Court,  to 
avoid  the  decree  of  the  District  Court.  Had  the  libellants 
seen  fit  to  move  this  Court  to  dismiss  the  ostensible  appeal, 
the  question  would  have  been  presented ;  and,  if  the  argu- 
ment now  urged  by  the  proctor  for  the  deceased  has  any 
force,  it  might,  perhaps,  have  resulted  in  dismissing  the  pro- 
ceeding from  this  Court,  and  in  leaving  the  decree  as  it  now 
stands  in  the  District  Court.  Whether  a  deceased  claimant 
can  appeal,  is  a  question  that  has  not  been  argued,  and  is  now 
not  material,  except  perhaps  to  determine  whether  this  Court 
ought  to  examine  the  case  on  the  merits,  or  dispose  of  the 
matter  without  such  examination. 

(2.)  Notwithstanding  the  question  last  above  suggested,  I 
have  thought  it  probable,  that,  in  any  event,  the  parties  in 
interest  would  desire  to  know  my  conclusions  upon  the  other 
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questions  raised,  which  include  the  merits  of  the  controversy. 
Those  conclusions  are : 

1st.  That  Dodge,  the  alleged  master  of  the  barge  Arctic, 
had  been  discharged,  had  no  authority  to  employ  the  tug 
boat,  and  coidd  give  to  her  owners  no  warrant  or  excuse  for 
removing  her  from  the  place  of  safety  where  she  lay.  Not^ 
withstanding  his  testimony,  the  direct  testimony  in  contrar 
diction,  and  his  own  conduct  and  admissions,  satisfy  me  that 
no  such  authority  was  given  him. 

2d.  That  Dakin,  the  master  of  the  tug,  was  informed  of 
the  want  of  authority  in  Dodge,  and  was  notified  by  the  per- 
son to  whose  care  the  barge  had  been  committed,  not  to  re- 
move her.  Had  there,  therefore,  been  any  apparent  authority 
in  Dodge,  arising  from  the  facts  that  he  had  once  had  control 
of  the  barge,  and  then  occupied  her  cabin  as  a  sleeping  room, 
(of  which  facts,  however,  it  does  not  appear  that  the  master  of 
the  tug  had  any  knowledge),  the  notice  given  was  enough  to 
put  the  master  of  the  tug  to  enquiry,  and,  when  he  accepted 
the  declaration  of  Dodge,  and  bargained  with  him  to  tow  the 
barge,  he  acted  at  his  peril. 

3d,  Taking  the  authority  of  Dodge  to  have  been  given 
him  in  the  very  terms  stated  by  him,  on  which  the  counsel 
for  the  nominid  appellant  relies,  it  did  not  warrant  the  extra- 
ordinary agreement  which  it  is  alleged  was  made.  Without 
dwelling  on  what  is  claimed  by  the  owners  to  be  a  most  exor- 
bitant and  unreasonable  stipulation  as  to  the  price  for  the 
towage,  he  was  not  authorized  to  relieve  the  tug-boat  from 
the  rules  of  towage,  nor  had  the  master  of  the  tug  any  ground 
for  the  assumption  that  he  had  any  such  authority. 

4th.  Independent  of  the  question  of  negligence,  in  towing 
the  barge  into  a  field  of  ice,  and  subjecting  her  to  injury, 
without  any  care,  painstaking  or  precaution  at  the  time  of  her 
greatest  peril,  it  is  not  shown  that  it  was  necessary  to  leave 
her,  where  she  was  left  after  she  received  her  injury,  to  drift 
off  and  become  a  total  loss. 

5th.  There  is  nothing  in  the  claim  made,  on  this  appeal^ 
that  the  libellants  were  bound  to  make  further  efforts  to  find 
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and  raise  the  barge.  Some  of  the  testimony  which  appears  in 
the  case  may  not  have  been  admissible,  had  objection  been 
made,  but  enough  appears,  I  think,  to  establish  a  total  loss. 
If  there  was  less  proof,  it  is  not  material,  since,  as  already 
stated,  a  total  loss  is  alleged  in  the  libels,  and  is  not  only  not 
denied,  but  the  terms  of  the  answers  quite  plainly  admit  it. 

6th.  Upon  the  conflicting  evidence  in  regard  to  the  value 
of  the  barge,  there  is  no  suflScient  ground  for  saying  that  the 
Commissioner's  report  is  not  warranted  by  the  proofs.  There 
were  estimates  of  her  value  greatly  in  excess  of  the  amount 
reported,  and  there  were  some  that  were  greatly  less.  It  is 
not  a  case  in  which  his  conclusion  from  all  the  testimony 
should  be  disturbed. 

Upon  the  merits,  I  have  no  hesitation  in  saying  that  the 
decree  of  condemnation  Was  proper,  and  that  the  libellants  are 
entitled  to  a  like  decree  in  this  Court,  awarding  them  the 
amount  of  such  decree,  with  interest  and  costs,  unless  counsel 
desire  to  be  heard  on  the  question,  above  suggested,  whether 
the  appeal  to  this  Court  ought  not  to  be  dismissed.  Had  the 
attention  of  the  District  Court  been  called  to  the  fact  that 
Dakin,  one  of  the  bondsmen  on  whose  stipulation  for  value 
the  vessel  was  released,  had  died,  that  Court  would,  probably, 
have  ordered  summary  judgment  against  the  survivors  only. 
The  decree  is,  probably,  invalid  as  to  the  deceased,  and,  if  so, 
was  not  prejudicial  to  any  one.  The  survivors,  certainly,  are 
not  prejudiced  thereby.  But,  the  summary  judgment  in  this 
Court  should  contain  a  suggestion  of  the  death  of  Dakin,  and 
be  entered  against  the  other  stipulators. 

Oliver  P.  Buel^  for  the  libellants. 

Dennis  McMahon^  for  the  claimant. 
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The  Mabtin  Wynooop. 

Inhere  a  libel,  in  rem^  for  a  collision,  allied,  tliat  the  collision  occurred  because 
the  vessel  sued  shifted  her  helm  from  starboard  to  port,  and  it  was  not  clear, 
on  the  evidence,  that  that  was  the  fact,  but  the  libel  also  alleged  that  the 
vessel  sued  could  easily  have  avoided  the  collision,  but  was  so  negligently 
and  carelessly  navigated,  that  she  ran  into  the  other  vessel,  which  was  lying 
disabled,  and  the  evidence  sustained  such  allegation :  Beld,  that  the  failure 
to  prove  the  alleged  mode  in  which  the  colHsion  occurred  was  no  ground  for 
refusLDg  a  decree  to  the  libellants. 

(Before  Woodbttft,  J.,  Southern  District  of  New  York,  September  28d,  1872.) 

WooDEUFF,  J.  I  concur  in  the  conclusion  of  the  learned 
District  Judge,  by  whom,  more  than  nineteen  years  ago,  this 
case  was  decided.  The  libellants'  schooner  was  suddenly  dis- 
abled, and,  whUe,  with  all  diligence,  her  captain  and  crew 
were  making  the  necessary  repair,  by  which  alone  the  schooner 
could  be  steered,  the  vessel  meantime  lying  with  her  head  to 
the  wind,  and  with  little  or  any  motion,  except  with  the  cur- 
rent, the  sloop,  the  Martin  Wyncoop,  having  a  range  of  the 
whole  breadth  of  the  North  river,  nearly  three  miles  at  the 
point  in  question,  ran  into  her,  aiid  caused  the  daniage  for 
which  recovery  herein  was  sought.  I  cannot  find  that  the 
schooner  or  her  crew  omitted  any  practicable  and  reasonable 
precaution  to  prevent  the  collision,  or  that  they  did  anything 
which  contributed  thereto ;  and,  that  the  sloop  had  abundance 
of  time  and  opportunity  to  see  and  avoid  the  schooner,  is 
most  palpable. 

It  is,  however,  most  urgently  insisted,  that  the  decree 
fihould*be  reversed,  because  the  precise  mode  in  which  the 
vessels  were  brought  together,  as  stated  in  the  libel,  is  not 
confirmed  by  the  proofs ;  that  is  to  say,  that  it  is  stated  in  the 
libel,  that  the  sloop  had  her  tiller  to  starboard,  and  would 
have  cleared,  and  was,  in  fact,  clearing  the  schooner,  when 
her  tiller  was  shifted  to  port,  and  she  was  thereby  directed 
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and  navigated  into  the  schooner.  It  is  claimed,  that  not  only 
the  positive  testimony,  but  the  manner  in  which  the  blow  was 
given  and  received,  disproves  this  allegation. 

There  is,  no  doubt,  some  diflBculty,  upon  the  proofs,  to 
explain  precisely  how  the  two  vessels  got  into  the  position  in 
which  they  were  at  the  moment  of  the  blow,  that  is,  star- 
board bow  to  starboard  bow,  for  that  is  the  preponderance  of 
the  evidence.  But,  the  allegation  in  the  libel  relates  to  the 
time  when  the  danger  was  imminent,  when  those  on  board 
the  schooner  had  actually  hailed  the  on-coming  sloop,  when, 
as  I  think,  for  want  of  a  proper  lookout  on  the  sloop,  she  had 
got  herself  in  too  near  proximity  to  the  schooner,  and  when, 
whether  it  is  true  that  she  ported  her  helm,  or,  in  the  excite- 
ment of  the  peril,  neglected  to  keep  off  sufficiently,  ought 
not  to  be  made  the  test  of  the  right  of  recovery.  The  sub- 
stantial fact  stated  in  the  libel,  that,  at  a  time  when,  at  such 
distance  from  the  schooner  that  she  could  easily  have  passed 
on  either  side  of  her,  she  was  so  negligently  and  carelessly 
navigated  that  she  ran  into  her,  is,  I  think,  fully  proved.  On 
that  ground  the  libellants  should  have  a  decree,  for  the  amount 
decreed  below,  with  interest  and  costs. 

diaries  Donohue^  for  the  libellants. 

Robert  D.  Benedict^  for  the  claimants. 


The  Exchange. 


Obaeryations  as  to  the  nayigation  of  ferry-boats  on  the  ferries  between  New 
York  and  Brooklyn,  and  of  other  vessels  with  reference  to  such  ferry-boats, 
and  as  to  their  reciprocal  rights  and  duties. 

A  vessel  anchored,  in  the  afternoon,  in  the  track  of  one  of  such  ferries.  She 
was  requested,  by  the  ferry  boats,  to  remove,  but  did  not  In  the  nighty  a 
fog  arose.  The  vessel  used  no  audible  means  to  give  notice  where  she  was, 
and  a  ferry  boat,  using  all  caution,  and  giving  proper  audible  signals,  collided 
with  the  vessel,  and  damaged  her.  On  a  libel  by  her  owner,  against  the  ferry- 
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boat:  Hdd,  (1.)  That  the  yeflael  shonld  not  have  anchored  where  she  did; 
(2.)  That  she  shonld,  on  request,  have  changed  her  anchorage ;  (3.)  That  she 
was  in  fault,  in  giving  no  audible  signals ;  (4.)  That  the  ferry-boat  was  not  in 
bolt 

(Before  Woodruff,  J.,  Southern  District  of  New  York,  September  28d,  1872.) 


TVooDBTTFF,  J.  The  libel  herein  was,  I  think,  properly 
dismissed,  upon  either  of  several  grounds,  involving  fault  in 
the  bark  EUingwood,  the  libellants'  vessel,  injured  by  the  col- 
lision with  the  Exchange,  and  also  on  the  ground,  irrespective 
of  fault  in  the  bark,  that  the  Exchange  was  itself  free  from 
&nlt. 

It  is  true,  that,  having  respect  only  to  the  private  interests 
and  merely  personal  rights  of  the  parties,  the  law  has  no 
favorites.  Owners  of  ferry-boats  have  not,  in  their  own  be- 
half any  exclusive  privileges  of  navigation  over  owners  of 
other  vessels.  But  it  does  not  follow  that  the  business  of 
running  a  ferry  between  two  crowded  cities,  where  tens  of 
thousands  of  persons  pass  and  repass  daily,  and  must  neces- 
sarily pass  at  all  hours  of  the  day,  and  in  all  weather,  is  not 
governed  by  rules  which,  on  the  one  hand,  involve  more 
stringent  responsibility  for  care,  vigilance,  and  caution,  and, 
on  the  other,  secure  to  them  more  than  ordinary  diligence  on 
the  part  of  others,  for  their  protection.  The  ferries  between 
New  York  and  Brooklyn  are  a  public  necessity.  Their  man- 
agers are,  more  than  ordinary  carriers,  either  of  freight  or 
passengers,  public  servants.  The  public  are  especially  inter- 
ested in  the  good  management  and  safe  conduct  of  these 
femes.  Hence,  they  are  largely  under  the  control  of  the 
authorities  of  the  State  and  city. 

It  is  not  necessary  to  hold,  that,  from  this,  results  such  an 
exclusive  privilege,  that  the  interests  of  commerce  are  to  be 
disregarded,  or  that  navigation  is  to  be  unnecessarily  hindered. 
So  far  as  possible,  the  running  of  the  ferry-boats,  and  the 
navigation  of  the  river  by  ordinary  boats  and  vessels,  are  to 
be  harmonized,  so  that  neither  may  impede  the  other.  But, 
by  60  much  as  the  protection  of  large  numbers  of  human  lives, 
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the  prosecution  of  the  daily  business,  and  even  the  mainte- 
nance and  support,  of  large  numbers,  cast  upon  the  managers 
of  the  ferries  the  duty  to  be  prompt,  regular,  active,  vigi- 
lant, and  careful,  by  so  much,  the  same  considerations  cast 
upon  others  the  duty  of  abstaining  from  whatever  will 
make  the  management  of  the  ferry  needlessly  difficult  or 
dangerous. 

If  the  time  shall  hereafter  arrive  when  the  number  of 
ferries  required  between  the  two  cities,  and  the.  number  of 
boats  to  be  run  thereon,  shall  be  so  great,  that  safe  anchorage 
ground  in  the  river,  where  they  cross,  cannot  be  found,  with- 
out interrupting  the  ferries,  or  rendering  passage  thereon 
dangerous,  then  the  enquiry  will  arise,  whether  vessels  en- 
gaged in  ordinary  navigation  must  not  seek  other  anchorage ; 
and  that  enquiry  will  arise,  not  as  a  mere  question  of  abstract 
private  right,  it  will  not  be  determined  out  of  any  especial 
regard  to  ferry  managers,  in  their  merely  private  interests, 
but  it  will  be  a  question  of  public  interest.  At  present,  it  is 
sufficient  to  say,  that,  while  the  river  is  a  great  national  high- 
way, and  is  open  to  navigation  by  all,  all  who  navigate  it  are 
bound  to  have  respect,  not  merely  to  the  ordinary  rights  of 
others,  but  to  consider  the  nature  of  the  business  of  such 
others,  and  the  exigencies  which  that  business  involves. 

Without  affirming,  and,  certainly,  without  denying,  the 
validity  of  the  State  and  city  legislation,  designed  for  the  pro- 
tection of  the  lives  and  safety  of  passengers  on  the  ferries, 
and  intended  to  facilitate  the  conduct  of  business  so  import- 
ant not  only  to  both  cities,  but  to  the  country  having  busi- 
ness intercourse  with  those  cities,  it  is  obvious,  that  that 
legislation  rests  upon  the  principles  above  stated,  and  those 
principles  are  to  be  recognized  and  applied,  whether  such 
legislation  is  valid  or  not. 

In  the  present  case,  it  is  shown,  that  the  bark  EUingwood, 
the  vessel  of  the  libellants,  bound  for  the  foot  of  21st  street 
in  the  North  river,  came  up  from  below,  in  the  afternoon  of 
the  6th  of  December,  1864 ;  and  that,  instead  of  going  up  the 
North  river,  to  her  destination,  she  came  up  the  East  river, 
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and,  between  five  and  six  o'clock  in  the  afternoon,  anchored 
in  the  East  river,  in,  or  very  nearly  in,  the  track  of  the  ferry 
between  Wall  street,  New  York,  and  Montague  street,  Brook- 
lyn. The  evening  was  clear,  and  she  was  seen  and  twice  suc- 
cessively hailed  from  the  ferry-boats,  informed  that  she  was 
in  the  track  of  the  ferry,  and  requested  to  remove  to  anchor- 
age ground  lower  down,  out  of  the  way  of  the  ferry-boats. 
No  attention  was  paid  to  the  request.  The  ferry-boats  suc- 
ceeded in  avoiding  her  during  the  evening.  But,  in  the  morn- 
ing, when  the  ferry-boats  resumed  their  usual  trips,  a  dense 
fog  was  over  the  river,  and,  notwithstanding  the  most  pains- 
taking vigilance,  the  most  careful  lookout,  and  the  constant 
giving  of  signals  by  the  ferry-boat,  the  ferry-boat  Exchange 
came  in  contact  with  the  bark,  doing  some  damage,  for  which 
her  owners  filed  the  libel  herein.  The  bark  gave  no  notice 
of  her  presence  or  near  neighbourhood  in  the  morning,  by 
bell,  horn,  or  otherwise,  and  could  not  be  seen  from  the  ferry- 
boat, until  she  was  so  near  that  the  collision  was  inevitable. 

The  bark  should  not  have  anchored  where  she  did.  I  do 
not  say  that  she  was  in  fault  in  coming  into  the  East  river. 
At  the  hour  when  she  anchored,  it  may  have  been  too  late  to 
expect  safely  to  enter  the  slip,  or  come  to  the  wharf,  at  21st 
street,  on  the  North  river,  or  there  may  have  been  some 
difficulty  in  finding  a  suitable  and  convenient  anchorage  on 
the  North  river  side,  though  no  reason  has  been  given,  on 
behalf  of  the  libellants,  why  she  came  up  into  the  East  river 
at  all.  Be  the  reason  what  it  may,  there  is  an  utter  failure  to 
show  any  reason  for  selecting  the  place  where  she  did  anchor. 
The  bark  should  have  given  heed  to  the  requests  made  by 
those  on  the  ferry-boat,  and,  admonished  thereby,  have 
changed  her  anchorage.  It  is  not  proved,  or  even  claimed, 
that  this  was  not  entirely  practicable.  It  is  not  too  much  to 
say,  that,  choosing  such  a  place  to  anchor,  and  persisting  in 
lying  there,  notwithstanding  the  warning  she  received,  the 
bark  took  the  risk  of  any  collision  with  a  ferry-boat  navigated 
with  ordinary  care  and  caution.  It  is  still  more  obvious,  that 
she  took  the  risk  of  a  collision,  in  the  on-coming  dense  fog, 
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which  occurred  in  spite  of  very  special  and  diligent  care  and 
caution  on  the  part  of  the  ferry-boat. 

The  bark  should  have  given  notice  of  her  location,  ap- 
prising the  ferry-boat  of  their  near  approach,  by  bell  or  fog- 
horn, in  the  morning.  It  is  claimed,  that,  because  those 
navigating  the  ferry-boat  had  seen  her  where  she  was  the 
evening  previous,  they  were  bound  to  take  notice  of  her  loca- 
tion in  the  morning,  and  avoid  her,  notwithstanding  her 
omission  in  this  respect.  If  the  ferry-boat  was  bound  to  as- 
sume that  she  remained  stiU  at  anchor  at  that  place,  and  that 
she  had  not  moved,  as  twice  requested,  and  was  not  at  liberty 
to  infer,  from  the  absence  of  the  sound  of  bell  or  horn,  that 
she  was  no  longer  there,  then  it  is  true  that  knowledge  of  her 
location  the  previous  evening  required  that  the  ferry-boat 
should  be  more  vigilant  than,  without  such  knowledge,  was 
required  of  her ;  but,  that  is  all.  She  was  not  bound  to  sus- 
pend her  trips,  and  it  is  not  shown  that  she  omitted  any 
reasonable  precaution  to  make  her  passage  safely. 

Finally,  the  libellants  have  failed  to  show  any  fault  on  the 
part  of  the  ferry-boat.  She  was  not  bound,  and  the  Court 
cannot  say  she  was  at  liberty,  in  a  dense  fog,  to  depart  from 
her  usual  course.  The  cousequences  of  her  doing  so  cannot 
be  foreseen.  K  she  had  voluntarily  done  it,  and  collision 
with  some  other  vessel  properly  lying  out  of  such  usual 
course  had  happened,  and  injury  to  her,  or  to.  the  lives  and 
property  she  herself  carried,  had  followed,  she  could  not  have 
been  justified. 

The  libel  was  properly  dismissed,  and  the  dismissal  must 
be  decreed,  with  the  costs  of  appeal. 

Chwrlea  Donohue^  for  the  libellants. 
Benjamin  D.  SiUiman^  for  the  claimants. 
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Joseph  A.  Spragxte  and  otitees 
The  Cocheco  Manufacturing  Company. 

B.,  as  trustee  under  a  will,  held  five  shares  in  the  stock  of  a  Massachusetts 
corporation,  represented  by  a  certificate  issued  to  him,  as  "  B.,  trustee,"  in 
1867.  In  1863,  a  Court  o(  Massachusetts,  in  a  suit  against  B.,  in  which  he 
appeared,  removed  him  from  his  trusteeship,  and  appointed  another  trustee 
in  his  place,  aud  ordered  the  cerUficates  of  stock  of  the  trust  estate  to  be 
deliyered  and  assigned  by  P.  to  the  new  trustee,  and,  in  default  thereof,  the 
asdgnment  of  the  shares  to  be  made  by  a  master.  The  master  assigned  the 
fire  shares  to  the  new  trustee,  who  exhibited  the  assignment  to  the  corpora- 
tion, and  demanded,  a  transfer  of  the  shares  on  its  books  and  a  certificate 
therefor  to  him.  The  corporation  had  notice  of  the  suit,  and  of  the  proceed- 
ings and  decree  in  it,  and  paid  dividends  on  the  shares  to  the  new  trustee. 
Afterwards,  and  in  1866,  H.  obtained  from  S.  a  loan  of  money  on  a  delivery 
and  pledge  of  the  certificate  issued  to  B.  It  had  annexed  to  it  a  form  of 
assignment,  with  no  name  of  an  assignee,  and  a  power  of  attorney  to  transfer 
the  shares,  dated  in  1858,  and  signed,  "  B.,  trustee,"  and  witnessed,  but  with 
no  name  of  an  attorney  in  it.  S.  made  the  loan  without  notice  of  the 
proceedings  in  Massachusetts,  or  of  any  breach  of  trust  by  B.  Afterwards, 
S.,  with  the  assent  of  EL,  inserted  his  own  name,  as  assignee  and  attorney, 
in  the  power,  and  presented  it  to  the  corporation,  and  asked  for  a  transfer  of 
the  shares  to  himself,  and  a  certificate  therefor.  It  was  refused,  S.  then  sued 
the  corporation  to  reco?er  the  ?alue  of  the  shares :  Held,  that  the  suit  could 
not  be  maintained. 

(Before  Woodkoww,  J.,  Southern  District  of  New  York,  September  28d,  1872.) 

Woodruff,  J.  Edward  Belknap  was  truBtee,  under  the 
will  of  John  Belknap,  late  of  Boston,  in  Massachusetts, 
deceased,  and,  as  such  trustee,  he  held  five  shares  of  stock  in 
the  Cocheco  Manufacturing  Company,  a  corporation  created 
by,  and  doing  business  in,  Massachusetts,  ^^  to  be  held  in  trust 
and  managed,"  with  other  property,  for  the  purposes  in  the 
will  of  the  deceased  specified,  which  were,  the  appropriation 
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of  the  income,  as  directed,  until  the  death  of  the  testator's 
widow,  and  then  to  divide  the  principal,  as  also  directed. 

On  the  26th  of  May,  1859,  a  suit  was  commenced  by  one 
of  the  beneficiaries,  in  the  Supreme  Judicial  Court  of  Mas- 
sachusetts, (which  Court  had  full  power  and  jurisdiction  in 
.  the  premises,)  against  the  said  Edward  Belknap,  to  remove 
him  from  the  trust,  for  misfeasance  therein.  In  that  suit, 
the  said  Edward  Belknap  was  represented  by  counsel,  and 
such  proceedings  were  had  therein,  that  Charles  Amory  was 
appointed  receiver  of  the  trust  estate,  pending  the  suit,  and 
Belknap  was  enjoined  against  transferring  or  assigning  the 
same ;  and  thereafter,  on  the  23d  of  February,  1863,  a  decree 
was  made-  removing  the  said  Belknap  from  the  office  of  trustee 
under  the  said  will,  and  appointing  the  said  Charles  Amory 
and  J.  Ingersoll  Bowditch  trustees  in  his  stead,  and  directing 
the  said  Belknap  to  assign  and  transfer  the  trust  estate  to  the 
new  trustees,  and  to  deliver  to  them  all  deeds,  mortgages, 
certificates,  &c.,  relating  to  the  trust  estate,  and  a  reference 
was  ordered  to  a  master  to  take  an  account  of  the  trust  estate, 
&c.  On  the  coming  in  of  the  master's  report,  and  on  the  16th 
of  April,  1864,  a  final  decree  was  made,  ascertaining  and 
fixing  the  amounts  of  arrears  of  income  due  to  certain  of  the 
beneficiaries,  settling  the  costs  and  counsel  fees  to  be  paid, 
and  directing  the  application  of  the  moneys  in  the  hands  of 
the  receiver,  &c.,  and  ordering,  that,  in  case  the  said  Edward 
Belknap  should  neglect  or  fail  to  deliver  up  to  the  said 
Amory  and  Bowditch,  the  new  trustees,  the  several  certificates 
of  corporate  stock  and  mortgages  belonging  to  the  trust  estate, 
and  assign  and  transfer  the  same  to  them,  then  the  said 
master  in  chancery  be,  and  he  thereby  was,  authorized  to 
execute  and  deliver  to  the  said  trustees  proper  transfers, 
&c.,  of  said  shares  and  mortgages,  so  as  to  vest  the  property 
therein  in  the  said  trustees.  Thereupon,  and  before  the 
transaction  of  the  18th  of  June,  1866,  through  which  the 
plaintiflfe  claim  to  be  entitled,  the  master  in  chancery  executed 
an  assignment  of  the  stock  now  in  question  to  the  new  trustees, 
which  was  exhibited  to  the  defendant,  and  a  demand  was 
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made  upon  the  defendant  for  the  transfer  of  the  stock  on  the 
defendant's  books,  and  for  a  new  certificate  in  the  name  of 
such  new  trustees.  Of  the  pendency  of  this  suit,  and  of  the 
orders  and  decrees  therein,  the  defendant  had  notice,  and, 
during  the  continuance  of  the  receivership,  the  dividends 
declared  on  the  stock  were  paid  to  the  receiver,  and  thereafter 
to  the  said  new  trustees. 

After  all  this  had  taken  place,  one  Saphael,  professing  to 
act  for  the  benefit  of  one  Hudson,  on  the  18th  of  June,  1866, 
applied  to  the  plaintiffs  in  this  suit  for  a  loan  of  two  thousand 
dollars,  to  be  repaid,  with  interest,  in  sixty  days,  proffering, 
as  collateral  security,  the  certificate  idsned  to  Edward. Belk- 
nap, trustee,  dated  March  9th,  1857,  for  the  said  five  shares 
of  the  capital  stock  of  the  defendant,  the  said  certificate  hav- 
ing annexed  thereto  a  paper,  in  the  form  of  an  assignment, 
but  without  containing  the  name  of  any  assignee,  and  with 
power  of  attorney  to  transfer  the  stock,  but  without  naming 
or  designating,  directly  or  indirectly,  any  attorney,  dated 
December  20th,  1868,  and  signed,  "Edward  Belknap, 
trustee,"  and  purporting  to  be  attested  by  a  witness.  The 
plaintiffs,  having  no  notice  of  the  proceedings  in  Massachu- 
setts, and  being  assured  by  Raphael  that  the  stock  was 
"  genuine  stock,"  and  by  a  person  who  was  the  agent  of  the 
defendant  in  New  York,  in  selling  its  goods,  that  the  certifi- 
cate was  a  genuine  certificate,  and  that  stock  in  the  defend- 
ant's corporation  was  worth  seven  or  eight  hundred  dollars  a 
share,  and  believing  such  representations,  and  having  no 
notice  of  any  breach  of  trust  by  Belknap,  made  the  said  loan, 
and  received  from  Kaphael  the  certificate,  and  the  paper  an- 
nexed, signed  by  Belknap.  The  plaintiffs,  by  the  assent  of 
[Raphael,  then  filled  up  the  last-named  paper,  by  inserting 
their  own  names  as  assignees,  and  as  attorneys  to  transfer  the 
stock  therein  named,  and  presented  it  to  the  defendant,  and 
demanded  a  transfer  of  the  said  stock,  and  a  new  certificate 
in  their  own  names,  when  they  were  informed  that  the  stock 
was  the  property  of  trustees  under  the  said  will  of  John 
Belknap,  and  that  Edward  Belknap  had  been  removed  from 
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the  tnist,  and  new  trustees  appointed  in  his  place,  and  a 
transfer  and  new  certificate  to  the  plaintiffs  was  reused.  The 
plaintiffs  then,  claiming  to  be  so  authorized  by  the  said  an- 
nexed power  of  attorney,  filled  np  the  blank  aasignment  and 
power  printed  on  the  back  of  the  said  certificate  of  stock,  and 
again  demanded  that  it  be  received  and  recorded,  and  a  new 
certificate  be  issued  to  the  plaintiffs,  and  the  defendant  again 
refused.  Whereupon,  this  action  is  brought  against  the  de- 
fendant, to  recover  the  value  of  the  stock,  as  damages. 

There  are  some  other  details  given  in  the  case,  as  agreed 
upon  by  counsel,  but  the  foregoing  are  all  that  I  deem  ma- 
terial to  the  decision  I  am  called  upon  to  make. 

The  defendant  rests  on  the  title  of  the  new  trustees,  at 
whose  request  and  at  whose  risk  the  action  is  defended.  The 
certificate  of  stock  certifies,  that  "  Edward  Belknap,  trustee," 
is  proprietor  of  five  shares  in  the  corporate  property  of  the 
Cocheco  Manufacturing  Company,  "  which  shares  are  trans- 
ferable by  assignment  on  the  back  hereof,  and  recorded  by 
the  treasurer  of  said  corporation,  and,  upon  delivery  of  such 
assignment  of  this  certificate,  a  new  certificate  or  certifi- 
cates shall  be  issued,  according  to  the  interest  of  the  par- 
ties," and  is  duly  attested  under  the  corporate  seal,  March 
9th,  1857. 

A  very  important  question  is  at  once  suggested  by  the 
case  so  made :  Is  the  stock  of  a  corporation  in  the  State  of 
Massachusetts  so  within  the  power  of  its  Courts,  (having,  so 
far  as  the  case  discloses,  all  proper  parties  before  them,)  that 
their  decree  will  operate  upon  the  title  of  the  stock,  and  may 
transfer  it  to  a  third  person,  notwithstanding  the  certificate 
therefor,  in  the  form  above  stated,  is  outstanding  ?  I  say, 
with  proper  parties  before  it,  because  Belknap,  the  holder  of 
the  legal  title,  was  a  party,  and  the  plaintiffs  have  not  shown 
the  title  of  any  other  person  acquired,  or  conjectured  to  have 
been  acquired,  prior  to  the  decree  removing  him  from  his 
trust,  and  awarding  the  stock  to  his  successors  in  the  trust. 
If  such  stock  cannot  be  reached  by  the  Courts,  and  dealt 
with  as  right  and  justice  may  demand,  it  would  be  interesting 
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to  enquire  how  stock  can  be  attached  and  be  subjected  to  the 
payment  of  the  debts  of  the  owner.  How  can  it  be  reached 
and  appropriated  to  the  payment  of  judgments  recovered, 
either  by  taking  on  execution,  or  by  a  proceeding  in  equity 
in.  favor  of  judgment  creditors  ?  How,  especially,  shall  the 
property  of  an  absconding  debtor  in  stock  held  by  him  be 
reached  and  applied  ?  After  all  means  have  been  exhausted, 
through  regular  judicial  proceedings,  is  the  corporation 
bound  to  recognize  the  title  of  one  who,  years  afterwards, 
produces  the  certificate,  with  the  signature  of  the  former 
owner  to  a  blank  assignment,  and  proves  that,  since  such 
judicial  proceedings,  he  has  advanced  money  on  the  faith  of 
the  certificate  ?  Has  the  rule,  ca/veat  emptor,  no  application 
to  sales  of  stock  ?  Have  the  usages  of  banks  and  brokers  in 
New  York,  (which  are  certified  to  me  in  this  case,)  to  advance 
money  upon,  and  to  buy  and  sell  on  the  faith  of,  such  papers, 
legal  efficiency  to  make  the  Courts  powerless  to  protect  bene- 
ficiaries, and  to  compel  payment  to  creditors,  because  the 
holder  may  succeed  in  keeping  the  certificate  of  stock  beyond 
their  reach  ?  I  am  not  prepared  to  hold  that  stock  in  a 
corporation  is  not  a  chattel  interest,  or  that  the  certificate 
of  stock  gives  to  the  stock  itself  the  character  of  negotia- 
bility which  belongs  to  commercial  paper  under  the  law 
merchant. 

I  do  not  think  it  necessary  to  discuss  the  questions  thus 
raised  at  great  length,  nor  is  it  important  to  this  case,  to  bring 
into  view,  for  the  purpose  of  analogy,  the  various  instances  in 
which  possession  of  just  such  papers  may  be  obtained  by  fraud 
or  theft,  or  in  which  a  person  may  have  their  possession  with- 
out the  knowledge  or  consent  of  the  owner,  or  when,  though 
poEsession  be  entrusted  to  him,  he  may  have  no  authority  in 
fact  to  dispose  of  the  stock.  !l^or,  in  this  esse,  is  it  necessary 
to  affirm  or  deny  the  other  arguments  by  which  the  defence 
herein  is  sustained.  It  is  sufficient,  for  the  decision  of  the 
case,  that  I  should  say,  that  the  decree  of  the  Court  in  Mas- 
sachusetts, and  the  assignment  there  made  by  the  Master  in 
Chancery,  is  a  full  protection  to  the  defendant  against  a  claim 
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made  by  the  plaintifis,  nnder  a  transfer  to  them  after  such 
decree  and  afisignment,  unless  they  show,  that,  before  such 
decree,  the  person  from  whom  they  claim,  and  to  whom  they 
advanced  their  money,  had  acquired  from  the  former  trustee 
a  title  which  was  good  as  against  his  successors.  This  they 
have  not  shown.  Without,  therefore,  considering  whether 
the  paper  signed  by  the  former  trustee,  which  assigned  to  no 
one,  and  which  authorized  no  one  to  transfer  the  stock, 
should,  under  any,  and,  if  so,  what  circumstances,  be  deemed 
to  authorize  the  holder  to  fill  the  blanks,  I  am  satisfied  that 
the  plaintiffii  have  failed  to  show  title  to  the  stock,  of  any 
efficiency,  as  against  the  new  trustees,  or  as  against  the  defend- 
ant, having  notice  of  the  decree  and  proceedings  under  the 
same,  to  invest  the  new  trustees  with  the  title. 

The  judgment  is  ordered  for  the  defendant,  with  cosljp. 


Charles  H.  Smithy  for  the  plaintiffs. 
Charles  F.  Blake^  for  the  defendant. 


William  Dibblee,  Plaintiff  in  Ebbob 

r 

Gad  Sheldon,  Defendant  in  Eeeoe. 

Where  a  vendee  pnrchaees  goods  by  means  of  sach  fraudulent  representations 
as  entitle  the  vendor  to  disaffirm  the  sale  and  reclaim  the  goods  as  his  own 
property,  and  the  vendor,  after  disoovering  the  fraud,  Tolnntarily  brings  an 
action  on  the  contract  of  sale  and  purchase,  to  recover  the  price,  that  is,  as 
matter  of  law,  an  affirmance  of  the  sale,  and  the  vendor  cannot  thereafter  set 
up  title,  and  claim  the  goods,  on  the  g^und  of  the  original  fraud. 

(Before  Woodbcfp,  J.,  Ck>nnecticat,  September  24th,  1672.) 
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Woodruff,  J.  The  single  question  raised  by  the  bill  of  ex- 
ceptions in  this  case  is  this  :  Where  a  vendee  purchases  goods 
by  the  means  of  such  fraudulent  representations  as  entitle  the 
vendor  to  disa£Srm  the  sale  and  reclaim  the  goods  as  his  own 
property,  and  such  vendor,  after  discovering  the  fraud,  volun- 
tarily brings  an  action  on  the  contract  of  sale  and  purchase, 
to  recover  the  price,  is  that,  as  matter  of  law,  an  affirmance  of 
the  sale,  or  may  he  thereafter  set  up  title,  and  claim  the 
goods,  on  the  ground  of  the  original  fraud  ?  On  the  trial,  the 
bringing  of  such  suit  was  held  an  affirmance  of  the  original 
sale,  and  the  Judge  declined  to  submit  to  the  jury  to  deter- 
mine the  intent  of  the  vendor  therein,  or  iis  effect  or  operation 
on  the  rights  of  the  parties. 

The  defendant  in  error,  who  was  the  plaintiff  in  the  Dis- 
trict Court,  is  the  assignee  in  bankruptcy  of  A.  F.  &  S.  E. 
Loomis.  That  firm  had  purchased  certain  tobacco  from  one 
Mitchelson,  by  what,  for  the  purposes  of  the  case  in  error, 
must  be  assumed  to  have  been  fraudulent  representations. 
The  defendant  gave  evidence  tending  to  prove,  that,  upon  the 
discovery  of  the  fraud,  and  on  the  26th  of  November,  1869, 
Mitchelson  wejit  to  the  tobacco  house  of  the  purchasers,  to 
try  to  get  back  his  property,  and  there  found  the  tobacco. 
He  there  saw  John  D.  Loomis,  to  whom  he  had  been  informed 
the  vendees  had  made  a  pretended  sale  of  the  tobacco,  and 
who  had  taken  possession  thereof,  and  claimed  it  as  his  own. 
He  informed  the  said  John  D.  that  he  wanted  to  get  his  to- 
bacco back,  and  offered  to  give  to  him  $100  if  he  would  give 
it  up  to  him.  John  D.  refused,  and  Mitchelson  "  tried  all  he 
could  to  induce  him  to  give  it  up,  without  success."  He  then 
enquired  of  him  concerning  the 'time  when  he  purchased  the 
tobacco.  He  then  employed  a  brother,  Winthrop  Loomis,  to 
use  his  influence  with  John  to  induce  him  to  give  up  the  to- 
bacco, but  John  refused.  Afterwards,  on  the  29th  of  the 
same  month,  he  consulted  counsel,  and  thereupon  commenced 
an  action  of  assumpsit,  in  the  State  Court,  against  the  original 
vendees  of  the  tobacco,  the  declaration  wherein  contained  the 
conmion  money  counts  and  counts  for  goods,  wares  and  mer- 
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chandise  sold  and  delivered,  &c.,  in  form,  to  recover  the  price 
of  the  tobacco  sold.  In  the  writ  issued  in  such  suit,  the 
sheriff  was  directed  to  attach  the  goods  and  chattels  of  the 
said  A.  F.  &  S.  JE.  Loomis,  and  the  counsel  issuing  the  writ 
caused  the  tobacco  in  question  to  be  attached,  as  the  property 
of  the  defendants  in  the  writ,  the  original  vendees.  The  writ 
was  made  returnable,  and  was  returned,  to  the  then  next 
December  term  of  the  Court. 

I  do  not  feel  called  upon  to  discuss  at  length  the  question 
thus  raised.  It  seems  to  me  very  plain,  that  the  ruling  of  the 
Judge,  at  the  trial  below,  was  correct.  The  original  owner, 
after  seeking,  in  vain,  to  obtain  the  possession  of  the  tobacco, 
after  finding  that  there  was  an  adverse  claim  set  up  by  an 
alleged  or  pretended  purchaser  from  the  fraudulent  vendees, 
voluntarily  affirmed  the  original  contract  of  sale.  He  had 
full  knowledge  of  all  the  facts.  He  was  at  liberty  to  disaffirm 
the  sale,  and,  by  an  action  of  tort,  to  assume  to  contest  the 
validity  of  John's  title.  He  was  equally  at  liberty  to  insist 
upon  the  contract  of  sale  and  claim  payment  from  his  ven- 
dees. With  full  knowledge  of  the  fraud,  he  was  as  competent 
to  affirm  the  sale,  as  he  wotild  have  been  to  make  the  sale, 
had  all  the  facts  been  known  to  him  when  the  sale  was  made. 

It  is  claimed,  that  the  question  of  intent  should  have  been 
submitted  to  the  jury,  and  that  they  should  have  been  per- 
mitted to  say  whether  he  intended,  when  he  brought  the  suit, 
to  waive  his  right  to  reclaim  the  property.  But  it  is,  upon 
undisputed  facts,  no  more  for  them  to  decide  what  amounted 
to  a  voluntary  affirmance  of  a  sale,  than  whether  an  undis- 
puted transaction  amounted  to  an  original  transfer  of  title. 

I  do  not  think  it  material  to  the  discussion  to  say,  that  it 
does  not  appear,  by  the  bill  of  exceptions,  that  the  action  for 
the  price  is  not  still  pending.  There  are  no  facts  in  evidence 
here  which  can  prevent  a  recovery  of  judgment,  in  that  suit, 
for  the  price,  and  it  would  be  anomalous  to  hold  here,  that, 
nevertheless,  the  title  to  the  property  is  in  the  plaintiff  there- 
in. That  fact  I  do  not  deem  material,  because  it  is  the  fact, 
that  the  vendor  elected  his  remedy,  and  acted  affirmatively 
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upon  that  election,  that  determines  the  point  in  issue,  and  not 
the  extent  to  which  he  pushes  his  election ;  and  I  am  not 
aware  of  any  sufficient  ground  for  saying  that  he  is  not  con- 
cluded until  he  has  recovered  judgment.  It  is  quite  clear, 
that,  upon  the  facts  stated  in  the  bill  of  exceptions,  the  vendees 
could  not  successfully  claim  to  prevent  a  judgment  on  the 
ground  that  the  vendor  had  rescinded  the  sale.  If  not,  then 
the  facts  fail  to  show  such  a  rescission,  but  show  the  contrary. 
The  judgment  must  be  affirmed,  with  costs. 

Charles  JE.  Perkins^  for  the  plaintiff  in  error. 

Hubbwrd  <&  Hyde^  for  the  defendant  in  error. 


Cyrenus  Wheeler,  Jr. 

■ 

The  Clipfeb  Moweb  and  Bkapeb  Compaitt.    In  EQimr. 

(Two  Suits.) 

In  order  to  snstain  a  patent  for  an  invention,  it  ib  not  necessary  that  the  invent* 
or  should  reduce  the  invention  to  practical  use  before  he  obtains  the  patent 

All  that  is  necessary  is,  that  the  invention  should  be  perfected,  and  the  proper 
apecificatioo,  drawings  and  model  be  furnished. 

A  patent  does  not  become  void,  if  the  patentee  does  not,  after  the  patent  is 
granted,  put  the  invention  into  practical  use. 

A  device  which  cannot  be  reduced  to  practical  operation  and  use  without  the 
aid  of  further  invention,  is  not  patentable ;  but  it  is  not  necessary  to  the  pat- 
entability of  a  device,  that  it  should  have,  in  itself,  apart  from  any  connection 
with,  or  application  to,  other  known  devices  or  instrumentalities,  capacity  to 
produce  practically  useful  results. 

Where  a  patent  claims  a  combination  of  several  devices,  it  may  be  reissued  to 
claim  the  devices  separately,  if  new  and  useful,  even  though  tiie  aggregate 
combination  claimed  in  the  original  patent  was  not,  by  itself,  useful,  oriras 
even  impracticable,  provided  the  reissue  pointsont  how  the  devices  separately 
claimed  may  be  reduced  to  practical  use. 
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The  right  of  a  patentee  to  protection  is  not  to  be  tested  by  the  qnestion,  whether, 
in  a  state  of  the  art  subsequent  to  the  granting  of  his  patent,  his  invention, 
without  improvement,  would  be  deemed  of  value. 

The  reissued  letters  patent,  Nos.  876,  S11  and  879,  granted  to  Cyrenus  Wheeler, 
Jr.,  January  3d,  1860,  (the  original  patent  having  been  g^ranted  to  him  Decem- 
ber 5th,  1854,)  and  the  reissued  letters  patent  No.  2,610,  granted  to  said 
Wheeler,  May  14th,  1867,  as  a  reissue  of  reissue  No.  876,  granted  January  3d, 
1860,  of  the  same  original  patent,  and  the  reissued  letters  patent.  No.  2,682, 
granted  to  said  Wheeler,  May  28th,  1867,  (the  original  patent  having  been 
granted  to  him  February  6th,  1855,)  all  for  "  improvements  in  grain  and 
grass  harvesters,"  are  valid. 

Said  original  patent  of  1854  is  not  open  to  the  objection,  that  the  machine  de- 
scribed in  it  was  not  susceptible  of  reduction  to  practical  use. 

A  machine  cannot  be  pronounced  useless  or  impracticable  because  it  is  suscep- 
tible of  improvement  which  will  obviate  or  prevent  embarrassments  to  its 
most  perfect  operation.  * 

The  question  of  the  infringement  of  the  said  patents,  considered. 

A  patent  for  a  device  cannot  be  avoided  by  dividing  the  device  into  two  parts, 
which,  when  combined,  produce  the  same  result,  in  substantially  the  same 
way. 

A  device  is  not  less  an  equivalent  of  another,  because,  superadded  to  all  the 
functions  of  such  other,  it  may  perform  a  further  office,  or,  because,  besides 
all  the  functions  of  Euch  other,  it  performs  some  one  of  the  offices  more  effect- 
ively, or  better,  so  long  as  it  performs  them  in  substantially  the  same  way, 
and  uses  substantially  the  same  means. 

A  claim  for  devices  described,  which  are  alleged  to  produce  a  specified  result, 
'  is  not  rendered  invalid  by  proof  that,  under  special  circumstances,  and  on 
exceptional  occasions,  such  result  is  not  produced.  The  claim  will  be  con- 
strued as  describing  the  general  rule  of  the  operation  of  the  device. 

(Before  Woodbutf,  J.,  Southern  District  of  New  York,  September  24th,  1872.) 

WooDBUFF,  J.  These  suits  are  prosecuted  for  the  alleged 
infringement  of  patents  granted  to  the  complainant,  and  seek 
an  injunction  and  an  account  of  the  income  derived  by  the 
defendant  from  such  infringement. 

The  patents  in  question  are  for  improvements  in  grass 
and  grain  harvesters.  The  first  original  patent  was  granted 
December  6th,  1854,  on  an  application  filed  March  16th, 
1854,  and  is  numbered  12,044.  This  patent  was  surrendered 
in  November,  1869,  and  reissues  were  granted  for  several 
separate  and  distinct  parts  of  the  improvements  claimed  to 
be  embraced  in  the  original  patent,  and  such  reissues  were 
dated  January  3d,  1860,  and  numbered  875,  876,  877,  878, 
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and  879.  Of  these  reissues,  one,  No.  876,  was  again  reissued 
May  14th,  1867,  and  numbered  2,610.  The  second  original 
patent  was  applied  for  September  20th,  1854,  and  was  granted 
on  the  6th  of  February,  1865,  and  numbered  12,367.  This 
patent  was  also  surrendered,  and,  on  the  28th  of  May,  1867, 
was  reissued,  numbered  2,632.  These  suits  are  brought  upon 
the  said  two  original  patents,  as  reissued 'under  the  numbers 
875,  877,  879,  2,610,  and  2,632.  The  bill  in  the  first  suit 
alleges  infringement  of  reissues  875,  2,610  and  2,632;  and 
the  bill  in  the  second  suit  alleges  infringement  of  reissues 
877  and  879.  The  answers  in  each  suit  are  substantially  the 
same,  the  proofs  taken  in  each,  so  far  as  pertinent  or  appli- 
cable to  each,  are  the  same,  and  the  suits  were  brought  to  a 
hearing  and  argued  together. 

The  defendant  insists  upon  the  invalidity  of  the  com- 
plainant's reissued  patents,  upon  want  of  novelty  in  the 
distinguishing  features  of  the  complainant's  alleged  invention 
and  upon  a  denial  that,  the  defendant  has  infringed  the 
patents  in  any  particular  in  respect  to  which  the  complain- 
ant's patents  can  be  sustained,  if  sustained  at  all.  My 
examination  of  the  patents  and  of  the  proofs  has  led  me  to 
a  different  conclusion  upon  all  of  these  grounds  of  defence. 
I  shall  not  probably  find  time  to  write  in  detail  my  analysis 
of  the  patents,  discuss  the  particular  proofs,  and  give  the  rea- 
soning which  brings  me  to  the  result.  I  should  be  pleased  to 
do  all  this,  and  it  would  be  of  some  convenience  to  counsel 
on  the  review  which,  I  assume,  cases  of  so  much  importance 
will  hereafter  receive.  But,  other  cases  require  my  attention, 
and  I  shall  do  little  more  than  indicate  my  opinion  on  the 
points  chiefly  argued  by  the  counsel. 

(1.)  The  first  ground  upon  which  the  complainant's  reissued 
patents  are  assailed  is,  that  the  original  patent  of  December 
5th,  1854  was  void,  for  two  reasons :  Ist.  That  the  invention 
therein  mentioned  was  never  reduced  to  practical  use ;  and, 
2d.  That  the  machine,  as  described  and  shown  in  the  original 
record,  was  not  susceptible  of  being  reduced  to  practical 
operation. 
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On  the  argument,  it  was  insisted,  that  a  patent  is  void,  if 
the  patentee  did  not  reduce  the  invention  to  practical  use 
before  the  patent  was  obtained.  This  proposition  is  wholly 
unsound.  No  such  condition  is  required  by  the  Act  of  Con- 
gress ;  and,  if  it  were  true  that  a  patent  would  be  void  on  that 
ground,  no  patent  could  properly  be  granted,  unless  proof 
was  furnished  that  the  invention  claimed  had  gone  into  prac- 
tical use,  which  is  not  and  cannot,  under  the  statute,  be  made 
a  condition  of  granting  the  patent.  It  is  enough,  that  the 
inventor  has  perfected  his  invention,  and  is  able  to  furnish  to 
the  Patent  Office  such  specifications  and  model  as  the  law 
requires.  Having  done  this,  the  patent,  in  so  far  as  prerequi- 
sites to  its  validity,*  either  by  way  of  experiment  or  use,  are 
material,  is  valid.* 

But,  the  terms  of  the  brief  before  me  are,  that  the  '^patent 
of  December  5th,  1854,  was  void,  because  it  was  never  reduced 
to  practical  use."  This  includes,  perhaps,  the  idea,  that  the  . 
patent  became  and  is  now  void,  and  was  void  when  it  was 
surrendered  and  reissued  in  several  divisions,  as  above  stated, 
because  the  invention  described  therein  has  never,  since  the 
patent  was  granted,  been  put  into  practical  use.  This  is  an 
jfrgument,  not  that  the  patent  was  originally  void,  but  that, 
through  the  neglect  of  the  inventor,  it  has  become  invalid. 
It  involves  the  idea  of  abandonment  of  the  invention.  The 
statute  requires  that  an  alien  shall  put,  and  continue,  on  sale 
to  the  public  the  invention  or  discovery  for  which  he  receives 
a  patent,  but  it  contains  no  such  provision  in  relation  to  the 
patentee,  when  a  citizen  of  the  United  States.  If  an  inven- 
tion is  not  so  far  perfected  as  to  be  adapted  to  use^  that  is  to 
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*  Counsel,  in  arg^ng  that  an  invention  must  be  reduced  to  practical  use 
before  a  patent  is  granted,  or  the  patent  is  void,  must,  I  think,  have  meant  to 
claim  no  more  than  that  it  must  be  reduced  to  some  private  or  experimental  use, 
practical  in  kind,  but  distinct  from  a  public  use.  If  not,  then  the  unsoundness 
of  the  proposition  is  quite  obvious,  since,  under  the  former  law,  the  public  use 
of  the  invention  defeated  the  subsequent  patent,  and  could  be  set  up  as  a  defence, 
by  an  aUeged  infringer;  and  the  same  is  true  under  the  present  law,  if  the  ma- 
chine patented  have  been  in  public  use  for  more  than  two  years.    (NotCf  by  Judgt 

WOODBUW.) 
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Bay,  where  the  invention  is  of  a  machine,  or  part  of  a  machine, 
and  is  not  so  far  completed,  that,  when  constructed,  it  will 
produce  the  desired  effect,  then,  indeed,  no  patentable  inven- 
tion has  been  made.  But,  if  the  invention  be  such,  that, 
when  the  thing  invented  shall  be  constructed  according  to  the 
model  and  specifications  filed,  it  will  operate  successfully  as  a 
practical  and  useful  thing,  the  inventor  has  satisfied  the  law, 
and  his  patent  is  valid.  He  is  not  bound,  by  law,  to  construct 
it,  in  order  to  preserve  his  patent. 

(2.)  This  leads  to  the  second  of  the  defendant's  reasons  for 
insisting  that  the  patent  of  December  5th,  1854,  is  void,  namely, 
that  the  machine,  as  described  and  shown  in  the  original 
record  of  the  patent,  was  not  susceptible  of  being  reduced  to 
practical  operation.  If,  by  this,  is  simply  meant,  that  a 
machine,  or  a  device,  that  cannot  be  reduced  to  practical 
operation  and  use  without  the  aid  of  further  invention,  is  not 
patentable,  there  is  no  occasion  here  for  calling  it  in  question. 
On  the  other  hand,  if  it  be  meant,  that  no  device  is  patentable 
which  has  not  in  itself,  apart  from  any  connection  with,  or 
application  to,  other  known  devices  or  instrumentalities,  capa- 
city to  produce  practically  useful  results,  then  the  proposition 
is  not  true. 

Patents  for  simple  devices,  and  patents  for  parts  of  ma- 
chines, are  almost  numberless,  of  which  it  may  be  truly  said, 
that  it  is  only  by  connection  with  other  devices  or  instrumen- 
talities, to  which  they  are  intended  to  be  applied,  that  they 
can  be  made  to  produce  any  result  whatever.  True,  the 
patentee  is  bound  to  disclose  a  mode  in  which  they  may  be 
rendered  practically  useful,  and  it  may  be  one  of  many  modes, 
and  it  may  necessarily  involve  the  use  of  many  other  known 
devices  which  are  required  in  order  to  the  useful  result. 
Patents  may  be  granted  for  combinations,  in  which  some  of 
the  parts  are  old  and  some  are  new,  and  whatever  in  the 
several  parts  is  new  may  be  separately  secured  to  the  inventor ; 
and  yet  it  may  be  true,  that  only  in  the  combination  de- 
scribed, or  in  some  similar  combination,  is  the  new  part  thus 
secured  to  the  inventor  of  any  practical  use  whatever. 
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(3.)  This  brings  into  view  the  defendant's  claim,  that  the 
several  reissues  of  the  original  patent  of  1864  are  void,  because 
they  are  not  for  the  same  invention  as  that  described  in  the 
original  patent  record.  The  original  patent  embraced,  as  an 
aggregate  combination,  several  parts  of  the  entire  machine 
described  in  the  specification,  and  claimed  such  aggregate  as 
the  invention  of  the  complainant.  These  parts  were  all  shown 
in  the  specification,  drawings  and  models.  I  know  of  no  rule 
which  forbids  the  inventor,  who  has  omitted  to  claim  separate 
new  devices,  or  severable  and  distinct  combinations,  in  the 
original  patent,  making  a  surrender,  and  taking  reissues  for 
the  distinct  combinations  or  separate  devices.  From  the  fact 
of  surrender  and  reissue,  it  is  to  be  inferred,  that  the  original 
patent  did  not  secure  to  the  patentee  all  that  he  claims  in  the 
reissue ;  but,  that  alone  does  not  render  the  reissue  void.  If 
the  devices  covered  by  the  reissues  were,  in  fact,  new  and  use- 
ful, and  if  they  are  shown  in  the  original  specification,  draw- 
ings, or  model,  then  the  patentee  is  entitled  to  secure  the 
exclusive*use  of  each  separately,  by  a  reissue  embracing  each. 

Again.  The  claim  that  the  original  patent  of  1854  was 
void  because  the  invention  therein  described  was  not  suscep- 
tible of  being  reduced  to  practical  operation,  gains  its  impor- 
tance to  this  controversy  from  the  inference  sought  to  be  drawn 
therefrom,  namely,  that  the  several  reissues  are,  therefore, 
void.  These  suits  are  not  founded  on  the  original  patent,  but 
on  the  reissues ;  and  the  6laim  is,  that,  if  the  original  pat- 
ent was  void,  because  the  machine  therein  described  was  not 
capable  of  reduction  to  practical  use,  therefore,  the  reissues 
are  themselves  void.  If  the  premise  were  here  conceded, 
I  do  not  think  that  the  inference  necessarily  follows.  For 
example — suppose  an  inventor  of  several  distinct  new  devices, 
or  of  several  new  combinations,  each  capable  of  being  use- 
fully employed  in  and  towards  a  machine  or  various  machines, 
and  that  their  separate  construction  and  mode  of  operation  is 
fully  apprehended,  and  the  distinct  office  or  function  of  each 
is  appreciated — such  inventor  may,  undoubtedly,  have  a 
patent  for  each.     Suppose,  now,  he  erroneously  conceives  that 
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he  has  arranged  a  combination  of  all  of  them,  or  a  com- 
bination of  all  of  them  with  other  kno.wn  devices,  so  as  to 
produce  a  new  and  nsefol  machine,  and  for  such  a  machine  he 
applied  for  and  obtains  a  patent,  describing  and  illustrating 
all  the  several  new  devices,  or  separate  combinations  of  de- 
vices, their  construction,  and  operation,  but  claiming  only  the 
aggregate  machine.  Such  aggregate  machine  may  be  utterly 
useless;  the  patentee  is  wholly  mistaken  in  regard  to  the 
practical  operation  of  the  whole ;  it  wiU  not  produce  the  re- 
sult for  which  it  was  intended,  nor,  in  its  aggregate  form,  any 
other  useful  result.  Does  the  inventor,  in  such  c^e,  lose  the 
benefit  of  his  skill  and  ingenuity  in  producing  devices,  or 
combinations  of  devices,  which  are  of  practical  value,  because 
he  first  sought  his  patent  in  the  form  of  a  useless  or  imprac- 
ticable combination  ?  I  apprehend  not.  He  may  surrender 
his  original  patent,  and  have  it  reissued  in  parts,  which  shall 
claim  liie  respective  new  and  useful  devices  or  combinations 
of  devices,  pointing  out,  of  course,  in  his  specification,  some 
mode  or  manner  in  which  they  may  be  reduced  to  practical 
use  and  value.  He  might  have  done  this  in  his  original 
patent,  and  claimed  each  separate  new  device  as  his  invention. 
Not  having  done  so,  he  may  do  so  in  his  application  for  reis- 
sues and  his  specifications  therein ;  and  the  fact,  if  it  be  true, 
that  his  original  patent  was  defective,  because  he  claimed 
therein  the  aggregate  combination,  and  that  a  useless  or  im- 
practicable one,  no  more  impairs  the  validity  of  the  reissues, 
than  any  other  defect  or  invalidity  which  m&kes  a  surrender 
and  reissue  necessary  to  protect  the  device  or  devices  which 
are  useful,  and  which  were  in  fact  invented. 

These  observations  upon  some  of  the  legal  grounds  upon 
which  the  complainant's  patents  are  assailed,  are  made  in 
order  to  exclude  the  idea  thkt  they  are  assented  to,  and  not 
because  I  find,  as  a  fact  proved  in  the  cause,  that  the  machine 
described  in  the  patent  of  December  5th,  1854,  was  not  a 
practical  and,  within  the  meaning  of  the  law  of  patents,  a  use- 
ful machine.  I  find  the  contrary.  Doubtless,  when  viewed 
in  the  light  of  subsequent  improvements,  it  was  imperfect, 
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but  it  was  a  very  large  advance  upon  machines  for  mowing 
theretofore  attempted.  It  is  one  of  the  embarrassments  to 
which  early  inventors  are  constantly  subjected,  that  other 
persons,  availing  themselves  of  the  substance  of  the  inven- 
tion, make  improvements  thereon,  vs^hich  measurably  hide  the 
merit  of  the  original ;  and,  if  the  right  of  a  patentee  to  pro- 
tection were  to  be  tested  by  the  question,  whether,  in  the 
present  state  of  the  arts,  his  invention,  (without  improvement,) 
would  be  deemed  of  any  value,  or  be  saleable  for  use,  very 
many  authors  of  most  important  inventions  would  be  turned 
out  of  Court. 

(4.)  The  principal  ground  upon  which  it  is  claimed,  and 
attempted  to  be  proved,  that  the  machine,  as  described  and 
claimed  in  the  original  patent  of  December,  1854,  was  not 
susceptible  of  reduction  to  practical  use,  is,  that  the  socketted 
piece  receiving  and  holding  the  finger-bar,  (or  cutter-bar,)  at 
the  inner  end,  though  called  a  shoe,  w,  in  the  re-issued  pat- 
ents, was  not  a  shoe  in  fact — ^it  had  no  toe ;  and  it  is,  there- 
fore, said,  that,  if  it  encountered  an  obstruction  in  its  path,  it 
would  not  slide  over  it,  but  must  stop  the  machine,  or  the 
cutter-bar  be  wrenched  from  its  connection  with  the  frame ; 
and,  further,  as  the  rear  of  the  supporting-frame  was  described 
as  resting  on  a  caster-wheel,  midway  the  sides  of  the  frame, 
in  the  line  of  the  cutter-bar,  it  is  certain,  that,  whenever  the 
caster-wh^el  passed  into  a  depression  in  the  ground,  existing 
only  in  its  own  line  of  travel,  this  socket-piece,  misnamed  a 
shoe,  would  come  to  the  ground,  and,  for  want  of  the  curved 
toe,  would  plough  into  the  ground,  and  stop  the  machine,  or 
wrench  the  bar,  as  in  the  other  case. 

Now,  in  the  first  place,  the  socket-piece  holding  and  sup- 
porting the  inner  end  of  the  cutter-bar,  is,  in  fact,  shown  to 
have  its  under  surface  curved  or  rounded  up  at  its  front.  It 
is  so  shown  in  the  model  furnished,  before  the  patent  was 
granted,  on  the  requirement  of  the  Patent  Office,  and  made 
on  an  enlarged  scale  for  the  express  purpose  of  exhibiting  this 
particular  part  of  the  machine.  It  may  be  true,  that  if,  in  its 
path,  it  met  an  obstruction  higher  than  the  curve  of  the  under 
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surface,  its  progress  would  be  hindered,  but  the  same  is  true 
of  the  finger-guards,  (which  may  properly  be  likened  to  small 
shoes,)  all  along  the  length  of  the  cutter-bar.  If  they  meet 
an  obstruction  higher  than  their  points,  some  means  must  be 
employed  to  raise  them,  or  they  will  stop  the  machine,  or 
plough  into  the.ground.  In  reference  to  the  path  of  travel, 
either  of  the  shoe  or  socket-piece,  or  of  the  finger-bar,  at  any 
point  therein,  such  an  obstruction  might  happen ;  but,  such  a 
liability  does  not  render  the  machine  impracticable.  No  ma- 
chine has  been  hitherto  constructed  which,  may  not  encounter 
such  an  obstacle,  at  some  point  in  the  path  of  the  cutter-bar. 
The  subsequent  addition  of  the  curved  toe,  (which  ordinary 
mechanical  judgment  would  suggest,  without  the  aid  of  inven- 
tion,) as  it  appears  in  the  patent  of  1855,  and  as  the  complain- 
ant's machines  appear  to  have  been,  in  fact,  constructed,  was, 
doubtless,  an  improvement,  (though  not  a  further  invention,) 
but  the  machine  would  mow  upon  level  prairies,  or  other 
smooth  ground,  and  upon  ground  containing  only  slight  ele- 
vations and  depressions,  without  the  toe.  A  machine  cannot 
be  pronounced  useless  or  impracticable,  because  it  is  suscep- 
tible of  improvement  which  will  obviate  or  prevent  embarrass- 
ments to  its  most  perfect  operation.  If  it  could,  then  it 
would  be  the  duty  of  the  Courts  to  pronounce  the  patent  for 
any  machine  void,  so  soon  as  ordinary  mechanical  judgment, 
or  even  ingenuity,  had  suggested  an  improvement  which 
made  it  perform  its  desired  office  more  rapidly  or  more  per- 
fectly. 

So,  in  regard  to  the  suggestion  that  the  caster-wheel  at 
the  rear  end  of  the  supporting-frame,  (which  ordinarily  bore 
this  socket-piece  or  shoe  very  slightly  above  the  surface,) 
might  pass  into  a  depression  in  its  own  path,  and  bring  the 
socket-piece  to  the  ground,  and  so  the  finger-bar  would  be  in- 
fluenced by  irregularities  in  the  ground,  not  in  the  path  of 
the  cutters.  If  this  be  so,  it  only  points  to  another  particulat 
in  which  subsequent  experience  has  taught  that  improvement 
is  possible.  The  objection  is  itself  greatly  exaggerated.  In 
any  machine  which  has  been  produced  on  the  trial,  wherein 
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the  finger-bar  conforms  most  perfectly  to  the  nndnlations  of 
the  ground,  if  either  end  passes  into  a  depression,  there  is  a 
liability  to  bring  the  bar  and  cutters,  at  some  intermediate  point, 
to  the  ground.  The  most  that  can  be  truly  claimed,  adverse 
to  the  complainant's  original  machine,  in  that  respect,  is,  that 
the  path  within  which  such  a  depression  is  liable  to  affect  the 
undulations  of  the  cutter-bar  is  a  little  wider  than  if,  instead 
of  the  caster-wheel  between  the  ends  of  the  frame,  a  wheel 
was  placed  at  the  inner  end  of  the  cutter-bar,  or  th*e  shoe  or 
socket-piece  was  furnished  with  the  curved  toe  before  men- 
tioned. 

What  I  before  said  on  the  subject  of  making  an  improve- 
ment, is  ipt  to  this  point ;  and  I  am  clearly  of  opinion,  that  it 
would  be  a  great  perversion  of  the  law,  as  it  would  be  a  most 
unwarranted  assumption  of  fact,  to  hold,  that  these  criticisms 
of  the  complainant's  patent  were  a  defence,  or  that  the  com- 
plainant's patent  wa^  void,  because  it  described  an  impracti- 
cable or  useless  machine  for  mowing. 

In  thus  overruling  the  objections  above  stated,  made  by 
the  defendant  to  the  patent  of  1854, 1  recognize  and  concur 
with  the  defendant  in  the  claim,  that  that  patent  derives  no 
aid  or  support  from  the  patent  of  February,  1855.  Each  pat- 
ent must  stand  or  fall  by  itself.  It  is,  however,  pertinent  to 
say,  that,  in  no  just  view  of  the  duty  of  the  patentee  to  reduce 
the  patent  of  1854  to  practical  use,  could  the  incorporation  of 
the  improvements  of  1855,  in  the  machine,  when  constructed, 
impair  the  validity  and  effect  of  such  patent,  if  it  was,  as,  in 
fjEtct,  I  find  it  to  have  been,  without  such  an  improvement,  a 
patentable  machine. 

And,  once  more,  that  the  function  of  a  shoe  was  indicated 
in  the  model  of  the  socket-piece,  m,  by  its  curved  under 
and  forward  surface,  has  already  been  stated ;  and,  that  such 
a  function  was  in  the  mind  of  the  patentee,  even  if,  in  its  orig- 
inal structure,  it  was  imperfect,  is  shown  in  the  almost  con- 
temporaneous prolongation  of  the  curve,  by  the  addition  of 
the  toe.  In  considering  that  fact,  it  must  be  borne  in  mind, 
that  a  shoe,  to  assist  in  sliding  an  object  over  the  ground,  was 


SEPTEMBER,  1872.  191 


Wheeler  v.  The  Clipper  Mower  and  Reaper  Ck)mpany. 

no  new  invention.  It  was  a  common,  and  may,  I  think,  be 
declared  an  obvious,  aid  to  that  operation.  From  the  large 
drogue,  or  stone-boat,  having  a  similar  function,  through  the 
shoe  appKed  to  coach  or  wagon  wheels,  to  slide  the  vehicle, 
(there  retarding  motion,)  down  to  its  smaller  and  other  varie- 
ties, including  application  to  attempted  mowing-machines,  it 
was  a  common  device.  Ordinary  mechanical  judgment  would 
suggest  its  use;  and,  had  the  complainant,  in  his  patent, 
claimed  anything  as  invention,  in  the  function  of  a  shoe,  as« 
signed  to  the  socket-piece,  m,  as  a  distinct  subject,  such 
claim  would  have  been  invalid.  He  did  assign  to  the  socket- 
piece  that  function,  and  it  exhibited  that  capacity,  in  some 
degree,  in  the  model.  It  was,  therefore,  no  departure  nor 
enlargement  of  the  patent  of  1854,  to  exhibit  the  same  well- 
known  function  by  reference  to  the  like  well-known  curved 
under  surface,  more  perfectly  developed  in  the  subsequent 
reissues. 

(5.)  In  regard  to  the  novelty  of  the  complainant's  inven- 
tion, it  is  quite  impossible  for  me  to  write  at  length  an  analy- 
sis of  the  various  attempts  at  the  construction  of  a  useful 
mowing-machine,  prior  to  his  invention,  in  any  similar  form, 
or  by  similar  devices.  Counsel  have,  with  great  ability,  done 
this,  in  their  elaborate  and  valuable  arguments,  which  have 
been  preserved  and  printed ;  and  I  should  be  compelled,  to  a 
large  extent,  to  re-write  what  they  have  skilfully  done,  as  an 
aid  to  the  Court.  My  conclusion  is,  that  none  of  the  previous 
machines  or  inventions  impair  the  validity  of  the  complain- 
ant's patents,  in  any  of  the  claims  of  which  I  deem  the  de- 
fendant to  be  an  infringer. 

(6.)  On  the  subject  of  infringement,  it  is  claimed,  that  the 
absence  of  the  caster- wheel  at  the  end  of  the  vibrating  frame 
to  which  the  finger-bar  is  hinged,  not  only  distinguishes  the 
Clipper  machine  constructed  by  the  defendant,  but  assigns  it 
to  a  distinct  class  of  machines,  substantially  and  radically 
different,  in  their  organization  and  operation ;  and  this,  upon 
the  suggestion,  that,  in  the  complainant's  machine,  as  pat- 
ented in  1854,  the  caster-wheel  carried  the  end  of  the  vibrat- 
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ing  frame,  and  that  carried  the  inner  end  of  the  cutter-bar, 
the  latter  being  raised  or  lowered  by  the  frame,  and  the  frame 
being  raised  or  lowered  by  the  caster-wheel,  according  to  the 
undulations  in  its  path,  while,  in  the  Clipper  machine,  the 
inner  end  of  the  cutter-bar  rests  on  a  shoe,  following  the  un- 
dulations of  the  ground,  raising  and  lowering  the  vibrating 
frame,  according  to  those  undulations  in  the  path  of  the  shoe. 
Within  certain  limits,  this  is  true.  When  the  path  of  thfe 
caster-wheel  was  such  that  the  shoe  or  socket-piece,  holding 
the  finger-bar,  did  not  touch  the  ground,  the  end  of  the 
vibrating  frame  was  sustained  by  the  caster-wheel,  and  rose 
and  fell  with  it ;  but,  when  the.  inclination  of  the  ground  was 
such  that  the  socket-piece  bore  upon  the  ground,  and  per- 
formed, (whether  more  or  less  perfectly,)  the  fimction  of  a 
shoe,  then  the  shoe  sustained  the  end  of  the  frame,  and  the 
latter  rose  and  fell  with  the  undulations  over  which  the  shoe 

« 

passed,  as  it  confessedly  does,  in  the  Clipper  machine.  Thus, 
the  complainant's  machine  had  both  features.  The  one 
caused  by  the  presence  of  the  caster-wheel  may  have  been  a 
disadvantage,  but  its  omission,  while  the  other  substantial 
features  of  the  complainant's  invention  were  appropriated, 
cannot  be  said  to  constitute  the  Clipper  machine  a  new  ma- 
chine in  organization,  and  in  its  principle  and  mode  of  opera- 
tion, though  it  were  conceded  that  the  omission  of  the  caster- 
wheel,  at  the  centre  between  the  ends  of  the  vibrating  frame, 
is  an  improvement. 

(7.)  Without  attempting,  by  further  writing,  to  discuss 
the  many  other  considerations  and  particulars  urged  in  behalf 
of  the  defendant,  none  of  which  have,  I  think,  been  over- 
looked by  me,  although  not  here  noticed,  I  pass  to  a  very 
brief  consideration  of  the  claims  infringed  by  the  defendant's 
Clipper  machine. 

The  first  claim  of  the  reissued  patent  No.  875  is,  "  In 
combination  with  the  hinged  bar,  H,  and  the  finger-bar,  the 
intermediate  shoe,  m,  hinged  to  said  bar,  H,  substantially  in 
the  manner  and  for  the  purpose  set  forth."  The  only  ground 
upon  which  it  seems  to  me  possible  to  question  the  infringe- 
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ment  of  this  daim  by  the  Clipper  mowing  machiae,  is  by 
maintaiiiing  that  the  Clipper  does  not  contain  the  hinged  bar^ 
H,  and,  therefore,  does  not  use  the  shoe,  m,  in  the  combina- 
tion  described. 

It  is,  certainly,  true,  that  the  circular  or  curved  plate  used 
by  the  defendant  in  the  Clipper,  to  cause  the  finger-bar  to 
oscillate,  is,  in  appearance  and  form,  very  unlike  the  hinged 
arched  bar,  H,  which  is  used  for  the  same  purpose  in  the 
complainant's  machine  ;  and  it  is,  also,  true,  that  the  hinged 
arched  bar  performs,  in  the  latter  machine,  an  office  of  which 
the  Clipper's  curved  plate  is  incapable,  namely,  the  office  of 
bracing  or  strengthening  the  vibrating  frame  to  which,  on 
each  side,  it  is  attached.  It  is  the  single  instrument  for 
oscillating  the  cutter-bar,  and,  at,  the  same  time,  giving 
strength  to  the  frame.  In  the  Clipper  mower,  the  same  two 
results  are  effected  in  a  different  form.  The  curved  plate  is 
the  means  pf  oscillating  the  cutter-bar,  but  it  lies  lengthwise, 
instead  of  crosswise,  the  frame ;  and  an  additional  cross  bar, 
from  one  side  to  the  other  of  the  frame,  gives  it  firmness  and 
strength.  The  two  perform  precisely  the'  same  functions,  and 
all  the  functions  of  the  complainant's  hinged  bar. 

A  patent,  for  a  device  cannot  be  avoided  by  dividing  it 
into  two  parts,  which,  when  combined,  produce  the  same  re- 
sult, in  substantially  the  same  way.  That  the  defendant's 
cro8&-bar  does  strengthen  the  vibrating  frame,  by  a  firm  con- 
nection between  its  two  sides,  and  in  substantially  the  same 
way  as  the  curved  bar,  H,  strengthens  the  frame  in  the  com- 
plainant's mower,  seems  to  me  quite  clear.  If,  then, .the 
curved  plate  in  the  Clipper  performs  the  same  office  in  the 
oscillation  of  the  cutter-bar,  and  in  substantially  the  same 
way,  then  the  defendant  uses  the  mere  equivalent  of  the  com- 
plainant's hinged  bar.  That  hinged  bar  turns  on  a  bolt,  act- 
ing as  a  pivot,  or  centre  of  motion.  The  defendant's  curved, 
oscillating  plate  turns  on  a  centre  of  motion,  about  which  it  is 
made  to  turn,  not  by  a  bolt  through  that  centre,  but  by  being 
hung  to  bolts  arranged  in  a  curve  around  such  centre,  and 
moving  in  curved  slots  in  the  oscillating  plate.    The  testi- 
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mony  shows,  and  it  seems  to  me  obvious,  ttat  this  device  for 
oscillating  or  rotating  the  cnrved  plate,  is  the  plainest  me- 
chanical equivalent  for  a  rotation  on  a  bolt  at  the  centre ;  and 
that  they  are  commonly  and  readily  substituted  the  one  for 
the  other,  whenever  any  incidental  or  collateral  purpose 
makes  one  preferable  to  the  other.  For  all  the  purposes  for 
which  the  complainant's  curved-bar  was  used,  in  either  the 
support  or  the  oscillation  of  the  finger-bar,  this  device  of  the 
defendant  is  an  equivalent. 

True,  a  collateral  purpose  made  the  defendant  prefer  a 
motion  on  bolts  and  slots  curved  so  that  the  plate  would  ro- 
tate thereon,  instead  of  on  the  bolt  in  the  centre.  That  purpose 
was  this.  It  was  desired,  and  the  use  of  the  curved  plate,  set 
lengthwise  of  the  frame,  made  it  necessary,  to  pass  the  rod  or 
pitman,  which  moves  the  knives,  through  this  curved  plate, 
and  that  cut  away  the  centre.  But,  this  only  made  the  choice 
of  an  equivalent  mode  of  effecting  the  rotation  a  necessity. 
The  defendant  could  not  (if  the  precise  arrangement  of  the 
Clipper  in  other  respects  was  adhered  to)  rotate  the  oscillating 
plate  on  a  bolt  in  the  centre,  and,  therefore,  used  curved  slots, 
made  around  the  centre,  and  bolts,  on  which  the  curved  slots 
should  move.  I  concur  fully  with  the  vritness  Mr.  Eenwick, 
in  his  testimony  on  this  point. 

It  is  urged,  that  the  oscillation  in  the  two  machines  causes 
the  two  finger-bars  to  turn  on  different  lines,  as  centres  of 
oscillation.  Nl  doubt,  there  is  a  slight  difference  in  that 
respect.  But,  it  would  be  trifling  with  the  subject,  and  mak- 
ing the  rights  of  a  patentee  in  general  valueless,  to  hold  that 
this  deviation  protected  an  infringer.  The  substantial  pur- 
pose, and  the  substantial  result,  is,  to  raise  and  lower  the 
points  of  the  cutters,  according  to  the  desire  of  the  operator, 
when  passing  over  ascending  or  descending  ground.  This  is 
done  in  both,  and  by  substantially  the  same  means.  That  the 
centre  of  motion  in  that  raising  and  lowering  of  those  points 
is  not  identical,  is  not  of  the  least  importance.  In  one,  that 
centre  is  an  inch  or  two  higher  than  in  the  other,  and  that  is 
all.    I  cannot  regard  this,  on  a  question  of  infringement,  as 
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of  the  slightest  significance.  I  greatly  doubt  whether  this 
feature  in  the  Clipper  is  even  an  improvement.  If  it  be,  it  is, 
nevertheless,  in  the  just  sense  of  the  law  of  patents,  an  appro- 
priation of  the  complainant's  invention,  in  the  combination 
described  in  the  claim  under  discussion. 

The  third  claim  is,  "  The  shoe,  m,  as  a  hinge  and  a  support 
both,  to  the  cutter-bar,  substantially  as  described."  This  is 
the  part  above  called  the  socket-piece  or  shoe.  In  its  socket  it 
receives  and  firmly  holds  the  inner  end  of  the  cutter-bar,  and, 
by  its  hinge,  it  attaches  it  to  the  oscillating  bar  at  the  end  of 
the  vibrating  frame.  That  such  a  device  was»  never  used 
prior  to  the  complainant's  invention,  I  find,  from  the  evi- 
dence. That  the  Clipper  mower  uses  this  device,  is  entirely 
clear.  In  both  machines,  it  receives  the  finger-bar  in  a  socket, 
and  holds  and  supports  it.  In  both,  it  is  hinged  to  the  oscil- 
lating piece ;  and,  by  its  hinge,  the  outer  end  of  the  finger-bar 
is  permitted  to  rise  and  fall,  to  adapt  itself  to  the  undulations 
of  the  ground.  The  only  difference,  worthy  of  notice,  is,  that 
its  forward  edge  or  side  is,  in  the  Clipper,  elongated  and 
curved  upward,  in  the  more  perfect  form  of  a  shoe.  On  that 
difference  I  have  already  observed,  at  some  length,  and  will 
not  here  repeat  my  observations.  I  may  add,  however,  that 
it  partakes  rather  of  the  character  of  difference  in  degree  than 
difference  in  function,  although,  in  the  complainant's  machine, 
this  function  of  the  device  is  imperfectly  performed,  and,  in 
some  situations,  might  not  be  effective.  Besides,  this  Court, 
on  a  former  occasion,  {Sarven  v.  Sally  9  Blatchf.  C.  G.  i?., 
524,)  held,  that  a  device  is  not  less  an  equivalent  of  another, 
merely  because,  superadded  to  all  the  functions  of  such  other, 
it  may  perform  a  further  oflSce.  Still  less  does  it  fail  to  be 
the  equivalent  of  another,  because,  besides  all  the  functions  of 
such  other,  it  performs  some  one  of  the  offices  more  effect- 
ively or  better,  so  long  as  it  performs  them  in  substantially 
the  same  way,  and  uses  substantially  the  same  means. 

The  fourth  claim  of  this  reissue  is  for  "  The  socket  or  re- 
cess, n,  in  the  shoe,  w,  for  the  reception  of  the  finger-bar, 
substantially  as  described."    If  this  be  interpreted  as  claim- 
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ing,  simply  and  broadly,  a  socket,  in  whatever  is  designed  to 
receive  and  hold  the  finger-bar  at  its  inner  end — ^a  mere  socket 
or  recess  of  the  form  and  capacity  of  that  described — then  it 
was  not  new ;  it  was  old,  not  only  in  itself,  bnt  in  its  applica- 
tion to  this  purpose.  Whoever  provides  a  proper  device  to 
which  to  attach  the  inner  end  of  the  finger-bar,  without,  in 
other  respects,  infringing  the  complainant's  patent,  may  make 
therein  such  a  socket  as  the  complainant  has  made,  and  may 
insert  the  finger-bar  therein.  If  the  claim  be  interpreted  to 
mean  the  socket  in  the  shoe,  m,  as  a  combination  in  substance 
as'  the  complainant  made  it,  so  that  it  embraces,  at  the  same 
time,  the  features  of  that  shoe,  then  what  has  been  said  on  the 
subject  of  the  third  claim  also  embraces  this. 

The  claim  in  reissue  Ko.  2,610  is  as  follows :  ^^I  claim,  in 
combination  with  a  harvester  frame,  that  is  free  to  vibrate 
about  a  gear  centre,  a  laterally  projecting  finger-bar,  so  hinged 
to  one  end  and  comer  of  said  frame,  as  to  permit  the  finger- 
bar,  at  each  end,  to  follow  the  undulations  of  the  ground  over 
which  it  is  drawn;"  and  the  claim  number  two  of  reissue  No. 
2,682,  of  the  patent  of  February  6th,  1866,  is  for  "  The  com- 
bination of  a  vibrating  frame  with  a  cutting  apparatus  hinged 
thereto,  a  driver's  seat,  an  arrangement  of  one  or  more  levers, 
whereby  the  driver  in  his  seat  can  raise  and  sustain  the  cut- 
ting apparatus,  when  desired."  One'  of  the  defendant's  objec- 
tions applies  alike  to  both  of  these  claims — Firsts  that  they 
are  invalid  because  too  broad.  If  they  must  be  read  as  claim- 
ing any  and  each  possible  mode,  and  every  possible  instru- 
mentality, by  which  the  result  can  be  attained,  there  is  force 
in  the  objection.  But,  they  are  both  definite  combinations, 
wherein  none  of  the  parts  are  claimed  separately,  or  treated 
as  new.  Thus,  the  first  is  a  combination  of  a  harvester  frame, 
free  to  vibrate  about  a  gear  centre,  (of  which  it  may  be  as- 
sumed, for  the  purpose  of  testing  this  claim,  that  many  were 
well  known),  with  a  laterally  projecting  finger-bar,  hinged  to 
one  end  and  comer  of  said  frame,  so  as  to  permit  the  finger- 
bar,  at  each  end,  to  follow  the  undulations  of  the  ground  over 
which  it  is  drawn,  (which,  also,  for  the  purposes  of  the  test,' 
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may  be  deemed  already  well  known).  This  combination  was 
new,  and  it  is  this  combination  which  the  patentee  claims.  If 
he  had  claimed  any  and  every  finger-bar  which  might  be  so 
hinged  as  to  permit  it  to  follow  the  undulations  of  the  gronnd, 
the  objection  of  too  great  generality  might  be  pertinent. 
Bead  in  connection  with  the  specification  itself,  I  do  not  think 
the  claim  is  objectionable;  and  this  same  combination  is  not 
found  in  any  prior  invention. 

The  other  clkim  is  still  more  clearly  for  a  specific  combi- 
nation, to  which  like  observations  are  applicable. 

Secondy  it  is  insisted,  that  the  claim  in  the  reissue  2,610, 
above  named,  is  proved  to  be  invalid,  by  evidence  that  the 
combination  there  professedly  described,  as  exhibited  in  the 
specification,  drawings  and  model  of  the  original  patent,  will 
not  produce  the  result  stated,  that  is  to  say,  the  finger-bar,  as 
the  machine  is  shown  in  the  record  of  the  patent  and  the 
model,  wiU  not,  at  each  end,  follow  the  undulations  of  the 
ground  over  which  it  is  drawn.  The  claim  is,  therefore,  said 
to  be  liable  to  two  objections :  1st.  That  the  reissue  seeks  to 
extend  the  patent  beyond  the  invention  shown  by  the  record 
of  the  original ;  and,  2d.  That  the  claim  is  only  for  a  con- 
ceived result,  which  cannot  be  accomplished  by  the  instru- 
mentalities referred  to  in  the  specification,  drawings  and 
model. 

Whatever  may  be  true  of  the  legal  propositions  involved 
in  these  objections,  I  apprehend,  that,  when  the  claim  is 
justly  and  reasonably  interpreted,  it  is  not  liable  to  the  criti- 
cism which  they  assume  to  be  well  founded.  The  fact  is, 
that,  as  a  general  rule,  each  end  of  the  finger-bar  is  per- 
mitted, as  the  claim  states,  to  follow  the  undulations  of  the 
ground  over  which  it  is  drawn.  On  exceptional  occasions, 
the  caster-wheel  may  pass  over  an  elevation  which  is  of  so 
limited  an  extent  that  it  does  not  reach  the  inner  end  of  the 
finger-bar,  in  which  case  it  will  not  be  exact  to  say  that  such 
inner  end  follows  precisely  the  undulation  of  the  ground  over 
which  it  passes.  But,  the  same  strictness  applied  to  any 
finger-bar  would  lead  to  the  same  necessary  concession,  that. 
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in  Boiue  part  thereof,  in  special  and  exceptional  instances,  it 
does  not  follow  the  undulation  of  the  ground  over  which  it 
passes.  When  one  end  passes  over  an  elevation,  it  is  raised, 
in  the  centre,  from  the  ground.  When  the  centre  passes  over 
an  elevation,  one  end  or  the  other  is  raised  from  the  ground 
over  which  it  passes.  The  claim  here  should  be  taken  to  ex- 
press nothing  more  than  the  general  rule  of  the  operation  of 
the  machine  in  this  respect.  Undulations  in  a  field  are  not 
like  possible  casual  obstructions,  (as  by  a  stone,  or  a  stump,  or 
the  like) ;  the  caster-wheel  is  not  remote  from  the  inner  end 
of  the  finger-bar,  and,  in  passing  whatever  can  be  properly 
called  undulations,  the  arrangement  does  permit  that  end  to 
follow  them.  The  argument  of  the  defendant,  and,  to  some 
extent,  the  testimony,  confound  such  obstructions  as  are  above 
mentioned,  and  possible  holes  in  the  path  of  the  caster-wheel, 
vriith  an  undulating  surface,  in  respect  to  which  the  claim  in 
question  states  the  truth,  and  gives  the  general  operation  of 
the  combination  included  in  the  claim.  That  there  may  be 
special,  possible  or  occasional  exceptions,  ought  not  to,  and 
does  not,  destroy  the  truth  of  the  claim  as  stated,  nor  impair 
its  validity.  It  must,  I  think,  be  conceded,  that  the  defend- 
ant's criticism  of  this  claim  has  something  of  foundation  in  an 
exact  literal  interpretation  of  its  language.  At  first,  it 
seemed  to  me  sufficient  to  raise  a  doubt  whether  the  claim 
should  be  sustained ;  but,  consideration  of  the  subject  matter, 
and  of  the  general  practical  operation  of  the  machine  over 
undulating  surfaces,  leads  me  to  the  conclusion  above  stated, 
and  that,  to  construe  the'  claim  so  strictly  and  narrowly  as  the 
defendant  requires,  would  be  giving  force  to  letter  instead  of 
substance,  would  be  unreasonable,  would  be  adopting  a  need- 
lessly rigid  construction,  warranted  only  by  a  disposition 
hostile  to  patentees,  and  not  inclined  to  reasonable  fairness. 
As  to  the  arrangement  of  levers,  mentioned  in  the  claim 
in  reissue  No.  2,632,  above  stated,  it  must  suffice  to  eay,  that 
the  proofs,  as  well  as  my  examination  of  the  machine  put  in 
evidence,  tend  strongly  to  the  conclusion,  that,  although  the 
defendant's  machine  contains  a  decided  improvement,   by 
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which,  with  a  single  hand,  what  is,  in  substance,  two  levers, 
may  be  operated,  yet  their  mode  of  operation  and  their  me" 
chanical  construction,  widely  as  they  differ  in  form,  are 
substantially  the  same,  and  that  their  combination,  in  the 
Clipper  machine,  so  as  to  be  operated  at  a  single  end  or  handle, 
is  to  be  regarded  as  an  improvement  only.  Viewed  sepa- 
rately from  this  combination,  one,  by  means  of  an  upright 
attached  to  the  shoe,  m,  connected  to  the  lever  by  a  linked 
connection,  (in  substance,  in  relation  to  the  operation  contem- 
plated, a  chain),  raises  the  outer  end  of  the  cutter-bar ;  the 
other,  connected  with  the  ground  as  a  fulcrum,  by  the  inter- 
mediate parts  of  the  structure,  raises  the  end  of  the  frame, 
and,  with  it,  the  inner  end  of  the  finger-bar,  when  desired. 
Though  there  is  room  for  some  doubt,  my  conclusion  is  in 
conformity  with  some  of  the  evidence,  that  the  one  system  of 
levers  is  the  mechanical  equivalent  of  the  other. 

The  claims  in  the  patents  alleged  in  the  second  suit  to  be 
infringed  by  the  defendant,  are  the  first  claim  in  reissue  No. 
877,  and  the  single  claim  in  reissue  No.  879.  The  first  is  as 
follows :  "  So  hinging  a  finger-bar,  by  one  of  its  ends  only, 
to  the  main  frame,  as  that  it  may  oscillate  or  turn  around  its 
longitudinal  axis,  for  the  purpose  of  raising  or  lowering  the 
points  of  the  fingers,  to  adapt  the  machine  to  the  condition  of 
the  ground,  or  of  the  crop  to  be  cut,  substantially  as  de- 
scribed." Nothing  in  the  evidence  warrants  the  suggestion 
that  this  was  not  a  new  invention ;  and  it  is  not  possible  to 
to  deny  that  the  Clipper  machine  has  the  capacity  to  oscillate 
the  finger-bar,  so  as  to  raise  or  depress  the  points  of  the 
fingers,  for  the  purpose  mentioned.  If,  then,  in  the  Clipper 
machine,  this  capacity  to  oscillate  is  effected  in  substantially 
the  same  way,  and  by  substantially  the  same  means,  as  are 
described  and  shown  in  the  complainant's  patent,  the  defend- 
ant infiringes  this  claim.  What  has  already  been  said  in 
relation  to  the  first  claim  in  reissue  No.  875,  is,  perhaps,  suffi- 
cient to  dispose  of  this  question.  The  hing^d  bar,  H,  there 
mentioned,  is  the  means  or  instrument  by  which  the  finger- 
bar  is  connected  with  the  main  frame,  so  that  the  oscillation 
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becomes  practicable ;  and  this  present  claim  is  infringed  by 
the  use  of  a  substantially  like  instrument,  operating  in  sub- 
stantially the  same  manner,  or,  to  use  the  language  of  this 
claim,  "  substantially  as  described.*' 

But,  the  defendant  insists  that  the  finger-bar,  in  the 
Clipper  machine,  does  not  turn  on  or  around  precisely  the 
same  axis  as  in  the  complainant's  machine.    This,  according 
to  the  testimony,  is  true.    In  the  latter,  the  centre  of  oscil- 
lation is  a  little  higher  than  it  is  in  the  GUpper  mower,  the 
oscillation  is  more  nearly  a  swinging  motion  than  a  turning 
on  its  own  centre;  while,  in  the  Clipper  mower,  the  oscil- 
lation partakes  more  nearly  of  the  latter  character.    But,  can 
it  be  said,  that,  in  relation  to  such  a  subject  as  this,  that  differ- 
ence is  substantial  ?    With  reference  to  the  object  in  view — 
the  raising  and  lowering  of  the  fingers,  which  is  the  sole 
useful  purpose  contemplated— the  effect  is  identical.    The 
means,  according  to  my  opinion,  expressed  in  discussing  the 
other  reissue,  (No.  875),  are  substantially  the  same,  and  they  ' 
operate,  probably  not  in  the  same  geometrical  curve,  but,  in 
substance,  in  the  same  manner.    To  hold  otherwise,  would 
be  to  give  to  immaterial  variations  capacity  practically  to  de> 
stroy  the  value  of  any  patent  whatever. 

Beissue  879  exhibits  the  single  daim,  ^^  In  combination 
with  a  cutter-bar,  the  shoe,  m,  and  its  hinge,  and  a  supporting 
piece,  and  its  hinged  connection  to  the  main  frame,  the  ar- 
ranging of  the  pivots  of  said  hiHges  at  right  angles  to  each 
other,  and  in  or  near  the  line  of  the  finger-bar,  as  described." 
It  is  quite  unnecessary  to  enlarge  upon  this  claim.  That  the 
pivots  referred  to  are  arranged,  in  both  machines,  as  therein 
described,  is  unquestionable.  If,  therefore,  the  defendant's 
Clipper  machine  employs,  in  substance,  the  shoe,  m,  and  its 
hinge  and  the  supporting  piece,  H,  and  its  hinged  connection 
to  the  main  frame,  the  conclusion  that  this  claim  is  infiringed 
is  inevitable.  I  have  already  expressed  the  opinion,  that  the 
Clipper  machine  does,  in  substance,  employ  both,  or  what  is 
a  mere  mechanical  equivalent ;  and  it  follows,  that,  the  de- 
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scribed  arrangement  of  the  pivots  of  the  hinges  being  the 
same,  the  defendant  infringes  the  reissued  patent  in  question. 
Without  going  into  the  discussion  of  fiirther  details,  I  am 
of  opinion,  that  the  complainant  is  entitled  to  a  decree  in 
conformity  with  the  foregoing  opinion. 

Oeorge  Ha/rdmg^  for  the  plaintiff, 

Benjamm  F.  Thurston  and  David  Wright^  for  the  de- 
fendant. 


Edwasd  S.  Renwiok  and  othebs 
Albbet  Coopeb  kjxd  othkbs.    In  EQunr. 

The  reSflsued  letters  patent  granted  to  William  G.  Hicks,  liarch  Ist,  1870,  for  an 
"  improyement  in  breech-loading  fire-arms,**  (anUt  p.  89,)  are  valid,  as  against 
what  is  shown  in  a  cayeat  filed  in  the  Patent  Office  by  George  W.  Morse,  Au- 
gust 24th,  1865,  and  what  is  shown  in  letters  patent  granted  to  said  Morse, 
October  28th,  1866. 

(Before  Blatghtobd,  J.,  Southern  I^bstrict  of  New  York,  September  28th,  1872.) 

Blatohfobd,  J.  This  is  a  motion  for  a  provisional  in- 
junction, to  restrain  the  infringement  of  reissued  letters  pat- 
ent granted  to  William  O.  Backs,  March  1st,  1870,  for  an 
"improvement  in  breech-loading  fire-arms."  The  arm  pro- 
ceeded against  is  one  made  by  the  Winchester  Repeating 
Arms  Company,  of  New  Haven,  Connecticut,  and  is  of  the 
same  construction,  in  the  particulars  involved  in  this  suit,  as 
the.  arm  proceeded  against  in  the  suit  of  Bemoiok  v.  Pond, 
(cmtey  p.  89,)  brought  on  the  same  patent,  and  decided  by 
this  Court,  on  final  hearing.  In  that  suit,  the  first  three 
claims  of  the  patent  were  sustained  against  all  defences,  and 
were  held  to  have  been  infringed  by  the  arm  in  question. 


202  SOUTHERN  DISTRICT  OF  NEW  YORE, 

Renwick  v.  Cooper. 

Among  those  defences,  a  patent  issued  to  Q-eorge  W.  Morse, 
October  28th,  1856,  was  set  up.    The  original  patent  to  Hicks, 
issued  March  10th,  1857,  was  applied  for  February  20th,  1857, 
but  it  was  held,  on  the  evidence,  that  the  invention  by  Hicks 
dated  back  to  a  period  shortly  after  the  14th  of  August,  1855, 
and  anterior  to  the  date  of  the  invention  by  Morse.    A  caveat 
is  now  introduced,  filed  in  the  Patent  Office,  by  Morse,  on  the 
24:th  of  August,  1855.    Morse  testifies,  that  this  caveat  was 
prepared  and  in  existence  on  or  before  the  14th  of  August, 
1855,  and  was  signed  by  him  on  or  before  the  succeeding  day ; 
and  that  such  caveat  was  accompanied  by  "  a  "  drawing,  which 
was  prepared  and  in  existence  before  the  preparation  of  the 
specification  and  description  of  the  invention,  aftd  was  made 
from  a  model  constructed  by  him  more  than  a  week  previous 
to  the  14th  of  August,  1855.    The  certified  copy  from  the 
Patent  Office  of  what  was  so  filed  as  a  caveat  on  the  24th  of 
August,  1855,  contains  a  description  and  two  separate  draw- 
ings.   The  second  of  these  drawings  is  not  referred  to  in  the 
description.    The  description  and  the  first  drawing  suggest 
the  withdrawal  of  a  cartridge  by  means  of  a  catch,  but  they 
contain  no  description  or  representation  sufficient  to  enable  a 
practical  working  apparatus  to  be  made  from  them.    Morse's 
ideas,  so  far  as  they  can  be  learned  from  such  description  and 
first  drawing,  do  not  appear  to  have  been  further  developed 
on  the  plan  there  suggested.    The  plan  set  forth  in  his  patent 
of  October,  1856,  is  a  dijBFerent  plan  from  that  suggested  in 
the  description  and  first  drawing  of  the  caveat,  and  is  a  work- 
ing out  of  the  ideas  put  forth  in  the  second  drawing  attached 
to  the  caveat.     Such  plan  of  the  patent  does  not  embody  any 
one  of  the  inventions  covered  by  the  first  three  claims  of 
Hicks'  patent,  nor  does  such  second  drawing  of  the  caveat 
embody  any  one  of  such  inventions,  nor  is  any  one  of  such 
inventions  found  in  the  description,  or  the  first  drawing,  of 
the  caveat.    It  is  sufficient  to  say,  in  regard  to  the  Morse  pat^ 
ent,  and  the  second  drawing  of  the  caveat,  that  such  extractor 
as  they  show  is  operated  by  the  hammer,  and  not  by  the  for- 
ward movement  of  the  closing  piece  which  closes  the  breech ; 
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that,  when  the  extractor  is  in  its  most  forward  position,  it  is 
not  within  the  periphery  of  a  chamber  in  which  the  cartridge 
and  its  flange  are  contained,  and  in  advance  of  the  rear  of 
the  space  in  which  the  cartridge  is  received  in  snch  a  cham- 
ber ;  and  that  the  extractor  is  not  so  arranged  as  to  engage 
with  only  one  side  of  the  flange  of  the  cartridge.  These  are 
all  essential  features  in  Hicks'  invention,  and  in  the  first  three 
claims  of  his  patent.  It  is,  also,  an  essential  point  in  Hicks' 
arrangement,  that  the  closing  of  the  breech  effects  the  engage- 
ment of  the  hook.  Therefore,  a  single  movement  of  the  hand, 
to  close  the  breech,  is  all  that  is  required.  In  the  Morse  pat- 
ent, the  forward  movement  of  the  breech  closing  piece  causes 
no  engagement  of  any  hook  with  the  cartridge  flange,  and 
there  is  no  such  engagement  until  the  hammer  is  brought  into 
action,  by  a  second  movement  of  the  hand,  to  act  on  the  tails 
of  the  hooks,  to  cause  such  engagement,  after  the  forward 
ends  of  the  books  are  moved  forward  by  the  breech-closing 
piece.  In  all  the  particulars  in  which  the  defendants'  arm  is 
like  the  plaintiffs',  so  as  to  infringe  the  first  three  claims  of 
the  plaintiffs'  patent,  such  arm  of  the  defendants  is  unlike,  in 
its  construction  and  mode  of  operation,  what  is  shown  in  the 
Morse  patent. 

The  injunction  is  granted. 


Oeorge  Oiffordj  for  the  plaintiffs. 
Charles  M,  Keller^  for  the  defendants. 


The  Thales. 

A  vessel,  which  has  once  been  arrested,  in  the  Admiralty,  and  discharged  on 
stipulation  for  her  valne,  cannot  be  arrested  again,  in  the  Admiralty,  for  the 
same  cause  of  action. 

(Before  Woodkuff,  J.,  Southern  District  of  New  York,  October  2d,  1872.) 
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Woodruff,  J.  Upon  the  proofs,  I  am  of  opinion  that 
the  advancefi  made  in  this  case,  for  reimbarsement  whereof 
this  cause  is  promoted,  were  made  npon  the  credit  of  the 
owners,  on  their  request,  and  were  not  made  upon  the  credit 
of  the  vessel.  If  so,  then  no  lien  upon  the  vessel  ever 
existed. 

But,  the  authorities,  cited  to  the  effect  that  the  vessel, 
having  once  been  arrested  and  discharged  upon  stipulation 
for  her  value,  cannot  be  proceeded  against  a  second  time  and 
arrested  again  for  the  same  cause  of  action,  seem  to  me  to 
settle  the  question,  at  least  in  this  Court.  {The  Unions  4 
JSlcUchf.  a  C.  R.  90;  The  Kalamazoo,  15  Jw.,  886,  and 
9  Eng.  L.  <b  Eq.  JR.,  657,  660;  WtUiama  dh  Bruc^s  Adm. 
Pr,,  211  amd  cases  cited.)  I  must,  therefore,  direct  a  dis- 
missal of  the  libel,  in  aiBEb-mance  of  the  decree  below.  (3 
Bmedict,  327.) 

Dennis  McMahon,  for  the  libellant. 

Robert  D.  Benedict,  for  the  claimant. 


James  B.  Glare,  Jr.,  Assionbb  in  Banejsuftcy  of  H.  £. 

DiBBLBE  &  Ck>. 

vs. 
Adrian  Iselin  and  others.    In  Equtty. 

The  mere  giving  of  flecnrity,  on  ft  loan  of  money,  is  not  an  illegal  preference, 
under  the  bankraptcy  Act. 

A  creditor,  holding  a  warrant  to  confess  judgment,  who'  enters  judgment  on  it, 
and  levies,  under  such  judgment^  an  execution  on  the  property  of  his  debtor, 
at  a  time  when  the  debtor  knows,  and  the  creditor  has  cause  to  believe,  that 
the  debtor  is  insolvent,  obtains  an  illegal  preference,  under  said  Act,  even 
though  the  debtor  was  not  insolvent  when  the  warrant  was  given. 
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If  a  creditor  releaseB  the  goods  of  a  debtor  from  the  lien  of  an  execation  in 
favor  of  snch  creditor,  and  takes  a  transfer  of  other  assets  from  the  debtor, 
in  payment  of  the  debt,  when  the  debtor  is  insolyeDt,  and  the  creditor  has 
cause  to  beHeve  00,  the  preference  is  an  illegal  one,  under  said  Act 

(Before  WooattvwF,  J.,  Southern  District  of  New  York;  October  2d,  1872.) 

This  was  a  bill  in  equity  filed,  in  the  District  Court,  by 
the  plaintiff,  ai^  assignee  in  bankruptcy  of  the  firm  of  H.  E. 
Dibblee  &  Go.  against  the  members  of  the  firm  of  A.  Iselin 
&  Co.  The  bankrupts  were  adjudged  such,  in  involuntary 
proceedings,  on  the  2d  of  Juue,  1869,  the  petition  having 
been  filed  May  3d,  1869.  The  bill  set  forth,  that,  on  the  25th 
of  February,  1869,  Dibblee,  one  of  the  bankrupts,  without 
the  knowledge  of  his  other  two  copartners,  Bingley  and 
Krauss,  gave  to  Iselin  &  Co.  a  confession  of  judgment  in  his 
own  name,  and  in  the  name  of  the  firm,  for  $54,100,  with 
authority  in  it  to  enter  judgment  for  that  sum  against  the 
members  of  the  firm,  the  consideration  stated  in  the  con- 
fession being  securities  amounting  to  the  cash  value  of  $54,100, 
loaned  and  advanced  by  Iselin  &  Co.  to  Dibblee  &  Co.,  some 
on  the  20th  of  February,  1869,  some  on  the  23d  of  February, 
1869,  and  some  on  the  24th  of  February,  1869 ;  that,  on  the 
30th  of  April,  1869,  Iselin  &  Co.  entered  a  judgment,  in  their 
fiivor,  against  the  three  bankrupts,  in  ^the  Supreme  Court  of 
New  York,  on  such  confession,  for  $54,105,  and  docketted 
the  same,  and  issued  an  execution  thereon,  in  which,  on  the 
same  day,  a  levy  was  made  on  the  stock  in  trade  and  mer- 
chandise of  the  bankrupts;  that  the  securities  men- 
tioned in  the  confession  of  judgment  were  hypothecated  by 
Dibblee,  in  February,  1869,  to  various  banks  in  New  York, 
as  collateral  security  for  loans  made  by  said  banks  to  the 
bankrupts,  on  their  notes  for  $46,000 ;  that,  afterwards,  Iselin 
&  Co.  paid  the  loans  to  the  banks  and  received  from  them 
the  securities.;  that,  on  the  1st  of  May,  1869,  the  bankrupts 
gave  to  Iselin  &  Co.  a  bill  of  sale  of  bills  receivable  and 
accounts  amounting,  on  their  face,  to  $47,839.52,  and  paid  to 
Iselin  &  Co.  $1,900  in  cash,  and  Iselin  &  Co.  accepted  the 
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same,  and  the  securities  received  from  said  banks,  which  they 
had  taken  subject  to  their  lien  thereon  for  the  money  they 
had  paid  to  said  banks,  in  satisfaction  of  said  judgment  and 
execution,  and  the  same  were  thereupon  cancelled  and  satisfied 
of  record ;  that  the  advance  of  the  securities  hypothecated 
to  said  banks  was  made  by  Iselin  &  Co.  to  enable  the  bank- 
rupts to  borrow  money  and  apply  it,  or  to  apply  other  money, 
and  which  money  was  applied,  to  pay  other  d^bts  due  by  the 
bankrupts  to  Iselin  &  Co. ;  that,  in  March  and  April,  1869, 
the  bankrupts  transferred  to  Iselin  &  Co.  upwards  of  $61,000 
of  their  assets,  as  collateral  security  for  $6 1,000  of  indebtedness 
to  Iselin  &  Co.,  part  of  which  Iselin  &  Co.  had  collected  at 
the  time  the  petition  in  bankruptcy  was  filed ;  that,  between 
March  22d,  1869»and  May  1st,  1869,  the  bankrupts  paid  to 
Iselin  &  Co.  $20,108.52,  in  payment  of  $20,000  of  call  loans 
made  by  Iselin  &  Co.  to  the  bankrupts  on  March  5th,  6th 
and  8th,  1869  ;  that,  on  or  about  April  8th,  1869,  the  bank- 
rupts paid  to  Iselin  &  Co.  $7,944.88,  for  interest  on  prior 
indebtedness  ;  that  these  transactions  took  place  with  a  view, 
on  the  part  of  the  bankrupts,  to  give  a  preference  to  Iselin  & 
Co.,  as  creditors  of  the  bankrupts,  and  when  the  bankrupts 
were  insolvent,  and  in  fraud  of  the  bankruptcy  Act ;  and 
that  Iselin  &  Co.  had  reasonable  cause  to  believe  the  bank- 
rupts to  be  insolvent,  and  that  a  fraud  on  said  Act  was 
intended  by  such  dispositions  of  property.  The  bill  prayed, 
that  the  title  of  Iselin  &  Co.  to  the  securities  and  moneys  so 
paid  and  assigned  to  them  be  decreed  to  be  fraudulent  and 
void  as  against  the  plaintiff,  and  that  Iselin  &  Co.  be  decreed 
to  account  for,  and  pay  to  the  plaintiff,  the  value  of  said 
securities,  (less  the  amount  for  which  the  same  wore  hypothecat- 
ed to  said  banks),  and  all  payments  and  transfers  so  made  by 
the  bankrupts  to  Iselin  &  Co.,  and  the  value  o.f  the  assets  so 
assigned  in  March  and  April,  1869,  and  by  the  bill  of  sale  of 
May  Ist,  1869,  The  District  Court  decreed  that  the  title  of 
Iselin  &  Co.  to  the  property  assigned  by  the  bill  of  sale  of 
May  1st,  1869,  and  to  the  $1,900,  and  to  the  securities  re- 
ceived from  the  banks^  (subject  to  the  amount  paid  by  Iselin 
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&  Co.  to  redeem  the  same);  was  void,  under  the  bankruptcy 
Act,  as  against  the  plaintiff,  and  that  Iselin  &  Co.  should  be 
precluded  from  proving  in  bankruptcy  their  judgment  for 
$54,100,  or  the  debt  for  which  it  was  recovered,  and  should 
account  for  the  said  property  and  money  and  securities.  The 
final  decree  was  for  $61,988.14.  In  other  respects  the  prayer 
of  the  bill  was  denied.    Both  parties  appealed  to  this  Court. 

CTuzrlee  H.  Smithy  for  the  plaintiff. 

Stephen  P.  Nash  and  Henry  W.  Clarky  for  the  defend- 
ants. 

Woodruff,  J.  The  uncharitable  prejudice  which  regards 
every  one  who  does  not  pay  his  debts  as  a  knave,  and  esteems 
every  one  who  has  befriended  him  a  conspirator  to  defraud 
others,  may,  perhaps,  find  r^toons  for  most  unjust  imputations 
upon  the  defendants  in  this  cause.  They  are,  in  my  opinion, 
wholly  unwarranted  by  the  proofs.  On  the  contrary,  looking 
to  the  purpose  and  intent  of  the  actors  in  the  transactions  in 
question,  the  proofs  fail  to  show  any  actual  bad  faith,  or  want 
of  the  highest  integrity,  in  either  of  them. 

The  assignment  made  to  Iselin  &  Co.,  May  1st,  1869,  was, 
I  think,  a  violation  of  the  provisions  of  the  bankrupt  law,  in 
the  sense,  that,  by  that  law,  it  was  invalid ;  but,  even  this  was, 
I  think,  made  under  a  real  misapprehension,  in  the  mistaken 
belief  that  it  was  proper,  and  in  the  discharge  of  a  valid  lien, 
which  it  was  for  the  interest  of  the  insolvent  firm  and  its 
creditors  to  remove  from  their  stock  of  goods  then  in  the  pos- 
session of  the  sheriff. 

I  think  there  was  nothing  in  the  transactions  prior  to  that 
date,  which  was  liable  to  any  imputation,  either  as  fraudulent 
in  fact,  or  as  contravening  the  provisions  of  the  bankrupt 
law.  Lending  to  the  firm  of  H.  E.  Dibblee  <fc  Co.  $64,100, 
and  taking  security  therefor,  whether  in  the  form  of  a  confes- 
sion of  judgment,  or  a  pledge  of  promissory  notes,  or  a  bond 
and  mortgage  of  real  estate,  was  not  the  taking  of  a  prefer- 
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ence,  in  any  sense  of  that  term,  used  in  the  bankrupt  law. 
Had  the  firm,  on  the  25th  of  February,  1869,  applied  to  an 
insurance  company,  or  an  individual  having  funds,  for  a  loan 
upon  bond  and  mortgage,  and,  receiving  the  loan,  had  given 
security,  no  one  could  say  that  an  illegal  preference  had  been 
given.  In  that  case,  and  equally  in  the  case  of  the  loan  made 
by  Iselin  &  Oo.  here,  the  firm  received  the  whole  amount  for 
which  the  lenders  took  security.  The  estate  of  the  firm  was 
enhanced  for  the  payment  of  debts,  or  for  the  purposes  of 
business,  to  the  precise  extent  which  it  was  burthened  by  the 
giving  of  the  security.  The  balance  sheet  remained  the  same. 
If  Iselin  &  Co.  had  been  content  to  rest  on  the  security  they 
then  had,  I  think  their  position  would  have  been  safe  from 
impeachment  on  any  ground* 

Whether  they  could,  after  knowledge  or  reason  to  believe 
that  H.  E.  Dibblee  &  Go.  were  insolvent,  proceed,  (on  the 
authority  given  on  the  26th  of  February),  to  enter  up  judgment, 
and  levy  and  collect  the  amount  by  execution,  is,  however,  a 
difierent  question.  They  would,  at  least,  have  been  permitted 
to  prove  the  debt  against  the  estate  of  the  bankrupts,  even  if 
the  proceedings  in  bankruptcy  had  intervened,  to  prevent 
their  having  the  benefit  of  the  authority  to  enter  up  a  judg- 
ment. Prior  to  the  entry  of  judgment,  Iselin  &  Co.  had  in 
their  hands  an  instrument  authorizing  the  entry  of  a  judg- 
ment, but  had,  in  fact,  no  lien  upon  the  property  of  the  firm. 
This  instrument  was  called  a  security,  but  it  was,  in  trutli, 
only  a  means  or  instrument  placed  in  their  control,  by  which 
security  and  payment  might  be  effected.  It  contemplated  the 
possible  necessity  of  being  made  effective,  but  it  was,  in  itself, 
only  inchoate,  and,  so  long  as  it  remained  in  the  hands  of 
Iselin  &  Co.,  it  had  no  legal  operation,  and  vested  in  them  no 
right  of  property  in  any  part  of  the  estate  of  the  debtors, 
either  absolute,  qualified,  or  contingent.  In  this  condition  of 
Iselin  &  Co.  and  Dibblee  &  Co.,  the  proof  shows,  I  think, 
that  both  Dibblee  and  Iselin  became  satisfied  that  the  firm  of 
the  former  was  insolvent,  and  then  attempted  to  make  the  in- 
strument previously  executed  effectual. 


OCTOBER,  1872.  209 


Clark  V.  Iselin. 


It  may  be  conceded,  that  it  would  have  been  a  violation 
of  good  faith  for  Dibblee  to  do  anything  to  prevent  Iselin 
&  Co.  from  obtaining  fall  security  by  means  of  a  judgment. 
It  may  even  be  conceded,  that,  as  between  Iselin  &  Co.  and 
Dibblee  &  Co.,  the  former  had  acquired  an  unquestionable 
right,  both  legal  and  equitable,  to  enter  up  judgment  and  en- 
force it.     But,  this  is  not  the  test  of  their  right  as  against 
creditors,  when   Dibblee  &  Co.  were  adjudged  bankrupt. 
Iselin  &  Co.  had  obtained  no  actual  preference,  when  the 
affairs   of  Dibblee  &   Co.   reached  such   a  condition,  that 
Dibblee  must  have  known,  and  Iselin  had  cause  to  believe, 
and,  I  think,  did  believe,  that  the  debtors  were  insolvent,  and 
entered  up  the  judgment,  for  obtaining  the  actual  security 
and  preference  which  it  was  in  his  power  to  effect  through 
the  instrument  theretofore  executed.     In  this  point,  the  case 
does  not  differ  from  an  example  readily  suggested.     Suppose 
Iselin  &  Co.  had  made  a  loan,  upon  a  promise  by  Dibblee, 
in  proper  legal  form,  to  give  a  bond  and  mortgage  as  security, 
whenever  required.     It  would  be  bad  faith  in  Dibblee  there- 
after to  refuse  to  give  the  bond  and  mortgage,  or  to  do  any- 
thing which  deprived  him  of  the  power  to  give  such  bond 
and  mortgage,  as  a  valid  security ;  and  yet,  if,  before  it  was 
given,  Dibblee  became  or  was  insolvent,  and  Iselin  became 
owner  of  it,  the  performance  of  the  promise  would  have  been, 
in  fact,  a  giving  and  receiving  a  preference,  and  not  less  so 
because  of  the  previous  promise.     So,  of  a  promise  to  give  a 
judgment ;  and  so,  of  a  writing  actually  delivered  to  Iselin  & 
Co.,  but  not  made  effective.     As  against  creditors,  the  right 
to  carry  the  promise,  or  the  intention,  into  effect,  is  defeated. 
As  against  them,  the  actual  gaining  of  the  preference  is  for- 
bidden.   In  the  case  of  the  promised  bond  and  mortgage,  I 
think  this  would  not  be  questioned ;  and  I  perceive  n6  dis- 
tinction between  the  cases.    As  against  the  debtors,  a  Court 
of  equity  would  enforce  their  duty  to  make  the  contemplated 
security ;   and,  in  the  absence  of  any  conflicting  rule,  that 
Court  would  consider  that  done  which  ought  to  be  done,  and 
so  give  effect  to  the  intended  security,  as  of  the  time  when 
VOL. — ^x.  14 
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the  loan  was  made.  Bat,  when  the  provisionB  of  an  express 
statute  have  intervened,  and  the  exigency  has  arisen  in  which 
the  statute  declares  the  right  of  creditors  to  an  equal  distribu- 
tion of  the  property,  I  think  the  creditor  who  has,  in  the 
mean  time,  relied  upon  an  executory  promise,  or  upon  his 
possession  of  what  is  practically  a  mere  authority  to  acquire 
and  enforce  a  lien,  must  rest  where  he  finds  himself.  To  then 
give  or  take  the  preference  is  prohibited. 

This  is  not  all.  On  the  1st  of  May,  after  the  insolvency 
of  the  firm  was  clear,  the  debtors  made  an  actual  transfer  of 
assets,  for  the  payment  of  the  debt  to  Iselin  &  Co.,  and  con- 
sented that  the  latter  obtain  further  payment,  by  redeeming 
other  assets  from  banks  to  which  they  were  pledged  for  less 
than  their  value.  This  was  a  clear  preference  of  Iselin  &  Oo., 
whatever  motive,  in  respect  to  liberating  the  stock  of  goods 
from  the  levy  of  the  execution,  may  have  prompted  it.  Free- 
dom from  the  lien  of  the  execution  was  an  inducement  to  this 
transfer,  but  did  not  justify  it.  The  creditors  of  the  bank- 
rupts had  a  right  to  have  the  estate  in  the  condition  in  which 
it  was  when  Dibblee  &  Co.  and  Iselin  &  Co.  became  con- 
scious of  the  insolvency,  and  of  the  efiect  of  paying  Iselin 
&  Co.  their  debt. 

These  views  result  in  an  afiirmance  of  the  decree  made 
below,  so  far  as  the  surplus  of  the  assets  redeemed  from  banks, 
the  cash  payment  of  $1,900,  and  the  transfer  of  the  notes  and 
accounts  mentioned  in  the  assignment  of  the  1st  of  May,  1869, 
were  declared  void  as  against  the  complainant,  and  so  far,  also, 
as  it  excludes  Iselin  &  Co.  from  proving  the  debt  thereby 
attempted  to  be  paid. 

As  to  the  sum  of  $2,229  08,  also  decreed  to  be  paid  to 
the  assignee,  I  am  not  able  to  discover,  from  the  proofs,  nor 
from  the  stipulation  made  by  the  parties,  when  this  surplus, 
(over  and  above  the  amount  due  to  Iselin  &  Co.  upon  their 
previous  advances),  accrued.  If  they  had  collected  it,  and 
held  it,  at  or  before  the  petition  in  bankruptcy  against  Dibblee 
&  Co.  was  filed,  then  they  are  entitled  to  retain .  it,  and  to 
apply  it  on  the  debt  which  was  secured,  or  attempted  to  be 
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secured,  by  the  judgment.  That  debt  was,  and  still  is,  a  valid 
debt  against  the  bankrupts,  notwithstanding  the  creditors  are 
not  permitted  to  prove  it  against  the  estate  in  the  hands  of  the 
assignee ;  and,  if  the  moneys  referred  to  are  collected,  so  as  to 
constitute  a  debt  from  Iselin  &  Co.  to  Dibblee  &  Co.,  by 
overpayment  or  collection  on  the  securities  for  the  other  ad- 
vances, then  their  claim  against  the  bankrupts,  for  which  the 
judgment  was  confessed,  was  a  valid  set  off  thereto,  and  Iselin 
&  Co.  should  not  be  required  to  pay  over  that  surplus  to  the 
assignee.  The  bankrupt  law  allows  and  requires  such  set  off. 
Any  collections  in  excess  of  the  advances  for  which  they  were 
specifically  pledged,  made  after  the  filing  of  the  said  petition, 
were  collections  for  the  account  of  the  assignee,  and,  as  to 
them,  no  such  right  of  set  off  exists. .  As  this  point  was  not 
urged  by,  counsel  as  an  impeachment  of  the  decree,  I  conclude 
that  the  sum  of  $2,229  08,  in  question,  was  so  collected.  If 
so,  the  decree  must  be  affirmed ;  and,  as  both  parties  have 
appealed,  neither  should  be  allowed  costs,  as  against  the 
other. 


Fbanois  D.  Maetin  and  others  v8.  L.  Crisouola. 

The  effect  of  the  6th  section  of  the  Act  of  June  let,  1872,  (17  IT*.  8.  Slat,  at  Large, 
197,)  which  provides,  that  the  practice,  pleadings,  and  forma  and  modes  of 
proceeding,  in  other  than  eqnity  and  admiralty  causes,  in  the  Circuit  and  Dis- 
trict Courts  of  the  United  States,  shall  conform,  as  near  as  may  be,  to  the  prac- 
tice, pleadings,  and  forms  and  modes  of  proceeding,  existing  at  the  time,  in 
like  causes,  in  the  Courts  of  record  of  the  State  within  which  such  Circuit  or 
District  Courts  are  held,  is  not  to  authorize  the  commencement  of  an  action  at 
law  in  the  Cvcuit  Court  by  a  summons  issued  in  the  name  of  the  plaintiff's 
attorney,  according  to  the  mode  of  commencing  actions  in  the  Courts  of  the 
State  of  New  York. 

(Before  Bbitkdiot,  J.,  Eastern  District  of  New  York,  October  4th,  1872.) 

Benedict,  J.    This  motion  raises  the  question,  whether 
the  effect  of  the  5th  section  of  the  Act  of  June  1st,  1872,  (17 
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TJ.  S.  Stat  at  La/rge^  19^0  which  provides,  that  the  practice, 
pleadings,  and  forms  and  modes  of  proceeding,  in  other  than 
equity  and  admiralty  causes,  in  the  Circuit  and  District 
Courts  of  the  United  States,  shall  conform,  as  near  as  may  be, 
to  the  practice,  pleadings,  and  forms  and  modes  of  proceeding, 
existing  at  the  time,  in  like  causes,  in  the  Courts  of  record  of 
the  State  within  which  such  Circuit  or  District  Courts  are 
held,  is  to  authorize  the  commencement  of  an  action  at  law  in 
this  Court  by  a  summons  issued  in  the  name  of  the  plaintiff's 
attorney,  according  to  the  mode  of  commencing  actions  in  the 
Courts  of  the  State  of  New  York. 

This  question,  I  learn,  upon  inquiry,  has  already  received 
the  consideration  of  the  Circuit  Judge  of  this  Circuit,  and  he 
has  advised  the  clerk  of  the  Circuit  Court  for  the  Southern 
District  of  New  York,  that  the  Act  referred  to  does  not  au- 
thorize the  commencement  of  an  action  at  law  by  such  a  sum- 
mons. This  action  of  the  Circuit  Judge  makes  it  proper  that 
the  practice  in  this  District  be  made  to  conform  to  that 
directed  by  the  Circuit  Judge,  in  the  Southern  District,  and, 
accordingly,  the  summons  served  in  this  action  must  be  set 
aside,  as  unauthorized  by  any  law  of  the  United  States. 

Goodrich  <&  WJieder^  for  the  plaintiffs. 

Beehe^  Donohue  <&  Cooke^  for  the  defendant. 


The  Helen  E.  Cooper  and  the  R.  L.  Mabey. 

A  libellant,  in  a  salt  in  Admiralty,  had  a  decree  against  two  yeaselB,  for  dam- 
ages, which  ooniaioed  no  proyision  for  an  apportionment  of  the  damages  be- 
tween the  two  Teasels,  or  otherwise  settling  the  equities  between  their  claim- 
ants. After  decree,  it  being  shown  that  the  claimant  of  one  yessel,  and  his 
sureties,  stood  in  the  relation  of  sureties  for  the  claimant  of  the  o,ther  vessel 
and  his  sureties,  and  that  the  latter  had  assomed  the  litigation  and  agreed  to 
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indemnify  the  former,  the  Com*t,  on  the  application  of  the  former,  made  an 
order  that  the  libellant  firat  issue  execution  against  the  latter,  and  that  pro- 
ceedings against  the  former  be  stayed  until  the  return  of  such  execution. 

(Before  Woodbutf,  J.,  Eastern  District  of  New  York,  October  4th>  1872.) 

Woodruff,  J.  This  is  a  raotion  on  behalf  of  the  E.  L. 
Mabey,  in  substance,  for  an  order  directing  the  libellants  to 
execute  the  decree,  (which  is,  in  form,  against  both  vessels,) 
against  the  claimants  of  the  Helen  S.  Cooper  and  their  stipu- 
lators, or  to  exhaust  their  remedies,  under  the  decree,  against 
such  claimants  and  their  stipulators,  before  proceeding  to  exe- 
cute the  decree  against  the  K.  L.  Mabey. 

The  proofs  now  laid  before  me  show  that,  in  relation  to 
the  subject  in  controversy,  the  claimants  of  the  B.  L.  Mabey, 
and  their  sureties,  stood  in  the  relation  of  sureties  for  the 
others,  and  that  the  latter  had  assumed  the  litigation  and 
agreed  to  indemnify  the  former.  It  is,  therefore,  just  and 
equitable,  that  the  claimants  of  the  Helen  E.  Cooper,  and 
their  stipulators,  should  pay  the  damages  and  costs  awarded 
to  the  libellants  by  the  decree.  This  brings  the  case  within 
'the  principle  of  the  decision  in  The  Oeorge  Waahrngtorhy  (2 
Benedict^  226,  and  9  Walkbce^  613,)  where  the  Court  directed, 
that,  as  between  the  two  vessels,  the  recovery  be  equally  ap- 
portioned, and  that,  although  each  was  assumed  to  be  liable 
for  the  whole  amount  to  the  libellant,  and,  so,  in  respect  to 
each  one-half,  each  vessel  was  surety  for  the  other,  the  libel- 
lant, on  receiving  from  either  vessel  one-half,  should  stay  pro- 
ceedings until  execution  had  been  issued  and  returned  as 
against  the  other.  Although  no  direction  was  given,  in  the 
decree  in  the  present  case,  as  to  an  apportionment,  or  other- 
wise settling  the  equities  between  the  defendants,  and  while 
it  is  also  clear  that  no  modification  of  the  decree  should  now 
be  made,  I  think  the  Court  has  power  to  control  the  manner 
^of  its  execution,  so  as  to  do  justice  between  the  defending 
parties,  if  thereby  the  libellants  are  deprived  of  no  right. 
They  must  be  permitted  to  collect  their  whole  decree  out  of 
some  one  or  all  of  the  parties  liable. 
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In  analogy,  therefore,  to  the  decision  in  the  case  above 
referred  to,  an  order  is  granted,  that  the  libellants  first  issue 
execution  against  the  claimants  of  the  Helen  B.  Cooper  and 
their  stipulators,  and  that  proceedings  against  the  claimants 
of  the  B.  L.  Mabej  and  their  stipulators  be  stayed  until  the 
return  of  such  executions  against  the  others.  Either  party  is 
to  be  at  liberty  to  apply  to  the  Court  for  further  direction,  as 
they  may  be  advised. 

Benedict  <&  Benedictj  for  the  libellants. 

Ooodrich  <&  Wheelery  for  the  B.  L.  Mabey. 

Beehey  Donohue  dk  Cookey  for  the  Helen  B.  Cooper. 


The  Ebie  Bailway  Company  and  others 
John  B.  Heath  and  others.    In  Equity. 

A  special  allowance  made  to  a  master,  for  bis  serYices  in  ezecnting  a  decree. 
(Before  Blatobfobo,  J.,  Southern  Dietrict  of  New  York;  October  14th,  18Y2.) 

Blatohfoed,  J.  The  82d  of  the  rules  in  equity  prescribed 
by  the  Supreme  Court  provides,  that  "  the  compensation  to 
be  allowed  to  every  master  in  chancery,  for  his  services  in  any 
particular  case,  shaJl  be  fixed  by  the  Circuit  Court,  in  ito  dis- 
cretion, having  regard  to  all  the  circumstances  thereof,  and 
the  compensation  shall  be  charged  upon  and  borne  by  such 
of  the  parties  in  the  cause  as  the  Court  shall  direct." 

The  $6,005,600  of  stock  which  passed  through  the  hands  of 
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the  master,  in  executing  the  decree  of  the  Court,  represented, 
at  the  market  value  thereof  at  the  time,  about  $2,000,000  of 
money.  Under  the  Act  of  February  26th,  1853,  (10  U.  S. 
Stat,  at  La/rge^  163,)  the  clerk  of  the  Court,  if  that  amount  of 
money  had  passed  through  his  hands,  would  have  been  en- 
titled, for  receiving  it,  keeping  it,  and  paying  it  out,  under 
the  order  of  the  Court,  to  one  per  cent,  on  the  amount,  or 
$20,000. 

Beceivers  are  allowed  usually,  as  commissions,  a  per  cent- 
age  on  the  moneys  passing  through  their  hands. 

By  the  laws  of  New  York,  the  commissions  of  an  executor 
or  administrator,  for  receiving  and  paying  out  $2,000,000,  are 
over  $20,000. 

It  is  also  made  known  to  the  Court,  that,  according  to  the 
established  usage  in  the  city  of  New  York,  the  compensation 
of  a  broker,  for  receiving  ^ares  of  stock,  is  one-eighth  of  one 
per  cent,  on  the  nominal  or  par  value  of  the  shares,  and  the 
same  for  delivering  them.  Buch  compensation,  at  those  rates, 
on  the  $6,005,600  of  stock,  would  be  $16,014. 

The  fees  of  the  master,  not  objected  to,  for  services  in  the 
suit,  under  the  decree  of  reference,  running  through  a  period 
of  ten  months,  and  exclusive  of  the  receipt,  custody,  registrar 
tion  and  delivery  of  the  .certificates  for  the  shares  of  stock, 
amount  to  $2,690  71.  His  disbursements,  for  stenographers' 
fees,  use  of  safe,  carriage  hire  and  watchmen,  were  $554  80. 

The  course  which  the  master  pursued,  of  receiving  the 
certificates  of  stock,  then  causing  them  to  be  registered,  and 
then  delivering  them  to  the  defendants,  was  one  acquiesced 
in  by  both  parties.  The  defendants  insisted  upon  such  course, 
in  order  that  the  certificates  should  be  registered  while  in  the 
custody  of  the  master,  and  jshould  not  be  delivered  to  them 
until  the  registration  had  taken  place.  The  Erie  Eailway 
Company  insisted  upon  delivering  the  certificates  to  the  mas- 
ter. The  certificates  were  6,027  in  number.  They  were 
registered  while  in  the  custody  of  the  master,  and  then  deliv- 
ered to  the  defendants,  and  the  provisions  of  the  decree  were 
carried  out  by  the  master  with  fidelity  and  punctuality,  with- 
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oat  interraption,  and  to  the  attainment  of  the  result  expressed 
in  the  decree. 

It  seems  to  me  proper  that  this  special  service  in  regard 
to  the  certificates  should  be  compensated  by  a  special  allow- 
ance. It  was  a  highly  responsible  service,  and,  independently 
of  its  nature  as  a  trust,  the  circumstances  which  had  attended 
the  litigation  in  its  previous  stages,  were  such  as  to  make 
great  caution  on  the  part  of  the  master  necessary,  in  order 
that  the  certificates  might  not  be  interfered  with  or  inter- 
cepted before  their  delivery  to  the  defendants  in  the  com- 
pleted form  directed  by  the  decree.  Since  the  discharge  of 
this  service  by  the  master,  the  management  of  the  afiairs  of 
the  Erie  Railway  Company  has  passed  into  the  hands  of  new 
directors,  who  are  represented  by  counsel  who  took  no  part 
in  the  litigation  referred  to.  They  submit  the  matter  of  the 
compensation  of  the  master  entirely  to  the  discretion  of  the 
Court,  without  suggestion  as  to  amount,  and  with  the  expres- 
sion of  a  desire  that  he  shall  be  properly  compensated,  and  of 
a  willingness  to  pay  such  proper  compensation. 

On  a  review  of  all  the  facts  in  the  case,  I  fix  the  compen- 
sation of  the  master  at  the  sum  of  $7,500,  in  addition  to  the 
$2,690  71,  allowing  to  him,  also,  the  $554  80  of  disburse- 
ments, thus  making  the  entire  amount  allowed  to  him, 
$10,745  51.  This  amount  is  to  be  paid  to  him  by  the  Erie 
Railway  Company. 

BarloWy  Larocque  <&  McFarland^  for  the  company. 
Kenneth  O.  White^  (the  master,)  in  person. 
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William  H.  Bliss 
The  City  of  Brooklyn.    In  Equity. 

When  a  suit  in  equity  has  been  once  heard,  on  issue  joined,  and  is  opened  for  a 
further  hearing,  on  an  amended  answer,  only  as  a  matter  of  fayor,  it  is  too  late 
to  move  for  security  for  costs  on  the  ground  of  the  non-residence  of  the  plaint- 
iff, that  haying  appeared  on  the  face  of  the  original  bill 

(Before  Bekbdiot,  J.,  Eastern  District  of  New  York,  Noyember  5th,  1872.) 

Benedict,  J.  It  is  too  late  to  move  for  security  for  costs 
in  this  case,  which  has  been  once  heard,  on  issae  joined,  and 
which  is  now  open  for  a  further  hearing,  upon  an  amended 
answer,  only  as  a  matter  of  favor,  and  when  the  non-residence 
of  the  plaintiff  appeared  on  the  face  of  the  original  bill.  The 
motion  for  security  is,  therefore,  denied. 

WiUicmi  C.  Witter^  for  the  plaintiff. 

Benjamin  E.  Valentine^  for  the  defendant. 


Charles  Guidet 

V8. 

LoRiN  Palmeb  and  others,  composing  the  Department  of 
City  Works,  of  the  city  of  Brooklyn.    In  Equtty. 

Mere  lapse  of  time  is  not  sufficient  to  show  public  acquiescence  in  a  patent;  but 
the  acquiescence  must  be  attended  with  circumstances  indicating  that  such 
acquiescence  would  not  have  occurred  if  any  fair  doubt  had  existed  as  to  the 
yaliditj  of  the  patent 

The  plaintiff  had  a  patent  for  a  payement,  and  had  been  employed  to  lay  some 
fourteen  miles  of  it  by  the  authorities  of  the  cities  of  New  York  and  Brooklyn, 
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daring  ihe  past  fo^  years.    No  other  acquiescence  was  shown:  Held,  that 
that  was  insufficient  to  raise  a  presumption  in  favor  of  the  yalidity  of  the 
patent 
Facts  stated,  which  warranted  the  refusal  of  a  proTisional  injunction  to  restrain 
the  infringement  of  a  patent,  where  the  public  interest  was  concerned. 

(Before  Bkhediot,  J.,  Eastern  District  of  New  York,  Noyember  19th,  1872.) 

Benedict,  J.  This  case  comes  before  me  upon  a  motion 
which  has  been  treated  by  coonsel  on  both  sides  as  a  motion 
for  a  temporary  injunction  to  restrain  the  Department  of 
City  Works  of  the  city  of  Brooklyn,  from  executing,  on  be- 
half of  the  city  of  Brooklyn,  a  contract  for  repaving  Henry 
street  in  accordance  with  certain  specifications  on  file  in  the 
office  of  the  Department,  which  contract  the  Department  has 
advertised  as  open  for  proposals. .  A  pavement  laid  in  accord- 
ance with  such  specifications  will,  as  the  plaintiff  insists,  be 
an  infringement  upon  a  patent  issued  to  him,  and  known  as 
re-issue  No.  4,106,  granted  August  23d,  1870. 

The  rules  by  which  the  Courts  of  the  United  States  are 
governed  in  applications  of  this  class  are  well  settled,  and 
need  not  be  re-etated  here.  The  fiirst  question  arising  upon 
such  a  motion,  where,  as  in  this  case,  the  patent  in  question 
has  never  been  adjudged  valid  in  any  action,  is,  whether  the 
plaintiff  shows  such  a  public  acquiescence  in  his  claim  as 
raises  a  presumption  in  favor  of  the  validity  of  his  patent. 
The  bill  avers  an  undisturbed  possession,  use,  and  enjoyment 
of  the  exclusive  privileges  described  in  the  patent,  and  the 
affidavits  show  that  the  plaintiff  has  been  employed  to  lay 
some  fourteen  miles  of  his  pavement  in  the  cities  of  New 
York  and  Brooklyn,  during  the  past  four  years.  No  other 
instances  of  a  recognition  of  his  claim  are  stated,  nor  have 
any  licenses  to  use  the  plaintiff's  pavement  been  granted  by 
him,  it  being  his  plan  to  derive  advantage  from  his  patent  by 
laying  his  pavement  himself,  as  he  is  prepared  to  do.  In  de- 
termining whether  these  facts  are  sufficient  to  show  such  a  public 
recognition  of  the  plaintiff's  claim,  as  the  law  demands,  it  is 
to  be  considered,  that  mere  lapse  of  time  is  not  sufficient. 
The  acquiescence  in  the  patent  must  be  attended  with  (Ar- 
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cumstances  indicating  that  ench  acqniesceiice  would  not  have 
occurred,  if  any  fair  doubt  had  existed  as  to  the  validity  of  the 
patent.  The  nature  of  this  plaintiff's  invention,  and  the  cir- 
cumstances under  which  he  has  been  employed  to  lay  it  down, 
become,  therefore,  important;  and  it  is  to  be  noticed,  that  the 
patent  is  for  a  heavy  stone  pavement,  required  only  on  the 
great  thoroughfares  of  large  cities.  Ko  private  persons  can 
be  supposed  to  have  had  occasion  to  consider  the  plaintiff's 
daim.  Of  the  cities  likely  to  use  such  a  pavement,  so  far  as 
the  papers  before  me  show,  none  have  dealt  with  the  plaintiff, 
except  New  York  and  Brooklyn,  and,  in  those  cities,  the 
plaintiff's  employment  has  occurred  within  the  past  four 
years.  Under  how  many  contracts  with  those  cities  the  pave- 
ment has  been  laid,  is  not  stated,  nor  whether,  in  the  instances 
referred  to,  the  plaintiff  obtained  the  contracts  by  private 
award,  or  as  the  sole,  or  a  competing,  bidder  for  contracts 
publicly  advertised.  The  price  paid  to  the  plaintiff  exceeds, 
by  some  thirty-four  j>^  oent.j  the  price  at  which  other  parties 
have  offered  to  lay  down  the  pavement  called  for  by  the 
specifications  here  in  question.  I  am  to  say,  therefore, 
whether  the  fact  that  persons  in  authority  in  the  cities  of  New 
York  and  Brooklyn,  during  the  past  four  years,  have,  in  these 
instances,  employed  the  plaintiff,  at  his  price,  to  lay  his  pave- 
ment, warrants  the  conclusion  that  the  validity  of  his  patent 
is  free  from  reasonable  doubt.  To  my  mind,  such  action  of 
the  authorities  of  these  two  cities,  within  the  period  referred 
to,  does  not  lead  to  such  a  conclusion,  and  is  whoUy  insufiSi- 
cient  to  raise  a  presumption  in  favor  of  the  validity  of  the 
patent.  For  aught  that  appears,  the  plaintiff  was  the  only 
bidder  in  the  cases  where  he  was  employed,  or  he  may  then 
have  been  the  lowest  bidder,  or  the  necessities  of  the  Depart- 
ment may  then  have  been  such  as  to  make  his  employment  a 
necessity,  without  any  reference  to  his  patent ;  and,  even  if 
his  claim  had,  in  these  instances,  been  distinctly  recognized 
by  the  authorities,  that  would  not  work  as  an  estoppel  on  the 
city,  nor  require  me  to  presume  that  the  validity  of  the  pat- 
ent is  free  from  doubt.    The  absence  of  fiicts  sufficient  to 
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raise  that  presumption,  in  this  case,  must  be  held  fatal  to  the 
present  application. 

Furthermore,  it  appears  that  Henry  street  can  be  paved, 
under  bids  received  for  the  proposed  contract,  at  a  price  less, 
by  some  $8,000,  than  the  price  charged  by  the  plaintiff  for 
his  pavement ;  and  specifications  laid  before  me  by  the  plaintiff, 
on  this  motion,  contain  a  provision,  whereby  the  contractors 
for  Henry  street  will  be  liable  to  save  the  city  harmless  from 
any  claim  of  the  plaintiff  arising  out  of  the  laying  of  the 
pavement  proposed.  It  is  manifest,  therefore,  that,  if  the 
injunction  now  asked  for  be  granted,  the  city  will  be  com- 
pelled to  pay  for  the  Henry  street  pavement  some  $8,000 
more  than  it  can  be  procured  for  under  the  contract  proposed, 
while,  if  the  injunction  be  denied,  no  loss  will  come  either  to 
the  plaintiff  or  the  city,  because  the  city  of  Brooklyn  is  always 
to  be  found,  and  will  always  be  able  to  respond  to  the  plaintiff 
in  any  damages  which  he  may  become  entitled  to  claim  by 
reason  of  any  infringement  of  his  patent,  while  the  con- 
tractors must,  in  turn,  respond  to  the  city  for  any  sum  so 
recovered.  Such  a  result  of  an  injunction  is  sufficient  to  re- 
quire its  refusal,  in  a  case  like  this,  where  the  public  interest 
is  concerned.     The  motion  is,  therefore,  denied. 

Oeorge  Harding  and  Benjamin  I.  Traoy^  for  the 
plaintiff. 

WilUam  C.  De  Witty  for  the  defendant. 
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The  United  States  vs.  60|  cahats  Beilliants,  &c. 

After  the  condemnation  of  property,  in  the  District  Court,  as  forfeited  to  the 
United  States,  for  a  yiolation  of  the  customs  laws,  W.  and  E.  each  claimed  a 
share  as  informer.  That  Court  adjudged  that  neither  was  informer,  but 
awarded  a  share  to  W.,  as  seizing  officer,  under  §  1  of  the  Act  of  March  2d,  ' 
1867,  (14  U,  8.  Stai,  at  Large,  646.)  £.  then  sued  out  a  writ  of  error  from 
this  Court:  Held,  that,  on  such  writ,  the  decision  of  the  District  Court  that, 
as  matter  of  fact,  E.  was  not  entitled  to  a  share  as  informer,  could  not  be 
reviewed. 

It  was  not  an  error  in  law  for  the  District  Court  to  so  decide,  although  the  Com- 
missioner who,  by  order  of  that  Court,  took  the  proofs,  reported  them  with 
his  opinion  in  favor  of  E. 

A  writ  of  error  to  the  District  Court  brings  to  the  consideraUon  of  this  Court 
questions  of  law  only. 

(Before  Woodboft,  J.,  Southern  District  of  New  York,  November  26th,  1872.) 

Woodruff,  J.  The  property  proceeded  against  was  seized 
by  the  officers  of  the  United  States,  and,  on  information  filed, 
was  condemned,  in  the  District  Court,  as  forfeited,  because  it 
was  introduced  into  this  country  without  the  payment  of 
duty.  After  condemnation,  H.  0.  Whitely  and  F.  S.  Esmond 
each  applied  to  the  District  Court  for  an  order  adjudging  him 
to  be  the  informer  entitled  to  share  in  the  proceeds  of  the 
condemnation.  {Act  of  March  26?,  1867,  14  U.  S.  Stat  at 
LargCj  546,  §  1.)  The  District  Court,  on  a  contest  between 
the  two  claimants,  decided  and  adjudged  that  neither  of  them 
was  the  first  informer,  nor  entitled,  as  such,  to  share  in  the 
proceeds,  and,  there  being  no  other  claimant,  the  Court  de- 
cided that  H.  C.  Whitely,  as  seizing  officer,  was  entitled  to 
share  in  the  proceeds.  Thereupon,  a  writ  of  error  was  procured 
and  allowed,  for  the  purpose  of  correcting  what  the  said  Es- 
mond alleges  to  be  error  in  the  said  order,  to  his  prejudice. 

Without  considering  the  objection  that  no  writ  of  error 
will  lie  for  the  correction  of  a  proceeding  of  this  kind,  or  the 
objection  that,  if  it  will  lie,  it  is  not  in  proper  form,  it  must 
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suffice  to  say,  that  a  writ  of  error  brings  to  the  consideration 
of  this  Court  questions  of  law  only.  The  complaint  here  is, 
that,  upon  questions  of  fact,  strenuously  contested,  and  in  re- 
lation to  which  there  was  conflict  of  testimony,  the  District 
Court  came  to  an  erroneous  conclusion.  It  is  quite  immate- 
rial to  this  party  alleging  error,  whether  the  decision  that 
Whitely  was  not  the  first  informer  was  correct  or  not ;  and, 
if  Esmond  was  not  the  first  informer,  then  it  is  immaterial  to 
him  whether  Whitely  was  or  was  not  entitled  as  seizing 
officer.  Esmond,  in  either  case,  is  not  aggrieyed  by  the  de- 
cision or  adjudication.  If  he  was  not  the  first  informer,  he 
has  no  possible  interest  in  the  matter,  and  is  not  aggrieved. 
The  District  Court  found,  as  a  fact,  upon  the  evidence,  that 
Esmond  was  not  the  first  informer.  That  finding  of  fact  is 
not  the  subject  of  review  by  writ  of  error,  when  the  record 
does  not  show  that  any  rules  of  law  were  violated,  or  any 
erroneous  construction  of  the  statute  was  applied  to  the  facts 
proved. 

The  circumstance,  that  the  proofs  were,  by  order  of  the 
Court,  taken  before  a  Commissioner,  and  were  reported  with 
his  opinion  in  favor  of  Esmond,  does  not  affect  this  question. 
The  District  Court  was  not  bound,  by  law,  to  adopt  the  opin- 
ion of  fhe  Commissioner  as  conclusive.  It  had  power  to,  and 
did,  look  into  the  confiicting  proofs  reported  by  the  Commis- 
sioner, and,  on  finding,  as  a  fact,  that  Esmond  was  not  the 
first  informer,  made  an  adjudication,  which,  upon  that  find- 
ing, was  a  necessary  legal  result,  namely,  that  he  was  not  en- 
titled to  share  in  the  proceeds  of  the  forfeited  property.  I 
find  no  error  of  law  which  calls  for  any  reversal  of  the  order. 
Let  it  be  affirmed. 

Theodore  N.  Mdviuy  for  Esmond. 
William  Stanley ^  for  Whitely.  » 
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The  Tboy  Ieon  and  Nail  Factory 

vs. 

EbASTITS  CoENING  AJSD  0THKE8.      In  EqUITT. 

In  the  taking  of  the  account  of  profits  in  this  case,  a  patent  suit,  in  eqaity,  be- 
fore the  master,  the  plaintiff  greatly  exaggerated  his  claim,  and  caused  a 
great  waste  of  time,  and  introduced  a  large  amount  of  irrelevant  evidence, 
and  reoovered,  in  the  end,  a  comparatiTely  small  sum:  Sdd,  that  neither 
party  should  reeorer,  against  the  other,  any  costs  or  expenses  that  accrued 
before  the  master,  embracing  the  fees  of  witnesses,  the  taking  and  printing  of 
the  evidence,  and  all  disbursements  before  him,  but  each  party  should  bear 
his  own ;  and  that  the  compensation  of  the  master,  as  fixed  by  the  Courts 
should  be  paid  equally  by  the  parties.  * 

(Before  Nxeson,  J.,  Northern  District  of  New  York,  November  27th,  1872.) 

Nelson,  J.  This  is  a  motion  founded  npon  affidavits,  and 
other  papers  of  record,  to  have  the  Court  determine  which  of 
the  respective  parties  shall  pay  the  master's  fees  that  have 
accrued  in  the  canse,  or  in  what  way  Jhey  shall  be  disposed 
of;  and,  further,  to  instruct  the  clerk  in  respect  to  the  taxation 
of  the  costs  and  expenses  which  have  accrued  in  the  proceed- 
ings before  the  said  master.  The  motion  is  made  in  pur- 
suance of  a  reservation  in  the  order  of  the  16th  of  June,  1870, 
in  which  compensation  for  the  master's  services  was  deter- 
mined. The  reservation  is  as  follows :  '^  but  such  payment, 
and  this  order,  shall  be  without  prejudice  to  the  right  of  the 
defendants  to  claim  and  insist  that  the  whole,  or  any  part,  of 
the  expenses  of  the  reference  in  this  suit,  or  of  the  said  mas- 
ter's compensation  and  expenses,  should  be  borne  by  the  ad- 
verse party,  and,  also,  without  prejudice  to  the  right  or  claim 
of  the  said  plaintiffs  to  tax  the  whole  amount,  or  any  part 
thereof,  and,  also,  the  sums  heretofore  advanced  and  paid  by 
the  said  plaintiff  to  the  said  master  pro  hao  viody  against  the 
said  defendants." 
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This  has  been  a  most  unfortunate  case.*  The  decree 
therein  was  founded  upon  an  alleged  infringement  of  a  patent 
for  making  hook-headed  spikes  by  the  use  of  a  bending  lever, 
and  was  rendered  against  the  defendants,  with  a  reference  to 
a  master  to  ascertain  the  amount  of  profits  due  to  the  com- 
plainants, arising  out  of  said  infringement.  Some  eight  years 
have  been  consumed  before  the  master,  in  taking  an  account 
of  these  profits.  The  CDmplainants  claimed  before  him  some 
$500,000  profits,  and  $2i0,000  for  damages.  The  master  re- 
ported that  no  profits  were  made  by  the  defendants  from  the 
use  of  the  bending  lever.  The  Court,  on  exceptions  to  this 
report,  modified  it,  and  found  due  $8,476  09.  This  exag- 
gerated and  extravagant  claim,  together  with  the  irregular 
and  useless  course  of  proceedings  before  the  master  in  support 
of  it,  or,  rather,  in  the  endeavor  to  support  it,  accounts  for  the 
painfully  protracted  litigation.  The  books  of  the  defendants 
were  called  for  by  the  complainants,  and  were  produced,  soon 

*  The  bill  in  this  case  was  filed  on  the  10th  of  July,  1848.  A  motion  was 
made,  on  the  bill,  for  a  preliminary  injunction,  and  was  resisted,  on  affidavits, 
and  denied.  An  answer  was  filed  in  March,  1849,  to  which  a  general  replica- 
tion was  pnt  in.  The  proofs  for  final  hearing  were  taken  in  June,  1849.  The 
case  was  heard  thereon,  before  Mr.  Justice  Nelson,  in  August,  1849.  In  March, 
1860,  he  rendered  a  decision  dismissing  the  bill,  with  costs.  (1  Blalchf,  C.  C, 
It,,  467.)  The  plaintiffs  appealed  to  the  Supreme  Court,  and  that  Court,  (14 
Howardy  198,)  reversed  the  decree  below,  and  directed  an  accounting  by  the 
defendants.  A  decree,  in  conformity,  was  made  by  this  Court,  on  the  28th  of 
June,  1868,  which  designated  a  master  pro  hoe  vice,  to  take  the  accouDt.  He 
declined  to  act,  and,  on  the  20th  of  October,  1863,  Reuben  H.  Walworth,  for- 
merly Chancellor  of  the  State  of  New  York,  was  appointed  master  pro  hae  vice, 
in  his  stead.  The  taking  of  testimony  before  the  master  was  commenced,  by  the 
plalntifb,  on  the  6th  of  April,  1864,  The  testimony  for  the  plaintiffs  was  con- 
cluded on  the  31st  of  December,  1868.  The  testimony  for  the  defendants  was 
commenced  on  the  8th  of  February,  1866,  and  was  concluded  on  the  10th  of 
June,  1864.  The  printed  record  of  the  pleadings  and  testimony  covers  6,328 
printed  octavo  pages.^  One  witness  was  under  examination  196  days,  another 
136  days,  another  133  days,  and  another  118  days.  The  report  of  the  master 
was  made  in  May,  1866.  It  found  that  nothing  was  due  from  the  defendants  to 
the  pluntiffis.  On  exceptions  to  the  report,  the  Court,  (6  BUUehf,  C.  O.  R.,  328,) 
directed  a  decree  for  the  plaintiffs,  for  |8,476  09,  with  interest  from  March  3l8t, 
1849,  to  the  date  of  the  decree,  with  costs.  A  decision  as  to  the  taxation  of  the 
costs  in  the  cause  is  reported  in  7  BUtiehf.  C  C,  R.,  16. 
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after  the  examiDation  commenced.    These  contained  an  ac- 
count of  all  the  spikes  made  during  the  period  of  the  alleged 
infringement,  and,  also,  the  sales,  and  prices  for  which  sold. 
These  two  elements  being  ascertained,  the  third,  the  cost  of 
manofactnring  the  spikes,   was  really  the  only  debatable 
question  before  the  master,  for,  when  that  was  found,  the 
amount  of  profits  was  a  question  of  arithmetic  ;  and,  in  respect 
to  the  cost  of  manufacture,  it  was  in  evidence,  that  the  defend- 
ants manufactured  the  bars  or  rods  out  of  which  the  spikes 
were  made,  and  which  had  a  market  value.    This  left  unas- 
certained and   undetermined  the  mere  cost  of  the  work  or 
manufacture,  exclusive  of  the  price  of  the  material,"  to  be 
settled  by  proofs,  and  most  of  the  facts  were  to  be  found  in 
the  books,  to  enable  the  master  to  determine  this  question.   I 
think,   upon  the  evidence  before  me,  that  the  question  of 
profits  before  the  master  should  have  been  satisfactorily  deter- 
mined in  the  period  of  three  months,  certainly,  in  six,  instead 
of  consuming  eight  years,  in  the  attempt  to  enhance  and 
aggravate  the  amount.      This  evidence  was  before  Judge 
Shipman  and  myself,  on  the  argument  of  the  exceptions  of 
the  complainants  to  the  report  of  the  master,  and  was  then 
very  particularly  examined.    It  would  extend  this  opinion  to 
an  unreasonable  length,  to  go  into  an  examination  of  it  in  de- 
tail,  with  8  view  to  show  the  irrelevancy  and  immateriality 
of  the  largest  portion  of  it,  and  that  it  arose  chiefly,  if  not 
wholly,  out  of  the  line  of  proofs  adopted  by  the  complainants. 
In  this  view  of  the  case,  it  is  well  settled,  upon  the  cases  in 
equity,  that  the  Ck)urt  will  apportion  the  costs  according  to  its 
view  of   the   fault  of  the  party  or  parties,  or  will  give  to 
neither  party  costs  against  the  other.     An  apportionment,  in 
this  case,  from  the  volumes  of  proofs  taken  before  the  master, 
would  lead  to  endless  labor,  and  then  afford  a  most  unsatis- 
fjEUstory  result.    I  shall,  therefore,  adopt  the  other  alternative, 
and  hold  that  no  costs  or   expenses  that  accrued  before  the 
master  shall  be  charged  by  either  party  against  the  other. 
Each  party  must  bear  their  own.    This  disposes  of  witnesses' 
fees  before  the  master,  the  taking  and  printing  of  the  evi- 
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dence,  and  all  diflborsemeDts  before  him.  Upon  the  same 
principles,  governing  Courts  of  equity,  no  costs  are  to  be 
taxed  in  respect  to  exceptions  to  the  master's  report,  as  nearly 
all  of  them  were  overruled  by  the  Court.  I  have  not  looked 
at  other  items  in  the  bill  of  costs  before  me,  nor  examined 
them  to  see  if  they  are  in  conformity  to  the  law  in  this  Court 
on  the  subject  of  taxation  of  costs.  They  are  left  to  the  tax- 
ing oflScer. 

As  to  the  disposition  of  the  moneys  advanced  by  the  re- 
spective parties  to  the  master  for  compensation,  as  determined 
by  this  Court,  the  question  is  not  one  of  taxation.  It  was 
originally  agreed,  at  the  time  of  the  appointment  of  the 
master,  that  the  Court  should  determine  his  compensation. 
That  was  done  by  the  order  of  the  16th  of  June,  1870.  A 
previous  order  had  been  made,  that  each  party  should 
make  advances,  equal  in  amount,  to  him,  as  the  cause  pro- 
gressed. I  understand  that  these  advances  have  been  made, 
and,  if  so,  on  the  ground  and  principles  already  established  in 
this  opinion,  as  it  respects  other  expenses  before  the  master, 
these  will  be  equally  divided,  and,  hence,  no  order  will  be 
necessary.  But,  if  one  party  has  advanced  more  than  the 
other,  he  must  be  reimbursed,  to  the  amount  of  the  excess. 

EUsha  FootCy  for  the  plaintiffs. 

WUliam  A.  SaokeUj  for  the  defendants. 


The  XJNrrED  States  vs.  Thomas  Andebson. 

Section  62  of  the  Act  of  Jane  7th,  1872,  (17  U.  &  Stat,  at  Large,  276,)  making 
it  an  indictable  offence  to  go  on  board  of  a  ship  about  to  arrire  at  the  place 
of  her  destination,  before  her  actual  arrival,  and  before  she  has  been  com- 
pletely moored,  without  permission  of  the  master,  is  a  valid  enactment. 

The  offBuce  is  indictable,  under  section  62,  and  is  punishable,  on  conviction,  by 
the  imposition  of  a  penalty  not  exceeding  $200,  and  imprisonment  until  the 
payment  thereof,  not  exceeding  six  months. 
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It  is  not  necessary  for  the  United  States,  in  sach  a  prosecution,  to  prove  that 

the  prisoner  was  not  in  the  United  States'  service,  or  vraa  not  duly  anthorixed 

by  law  to  go  on  board  of  the  vessel 
A  mnner  for  a  licensed  keeper  of  a  sailors'  boarding  honse  is  not  exempt  from 

the  prohibition  of  section  62. 
•Climbing  on  t^  rail  of  the  yessel,  from  a  boat,  in  the  act  of  entering  on  the 

vessel,  without  permission,  is  within  the  prohibition. 
Proof  that  the  master  was  not  on  board,  and  that  the  mate  in  command  gave  no 

permission,  and  caused  the  defendant  to  be  arrested  on  the  spot,  is  sufficient 

to  support  a  conviction,  in  the  absence  of  evidence  showing  a  permission  by 

the  master. 
When  the  offence  can  be  committed  by  boarding  an  inward  bound  venel,  laden 

with  cargo,  at  anchor,  considered. 
The  section  is  intended  to  protect  foreign  vessels,  as  well  as  vessels  of  the  United 

States. 

{Before  Bmnior,  J.,  Southern  District  of  New  York,  November  80th,  1872.) 

Benedict,  J.  Upon  the  trial  of  the  defendant  upon  an 
indictment  for  the  offence  of  going  on  board  of  a  vefleel 
about  to  arrive  at  the  place  of  her  destination,  before  her 
actual  arrival,  and  before  she  was  completely  moored,  without 
permission  of  the  master,  in  violation  of  section  62  of  the 
shipping  Act  of  Jnne  7th,  1872,  (17  U.  S.  Stat  at  ZargSy 
276,)  it  was  ruled,  nnder  objection  taken  in  behalf  of  die 
defendant,  as  follows : 

(1.)  The  enactment  contained  in  the  62d  section  of  the 
Act  under  which  the  indictment  was  framed,  is  a  v'alid  enact- 
ment, within  the  scope  of  the  powers  granted  by  the  Consti- 
tution of  the  United  States. 

(2.)  The  section  in  question  creates  a  criminal  offence 
against  the  United  States,  punishable  by  means  of  an  indict- 
ment and  conviction  in  a  criminal  proceeding,  and,  npon  such 
conviction,  by  reason  of  the  effect  of  the  language  of  the 
62d  and  64th  sections  taken  together,  a  penalty,  not  exceeding 
$200,  is  to  be  imposed  by  the  Court,  and  the  offender  may  be 
imprisoned  until  the  payment  thereof,  not  exceeding  six 
months. 

(3.)  It  is  unnecessary  for  the  Government,  in  such  a 
prosecution,  to  prove  that  the  prisoner  was  not  in  the  United 


228  SOUTHERN  DISTRICT  OP  NEW  YORK, 

The  United  States  v.  Anderson. 

States  Bervioe,  or  was  not  duly  authorized  by  law  to  go  on 
board  of  the  vessel. 

(4.)  The  proof  that  the  prisoner  was  a  runner  employed 
by  a  person  who  held  a  license  to  keep  a  sailors'  boarding 
house,  under  the  statute  of  the  State  of  Kew  ITork,  passed 
March  21st,  1866,  {Laws  of  1866,  chap.  184,)  does  not  show 
the  prisoner  to  be  exempt  from  the  prohibition  of  the  sec- 
tion in  question. 

(5.)  The  prisoner,  by  climbing  from  a  boat  upon  the  rail 
of  the  ship,  in  the  act  of  entering  upon  the  ship,  without 
permission  given,  rendered  himself  liable  to  punishment,  aa 
provided  in  the  62d  section. 

(6.)  Proof  that  the  master  of  the  ship  was  not  on  board 
of  the  vessel,  and  that  the  mate  then  in  command  gave  no 
permission  to  the  defendant  to  board  the  vessel,  and  caused 
his  arrest  on  the  spot,  is  sufficient  to  support  a  conviction,  in 
the  absence  of  any  evidence  showing  a  permission  by  the 
master.  ^ 

(7.)  The  offence  is  committed  by  boarding,  in  the  bay  of 
New  York,  without  permission,  an  inward-bound  vessel,  laden 
with  cargo  to  be  landed  at  a  pier  in  New  York  city,  before 
the  arrival  of  the  vessel  at  such  pier,  although  it  appear  that, 
at  the  time  of  the  boarding,  the  vessel  was  temporarily  at 
anchor  in  the  bay. 

(8.)  Considering  the  general  language  of  section  62,  and 
in  view  of  the  evil  sought  to  be  remedied  thereby,  and  of  the 
nature  of  the  prohibition  therein  contained,  the  section  is  to 
be  considered  as  intended  to  protect  foreign  vessels,  as  well 
as  vessels  of  the  United  States ;  and  the  fact  that  the  vessel 
boarded  by  the  prisoner  was  a  foreign  vessel,  is,  therefore, 
of  no  avail,  as  a  defence,  in  a  prosecution  under  this  section* 
These  several  rulings  I  have  re-examined,  in  the  light  of 
the  argument  which  has  been  had  in  respect  to  them,  and  I 
am  satisfied  of  their  correctness.  The  statute  in  question 
being  new,  and  its  language,  in  many  instances,  inartistic  and 
obscure,  I  have  thought  proper  to  submit  the  questions  raised 
to  the  consideration  of  the  Circuit  Judge,  and  he  concurs 
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with  me  in  the  opinion  that  the  rulings  stated  are  correct. 
There  must,  therefore,  be  judgment  upon  the  verdict. 

Henry  E.  Davies^  Jr.^  {Assistant  District  Attorney^  for 
the  United  States. 

Hobert  W,  Andrews,  for  the  defendant. 


John  M.  Bbuoe  and  othebs  vs.  Thomas  MtnapHY. 

'^'Teme  tin,"  in  strips  formed  by  taming  over  tlie  edges  of  short  phites  of  the 
article,  and  locking  them  togeither,  and  rolling  down  the  edges  thos  joined, 
and  coating  them,  in  the  process,  with  the  same  metal  as  all  other  terne  plates, 
is  liable  to  a  daty  of  26  per  cent,  ad  valorem,  under  the  last  paragraph  of  §  8 
of  the  Act  of  July  14th,  1869;  (12  V,  8.  Stat,  at  Lar^e,  662,)  and  not  to  a  doty 
of  86  per  cent,  ad  valorem^  as  a  maaaiactare  or  article  "  not  otherwise  provided 
for,  of    *    *    *    tin  or  other  metal,"  under  §  18  of  said  Act,  (Id.  667.) 

>(BefOTe  Shipmait,  J.,  Southern  District  of  New  York,  December  Ist,  1872.) 

This  case  was  tried  by  the  Court,  the  parties  thereto  hay- 
ing consented  and  waived  a  jury,  as  per  stipulation  on  file, 
according  to  the  statute  in  such  case  provided.  The  Court 
found  the  following  facts :  (1.)  The  plaintiffs  imported  from 
England  into  the  United  States  a  quantity  of  ^'  terne  tin," 
and  entered  the  same  at  the  custom  house  at  the  port  of  New 
York,  June  1st,  1870.  (2.)  "  Terne  tin"  was,  for  many  years 
prior  to  July  14th,  1862,  an  article  well  known  to  the  trade, 
but  only  in  the  form  of  plates  of  sizes  varying  from  10  inches 
by  12  inches  to  20  inches  by  28  inches.  (3.)  In  1861  or  1862, 
'^  terne  tin"  began  to  be  imported  in  strips  many  yards  in 
length,  which  strips  are  formed  by  turning  over  the  edges  of 
the  short  plates  and  locking  them  together,  and  rolling  down 
the  edges  thus  joined,  and  coating  them,  in  the  process,  with 
.the  same  metal  as  all  other  terne  plates.    In  this  manner. 
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strips  of  teme  tin  are  made  of  any  desirable  length.  (4.)  The 
'^  teme  tin"  imported  as  aforesaid  by  the  plaintiff  was  in  the 
form  of  these  long  strips  last  above  describe^.  (5.)  Upon  the 
entry  of  said  importation,  the  collector  classified  the  same,  not 
as  "  teme  tin,"  but  as  a  manufacture  or  article  "  not  otherwise 
provided  for,  of  *  *  *  tin  or  other  metal,"  under  the  13th 
section  of  the  Act  of  July  lith,  1862,  (12  JJ.  S.  Stat,  at  Zarge^ 
667  J  Jvurth  paragraph  from  the  tap  ofthepage^  and  assessed 
a  duty  thereon  of  36  per  cent  ad  valorem.  (6.)  The  plaintiffs 
objected  to  that  mode  of  classification  and  rate  of  duty,  and 
claimed  that  the  same  should  have  been  classified  as  ^^  teme 
tin,"  under  the  last  paragraph  of  the  8th  section  of  the  Act  of 
July  14th,  1862,  (12  U.  S.  Stat,  at  Zarge^  552,)  and  subjected 
to  a  duty  of  only  26,per  cent,  ad  valorem.  (7.)  The  plaintiflfe 
duly  appealed  to  the  Secretary  of  the  Treasury,  within  the 
time  limited  by  law,  paid  the  duties  alleged  to  be  thus  ille- 
gally exacted,  under  protest,  and  brought  this  suit  within  the 
time  limited  by  law.  (8.)  The  difference  between  the  duties 
on  the  aforesaid  importation  at  the  rate  of  26  per  cent,  ad  va- 
lorem^ and  at  the  rate  of  86  per  cent,  ad  valorem^  was  $114  80, 
which  sum  was  paid,  in  gold,  to  the  United  States,  under  pro- 
test, on  the  18th  of  August,  1870,  and  the  plaintiffs  now  seek 
to  recover  it  back  in  this  suit. 

Stephen  P.  Naah^  for  the  plaintiffs. 

Henry  E.  Davies^  Jr.,,  {Assietant  District  Attorney^)  for 
the  defendant. 

Shipman,  J.  The  rate  of  duty  exacted  upon  the  impor- 
tation in  question  was  ten  per  cent,  in  excess  of  that  fixed  by 
the  statute,  and,  to  that  extent,  illegal.  The  8th  section  of 
the  Act  of  July  14th,  1862,  (12  V.  S.  Stat,  at  La/rge,  552,) 
fixes  the  rate  of  duty  on  "teme  tin"  ht  26 per  cent,  ad  va- 
lorem. The  law  nowhere  makes  any  discrimination  between 
the  length  of  the  sheets  or  plates.  It  cannot  be  doubted,  that 
the  importation  of  sheets  of  any  and  every  length,  when  each. 
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sheet  is  of  one  unbroken  piece,  and  made  eo  when  first  manu- 
factured, would  come  under  this  8th  section,  and  must  be  clas- 
sified as  "  teme  tin,"  Lengthening  the  sheets,  or  widening 
them,  would  not  change  the  character  of  the  article.  Sheets 
of  every  length  and  width  are  included,  without  limitation, 
naturally  and  aptly,  under  the  head  of "  teme  tin."  They 
were,  also,  thus  included  in  the  Act  of  March  2d,  1861,  (12 
U.  8.  Stat,  at  Large^  188,)  as  well  as  in  the  Act  of  July  14th, 
1862.  Under  both  of  these  Acts,  sheets  varying  in  length 
from  14  to  28  inches  were  imported  in  large  quantities,  and 
were  all  classified  alike  and  assessed  at  the  same  rate  of  duty, 
at  t^nper  cent,  under  the  Act  of  1861,  and  at  twenty-five  jp^r 
cent,  under  the  Act  of  1862.  Merely  increasing  the  length  of 
such  sheets,  from  twenty-eight  inches  to  twenty-eight  feet  or 
twenty-eight  yards,  could  not,  without  additional  legislation, 
change  the  rate  of  duty  fixed  by  the  Act.  Such  sheets  would 
still  be  '^  teme  tin,"  and  within  the  plain  and  unambiguous 
meaning  of  both  Acts.  I  apprehend  that  it  can  make  no  dif- 
ference whether  the  additional  length  of  the  sheets  is  obtained 
by  rolling  them  out  originally  in  continuous  and  unbroken 
sheets,  or  by  locking  the  edges  of  several  short  sheets  together 
and  rolling  and  soldering  them.  They  are,  in  either  case, 
<^  teme  tin,"  in  sheets  or  plates,  and,  in  no  just  sense,  "  arti- 
cles" or  "manufactures"  of  tin,  not  otherwise  provided  for, 
within  the  13th  section  of  the  Act  of  July  14th,  1862.  As 
I  have  already  stated,  the  length  of  the  sheets  is  an  immaterial 
feature,  and  it  is  equally  immaterial  how  that  length  is  ob- 
tained, whether  by  rolling  out  one  piece  of  metal  in  a  con- 
tinuous and  unbroken  sheet,  with  all  its  particles  uniformly 
welded  together,  or  by  mechanically  joining  several  shorter 
sheets  into  one  long  one.  Sheets  made  in  either  of  these 
ways  would  be  used  in  the  same  manner,  and  for  the  same 
purposes.  The  difference  between  the  two,  in  point  of  utility 
and  beauty,  would  be  in  favor  of  the  originally  continuous 
and  unbroken  sheets,  instead  of  those  made  up  of  several 
shorter  ones,  however  joined  together.  I  have  no  doubt  that 
the  plaintiffs  are  entitled  to  judgment.    Let  it  be  so  entered. 
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Alpheds  C.  Gallahue  and  Eli  Bennet 

V8. 

William  Butterfield.    In  Equitt. 

The  claims  of  the  reissued  patent  granted  to  Alphens  C.  GaUahue,  July  6th, 
1869,  (the  origioal  patent  haying  been  granted  to  him  August  16th,  1863, 
and  extended,)  and  of  the  reissued  patent  granted  to  said  Gallahue,  June  22d, 
1869,  (the  original  patent  haying  been  granted  to  him  March  29th,  1869,)  and 
of  the  patent  granted  to  said  Gallahue,  August  26th,  1862,  all  for  "  improye- 
ments  in  machines  for  peeing  shoes,"  considered. 

A  patentee,  in  his  original  patent,  described  a  spring  and  a  weiglit,  act- 
ing conjointly  to  driye  down  an  awl-carrier  and  a  peg-driyer.  In  a  reissue 
of  the  patent^  he  claimed  the  use  of  the  spring  alone,  for  that  purpose,  with- 
out the  weight.  The  defendant  used,  for  the  purpose,  a  powerful  spring;, 
equiyalent  to  the  spring  and  weight :  Held,  that  the  claim  in  the  reissue  was 
yalid,  and  that  the  defendant  Infringed  it. 

A  patentee,  whose  deyices  are  new,  is  at  liberty  to  claim  each,  by  way  of  re- 
issue, although  he  may  haye  represented  and  claimed  them  originally  as  act- 
ing eoi\jointly. 

It  IB  not  true  of  a  machine,  as  such,  that,  because  eyery  one  of  its  members  per- 
forms  in  it  the  identical  office  which  it  would  perform  howsoeyer  used,  their 
conjoint  action  in  the  new  combination  may  not  produce  a  result  useful  and 
neyer  before  attained. 

Where  one  or  more  of  the  parts  are  new,  and  the  combination  is,  for  that 
reason,  made  to  produce  a  new  result,  in  the  greater  rapidity  and  econ- 
omy with  which  the  work  can  be  performed,  there  is  something  more  than 
mere  aggregation. 

Where  the  patentee  droye  his  awl-carrier  by  a  spring  made  to  operate  automat- 
ically, and  the  use  of  such  spring,  for  such  purpose,  was  new,  and  could  not 
be  usefully  employed  without  the  use  of  a  g^uge  for  the  edge  of  the  sole  to 
rest  against:  Jlsld,  that  the  combination  of  a  gauge  with  an  awl-carrier 
driyen  by  a  spring  was  a  new  combination,  and  not  a  mere  aggregation,  al- 
though the  gsuge  and  the  awl-carrier  were  old,  and  operated,  in  relation  to 
each  other,  in  no  new  manner,  in  the  new  combination. 

Where  a  machine,  not  brought  into  effective  operation^  was  cast  aside  and  taken 
apart^  without  any  intention  to  reconstruct  it,  portions  of  it  being  appro- 
priated to  other  uses,  and  the  remaining  parts  being  wholly  useless  for  any 
purpose  within  the  purriew  of  a  subsequent  patent :  ffeld,  that,  as  an  answer 
to  such  patent,  such  machine  must  be  regarded  as  an  abandoned  experiment. 

(Before  Woodbuff,  J.,  Southern  District  of  New  York,  December  6th,  1872.) 
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"WooDBUPF,  J.  The  bill  of  complaint  herein  is  filed  to 
restrain  the  alleged  infringement  of  certain  letters  patent  for 
machines  for  pegging  shoes.  A  patent  was  granted  to  the  com- 
plainant Gallahue,  on  the  16th  of  Angnst.  1853,  which  was 
extended  for  seven  years,  on  the  18th  of  Febmary,  1867,  and 
was  afterwards  surrendered  and  reissued  under  date  of  July 
6th,  1869.  Another  patent  was  granted  to  the  said  complain- 
ant on  the  29th  of  March,  1859,  for  another  improvement, 
which  was  afterwards  surrendered  and  reissued  nnder  date  of 
June  22d,  1869.  A  third  patent  was  granted  to  the  said 
complainant  on  the  26th  of  August,  1862,  for  another  im- 
provement or  improved  machine.  The  other  complainant 
claims  as  assignee  of  three-quarters  of  the  right,  title,  and  in- 
terest of  the  patentee  in  or  to  these  letters  patent.  The  bill 
alleges  an  infringement  by  the  defendant  of  these  several 
patents,  and  prays  an  injunction  and  an  account  of  profits, 
&o.  The  answer  does  not  deny  the  granting  of  the  letters 
patent,  or  the  extension  and  reissues  alleged  in  the  bill,  but 
denies  that  Gallahye  was  the  first  inventor  of  the  alleged  in- 
ventions, denies  that  they  were  either  new  or  useful,  denies 
that  they  were  granted  ''  according  to  law,"  alleges  that  the 
inventions  were  never  reduced  to  practice,  denies  that  the 
complainants  have  any  exclusive  rights  under  the  patents,  and 
denies  that  the  defendant  has  infringed,  alleging  that  the 
machines  which  he  has  been,  and  is  now,  selling  are  con- 
structed under  varions  other  patents,  which  are  specified,  and 
which  were  granted  at  varions  dates,  from  January  17tl}, 
1854,  to  October  11th,  1864.  The  answer  also  alleges,  that 
the  inventions  claimed  by  the  complainants  were  described, 
before  the  date  of  Gallahue's  invention,  in  a  very  great  num- 
ber of  letters  patent  mentioned  in  the  answer,  and  were 
known  to  a  great  number  of  persons,  also  named  therein ; 
and,  finally,  the  answer  alleges  abandonment  of  these  inven- 
tions, by  the  patentee,  to  the  public. 

The  time  which  I  have  devoted  to  the  examination  and 
consideration  of  the  voluminous  testimony  and  documents  put 
in  evidence,  and  to  the  elaborate  arguments  of  the  counsel. 
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in  an  anxious  endeavor  to  reach  a  just  conclusion,  and  the 
numerous  cases  which  are  now  before  me  awaiting  examinar 
tion  and  decision,  both  forbid  that  I  should  detain  the  parties 
longer  in  this  Court,  for  the  purpose  of  doing  more  than  state 
the  conclusions  to  which  I  am  brought ;  and  the  statement  of 
those  conclusions  in  brief  must  not  suggest  any  failure  to  con- 
sider the  points  urged  upon  my  attention,  though  not  here 
separately  discussed. 

(1.)  First,  I  do  not  consider  the  objections  urged  to  the  va- 
lidity of  the  reissues  set  up  in  the  bill  of  complaint,  tenable. 
On  the  contraiy,  the  improvements  described  in  the  reissues 
were  included  in,  and  shown  by,  the  original  record ;  and  I 
find  also  that  the  invention  was  complete,  and  was  reduced  to 
practical  use  and  adaptation  to  the  pegging  of  boots  and  shoes. 

(2.)  Except  so  far  as  hereafter  indicated,  I  find  that  the 
patentee,  Gallahue,  was  not  anticipated,  in  his  invention,  in 
any  particular  material  to  the  decision  which  is  below  stated, 
and  that  the  proof  establishes  that  he  was  the  first  inventor  of 
the  devices  secured  by  his  patents,  so  far  a§  such  patents  are 
found  by  me  to  be  infringed  by  the  defendant. 

(8.)  I  find  it  unnecessary  to  enter  into  a  detailed  examina- 
tion of  the  machine  made  by  Amos  Whittemore,  of  which 
parts  were  produced  in  evidence,  to  ascertain  whether,  or  to 
what  extent,  it  included  a  device  or  devices  like  those  invented 
by  Gallahue,  because  the  proofs  show,  in  my  judgment,  that 
nothing  in  its  history  is  any  impediment  to  the  force,  effect, 
and  validity  of  the  patent  of  the  latter.  It  was  an  abandoned 
experiment,  within  the  rule  on  that  subject,  not  brought  into 
effective  operation,  cast  aside  and  taken  apart,  and,  without 
any  intention  to  reconstruct  it,  portions  of  its  machinery  were 
appropriated  to  other  uses,  and  the  remaining  parts  were 
wholly  useless,  as  a  machine,  for  any  purpose  within  the  pur- 
view of  the  invention  of  Gallahue. 

(4.)  The  foregoing  condusions  lead  to  the  consideration  of 
the  specific  claims  in  the  complainants'  patents,  and  to  the 
question  of  infringement. 

Ist.  The  first  claim  in  the  reissue  of  July  6th,  1869,  ISo. 
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3,533,  is  as  follows :  ^'  The  use,  in  a  pegging  machine,  of  a 
gauge  arranged  in  relation  to  the  part  that  supports  the  boot 
or  shoe,  to  form  a  bearing  for  the  edge  of  the  sole,  and  thus 
insure  the  insertion  of  the  pegs  at  a  uniform  distance  from  the 
edge  of  the  sole,  without  the  use  of  patterns,  substantially  as 
described." 

If  this  claim  should  be  construed  to  include  any  and  every 
gauge  which  may  be  used,  in  a  pegging  machine,  as  a  guide 
to  which  the  edge  of  the  shoe  may  be  applied,  to  regulate  the 
distance,  from  such  edge,  at  which  the  pegs  shall  be  inserted, 
then  it  is  clear  it  could  not  be  sustained.  A  gauge  for  that 
purpoBe*had  before  been  used,  in  the  hand  machine  patented 
to  John  C.  Briggs,  October  9th,  1845,  and  a  gauge  performing 
a  like  office  is  also  found  in  the  machine  made  by  Leander 
Lackey,  which  was  invented  earlier  than  that  of  Gallahue. 
Indeed,  the  counsel  for  the  complainants,  in  substance,  con- 
cedes, that,  if  such  be  the  construction  of  the  claim,  it  must 
be  deemed  invalid,  for  the  reason  stated. 

But,  it  is  insisted,  that,  when  read  in  connection  with  the 
whole  specification,  this  claim  may  and  should  be  construed 
as  meaning  the  use  of  an  adjustable  gauge,  in  connection  with 
the  automatic  movable  support  of  the  boot  or  shoe,  while 
subjected  to  the  operation  of  the  automatic  movement  of  the 
awl  and  driver  described  in  the  specification.  The  fact,  that, 
in  the  Lackey  machine,  the  gauge  operated  on  the  edge  of  the 
shoe,  to  guide  it,  while  it  was  held  to  receive  the  awl  and 
driver,  acting  automatically,  to  insert  the  peg,  necessarily  re- 
duces even  this  construction  of  the  claim  to  some  extent,  and 
requires  that  it  be  held  to  apply  to  those  cases  in  which  the 
specific  kind  of  gauge  described  by  Gallahue  in  this  patent  is 
used,  or  in  which  substantially  the  same  movable  support  is 
given  to  the  boot  or  shoe  in  the  process,  or,  at  least,  in  which 
substantially  the  same  pegging  machinery  is  used,  for  the  in- 
sertion of  the  peg.  The  specific  gauge  used  by  the  defendant 
has  more  resemblance  to  the  Lackey  gauge  than  to  Gallahue's, 
and  the  support  of  the  shoe  employed  by  the  defendant  is  a 
different  mechanical  structure  from  the  movable  table  de- 
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scribed  in  this  first  patent  of  Gallahne  ;  and,  though  it  may 
bring  the  machine  within  the  range  of  Gallahue's  exclusive 
right  under  his  subsequent  patent,  it  cannot  be  deemed  an  in- 
fringement of  the  claim  under  consideration,  if  such  movable 
table  be  included  in  that  claim. 

There  remains,  therefore,  only  the  suggestion,  that  this 
claim  embraces  an  adjustable  gauge  when  used  in  connection 
with  a  movable  support  to  the  boot  or  shoe,  and  in  con- 
nection with  the  pegging  apparatus,  that  is,  an  awl-carrier  and 
driver  operated  by  a  cam  and  spring  or  springs.  In  this  as- 
pect of  the  claim,  it  may  properly  be  considered  in  connection 
with  the  other  claims  which  more  specifically  relate  thereto. 

2nd.  The  next  claim  of  this  reissue,  alleged  to  be  infringed, 
is  the  third :  "  The  combination  of  the  awl-carrier  and  peg- 
driver,  each  separately  lifted  by  a  cam,  and  driven  down  by  a 
spring,  substantially  as  described."  This  I  find  to  have  been 
a  new  device,  and,  if  the  machines  sold  by  the  defendant  ar^, 
in  substance,  the  same,  in  this  respect,  as  that  of  Gallahne, 
then  of  this  claim  the  defendant  is  an  infringer. 

In  the  machine  of  Gallahne,  as  described  in  his  original 
patent,  there  was,  besides  the  springs,  a  weight  co-operating 
therewith,  to  give  greater  eflSciency  to  the  blow;  but  the 
spring  was  there,  also,  acting,  and  the  awl-carrier  and  peg- 
driver  were  raised  by  a  cam.  In  the  defendant's  machine,  the 
awl-carrier  and  peg-driver  are  raised  by  a  cam ;  but  the  down- 
ward blow  is  given  by  the  spring,  without  any  additional 
weight.  Hereupon,  the  questions  arise,  whether,  when  an  in- 
ventor employed  both  spring  and  weight,  in  his  machine,  as 
originally  constructed,  he  is  at  liberty  to  claim,  in  his  reissue, 
the  use  of  the  spring  alone,  as  included  in  his  invention,  and 
whether  another  person  may  use  the  spring  alone  without 
liability  as  an  infringer.  My  conclusion,  in  this  case,  is,  that 
the  defendant  was  not  at  liberty  to  use  the  spring,  and,  by  in- 
creasing its*  power,  render  it  practically  equivalent,  to  both 
spring  and  weight,  as  originally  described.  How  far  such  a 
change,  with  a  corresponding  change  in  the  details  of  the  ar- 
rangement, may  be  an  improvement,  to  which  the  defendant, 
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or  those  whom  he  represents,  have  title,  may  depend  upon' 
the  patentee's  right  to  claim  the  spring  separately,  in  his 
reissne  ;  but,  in  my  judgment,  even  if  an  improvement,  it  is 
an  infringement.  It  is  an  appropriation  of  a  substantial  part 
of  the  actual  invention  shown  in  the  original  record.  Nor 
do  I  perceive  any  sound  objection  to  allowing  the  inventor, 
in  his  reissue,  to  claim  the  action  of  the  spring  alone.  It  is 
shown  in  the  record  of  his  patent ;  and,  surely,  a  patentee, 
whose  devices  are  new,  is  at  liberty  to  claim  each,  by  way  of 
reissue,  although  he  may  have  represented  and  claimed  them 
originally  as  acting  conjointly.  In  respect  to  this  claim,  there- 
fore, I  deem  the  machines  sold  by  the  defendant  an  infringe- 
ment. 

3d.  The  next  claim  in  this  reissue,  of  which  infringement  is 
averred,  is :  ^^  The  combination,  in  a  pegging  machine,  of  a 
gauge  for  the  edge  of  the  sole  to  rest  against,  and  an  awl- 
carrier  driven  by  a  spring,  substantially  as  herein  described." 

It  was  not  claimed,  by  the  complainants'  counsel,  on  the 
hearing,  that,  if  this  claim  be  regarded  simply  as  a  claim  to 
^^  combination,"  as  such,  it  was  valid ;  and  for  this  reason — 
a  gauge  operated  in  the  same  manner,  and  produced  the  same 
effect,  by  whatever  means  the  awl-carrier  was  driven,  and  the 
awl-carrier  driven  by  a  spring  operated  in  the  same  manner^ 
and  produced  the  same  effect,  by  whatever  means,  the  boot 
or  shoe  was  brought  to  the  proper  position  for  receiving  the 
peg.  In  such  case,  (mere  ^^  combination "  being  the  subject 
of  the  patent),  the  doctrine  proceeds  upon  the  ground,  that 
the  parts  are  old,  and  that  nothing  new  results  from  their 
contiguous  or  contemporaneous  action,  which  is  due  thereto. 
But,  where  one  or  more  of  the  parts  are  new,  and  the  com- 
bination is,  for  that  reason,  made  to  produce  a  new  result,  in 
the  greater  rapidity  and  economy  with  which  the  shoe  can  be 
pegged,  as,  where  the  use  of  the  new  device  of  driving  the 
awl-carrier  by  the  spring  made  to  operate  automatically,  or, 
in  the  terms  of  the  claim,  ^^  substantially  as  described,"  can- 
not be  usefully  employed  without  the  gauge,  then  there  is 
something  more  than  mere  aggregation,  in  the  sense  above 
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stated.  Then  there  is  a  new  resiiy;,  due  to  the  employment 
of  the  awl-i^arrier,  driven  by  a  spring,  and  operating  auto- 
matically, in  connection  with  a  gauge,  without  which  it  could 
not  be  operated  to  produce  the  advantageous  results  contem- 
plated and,  in  fact,  attained,  by  the  use  of  both.  All  ma- 
chines are,  in  a  certain  sense,  combinations ;  but  it  is  not  true 
of  machines,  as  such,  that,  because  every  one  of  its  members 
performs  in  it  the  identical  office  which  it  would  perform 
howsoever  used,  the  conjoint  action  in  their  new  combination 
may  not  produce  a  result  new  and  useful,  and  never  before 
attained.  In  this  view,  I  deem  this  claim  valid,  and  hold  it 
infiringed  by  the  defendant. 

4th.  The  next  claim  is :  ^^  Making  the  gauge,  (a,)  against 
which  the  edge  of  the  sole  bears,  adjustable,  for  the  purpose 
of  enabling  the  shoe  to  be  so  adjusted  as  to  have  two  or 
more  rows  of  pegs  inserted  therein." 

The  Briggs  hand  machine  had,  as  already  stated,  an  ad- 
justable gauge ;  but,  it  was  only  adapted  to  one  change. 
This  enabled  the  workman  to  insert  two  rows  of  pegs  only ; 
and  it  was  not  adjusted  in  the  same  manner  as  was  that  of 
Gallahue.  The  former  was  attached  to  the  machine  by  a 
screw,  which,  being  loosened,  permitted  it  to  be  turned,  so  as 
to  present  to  the  edge  of  the  shoe,  first,  its  longer,  and  then, 
its  shorter,  end.  The  gauge  of  Gallahue  was  attached  by  a 
screw,  which,  being  loosened,  permitted  the  gauge,  (in 
which  was  a  slot,  through  which  the  screw  was  inserted,)  to 
be  drawn  forward,  or  pushed  bask,  so  as  to  regulate  the 
insertion  of  pegs  at  any  desired  distance,  nearer  or  more 
remote,  from  the  edge  of  the  sole.  But,  this  construction  of 
a  gauge  was  not  novel,  and  the  circumstance  that  it  was  here 
applied  to  a  pegging  machine,  and  guided  the  shoe,  so  that  any 
number  of  rows  of  pegs  could  be  inserted,  does  not  make  it 
patentable,  except  when  used  with  other  devices,  so  as  to 
constitute  either  a  new  machine  or  a  new  and  patentable 
combination.  In  such  machine  or  combination,  it  may  be  a 
part  of  the  complainants'  invention,  but,  the  making  of  the 
gauge  adjustable  not  being  new,  the  mere  application  of  it  to 


DECEMBER,  1872.  239 


Gallahue  v.  Batterfield. 


A  new  use  is  not  separately  and  independently  patentable. 
Others  of  the  claims  of  the  patent  may  embrace  all  to  which 
the  patentee  is  entitled  in  respect  to  the  use  of  the  gauge,  but, 
the  daim  to  the  mere  making  of  the  gauge  adjustable,  as  ex- 
pressed in  this  daim,  I  think,  cannot  be  separately  sustained. 

5th.  The  remaining  claim  in  this  reissue  is :  ^^  The  com- 
bination, in  a  pegging  machine,  of  a  gauge  for  the  edge  of 
the  sole  to  bear  against  and  a  rotating  last-holder  or  support, 
substantially  as  described." 

I  cannot  find  that  this  claim  is  infringed  by  the  defend- 
ant, unless  I  should  hold  that  it  embraces  every  combination 
in  which  a  gauge  is  used,  for  the  edge  of  the  sole  to  bear 
iigainst,  with  a  rotating  last-holder.  If  I  were  so  to  hold, 
then  I  must  find,  from  the  evidence,  that  Lackey  anticipated 
the  complainants ;  and,  if  I  hold  that  the  claim  is  limited  to 
the  spedal  device  by  which  Gallahue  effected  the  rotation, 
then  I  must  find,  from  the  evidence,  that  the  defendant 
4oe8  not  infringe.  In  either  case,  the  complainants  cannot 
prevail,  in  this  case,  upon  this  claim. 

6th.  The  only  infringement  of  the  reissue  of  June  22d, 
1869,  relates  to  the  second  claim  therein.  The  complainants 
insist  that  the  last-holder  connected  with  the  machines  sold 
by  the  defendant,  though  widely  different  in  form,  does,  by 
the  use  of  merely  mechanical  equivalents,  embrace,  in  princi- 
ple and  mode  of  operation,  the  substance  of  this  second  claim 
of  Gallahue  to  his  last-holder.  That  claim  is :  "  Pivoting 
the  plate  or  frame,  (^,)  that  supports  the  last,  at  or  near  its 
centre,  and  so  arranging  it,  that  it  may  turn  on  said  pivot, 
during  the  operation  of  pegging,  thereby  so  adjusting  the  boot 
or  shoe  as  to  present  the  various  portions  of  the  sole  in  the 
requisite  position  to  the  awl  and  peg,  as  the  sole  moves  along, 
substantially  as  described." 

The  specific  details  of  the  arrangement  by  which  this  re- 
sult is  automatically  produced,  are,  some  of  them,  the  subject 
of  other  claims  in  this  patent,  but  it  is  not  claimed  that  these 
details  are  copied  in  the  defendant's  machines.  It  is  claimed, 
that  supporting  the  last  on  a  plate  or  frame  pivoted  at  or  near 


240  SOUTHERN  DISTRICrr  OF  NEW  YORK, 

Gallahne  v.  Batterfield. 


its  centre,  so  as  to  allow  an  oscillating  or  vibratory  motion  of 
the  last,  and  to  present  the  uneven  and  curved  surface  of  the 
sole  in  proper  position  to  the  awl,  at  the  very  place  of  its  de- 
scent, so  that  it  shall  pass  in  the  proper  direction  into  the 
leather,  was  new  and  a  patentable  device,  and  that,  in  this 
particular,  though  without  copying  the  supplemental  means 
of  moving  the  last  forward  and  backward,  by  which  such 
moving  was  automatically  effected,  the  defendant  has  in- 
fringed the  patent.    It  will  be  perceived,  that  the  pivoting 
here  claimed  is  entirely  irrespective  of  the  question,  by  what 
means,  whether  mechanical,  or  by  the  hand  of  the  workman^ 
the  shoe  resting  on  the  holder  is  brought  or  held  under  tha 
awl  and  peg-driver,  and  alike  independent  of  the  means  by 
which  it  is  moved  along,  so  as  to  be  pegged,  from  heel  to  toe, 
or  from  toe  to  heel,  and  it  has  no  necessary  connection  with 
the  instrumentality  by  which  the  shoe  is  to  be  rotated,  so  aa 
to  be  pegged  on  both  sides,  and  around  heel  and  toe.    All 
these  are  necessary  to  the  full  performance  of  the  pegging, 
but  they  are  not  embraced  in  this  claim.    It  is  the  raising  and 
depressing  of  heel  and  toe  alternately,  and  the  oscillation  side- 
wise,  so  that  the  surface,  at  the  point  where  the  peg  is  to  be 
inserted,  may  receive  the  awl  and  peg  in  the  right  direction, 
which  this  claim  contemplates.    Gallahue's  device  consists  in 
placing  his  last-holder  on  pivots  passing  through  an  arm  on 
each  side,  so  that  either  end,  by  the  oscillation  of  the  holder 
on  the  pivot,  raises  or  depresses  either  end  of  the  last,  as  it  is 
moved  forward  or  backward.    The  sidewise  vibratory  motion 
is  effected  in  like  manner,  by  pivoting  the  bed  of  the  last- 
holder  at  each  end,  so  that  it  may  bo  turned  towards  or  from 
the  awl,  and  so  change  the  plane  of  the  surface  of  the  shoe 
lying  thereon.    In  short,  by  this  combination  of  pivots,  some- 
thing resembling  a  universal  joint  is  produced,  or,  perhaps, 
more  exactly,  an  arrangement  like  the  usual  mode  of  suspend- 
ing a  mariner's  compass.     Such  an  arrangement,  applied  to  a 
pegging  machine,  was  new  in  its  operation  and  effect,  in  the 
art  of  pegging  shoes,  and  its  utility  cannot  be  deemed  doubt- 
ful, upon  the  proofs  herein.     The  last-holder  used  in  the 
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machines  sold  by  the  defendant  has  the  same  operation,  and 
in  substantially  the  same  mode.  It  is  true,  that  some  of  the 
proofs  would,  at  first  view,  indicate  that  the  latter  is  not  the 
equivalent  of  the  complainants'  device,  but  such  evidence  in- 
cludes in  its  scope  more  than  the  claim  now  under  considera- 
tion, as  above  explained.  As  it  respects  the  applying  of  the 
shoe  to  the  gauge,  and  holding  it  in  contact,  the  hand  and 
power  of  the  workman  is  required.  As  it  respects  the  mov- 
ing of  the  shoe  forward,  and  turning  it  around  the  heel  and 
toe,  the  serrated  instrument  or  feed,  co-operating  with  the 
power  of  tlie  workman  applied  to  the  last-holder,  are  neces- 
sary. But,  as  already  remarked,  these  are  not  the  features 
which  are  the  subject  of  this  claim.  The  vibratory  and  oscil- 
lating motion  of  the  last,  by  the  means  of  what  is,  in  sub- 
stance, a  universal  joint,  is  what  this  claim  contemplates  and 
provides  for. 

It  is  urged,  that,  by  the  defendant's  machine,  operated,  in 
this  respect,  partly  by  hand,  the  operation  is  more  perfectly 
performed,  that  is,  the  surface  of  the  shoe,  at  the  point  of  the 
insertion  of  the  peg,  is  more  exactly  at  right  angles  to  the  line 
of  the  motion  of  the  awl.  That  may,  perhaps,  be  true,  but 
that  is  due  to  the  guiding  power  of  the  workman,  employed 
instead  of  the  automatic  motion  produced  in  the  complainants' 
machine,  and  it  is  not  those  which  are  embraced  in  this  claim. 
Ko  prior  machine  had  the  capacity  here  in  question.  The 
Lackey  machine  moved  the  shoe  in  the  arc  of  a  circle,  but  had 
not  two  combined  motions,  producing  the  result  referred  to. 
Several  last-holders,  called  jacks,  had  been  contrived,  but 
none  had  this  important  feature,  as  I  think  the  evidence  fully 
establishes.  This  claim  must,  therefore,  be  held  infringed  by 
the  defendant. 

7th.  The  other  and  remaining  claim  of  which  the  com- 
plainants insist  that  infringement  is  shown,  is  in  the  patent 
dated  August  26th,  1862.  That  claim  is :  "  Cutting  off  the 
pegs  laterally  from  a  strip  of  peg  wood  by  the  movable  knife, 
(d,)  being  brought  against  the  suiface  of  t;,  figure  3,  as  set 
forth." 
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It  is  clear,  I  think,  upon  the  evidence,  that  this  was  an 
original  invention  by  Gallahne.  Laying  out  of  view,  for  rea- 
sons already  stated,  the  machine  of  Whittemore,  no  evidence 
is  produced  of  any  prior  device  like  that  of  Gallahue.  All 
previous  devices  for  cutting  the  strips  of  peg  wood  into  pegs- 
operated  upon  the  edge  of  the  strip,  so  as  to  split  it,  and,  the 
grain  of  the  wood  being  irregular,  the  split  would  follow  the 
grain  of  the  wood,  and  the  pegs  were  of  uneven  and  irregular 
form.  By  Qallahue's  device,  the  knife,  actuated  by  a  lever^ 
was  made  to  bear  upon,  and  penetrate,  the  strip  of  peg  wood 
side  wise,  and  divide  it  into  pegs  of  even,  regular,  and  uniform 
size  and  form.  By  the  like  device  in  the  machine  sold  by  the 
defendant,  operating  substantially  in  the  same  manner,  the 
pegs  are  cut  evenly  and  regularly,  without  being  affected  by 
irregularity  or  obliquity  in  the  grain  of  the  wood.  If  there 
were  any  doubt  in  regard  to  other  particulars,  the  infringe-^ 
ment  by  the  defendant  in  this  seems  to  me  dear. 

I  have  not  overlooked  or  failed  to  consider  the  objectiona 
urged  to  these  conclusions,  in  the  very  able  argument  of  the 
defendant's  counsel.  The  failure  to  notice  them  herein  in  de- 
tail is  not  due  to  a  want  of  appreciation  of  the  industry  and 
ability  displayed  in  their  presentation.  Having  reached  the 
conviction  expressed  in  the  foregoing,  I  have  no  alternative 
but  to  say,  that  the  complainants  are  entitled  to  a  decree  in 
conformity  therewith. 

Charles  M.  Keller^  for  the  plaintiffs. 

Oeorge  Z.  Roberts^  for  the  defendant. 
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Hiram  M.  Northrup  and  Joseph  S.  Chick 

vs. 
Sheridan  Shook. 

Bankere,  confining  themselyes  to  the  bnsinese  of  banking  only,  (as  such  business 
is  described  in  sabdiyision  1  of  g  79  of  the  Internal  Revenue  Act  of  Jane  80th, 
1864,  (18  27.  8,  8UU.  at  Large,  251,)  and  which  is  not  included  in  the  business  of 
a  broker,  described  in  subdivision  9  of  said  §  79,  {p,  262.)  as  amended  by  the 
Act  of  March  8d,  1866,  (id,  472,)  are  only  liable  to  pay  the  banker^s  license 
fee  and  percentages  mentioned  in  subdivision  one. 

Such  bankers,  without  any  further  or  additional  license  or  license  fee,  may  trans- 
act the  business  of  a  broker  described  in  subdivision  9,  while  the  mere  broker 
must  pay  $60  for  his  license. 

Bat>  if  a  banker  does  business  as  a  broker,  he  subjects  his  sales  to  the  duties  im- 
posed by  g  99  of  the  Act  of  June  80th,  1864,  (18  U,  8.  8UU.  at  Large,  278.) 

A  person  who  buys  stocks  in  his  own  name,  for  his  customers,  for  a  commission,, 
and  advances  the  purchase  money  on  the  security  of  a  percentage  of  such 
price,  deemed  sufficient,  and  deposited  with  him  as  security  against  loss,  and 
sells  the  stocks  for  another  commission,  and  settles  the  account  according  to 
the  resulting  balance  to  the  credit  of  the  customer,  having  no  interest  except 
his  commissions  and  interest,  or  interest  and  commissions  on  his  advances^  the 
whole  being  at  the  risk,  and  for  the  account,  of  the  customer,  as  to  profit  or 
loss,  does  business  as  a  broker,  within  the  meaning  of  the  Acts  in  question,  and 
subjects  his  sales  to  the  duties  imposed  by  §  99  n^oresaid. 

Such  duties  thereupon  become  chargeable  on  aU  his  sales,  whether  of  his  own 
property,  or  of  the  property  of  others  coming  to  his  possession,  and  held,  for 
advances  made  by  him  as  a  banker,  or  purchased  and  sold  on  speculation  for 
the  account  of  others,  on  commission. 

Whether,  when  a  tax  is  paid  to  a  collector  of  ilntemal  Revenue,  without  objec- 
tion, or  notice,  in  any  form,  that  the  party  paying  deems  it  erroneous,  and  the 
collector  pays  over  tiie  money  to  the  Government,  the  collector  is  thereafter 
'  liable  in  an  action  to  recover  it  back,  and  whether  such  an  action,  if  main- 
tainable, can  be  brought  until  after  such  an  appeal  to  the  Commissioner  of 
Internal  Revenue  as  is  required  by  §  19  of  the  Act  of  July  18th,  1866,  (14 
U,  3,  Stat  at  Large,  152,)  quere. 

(Before  Woox>Rurr,  J.,  Southern  District  of  New  York,  December  12th,  1872.) 

Woodruff,  J,     This  action  is  prosecuted  for  the  recovery 
from  the  defendant,  who  was,  at  the  time  of  the  transactions 
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in  question,  the  collector  of  Internal  Revenue  for  the  thirty- 
second  District  of  the  State  of  New  York,  of  the  sum  of 
$20,830  19,  alleged  to  have  been  erroneously  assessed  upon 
the  business  of  the  plaintiffs,  and  paid  by  them  as  taxes,  from 
September,  1864,  to  and  including  the  sum  assessed  for  July, 
and  paid  August  31st,  1866.  •  The  amount  was  assessed  upon 
or  for  their  sales  of  gold,  stocks,  bonds,  bullion,  bills  of  ex- 
change, and  promissory  notes,  between  the  dates  stated.  It 
is  not  claimed  that  the  amounts  of  the  sales  upon  which  the 
assessments  were  made,  or  the  rate  of  the  tax  assessed,  were, 
in  any  respect,  erroneous,  if  the  plaintifBs  were  liable  to  assess- 
ment and  tax  upon  the  respective  kinds  or  classes  of  busi- 
ness done  by  them,  as  hereinafter  stated.  The  ground  of  the 
assessment  was,  that  the  plaintiffs  were  bankers  doing  business 
as  brokers,  within  the  meaning  of  section  99  of  the  Act  of 
June  30th,  1864,  (13  V.  8.  Stat,  at  Large^  273,)  as  affected 
by  subdivision  nine  of  section  79  of  the  same  Act,  as  amended 
by  the  Act  of  March  3d,  1865,  (/e/.,  472,)  autf  were  liable  to 
tax  upon  all  their  sales  of  gold,  stocks,  &c.,  whether  their  own 
property,  or  the  property  of  others.  The  plaintiffs  insist  that 
they  are  bankers  only,  doing  business  under  a  license  as  bank- 
ers, and  not  liable  to  taxation  upon  any  of  their  sales ;  and 
that,  although  they  made  sales  of  the  stocks,  &c.,  belonging 
to  others,  which  were  taxed,  they  were  therein  acting  as 
bankers  only. 

The  sales  in  question  were,  as  testified  on  the  trial,  of 
three  kinds :  (1.)  Sales  of  their  own  property,  (2.)  Sales  of 
gold,  stocks,  bonds,  bullion,  &c.,  transmitted  to  them  by 
their  correspondents,  and  the  same  or  the  proceeds  drawn 
against.  In  some  cases,  the  sales  of  the  transmitted  property 
were  made  immediately,  and  the  proceeds  at  once  applied  to 
the  payment  of  drafts  so  drawn,  and,  in  others,  the  drafts 
were  accepted  or  paid,  and  the  gold,  stocks,  <&c.,  were  held 
for  a  better  market,  or  to  await  further  orders,  and,  in  the 
meantime,  stood  as  their  security  for  their  advances,  and  to 
provide  reimbursement  therefor.  In  other  cases,  there  were 
no  actual  advances,  but  the  property  was  held  for  sale,  and. 
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when  Bold  by  order  of  the  cnstomer,  the  proceeds  were  placed 
to  credit,  Bnbject  to  draft.  (3.)  Sales  of  stocks  made  in  pnr- 
snance  of  an  arrangement  for  what  is  called  carrying  stocks 
on  a  margin,  wherein  they,  npon  the  deposit  with  them  of  a 
percentage  on  the  amount  of  the  stock,  advanced  money  and 
purchased  stock,  for  the  dealer  or  speculator,  (who  dealt  in 
the  hope  of  making  a  profit  by  the  rise  in  the  market  price,) 
and  held  the  same  subject  to  his  order  to  sell,  and  finally  sold 
the  same  for  his  account  as  to  profit  and  loss.  These  trans- 
actions were  conductiSd  in  the  name  of  the  plaintifis,  the 
name  of  the  customer  not  being  disclosed  to  those  from  whom 
the  stocks  were  purchased,  nor  to  those  to  whom  the  stocks 
were  finally  sold.  Upon  these  purchases  and  sales,  they 
charged  and  received  from  their  customers  the  usual  com- 
missions for  purchasing  and  selling  stocks  for  account  of 
others,  and  the  tax  imposed  and  paid  to  the  United  States  on 
the  sales  was  also  charged  to  such  customers.  If  the  trans- 
action showed  'a  profit,  it  was  paid  to  the  customer,  with  a 
return  to  him  of  ihe  cash  or  security  held  as  a  margin.  If 
the  transaction  resulted  in  a  loss,  the  amount  of  such  margin 
returned  to  the  customer  was  correspondingly  reduced.  It 
may  not  be  material  to  the  legal  questions  involved,  but  it 
was  a  fact  proved  in  the  case,  that  much  the  largest  portion 
of  the  sales  upon  which  the  tax  in  question  was  imposed 
were  of  the  class  thirdly  above  mentioned. 

On  the  trial,  it  was  insisted,  on  behalf  of  the  defendant, 
that  the  plaintiffs  were  bankers  doing  business  as  brokers, 
within  the  meaning  of  the  Acts  of  Congress  relating  to 
taxes  on  sales  of  stocks,  &c.,  and  that,  as  such,  they  were 
liable  to  taxation  upon  all  their  sales,  whether  made  for 
themselves,  and  of  their  own  property,  or  made  for  others 
upon  a  commission ;  also,  second,  that,  whether  the  tax  was 
or  was  not  properly  assessed,  the  amount  paid  therefor  could 
not  be  recovered  back  in  this  action,  because  it  was  a  volun- 
tary payment,  not  made  under  any  duress,  of  goods,  or  other- 
wise, that,  the  defendant  being  a  public  ofiicer,  and  the  tax 
being  assessed  and  returned  to  him  by  the  assessor,  he  coU 
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lected  it  and  paid  it  over  to  the  United  States  in  the  due  dis- 
charge of  his  official  duty,  without  notice  of  the  particular 
character  of  the  plaintiffs'  business,  or  of  the  nature  of  the 
sales  so  assessed,  and  without  any  notice,  protest,  or  objection 
made  to  him  by  the  plaintiffs,  that  the  assessment  was,  or  was 
claimed  by  them  to  be,  illegal,  or,  in  any  respect,  erro- 
neous—K5iting,  in  support  of  this,  Elliott  v.  Swartwout^  (10 
Pety  137,)  and  Bend  v.  Uayt^  (13  Id.,  263,)  decided  before 
the  Act  of  Congress  of  February  26th,  1845,  (5  TT.  S.  Stat,  at 
La/rge,  727,)  requiring  a  written  protest  when  duties  on  im- 
ports are  erroneously  exacted ;  Lawrence  v.  Ca9weLl,  (13  How., 
488,)  and  NichoU  v.  United  States,  (7  Wallace,  122,)  decided 
subsequently  to  that  statute ;  and  United  States  y.  Clement, 
{Orahbe^sllep.,  499,  514,) — and  that,  although,  in  course  of  the 
payments,  but  at  what  date  is  not  shown,  the  plaintifb,  or 
one  of  them,  repeatedly  objected,  to  an  assistant  assessor, 
that  the  plaintiffs  were  not  liable  to  these  taxes,  and  remon- 
strated with  him,  and  received  from  him  an  assurance  that,  if 
the  tax  was  illegal,  it  would  be  refunded,  still  thiey  made  no 
objection  to  the  defendant,  nor  claimed  before  him,  by  notice, 
protest  or  otherwise,  that  the  assessment  was  illegal ;  and, 
third,  that,  although  it  was  proved  that  the  plaintiffs  did,  in 
or  after  April,  1869,  make  an  application  to  the  Commissioner 
of  Internal  Revenue  to  have  the  amount  of  the  taxes  in 
question  refunded  to  them,  there  is  no  proof  of  any  such 
appeal  as  the  Act  of  Congress  of  July  13th,  1866,  (14  U,  S. 
Stat,  at  Large,  152,  §  19,)  requires,  and,  for  that  reason,  this 
action  cannot  be  maintained.  * 

I.  The  first,  and,  in  respect  of  importance,  the  principal, 
question  is,  whether  the  plaintiffs  were  liable  to  the  tax 
assessed  and  paid. 

The  provisions  of  the  Acts  of  Congress,  which  are  to  be 
construed  in  deciding  that  question,  are  the  following :  The 
Act  of  June  30th,  1864,  §  110,  (13  U.  S.  Sta;t.  at  Large,  277,) 
which  imposes  a  duty  of  ^^th  of  1  per  cent.,  each  month, 
on  deposits,  ^th  of  1  per  cent.,  each  month,  on  the  capital, 
rj^jj^th  of  1  per  cent.,  each  month,  on  the  circulation,  and  an 
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additional  ^th  of  1  per  cent.,  on  certain  specified  excess  of 
clrcalation ;  these  are  required  of  "  any  bank,  association, 
company,  or  corporation,  or  person,  engaged  in  the  business 
of  banking,  beyond  the  amount  invested  in  United  States 
bonds."  Section  79,  subdfcision  one,  of  the  same  Act,  {p, 
251,)  declares,  that  "  bankers  using  or  employing  a  capital  not 
exceeding  the  sum  of  $50,000  shall  pay  $100  for  each  license," 
and,  for  every  additional  $1,000  of  capital,  $2 ;  and  that 
"  every  person,  firm  or  company,  and  every  incorporated  or 
other  bank,  having  a  place  of  business  where  credits  are 
opened  by  the  deposit  or  collection  of  money  or  currency, 
subject  to  be  paid  or  remitted  upon  draft,  check  or  order,  or 
where  money  is  advanced  or  loaned  on  stocks,  bonds,  bullion, 
bills  of  exchange,  or  promissory  notes,  or  where  stocks,  bonds, 
bullion,  bills  of  exchange,  or  promissory  notes  are  received 
for  discount  or  sale,  shall  be  regarded  as  a  banker,  under  this 
Act.*'  Section  79,  subdivision  nine,  of  the  same  Act,  {p.  252,) 
as  amended  by  the  Act  of  March  3d,  1865,  {Id.,  472,)  reads 
as  follows :  "  Brokers  shall  pay  $50  for  each  license.  Every 
person,  firm,  or  company,  except  such  as  hold  a  license  as  a 
banker,  whose  business  it  is,  as  a  broker,  to  negotiate  pur- 
chases or  sales  of  stocks,  exchange,  bullion,  coined  money, 
bank  notes,  promissory  notes,  or  other  securities,  for  them- 
selves or  others,  shall  be  regarded  as  a  broker,  under  this 
Act.  *  *  *  Provided,  that  any  person  holding  a  license  as  a 
banker  shall  not  be  required  to  take  out  a  license  as  a  broker." 
Section  99  of  the  same  Act,  {p.  273,)  provides,  "  that  all 
irokersy  and  hankers  doing  business  as  brokers,  shall  be 
subject  to  pay  the  following  duties  and  rates  of  duty  upon  the 
sales  of  merchandise,  produce,  gold  and  silver  bullion,  foreign 
exchange,  uncurrent  money,  promissory  notes,  stocks,  bonds, 
or  other  securities,  as  hereinafter  mentioned."  Then  follows 
a  specification  of  rates,  and  a  proviso,  prohibiting  sales,  by 
any  one  not  licensed  as  a  broker  or  banker,  of  any  stocks, 
merchandise,  &c.,  not  bona  fide  his  own  property  and  actually 
on  hand. 

Tinder  these  provisions,  it  is,  I   think,  clear,  1st.  That 
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bankers  confining  themselves  to  the  business  of  banking  only, 
(as  snch  business  is  described  in  subdivision  one  of  section 
seventy-nine,  and  not  included  in  the  business  of  a  broker 
described  in  subdivision  nine,)  are  only  liable  to  pay  the 
banker's  license  fee  and  percentag^i  mentioned  in  subdivision 
one. 

2d.  That,  without  any  further  or  additional  license,  or 
license  fee,  they  may  transact  the  business  described  in  sub- 
division nine  of  the  same  section,  while  the  mere  broker  must 
pay  $50  for  his  license.  This  subdivision,  by  plain  implica- 
tion, contemplates  and  authorizes  bankers,  if  they  see  fit,  to 
engage  in  the  business  described  as  the  business  the  trans- 
action of  which  makes  a  man  a  broker,  within  the  meaning  of 
the  Act.  J 

3d.  Section  99  recognizes  this  construction  of  the  section 
last  referred  to.  It  assumes  that  bankers  may  transact  the 
same  business  for  which  the  broker  pays  his  license  fee,  and^ 
therefore,  declares,  that  '^  all  hrokera^  and  bankers  doinff 
Imsiness  as  hrokers^  shall  be  subject "  to  duties  on  sales,  &Q.y 
at  rates  specified. 

4th.  Here  is  no  involuntary  double  taxation.  So  long  as 
the  banker  confines  himself  strictly  to  the  business  of  banking, 
he  pays  for  that,  and  on  his  business,  specified  license  fees 
and  duties,  and  nothing  more.  If,  however,  he  sees  fit  to 
engage  in  the  business  described  not  as  the  business  of 
a  banker  strictly,  but  coming,  also,  within  the  business  of  a 
broker,  he  then  subjects  his  sales  to  the  duties  imposed  by 
section  99. 

5th.  The  distinction  between  the  conditions  upon  which 
license  fees  are  paid,  the  amounts  of  such  license  fees,  and  tlie 
classes  by  whom  they  are  payable,  on  the  one  hand,  and  the 
general  declaration,  in  section  99,  as  to  what  sales  shall  be 
subject  to  duty,  is  to  be  borne  in  mind,  in  giving  a  construc- 
tion to  this  latter  section.  The  section  is  not  confined  to  the 
brokers  described  in  subdivision  nine  of  section  79,  as  seemed 
to  me  to  be  assumed  on  the  trial.  It  includes  sales  of  mer- 
chandise and  produce,  as  well  as  of  gold,  stocks,  bonds,  and 
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other  securities  mentioned  in  the  subdivision  last  named,  and 
80  it  includes  produce  brokers,  and  commercial  brokers,  and, 
perhaps,  some  others,  {mbdvv.  13  cfe  14,  (fee.,  of  §  79,  pp.  252, 
253 ;)  and  it,  therefore,  brings  into  view  all  sales  by  brokers  of 
any  kind,  made  of  "  merchandise,  produce,  or  gold  and  silver 
bullion,  foreign  exchange,  uncurrent  money,  promissory  notes, 
stocks,  bonds,  or  other  securities." 

6th.  It  is  obvious,  that,  if  the  sales  of  these  yarious  de- 
scriptions of  property  could  be  made  for  others,  and  for  a  com- 
mission, by  bankers,  under  cover  of  their  license,  (they  having 
been  expressly  relieved  of  the  duty  to  take  a  license  as  brokers,) 
the  whole  business  of  gelling  merchandise,  produce,  gold, 
stocks,  bonds,  &c.,  might  be  done  by  those  who  hold  such  a 
license,  and  that  those  whose  constant  employment  it  is  to 
make  such  sales  for  others  for  a  commission,  could  and  would 
be  tempted  to  shelter  themselves  under  a  banker's  license, 
and  some  small  business  within  the  definition  of  a  banker,  and 
so  the  tax  on  brokers'  sales,  which  was  very  large  in  its  aggre- 
gate amount,  and,  therefore,  an  important  source  of  revenue, 
would  be  defeated.  Congress,  therefore,  declare,  not  only 
that  brokers,  but  bankers  doing  business  as  brokers,  shall  pay 
the  tax  on  their  sales.  So  that,  if  bankers  assume  to  sell  mer- 
chandise or  produce,  as  brokers  therein,  or  to  seU  gold,  stocks, 
&c.,  as  brokers  therein,  they  are  subjected  to  the  same  tax  on 
sales.  Again,  knowledge  of  the  enormous  extent  to  which 
sales  are  negotiated  by  brokers  must  be  imputed  to  Congress ; 
and  it  is  clear,  I  think,  that  the  purpose  of  the  law  was,  not 
to  tax  the  private  person  engaged  in  other  business,  when  he 
sold  his  own  property,  (unless  some  other  provisions  included 
it,)  but  to  reach  and  tax  the  sales  made  by  persons  acting  as 
brokers  for  a  commission,  and  that  it  was  enacted  with  knowl- 
edge that  those  sales,  as  to  g^ld,  stocks,  bonds,  and  securities, 
would  include  by  far  the  the  largest  portion,  and,  probably, 
nearly  alj,  that  are  made  in  the  commercial  cities  where  such 
business  is  transacted. 

7th.  It  was  largely  assumed,  on  the  argument,  that,  because 
the  above  cited  subdivision  one  of  section  79,  prescribing  a 
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banker's  license  fee,  and  describing  the  persons  who  should 
pay  it,  described  them  as  persons  having  a  place  of  business 
where,  among  other  things,  "  money  is  advanced  or  loaned  on 
stocks,  bonds,  bullion,  bills  of  exchange,  or  promissory  notes, 
or  v^here  stocks,  bonds,  bullion,  bills  of  exchange,  or  promissory 
notes  are  received  for  discount  or  sale,"  therefore,  and  irre- 
spective of  other  specific  provision,  they  are  not  taxable  on 
the  sales  which  they  make.  It  seems  to  Yne  quite  obvious, 
that  nothing  in  this  subdivision  does,^r  se,  determine  whether 
the  sales  here  spoken  of  are  taxable  or  not ;  and,  were  there 
another  and  general  provision  taxing  all  sales  of  stocks,  bonds, 
&c.,  bankers  must  pay  it,  as  well  as  other  persons.  They 
would  have  such  license  to  sell  as  this  subdivision  imports,  but 
their  sales  would,  nevertheless,  be  subject  to  any  regulation  of 
sales,  whether  by  taxation  or  otherwise.  No  embarrassment, 
therefore,  to  a  consideration  of  the  question,  what  sales  are 
taxable,  arises  from  this  subdivision  of  the  Act ;  and  the  door 
is  wide  open,  to  the  operation  of  the  section  imposing  the  tax 
on  sales  of  merchandise,  produce,  gold,  bullion,  stocks,  &c., 
according  to  its  proper  interpretation.  That  section  (99)  here- 
upon declares,  that  all  brokers,  and  bankers  doing  business  as 
brokers,  shall  be  subject  to  pay  the  duties  specified  "  upon 
the  sales  of  merchandise,  produce,  gold  and  silver  bullion, 
*  *  *  stocks,  bonds,  or  other  securities."  This  is  in  ac- 
cordance with  the  view  last  suggested.  It  contemplates  that 
bankers  may  sell  property  of  the  description  enumerated,  and 
that,  when  they  engage  in  the  business  of  selling  as  brokers, 
they  shall  be  taxed,  whether  their  sales  are  of  merchandise, 
produce,  stocks,  or  other  of  the  specified  property. 

8th.  The  question,  then,  which  is  the  test  of  the  plaintiff' 
liability  to  pay  the  tax  is,  whether  they  were  doing  business 
as  brokers,  within  the  proper  meaning  of  the  99th  section. 

It  will  be  most  convenient  to  consider  this  in  reference  to 
the  third  class  of  their  transactions,  as  above  divided,  namely, 
buying  stocks  in  their  own  names,  for  their  customers,  for  a 
commission,  advancing  the  purchase  money  on  the  security 
of  what  is  called  a  margin,  that  is,  a  percentage  of  such  price, 
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deemed  Bufficient  to  secure  them  against  loss,  selling  the 
stocks,  for  another  commission,  and  settling  the  account  ac- 
cording to  the  resulting  balance  to  the  credit  of  the  customer, 
the  whole  being  at  the  risk,  and  for  the  account,  of  the  cus- 
tomer, as  to  profit  or  loss,  and  they  having  no  interest  therein, 
except  their  commissions  and  interest,  or  interest  and  com- 
missions on  their  advances. 

I  have  said  on  a  former  occasion,  cited  to  me  on  this  trial, 
{Markham  v.  Jaudon^  41 N,  Y.^  235,  256,)  that,  in  such  trans- 
actions as  these,  the  actor  is  not  a  mere  broker.  I  think  so 
still.  It  is  not  a  part  of  the  duty  or  authority  of  the  mere 
broker  to  make  the  purchase  and  sale  in  his  own  name.  He 
is  but  a  go-between  or  negotiator  between  two  principals.  It 
is  not  any  part  of  his  duty  or  office,  as  mere  broker^  to  pay 
the  price,  or  to  assume  any  liability  therefor.  He  binds  his 
principal,  or,  oftentimes,  both  of  the  principals  in  the  trans- 
action, by  his  memorandum.  He  is,  in  short,  a  mere  agent, 
acting  by  authority  of  another.  And  these  same  observations 
are  true  of  other  agents.  It  is,  however,  equally  clear,  that 
agents  may  make  themselves  liable  on  the  contracts  which 
they  in  fact  make  for  others,  either  voluntarily  or  by  not  dis- 
closing their  agency.  It  would,  nevertheless,  be  true,  that 
their  act  of  purchase  and  sale  would  be  in  execution  of  their 
authority  as  agent,  and  their  principal  would  and  must  so 
treat  it.  They  do  not  cease  to  be  agents  therein,  because 
they  go  fiirther  than,  as  agents,  they  were  bound  to  go,  and 
add  their  personal  liability,  in  order  to  aid  in  the  transaction. 
As  between  them  and  their  principal  they  act  in  the  relation 
of  agents.  So,  they  may,  by  express  authority,  or,  it  may  be, 
by  authority  implied  from  the  usages  of  trade,  (when  such 
usages  exist,)  receive  the  property  purchased,  and  be  them- 
selves the  instruments  of  making  delivery,  when  they  make 
sales  ;  and,  by  consent  of  the  principal,  they  may  take  formal 
title  and  convey  that  formal  title  to  the  purchaser,  and  may 
even  convert  the  transaction,  as  between  them,  into  an  agree- 
ment for  a  speculation  in  stock  in  the  name  of  the  agent, 
for  the  account  of  his  principal.    While  all  these  may  be 
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superadded  to  the  duty  and  authority  of  a  mere  ageut  to  buy 
and  sell,  there  still  remains  the  substantive  fact,  that,  what* 
ever  effec£  these  other  attending  circumstances  may  have, 
between  him  and  his  principal,  as  the  resxdt  of  the  payment 
by  himself,  or  of  his  taking  title,  the  actual  agency  for  his 
principal  is  not  withdrawn  from  the  transaction. 

It  is,  however,  claimed,  that  the  definition  of  a  broker,  in 
section  79,  subdivision  nine,  excludes  such  transactions  from 
the  class  of  sales  which  are  subject  to  tax ;  or,  in  other  words, 
that  the  plaintiflFs  were  not  doing  business  as  brokers,  under 
that  definition.  The  terms  used  are,  "  person,  firm,  or  com- 
pany, except  such  as  hold  a  license  as  a  banker,  whose  busi- 
ness  it  is,  as  a  broker,  to  negotiate  purchases  or  sales  of  stock, 
exchange,  bullion,"  &c.,  &c.,  "  for  themselves  or  others,  shall 
be  regarded  as  a  broker,  under  this  Act."  I  observe,  upon  this, 
that  a  banker,  although  he  does  the  business  which  is  de- 
clared to  make  a  person  a  broker,  is  not  to  be  deemed  a 
broker,  and  to  take  out  a  license  as  such.  That  is  the  effect 
of  the  exception.  When  the  banker  is  also  doing  busi- 
ness as  a  broker,  he  becomes  chargeable  with,  not  the 
license  fee,  but  only  the  tax  imposed  on  sales  under  the  99th 
section. 

What,  then,  is  doing  business  as  a  broker  ?  This  statute 
does  not  declare,  further  than  this — one  whose  business  it  is, 
as  broker,  to  negotiate  purchases  or  sales  of  stock,  &c.  This 
does  not  tell  us  what  it  is  ''  to  negotiate  purchases  and  sales, 
as  broker."  We  must  go  further,  before  the  definition  be- 
comes  complete  and  explicit ;  and  yet,  I  apprehend,  it  is  not 
doubtful.  On  the  contrary,  it  is  so  well  understood,  that 
what  negotiating  as  broker-  meant  required  no  definition.  I 
have  already  indicated  its  meaning.  The  broker,  as  such,  is  ' 
the  mere  agent  of  a  principal,  in  the  negotiation  of  a  purchase 
or  sale.  As  mere  broker,  he  has  no  responsibility,  except  for 
his  own  good  faith  and  fair  dealing.  He^  as  mere  broker, 
negotiates  avowedly  for  some  other,  as  principal.  As  mere 
broker,  he  neither  takes  nor  gives  title,  neither  receives  nor 
delivers  the  property,  and  he  has  no  interest  in  the  transaction,. 
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except  to  earn  and  receive  his  commissions.     But  he  may  do 
something  more,  and  yet  be  a  broker,  in  the  acts  of  baying 
and  selling  for  others.    No  one  wonld,  I  think,  suggest  that 
he  was  less  a  broker,  in  buying  and  selling  for  another,  if  he 
consented  to  endorse  the  note  of  his  principal,  for  the  better 
security  of  the  seller  upon  credit ;  or  that  he  would  be  less  a 
broker,  in  buying  and  selling,  because  his  principal  consented 
that,  to  secure  him  against  loss  by  such  endorsement,  he 
might  hold  the  property,  or  the  title  thereto ;  and,  in  this  pre. 
cise  point  of  his  agency,  as  broker,  in  buying  and  selling  for 
his  principal,  for  the  account  of  such  principal,  as  to  profit 
sad  loss,  and  for  a  commission  to  himself,  I.  am  not  able  to 
perceive  how  superadding  to  his  agency  an  advance  of  money 
to  pay  for  the  stock,  can  have  any  greater  efEect.    It  may  be, 
that  an  agreement  to  buy  stock  in  his  own  name,  carry  it,  and 
sell  it  when  directed,  for  the  account  of  his  customer,  as  to 
profit  and  loss,  involves  questions  of  right  and  duty  between 
him  and  his  principal,  that  are  peculiar,  and  about  which  there 
may  be  difference  of  opinion.     But,  the  agency  in  the  act. of 
buying  and  selling  is  always  present,  whatever  legal  conse- 
quences may  flow  from  the  circumstances  superadded  to  the 
mere  brokerage.    In  the  aggregate  transaction,  he  is  a  broker, 
and  something  more.     He  negotiates  a  purchase  or  a  sale  for 
another.    He  earns  therein  a  commission.    He  has  no  inters 
est  in  the  profit  or  loss,  when  the  whole  transaction  is  carried 
into  complete  execution,  according  to  the  actual  intent  of  the 
parties.    If  it  were  conceded  that  the  transaction  is  a  specu- 
lation in  stock  for  account  of  the  customer,  which  the  a^ent 
agrees  to  make  in  his  own  name,  and  even  though  the  agree- 
ment does  not  contemplate,  as  a  practical  result,  that  the 
stock  will  in  fact  come  to  the  possession  of  the  customer,  this 
would  not  affect  the  view  I  take  of  the  agency,  as  broker,  in 
making  the  purchase  and  sale.     The  customer,  on  paying 
the  price  and  all  commissions,  would,  as  matter  of  law,  be 
entitled  to  receive  the  stock ;  and  this  was  proved,  on  the 
trial,  to  be  the  recognized  rule  regulating  the  practice  in  such 
cases. 
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Speculation  in  stocks  for  account  of  others  is  not  men- 
tioned as  belonging  to  the  definition  of  the  business  of  a 
broker,  as  defined  in  the  statute.  A  portion  of  the  business 
done  by  these  plaintiffs  was,  no  doubt,  receiving  stocks,  bonds, 
&c.,  for  discount  or  sale ;  but  that  by  no  means  embraced 
mere  speculations  in  stock,  such  as  I  am  considering.  In 
some  transactions,  also  testified  to  on  the  trial,  the  plaintiffs 
sold  stocks  through  a  broker  employed  by  them  for  the  pur- 
pose. If  those  were  all  their  sales,  it  would  present  a  very 
different  question.  But  they  employed  a  broker  only  in  ex- 
ceptional cases,  when  they  desired  a  sale  at  the  "Stock-Board." 
I  cannot  doubt  that  it  was  the  intention  of  Congress  to  reach 
and  include  what,  I  presume,  constitutes  very  much  the 
largest  part  of  all  the  sales  of  stocks,  gold,  and  some  other 
property  made  in  this  country,  (and  it  is  expressly  proved 
that  it  constituted  much  the  lai^st  part  of  the  plaintiffs' 
business,)  namely,  speculation  in  the  very  manner  of  the  trans- 
actions I  am  considering ;  and  I  think  a  just  interpretation 
of  the  statute  does  include  them. 

It  follows,  from  these  views,  that  the  plaintiffs  were,  dur- 
ing the  period,  "  doing  business  as  brokers,"  and  were,  there- 
fore, taxable  for  these  sales. 

II.  If  thus  taxable,  was  the  tax  rightfully  assessed  upon 
all  their  sales,  whether  of  their  own  property,  or  of  the  prop- 
erty of  others  coming  to  their  possession,  and  held,  for  ad- 
vances made  by  them  as  bankers,  or  purchased  and  sold  on 
speculation  for  the  account  of  others,  on  commission  ? 

The  Supreme  Court  have,  I  think,  relieved  me  of  any 
responsibility  or  embarrassment  in  deciding  this  question. 
The  section  imposing  the  tax  is  explicit,  that  ^'  aU  brokers^ 
and  bankers  doing  business  ab  brokers,"  shall  pay  the  tax  on 
the  sales  enumerated.  In  United  States  v.  Chitting^  (3  Wdlr 
lacey  441,)  the  Supreme  Court  decided,  that  the  sales  of  stocks^ 
bonds,  gold,  &c.,  made  by  brokers  for  themselves,  are  subject 
to  the  same  duties  as  those  made  for  others.  The  statute 
places  bankers  doing  business  as  brokers  in  the  same  condi- 
tion in  which  it  places  brokers.    In  that  respect,  the  terms 
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are  explicit,  and  this  decision  seems  to  me  conclusive.  It  is 
true,  that,  in  United  States  v.  Fisk^  {Id.^  445,)  at  the  same 
term,  the  Supreme  Court  decided  that  bankers  who  only  sell 
for  the  United  States,  and  for  themselves,  and  who  do  not 
sell  for  others  for  a  commission,  are  not  liable  to  the  taxes  or 
duties  imposed  ,on  sales.  Sut  the  Court  is  careful  to  dis- 
criminate between  bankers  who  only  sell  for  themselves  and 
the  United  States,  and  bankers  who  sell  for  others  for  a  com- 
mission, that  is,  bankers  who  do  business  as  brokers.  The 
plain  implication  from  this  case  is,  therefore,  in  exact  accord 
with  the  case  of  United  States  v.  Cutting^  and  confirms  the 
above  statement  of  the  effect  of  the  decision  therein. 

III.  The  foregoing  views  necessarily  result  in  a  decision 
that  the  tax  imposed  upon  and  paid  by  the  plaintiffs  was  legal, 
and  that,  for  that  reason,  this  action  cannot  be  maintained. 

In  acting  upon  that  conclusion  I  do  not  find  it  necessary 
to  consider  the  other  grounds  upon  which  the  defendant  urges 
a  defence.  The  argument  is  certainly  entitled  to  considera- 
tion, that,  where  a  tax  is  paid  to  the  defendant,  as  collector^ 
without  objection,  or  notice,  in  any  form,  that  the  party  pay- 
ing deems  it  erroneous,  and  the  collector  pays  over  the  money 
to  the  Government,  he  is  not  thereafter  liable  in  an  action  to 
recover  it  back ;  and  that  objection  or  remonstrance  made  to 
the  assessor,  or  his  assistant,  will  not  su£Sce.  But,  as  to  that, 
and  as  to  the  necessity  of  a  formal  appeal,  I  express  no  opin« 
ion,  because,  whether  the  defendant  is  or  is  not  right  on  these 
points,  the  conclusion  above  stated  disposes  of  the  whole  case. 

lY.  On  the  trial,  evidence  was  offered  by  the  defendant 
tending  to  show  that  it  was  a  part  of  the  regular  and  accus- 
tomed business  of  brokers  in  this  country  to  purchase,  carry 
and  sell  stocks  for  others  upon  commission,  in  the  manner  in 
question  herein.  That  evidence  was  objected  to  by  the 
plaintiffs,  and  was  received  subject  to  their  objection,  with  the 
suggestion,  that  the  consideration  of  the  case  would  disclose 
the  views  entertained  respecting  its  materiality.  A  witness, 
who,  for  twenty-five  years,  had  been  doing  business  as  a 
broker,  and  who,  I  think,  showed  a  sujfficient  acquaintance 
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with  ihe  business  of  brokers  in  the  leading  cities  in  which  the 
business  of  brokers  is  carried  on,  was  examined  on  the  sub- 
ject. The  Act  of  Congress  not  having,  in  terms,  defined 
what  it  is  to  act  or  negotiate  ^^  as  a  broker,"  I  deemed  it  com- 
petent evidence  for  the  purpose  of  more  clearly  showing  the 
general  acceptation  of  the  term  which  the  legislature  must 
have  had  in  view. 

The  foregoing  discussion,  however,  leads  to  the  same  con- 
clusion, whether  this  testimony  be  received  and  considered, 
or  not.  I  think  the  meaning  of  the  term  '^  broker  "  is  well  set- 
tled, independent  of  such  evidence.  The  testimony,  therefore, 
can  be  of  no  prejudice  to  the  plaintiffs,  even  if  it  be  held  im- 
material, and,  if  material,  it  is  competent. 

Judgment  must  be  entered  for  the  defendant,  with  costs. 

Iteverdy  Johnson^  Thomas  W.  Ba/rUey^  James  H,  DooUt- 
iUy  and  WiUiam  ff.  SooUy  for  the  plaintiff. 

Jfoah  Da/oisy  (District  Attorney^  and  Luther  W.  Emer- 
sOTiy  {Assistant  District  Attorney^  for  the  defendant. 


Febdinand  Mates 

vs, 

Moses  Hermann,   Assignee  in  Sanebuptcy   of   Maubioe 

BSNDIX  AND  OTHEBS,   SaNKBUPTB.      In   EqUITY. 

The  inability  of  a  merchant  to  meet  his  engagements,  in  the  UBual  course  of 
bosinees,  constitutes  insolvency,  within  the  meaning  of  the  bankruptcy  Act. 

The  fact,  that  a  merchant,  in  a  mercantile  community,  who  has  no  defence  to 
debts  maturing  in  his  current  business,  submits  to  be  sued,  to  compel  pay- 
ment of  such  debts,  is  yery  high  evidenoe  of  inability  to  pay  them. 

The  sale  of  the  debtor^s  property,  on  an  ezeoution  iiMnied  in  such  a  soit^  is  a  di»- 
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poeition  of  the  debtor's  property,  for  the  benefit  of  the  creditor,  out  of  the 
usual  course  of  businees,  and  is  evidence  that  the  creditor  has  reasonable 
cause  to  beUeve  in  the  debtor's  insolvency,  and  contemplates  a  preference. 

Although  a  debtor  is  not  known  to  have  yet  committed  an  act  of  bankruptcy, 
his  creditor,  although  he  has  reasonable  cause  to  believe,  or  even  knows,  the 
debtor  to  be  insolvent,  may  sue  him,  and  proceed  to  judgment,  execution  and 
levy,  for  the  purpose  of  proceeding  against  him  in  involuntary  bankn^ptcy. 

A  creditor  employed  an  attorney  to  collect  his  debt  by  suit  All  the  facts  made 
neoessary  by  the  bankruptcy  Act  to  Invalidate  a  preference  gained  by  such 
suit^  were  made  known  to  such  attorney  after  he  entered  on  such  employment, 
and  while  engaged  in  collecting  such  debt  by  suit.  The  suit  proceeded  to 
execution  and  levy:  IMd,  that  the  knowledge  of  the  attorney  was  the  knowl- 
edge of  the  creditor. 

JS^  also,  Uiat  it  made  no  difference,  that  the  information  was  received  by  the 
attorney  after  he  had  been  retained  by  the  debtor,  and  while  he  was  advising 
the  debtor  what  course  to  pursue,  such  retainer  by  the  debtor  being  after  the 
employment  by  the  creditor  and  before  the  recovery  of  judgment. 

•(Before  Woodeufv,  J.,  Southern  District  of  New  York,  December  12th,  1872.) 

WooDBUFF,  J.  Oa  the  2d  of  March,  1868,  the  plaintiff 
recovered  two  judgments,  in  a  State  Court,  against  the  above 
named  bankrupts,  one  for  $388  46,  and  the  other  for  $320  44. 
Executions  were,  on  the  same  day,  issued  to  the  sheriff 
iliereon,  and  levied  on  personal  property  belonging  to  the 
bankrupts.  On  a  petition  filed  March  6th,  1868,  the  bank- 
rupts were  adjudicated  such,  and  the  defendant  was  appointed 
their  assignee,  and  an  assignment  was  duly  executed  to  him. 
Thereafter,  under  an  arrangement  between  the  plaintiff  and 
the  defendant,  the  property  levied  on  was  delivered  by  the 
sheriff  to  the  defendant,  to  be  held  subject  to  a  determina- 
tion by  the  District  Court  as  to  the  validity  of  the  lien  of  the 
plaintiff  upon  it.  The  plaintiff  then  filed  his  bill  in  the  Dis- 
trict Court,  praying  that  his  lien  might  be  established,  and 
the  judgments  be  paid  out  of  the  proceeds  of  the  property. 
The  defendant  answered  the  bill,  setting  up  that  the  execu- 
tions and  levies  were  void  as  against  him,  for  the  reason  that, 
the  bankrupts,  being  insolvent,  did,  within  four  months  before 
the  filing  of  the  petition,  with  a  view  to  give  a  preference  to 
the  plaintiff  for  the  debts  set  forth  in  the  judgments,  pro- 
cure their  property  to  be  seized  by  said  executions,  and 
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thereby  made  a  transfer  of  the  property  levied  on ;  thai  the 
plaintiff  then  and  there  had  reasonable  canse  to  believe  the 
bankrupts  to  be  insolvent,  and  that  the  executions  were  is- 
sued in  fraud  of  the  provisions  of  the  bankrupt  Act ;  that 
the  attorneys  for  the  plaintiff  in  recovering  the  judgments 
and  issuing  the  executions,  were  the  attorneys  for  the  bank- 
rupts in  their  petition  in  bankruptcy,  and,  at  the  time  of 
recovering  the  judgments  and  issuing  and  levying  the  exe- 
cutions, had  reasonable  cause  to  believe  the  bankrupts  to  be 
insolvent ;  and  that  the  transactions  were  in  fraud  of  the  pro- 
visions of  said  Act,  Proofs  were  taken,  and,  on  a  hearing, 
the  District  Court  dismissed  the  bill.  From  such  decree  the 
plaintiff  appealed  to  this  Court,  The  attorneys  for  the 
plaintiff  in  the  judgments  were  the  attorneys  for  the  bank- 
rupts in  the  bankruptcy  proceedings.  One  of  such  attorneys 
was  called  as  a  witness  by  the  defendant,  in  this  suit;  and  tes- 
tified, that  they  had  not  been  attorneys  for  the  bankrupts 
prior  to  the  bankruptcy  proceedings ;  that  he  first  saw  the 
bankrupts  in  regard  to  their  affairs  just  before  the  judgments 
were  obtained,  and  after  the  suits  were  brought ;  that  Bendix 
then  came  to  his  house  and  stated  to  him  that  the  firm 
(Eeicbman  &  Co.)  had  su£Scient  assets  to  pay  its  debts,  but 
his  suspicions  had  been  excited  by  the  actions  of  the  husband 
of  Caroline  M.  Beichman,  (one  of  the  firm,)  and  that  goods 
had  been  taken  out  of  the  store,  which  could  not  be  traced, 
and  he  feared,  that,  unless  some  steps  were  taken  in  the 
matter,  they  would  not  be  able  to  pay  their  creditors,  and  the 
goods  would  disappear;  that  his  (the  attorney's)  advice  to 
him  was,  to  immediately  take  possession  of  the  store,  and  lock 
it  up,  and  call  a  meeting  of  the  creditors  of  the  firm,  and  do 
something  to  secure  them,  by  appropriating  the  goods  to  their 
benefit ;  that  this  was  after  the  summonses  in  the  suits  had 
been  served  on  at  least  two  of  the  three  defendants  in  it, 
Bendix  being,  at  the  time,  aware  of  the  summonses,  although 
not  served  with  them  unti]  two  days  after  Mrs.  Beichman 
was  served,  and  five  days  after  the  remaining  defendant  was 
served ;  that  Bendix,  accordingly,  locked  up  the  store,  and  a 
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meeting  of  the  creditors  was  held,  at  which  he  (the  attoraey) 
attended,  at  the  request  of  Bendix,  and  at  which  propositions 
were  made  and  discussed  to  turn  over  the  property  to  the 
creditors  in  full  payment  of  their  debts ;  that  a  majority  of 
the  creditors  were  in  favor  of  that  course,  and  a  committee 
was  appointed  to  investigate  the  affairs  of  the  firm,  and,  at 
his  (the  attorney's)  suggestion,  the  committee  was  empowered 
to  take  possession  of  the  goods ;  that  he  (the  attorney)  heard 
nothing  more  of  the  matter  until  after  the  judgments ;  that 
then  Sendix  isiormed  him  that  the  propositioh  to  take  the 
property  in  payment  of  the  debts  had  fallen  through ;  that  he 
then  advised  Bendix  to  go  into  bankruptcy ;  that  he  did  not 
communicate  with  the  plaintiff  in  regard  to  the  matter,  nor 
know  personally  on  what  day  the  summonses  were  returnable, 
or  that  the  judgments  had  been  obtained,  until  after  they  had 
been  obtained ;  that  he  attended  the  meeting  of  creditors  on 
behalf  of  Bendix ;  and  that  the  plaintiff  was  not  present  at 
the  meeting,  and  did  not  know  of  it. 

The  plaintiff  was  called  as  a  witness  by  the  defendant,  and 
testified,  that  the  debts  for  which  the  judgments  were  re- 
covered were  open  accounts,  for  goods  sold  to  the  firm ;  that 
one  account  was  due  twelve  days  before  the  suit  on  it  was 
commenced,  (both  suits  having  been  commenced  February 
2l6t ;)  that  he  had  sent  for  the  money  on  it,  and  they  had  put. 
him  off,  sending  word  that  they  would  come  in  and  pay  ;  that 
he  did  not  know  that  the  meeting  of  creditors  was  to  be  held„ 
nor  learn  of  it  after  it  had  been  held ;  that,  when  he  directed 
suit  to  be  brought  against  the  firm,  he  had  no  idea  that  it  waa 
in  a  failing  condition ;  that,  when  the  executions  were  issued,, 
he  had  no  reason  to  believe  that  the  firm  was  insolvent ;  that 
it  was  hot  proposed  to  him  by  the  attorney  to  share  ratably 
with  the  other  creditors ;  and  that,  after  he  placed  the  claims 
in  the  attorney's  hands,  and  swore  ^o  the  complaints,  he  had 
no  knowledge  as  to  what  was  done  in  the  suits. 

The  attorney  also  testified,  that  he  stated,  at  the  meeting 
of  creditors,  and  that  such  was  his  opinion,  that,  if  the  stock 
of  goods  was  fairly  sold,  and  not  sacrificed,  and  the  debts 
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were  collected,  there  would  be  enougli  to  pay  seventy-five 
cents  on  the  dollar,  but  that,  if  the  goods  were  sold  at  aac- 
tion,  or  by  an  assignee,  he  did  not  believe  they  would  realize 
more  than  forty  or  fifty  cents  on  the  dollar;  and  that  such 
statement  was  made  before  the  executions  were  issued. 

The  debts  proved  against  the  bankrupts  are  $11,021  82. 
The  assets  realized  by  the  assignee  are  $2,961  82,  in  which 
sum  is  included  $2,680  72,  realized  from  the  sale  of  the  goods 
levied  on. 

1.  The  plaintiff  had  reasonable  cause  to  believe  that  the 
firm  was  insolvent,  before  his  executions  were  levied  upon 
their  goods,  and  that  the  collection  of  the  judgments  would 
operate  to  give  him  a  preference.^  The  parties,  debtors  and 
creditors,  were  both  merchants.  Inability  to  meet  their  en- 
gagements in  the  usual  course  of  business  has  been  again  and 
again  adjudged  to  constitnte  insolvency,  within  the  meaning 
of  the  bankrupt  law.  When,  therefore,  a  merchant  fails  to 
pay  his  notes,  or  other  mercantile  obligations,  as  they  become 
payable,  the  immediate  presumption  of  inability  to  pay  arises. 
This  is  according  to  the  universal  sens^  of  the  mercantile 
world.  When  a  merchant  does  not  so  pay,  he  is  at  once,  and 
everywhere,  assumed,  in  the  common  language  applied  to  the 
subject,  to  have  ^'failed."  Quite  true, there  may  be  reasons, 
in  any  particular  case,  why  payment  at  maturity  is  not  tnade. 
There  may  be  a  defence  to  the  apparent  debt ;  the  non-pay- 
ment may  be  caused  by  accident,  or  carelessness  and  inatten- 
tion ;  or  it  may  be  the  result  of  some  other  special  temporary 
cause,  entirely  consistent  with  amplest  solvency.  Neverthe- 
less, where  no  such  cause  exists,  non-payment,  j^riwia/lwjie, 
imports  inability  to  pay  in  due  course  of  business,  and  cred- 
itors everywhere,  in  commercial  communities,  proceed  on  that 
presumption.  True,  also,  mere  non-payment  of  an  account 
for  goods  sold  is  not  declared  fo  be  an  act  of  bankruptcy ; 
but  this  proves  nothing  upon  the  question  of  probable  cause 
to  believe  that  the  debtor,  in  such  case,  is  unable  to  pay  in  due 
course  of  business. 

In  the  present  case,  the  debts  were  mercantile  debts. 
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They  were  not  paid  at  maturity.  The  plaintiff  knew  it,  and, 
on  repeated  applications  for  payment,  he  was  put  off  by  the 
debtors,  their  promises  to  pay  were  broken,  and  he  waa 
obliged  to  sue.  It  was  manifest  to  him  that  his  debtors  did 
not  pay  in  the  usual  course  of  business.  There  was  no  sug- 
gestion of  any  defence  or  other  special,  temporary,  or  acci- 
dental cause  of  delay ;  nor  was  there  apparent  to  him,  nor  is 
there  proved  now,  any  circumstance  warranting  any  other  in- 
ference than  that  they  could  not  pay,  for  want  of  means.  The 
circumstances  within  his  actual  knowledge  indicated  insolv- 
ency, in  the  sense  of  the  statute ;  and  such  insolvency  existed 
in  fact,  as  was  reasonably  to  be  inferred. 

2.  This  reasonable  cause  to  believe  that  the  debtors  were 
insolvent  becomes  greatly  increased,  when,  besides  failure  to 
pay  in  due  course  of  business,  the  debtor  submits  to  be  sued, 
and  the  creditor  commences  suit.  That,  in  a  mercantile  com- 
munity, a  merchant  debtor  is  so  straitened,  that,  without  pre- 
tence of  any  defence,  he  is  under  the  pressure  of  suits  to  com- 
pel payment  of  debts  maturing  in  his  current  business,  is  very 
high  evidence  of  inability  to  pay.  The  unquestionable  fact, 
that  such  pressure  would  be  utterly  destructive  of  his  com- 
mercial credit,  clearly  shows  that  it  is  and  must  be  deemed, 
abundant  cause  of  belief  in  his  insolvency ;  and  the  pursuit 
of  a  debtor  by  such  suit  is  a  plain  attempt  to  drive  him  either 
into  a  preferential  payment,  or  to  lay  the  foundation  for  a  very 
proper  proceeding  in  bankruptcy  against  him.  Following 
such  suit  to  judgment,  execution,  sale  of  his  goods,  and  appro- 
priation of  the  proceeds  by  the  creditor,  is  not  only  accu- 
mulating evidence  of  the  debtor's  insolvency,  at  every  step, 
but,  when  consummated  by  the  actual  sale  of  the  debtor's 
goods  for  the  payment  of  the  execution,  another  ground  of 
impeachment  of  the  transaction  arises.  It  is  a  disposition  of 
the  debtor's  property,  for  the  benefit  of  the  creditor,  out  of 
the  usual  course  of  business.  It  is  a  case,  if  not  within  the 
letter,  plainly  within  the  spirit  and  analogy  of  "  sales,  assign- 
ments, transfers,  or  conveyances  to  a  creditor,  not  made  in  the 
usual  and  ordinary  course  of  business  of  the  debtor,"  which, 


262  SOUTHERN  DISTBICrr  OF  NEW  YORK, 

Mayer  v.  Hermann. 

by  Bection  35  of  the  bankrupt  Act,  is  declared  ^^ prima  /dcie 
evidence  of  fraud,"  that  is,  is  to  be  taken  as  jmma  facie  evi- 
dence of  actual  fraud,  or,  at  least,  of  a  design  to  prevent  the 
property  from  being  distributed  under  the  bankrupt  Act,  or 
to  defeat  its  object,  or  impair,  hinder,  or  delay  its  operation 
and  effect,  or  evade  its  provisions.  It  would  be  little  short  of 
absurdity,  to  say,  that,  when,  under  the  circumstances  of  a 
case  like  this,  the  creditor  has  pursued  his  debtor  down  to  an 
actual  levy,  he  has  not  reasonable  cause  to  believe  that  his 
debtor  is  insolvent,  or  that  he  can  then  proceed  to  a  sale,  for 
his  own  benefit,  without  contemplating  the  necessary  result, 
if  such  insolvency  exist,  namely,  a  preference. 

I  have  heretofore  taken  occasion  to  say,  {Coxe  v.  ffalsj 
ante^p.  56,)  that  this  view  of  the  rights  and  risks  of  cred- 
itors does  not  prevent,  and  need  not  discourage,  suits  against 
debtors  who,  not  being  known  to  have  yet  committed  any  act 
of  bankruptcy,  do  not  pay.  The  creditor,  whether  he  has  or 
has  not  reasonable  cause  to  believe  his  debtor  to  be  insolvent, 
has  a  right  to  bring  suit.  If  a  defence  is  interposed,  he  may 
go  to  trial  and  judgment.  If  no  defence  is  interposed,  he 
may  take  judgment  by  default.  Nothing  in  the  bankrupt 
law,  and  nothing  above  suggested,  forbids  this.  I  think,  also, 
he  may  cause  the  goods  of  the  debtor  to  be  seized  on  execu- 
tion. But,  if  he  then  knows,  or  has  reasonable  cause  to  be- 
lieve, that  the  debtor  is  insolvent,  and,  therefore,  knows,  or 
has  like  cause  to  believe,  that  the  appropriation  of  the  prop- 
erty to  paying  his  debts  will  operate  to  give  him  a  preference, 
he  must  beware  how  he  proceeds.  An  act  of  bankruptcy,  the 
debtor  being  insolvent,  has  now  been  committed.  A  suit, 
judgment,  and  levy,  procured  in  good  faith,  for  the  purpose 
of  forcing  an  insolvent  debtor  into  bankruptcy,  is  not  illegal. 
It  may  often  be  a  proper,  and,  in  short,  the  only  present 
means  of  compelling  an  unwilling  debtor  to  submit  his  prop- 
erty to  the  just  distribution  among  his  creditors,  for  which 
the  law  provides. 

3.  The  plaintiff  had  reasonable  cause  to  believe  that  the 
debtors  were  insolvent,  and  that  his  proceedings  against  them 
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'were  taking  or  securing  a  preference,  becaase,  his  attorney 
knew  it,  and  the  plaintiff,  tinder  the  circumstances  of  this  case, 
is  chargeable  with  that  knowledge.  Such  attorney  was  em- 
ployed by  the  plaintiff  to  bring  the  suits,  obtain  the  judg- 
ments, and  collect  the  debts.  All  the  facts  made  necessary  by 
the  statute  to  invalidate  any  preference  thereby  gained,  were 
made  known  to  such  attorney  after  he  entered  .upon  that  em- 
ployment, and  while  in  the  prosecution  thereof  for  the  pur- 
pose of  making  the  collection.  In  the  actual  endeavor  to 
collect  the  debt,  and  by  reason  of  that  endeavor,  the  attorney 
was  brought  into  contact  with  the  debtor,  and  learned  the 
condition  of  his  affairs.  If  information  of  the  debtor's  in- 
solvency, so  acquired,  is  no  impediment  to  securing  a  prefer- 
ence, by  seizing  and  appropriating  the  debtor's  effects,  there 
would  be  little  effective  vitality  in  the  provisions  of  the  bank- 
jupt  law,  and  the  just  remedial  enactments  of  the  35th  and 
39th  sections,  to  secure  equality  among  creditors,  would  be 
easily  evaded.  All  that  it  would  be  necessary  for  the  cred- 
itor to  do  would  be,  to  put  his  claim  into  the  hands  of  an 
attorney,  perhaps  one  in  a  distant  place,  near  the  residence  of 
the  debtor,  and  abstain  .from  asking  or  receiving  thereafter 
any  information  as  to  the  condition  of  the  debtor,  or  the 
progress  made  in  collecting  ithe  claim,  until  the  money  was 
^  .actually  realized  and  sent  to  him.  He  could  then  say,  what 
is  alleged  in  this  case,  that  what  his  attorney  might  have 
learned  was  not  to  be  imputed  to  him,  as  knowledge  or  reason- 
able cause  to  believe,  and  was,  therefore,  of  no  avail  to  defeat 
the  actual  preference  obtained.  It  seems  hardly  necessary  to 
enlarge  upon  these  suggestions.  The  consequences  which 
would  result  from  sustaining  preferences  thus  gained  are  too 
obvious.  The  knowledge  acquired  by  an  agent  in  the  con- 
duct of  his  employer's  business  is  knowledge  of  his  principal. 
It  is  sought  to  withdraw  this  case  from  the  operation  of 
that  rule,  by  insisting,  that  hero  the  information  was  gained 
after  a  retainer  by  the  debtor,  and  while  advising  the  debtor 
^hat  course  to  pursue  in  his  condition  of  embarrassment, 
though  before  the  recovery  of  judgment  by  the  creditor.    I 
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4o  n(^  assert  a  broad  rule,  that  all  the  knowledge  which  an 
attorney  or  counsel  receives  from  his  clients,  in  their  confi- 
dential relation,  is  to  be  deemed  the  knowledge  of  all  his 
other  clients,  or  to  charge  them  with  notice.  No  such  broad 
proposition  is  necessary  to  the  ruling  in  this  case.  I  do  say^ 
that,  where  the  attorney  of  a  creditor  is  prosecuting  a  debtor, 
to  enforce  payment  of  a  debt,  and,  by  reason  thereof,  the 
debtor  discloses  to  him  that  he  is  insolvent,  and  asks  his  ad> 
vice,  and  he  assumes  to  give  it,  he  may  possibly  find  himself* 
involved  in  some  conflict  of  duty,  for  he  certainly  has  no 
right  to  accept,  in  confidence,  from  the  adverse  party,  informa- 
tion which  his  client  ought  to  know,  and  which  he  ought  not 
to  conceal  from  him ;  but  he  cannot,  by  accepting  such  re- 
tainer, evade  the  operation  of  the  rule.  In  every  step  of  the 
prosecution  of  the  claim  to  collection,  he  is  the  ageut  of  the 
creditor,  the  performance  of  his  duty  to  that  creditor  involves 
the  gaining  of  knowledge  of  the  debtor's  insolvency,  and  no 
proflTered  confidence,  put  in  him  by  the  adverse  party,  can 
make  that  information  less  his  client's  property,  or  less  inform- 
ation acquired  in  his  agency,  and  imputable  to  such  client. 
The  decree  below  must  be  aflBrmed. 

Samuel  Boa/rdman^  for  the  plaintiff. 

Charles  H.  Smithy  for  the  defendant. 


Enoch  Pipeb 
George  T.  Moon  and  othebs.    In  Equity. 

The  claim  of  the  letters  patent  granted  to  Enoch  Piper,  March  19th,  1861,  for- 
an  "  improyement  in  method  of  preaerying  fish,**  namely,  "  Preaerving  fish,  or 
other  articles,  in  a  close  chamber,  by  means  of  a  freezing  miztnre,  having  no 
contact  with  'the  atmosphere  of  the  presenring  chamber,  substantially  as  set 
forth,**  is  void,  for  want  of  novelty. 
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Wlieneyer  an  article,  already  frozen,  is  preserved  in  frozen  a  state,  in  k  close 
diamber,  by  means  of  a  freezing  mixture,  which  has  the  effect  to  keep  the 
frozen  artide  in  such  frozen  state,  while,  at  the  same  time,  such  miztare  haa 
no  contact  with  the  atmosphere  of  the  preserving  chamber,  the  claim  of  the 
patent  is  infringed. 

(Before  Blatoptobd,  J.,  Sonthem  District  of  New  York,  December  Idth,  1872.) 

Blatohtobd,  J.,  in  deciding  this  case,  said,  in  substance  r 
The  patent  to  the  plaintiff,  gfanted  March  lOth,  1861,  is 
for  an  "  improvement  in  the  method  of  preserving  fish."  The 
specification  says :  ^^  The  nature  of  my  invention  consists  in  a 
method  of  preserving  fish,  and  other  articles,  by  placing  them 
within  a  chamber,  and  cooling  the  latter  by  means  of  a  freez- 
ing mixture,  so  applied  that  no  communication  shall  exist  be- 
tween the  interior  of  the  preserving  chamber  and  that  of  the 
vefisels  in  which  the  freezing  mixture  is  placed.  The  most 
important  application  which  I  propose  to  make  of  my  inven- 
tion is  for  preserving  salmon,  which  are  only  taken  in  large 
quantities  in  high  northern  latitudes,  in  summer,  so  remote 
from  our  large  cities,  that  they  can  be  made  available  in  a 
fresh  state  only  by  artificial  congelation.  Hitherto,  the  only 
method  in  use  for  preserving  this  kind  of  fish  in  a  fresh  state, 
has  been  to  pack  them  with  crushed  ice  in  barrels  or  boxes. 
This  method,  however,  owing  to  the  melting  of  the  ice,  and 
the  consequent  moistening  of  the  fish,  fails  to  preserve  them 
fresh  and  good  for  more  than  a  month,  at  most ;  whereas,  by 
my  new  method  and  treatment,  they  can  be  kept  as  firesh  and 
sweet  as  when  first  caught,  and  for  any  desirable  length  of 
time,  even  for  years.  I  do  not  profess  to  have  invented  the 
means  of  producing  artificial  congelation,  nor  to  have  discov- 
ered the  fact  that  no  decay  takes  place  in  animal  substances, 
BO  long  as  they  are  kept  a  few  degrees  below  the  freezing 
point  of  water;  but,  the  practical  application  of  these  to  the 
art  of  preserNdng  fish  and  meats,  as  above  described,  is  a  new 
and  very  valuable  improvement.  The  apparatus  for  freezing 
the  fish,  and  keeping  them  in  a  frozen  state,  may  be  con- 
structed In  various  ways  and  of  different  shapes.  The  appa- 
ratus shown  in  the  drawing,  however,  will  suffice  to  illustrate: 
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the  principle  and  mode  of  operation."  The  specification  then 
describes,  with  references  to  the  drawings,  a  method  of  freez- 
ing the  fish,  by  laying  them,  in  small  quantities,  on  a  rack,  in 
a  box  of  wood,  or  other  suitable  material,  which  is  surrounded 
by  a  packing  of  charcoal,  or  other  suitable  non-conducting 
material.  Metallic  pans,  filled  with  a  freezing  mixture,  such 
as  salt  and  ice,  are  then  set  over  the  fish,  and  the  cover  is  shut 
upon  them.  The  specification  proceeds :  "  The  temperature 
in  the  box  soon  falls  to  ten  or  fifteen  degrees  below  the  freez- 
ing point  of  water,  and,  in  about  twenty-four  hours,  the  mix- 
ture being  changed  once  in  twelve  hours,  the  fish  will  be 
frozen  completely  through.  After  being  thus  frozen,  the  fish 
or  meats  may,  if  desired,  be  covered  with  a  coating  of  ice,  by 
immersing  them  a  few  times  in  ice-cold  water,  or  by  applying 
the  water  with  a  brush,  or  swab,  several  times,  forming  a  coat 
of  about  one-eighth  of  an  inch  in  thickness.  To  prevent  the 
ice  from  cracking  off,  I  then  apply  to  the  fish,  when  they  are 
to  be  kept  an  unusual  length  of  time,  a  cover  of  cloth,  and,  in 
the  same  manner,  cover  the  cloth  with  another  coating  of  ice ; 
or,  they  may  be  coated  with  gum-arabic,  indiarrubber,  gutta- 
percha, tin-foil,  or  any  suitable  substance,  either  in  combina- 
tion or  separately,  that  will  effectually  exclude  the  air,  and 
prevent  the  juices  from  escaping  by  evaporation,  thereby  pre- 
serving the  same  plump  and  fresh  appearance  as  when  first 
frozen."  The  specification  then  goes  on  to  say,  that  the  fish 
are  then  packed  closely  together,  in  a  large  preserving  box, 
which  is  enclosed  in  a  still  larger  box,  the  space  between  the 
two  boxes  being  filled  with  charcoal,  or  other  non-conducting 
material,  to  exclude  the  heat ;  that  metallic  tubes  pass  through 
the  inner  box,  which  are  open  at  the  upper  ends,  for  the  in- 
troduction of  a  freezing  mixture,  the  lower  extremities  being 
formed  with  flanges  screwed  to  the  bottom  of  the  box ;  that 
a  small  tube  leads  from  the  bottom  of  each  tube  to  the  outside 
of  the  outer  box,  to  draw  off  the  brine  from  the  tubes ;  that 
the  tubes  project,  at  the  top,  through  the  cover  of  the  outer 
box,  when  it  is  shut  down,  so  that  they  may  be  charged  with 
the  freezing  mixture,  without  opening  the  box ;  and,  that,  by 
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keeping  the  tubes  filled  with  the  mixture. of  salt  and  ice,  the 
temperature  of  the  preserving  chamber  can  be  maintained,  for 
any  length  of  time,  below  the  freezing  point,  and  fish  sur- 
rounded by  the  dry  and  freezing  atmosphere  will  be  preserved 
as  fresh  and  good  as  when  first  caught,  and  for  a  much  longer 
period  than  by  any  other  method.  The  patentee  adds :  ^^  I 
do  not  desire  to  be  imderstood  as  confining  myself  to  the  use 
of  the  specific  apparatus  above  described,  nor  to  the  use  of 
either  or  both  the  preliminary  processes  of  freezing  and  coat- 
ing, but  I  have  described  the  mode  of  operation  which,  by  ex- 
perience, I  have  found  best  for  preserving  the  most  delicate 
varieties  of  fish.  In  the  case  of  meats,  it  is  not  necessary  to 
resort  to  the  coating  process,  especially  beef  and  pork,  pre- 
served for  salt  packing,  in  warm  weather,  which  can  be  done 
by  this  treatment,  with  no  more  loss  than  in  the  best  winter 
weather,  while  the  cold  pickle,  or  brine,  of  the  dissolving  salt 
and  ice,  is  ready  made,  and  may  be  drawn  off*,  as  required,  to 
pickle  the  barrels,  after  packing  the  meats,  &c."  The  claim 
is  in  these  words :  "  Preserving  fish,  or  other  articles,  in  a 
close  chamber,  by  means  of  a  freezing  mixture,  having  no 
contact  with  the  atmosphere  of  the  preserving  chamber,  sub- 
stantially as  set  forth." 

In  this  specification,  as  is  usually  the  case,  the  patentee 
first  sets  forth  the  nature  of  his  invention,  by  stating  in  what 
it  consists ;  and  we  expect  to  find  that  the  claim  corresponds 
with  such  statement  of  the  nature  of  the  invention,  whatever 
may  be  set  forth  in  the  intervening  descriptive  part  of  the 
specification.  The  claim  in  the  present  case  is  not  so  worded 
as  not  ta  cover  a  process,  or  sub-process,  less  than  the  entire 
process,  or  series  of  processes,  described  in  the  specification. 

The  statement  of  the  nature  of  the  invention  says  that  it 
consists  in  a  method  of  "  preserving  "  fish  and  other  articles, 
by  placing  them  within  a  chamber,  and  cooling  the  latter  by 
means  of  a  freezing  mixture,  so  applied  that  no  communica- 
tion shall  exist  between  the  interior  of  the  "preserving" 
chamber,  and  that  of  the  vessels  in  which  the  freezing  mix- 
ture is  placed.     The  claim  is  for  "  preserving  "  fish  or  other 
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articles,  in  a  close  chamber,  hy  means  of  a  freezing  mixture, 
having  no  contact  with  the  atmosphere  of  the  "  preserving  " 
chamber,  substantially  as  set  forth.    What  is  the  meaning  of 
the  word  "preserving,"  as  so  used,  and  what  is  the  chamber 
that  is  so  referred  to  as  the  "  preserving  "  chamber  ?    Mani- 
festly, the  word  refers  to  the  process  to  which  the  article  is 
subjected  in  the  chamber  between  the  interioi^  of  which  and 
the  interior  of  the  vessels  containing  the  freezing  mixture^ 
there  is  no  communication.    That  chamber  is  the  preserving 
chamber.     That  chamber  may  be  used  to  freeze  the  article  by 
means  of  a  freezing  mixture,  applied  as  stated,  as  well  as  to 
preserve  it  afterwards  by  means  of  a  freezing  mixture,  applied 
as  stated;  and  the  claim  may  cover  the  process  when  the 
chamber  is  used  both  to  so  freeze  and  so  preserve  the  article,, 
and  also  when  it  is  used  only  to  so  freeze  the  article,  and  also 
when  it  iB  nsed  only  to  so  preserve  the  article.    The  article  is 
preserved,  when  it  is  only  frozen  in  the  chamber.    It  is  pre- 
served, when  it  is  only  kept  in  the  chamber,  after  being  first 
frozen  elsewhere.    It  is  preserved,  when  it  is  frozen  in  the 
chamber,  and  then  continues  to  remain  in  the  chamber.    That 
this  is  the  scope  of  the  claim  is  shown  by  the  fact,  that  the 
specification  speaks  of  ^^  the  preliminary  processes  of  freezing 
and  coating,''  and  states  that  the  patentee  does  not  confine 
himself  to  the  use  of  either  or  both  of  those  preliminary  pro- 
cesses.    The  preliminary  process  of  freezing  referred  to,  is 
described  as  one  of  freezing  the  article  in  a  box,  where  the 
open  pans  of  salt  and  ice  are  shut  up  in  the  box  with  the  arti- 
cle.   It  is  not  the  process  referred  to  in  the  claim,  which  ex- 
pressly requires  that  the  article  shall  be  in  a  close  (shamber, 
and  that  the  freezing  mixture  shall  have  no  contact  with  the 
atmosphere  of  that  chamber.    Therefore,  whenever  an  article, 
already  frozen,  is  preserved  in  a  frozen  state,  in  a  close  cham- 
ber, by  means  of  a  freezing  mixture,  which  has  the  effect  to 
keep  the  frozen  article  in  such  frozen  state,  while  at  the  same 
time  such  mixture  has  no  contact  with  the  atmosphere  of  the 
preserving  chamber,  the  claim  of  the  patent  is  infringed,  pro- 
vided that  it  is  done  "  substantially  as  set  forth  "  in  the  speci- 
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:fication.  Full  effect  mast  be  given  to  the  words,  ^^  substan- 
tialljas  set  forth."  How  is  it  set  forth  that  the  process  must 
be  practiced  ?  It  is  not  required  that  there  shall  be  no  con- 
tact between  the  article  that  is  undergoing  preservation  and 
the  metal  which  is  interposed  between  such  article  and  the 
freezing  mixture.  On  the  contrary,  the  specification  says, 
that  the  fish  are  ^^  packed  closely  together  "  in  a  box,  directly 
through  which  run  the  metallic  tubes  which  contain  the  freez- 
ing mixture.  If  the  fish  are  thus  packed  closely  together, 
some  of  them  must  be  thus  packed  around  the  tubes.  There 
is  no  direction  that  none  of  them  are  to  be  in  contact  with  the 
tubes.  It  is  true,  that  the  specification  speaks  of  the  fish  as 
being  preserved  because  surrounded  by  a  dry  and  freezing  at- 
mosphere. They  will  be  surrounded  by  so  much  of  a  dry  and 
freezing  atmosphere  as  can  surround  fish  packed  closely  to- 
gether in  contact  with  the  tubes.  All  the  atmosphere  there 
is  will  be  dry  and  freezing. 

With  this  view  of  the  claim,  the  invention  covered  by  it, 
so  far  as  preserving  the  frozen  article  is  concerned,  (and  the 
claim  covers  that  by  itself,)  is  anticipated  by  what  is  proved 
in  regard  to  the  use  of  the  process  of  preserving  frozen  ice 
cream.  Anterior  to  the  patentee's  invention,  ice  cream,  frozen, 
was  preserved  in  a  frozen  state,  in  a  close  chamber,  by  means 
of  a  freezing  mixture  which  had  no  contact  with  the  atmos- 
phere of  the  chamber.  The  frozen  ice  cream  was  thus  pre- 
served in  a  frozen  state  for  a  length  of  time,  in  pne  instance, 
as  is  shown,  twenty-four  days,  and  it  might  have  been  pre- 
served an  indefinite  length  of  time  by  renewing  the  freezing 
mixture.  The  freezing  mixture  surrounded  the  metallic  ves- 
sel containing  the  frozen  ice  cream,  instead  of  being  in  pipes 
which  ran  through  such  vessel ;  but  that  made  no  difference 
in  the  process.  Some  of  the  frozen  ice  cream  was  in  contact 
with  the  metal  interposed  between  it  and  the  freezing  mix- 
ture, as  some  of  the  fish,  in  the  practice'  of  the  plaintiff's  pro- 
cess, are  in  contact  with  the  metal  interposed  between  them 
and  the  freezing  mixture.  All  the  atmosphere  there  was  in 
the  vessel  containing  the  frozen  ice  cream  was  dry  and  freez- 
ing.   The  frozen  ice  cream  was,  in  its  frozen  state,  not  a 
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liquid,  but  a  Bolid.  It  was  no  more  a  liquid  than  a  frozen 
fish  is  a  liquid.  A  fish,  before  being  frozen,  consists  largely 
of  watery  particles.  If  it  did  not,  it  could  not  be  frozen,  for 
it  is  the  watery  particles  in  it  that  are  frozen.  What  is  frozen 
in  the  ice  cream,  and  what  is  frozen  in  the  fish,  is  the  same 
thing,  the  liquid  parts.  Those  are  proportionally  greater  in 
the  unfrozen  ice  cream  than  in  the  unfrozen  fish.  That  is  the 
only  diflference. 

The  specification  of  the  patent,  in  describing  the  process 
claimed,  describes  the  process  previously  used  for  preserving 
frozen  ice  cream.  All  that  the  patentee  has  done,  according 
to  his  claim,  is  to  take  the  frozen  ice  cream  out  of  the  vessel, 
and  put  into  it  a  fish  or  other  article,  frozen  or  unfrozen. 
That  is  no  patentable  invention.  If  the  process  of  preserving 
the  frozen  ice  cream  had  not  existed  previously,  the  use  of 
such  process,  in  the  manner  stated,  would  be  within  the 
daim  of  the  patent,  and  would  be  an  infringement  of  it.  The 
prior  use  of  such  process  must,  therefore,  be  an  anticipation 
of  the  claim  of  the  patent,  at  least,  in  a  case  like  this. 

The  patentee  may  be  the  first  person  who  has  practically 
succeeded  in  introducing  into  the  market,  at  all  seasons, 
salmon  as  fresh  as  when  first  caught,  and  may  thus  have  sup- 
plied a  great  desideratum,  and  have  established  a  business 
that  is  commercially  profitable.  He  may  have  invented  some- 
thing,  in  that  connection,  which  is  capable  of  being  protected 
by  a  patent,  and  he  may  have  described  in  this  specification, 
or  shown  in  the  model  or  drawings  accompanying  it,  some- 
thing which  may  be  claimed,  and  well  claimed,  as  an  inven- 
tion, and  which  may  be  secured  to  him  by  a  reissue.  But,  the 
difficulty  with  the  present  claim  is,  that  it  is  too  broad,  and 
that  it  covers  nothing  but  a  process,  and  that  a  process  prac- 
tised before,  substantially  in  the  manner  set  forth  in  the  spec- 
ification. 

For  these  reasons,  the  bill  must  be  dismissed,  with  costs. 

Causten  Bowne  and  Jahez  S.  HcHmeSy  for  the  plaintiff. 
Oeorge  Gifford^  for  the  defendants. 
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The  Erie  Railway  Company.    In  Equity. 

A  certaficate  for  ahares  of  stock  in  a  railroad  corporation  declared  that  sncb 
Btock  should  be  entitled  to  preferred  dividends,  oat  of  the  net  earning,  not  to 
exceed  a  specified  rate,  after  payment  of  mortgage  interest  in  full.  After  the 
certificate  was  issned,  the  corporation  borrowed  money  and  issued  bonda 
therefor  bearing  interest,  and  also  took  leases,  on  rent,  of  connecting  railroads : 
Mddf  that  the  holder  of  the  certificate  was  not  entitled  to  be  paid  a  dividend,, 
before  payment  of  the  interest  on  such  bonds,  or  of  such  rent 

The  meaning  of  the  words,  "  net  earnings,"  defined. 

(Before  Blatghtokd/  J.,  Southern  District  of  New  York,  December  19th,  1872.) 

Blatohford,  J.  The  plaintiff  is  the  holder  of  certificates 
for  ahares  of  stock  in  the  Erie  Railway  Company,  which  cer- 
tificates declare  him  to  be  entitled  to  so  many  shares  ^^  in  the 
preferred  capital  stock"  of  the  company.  Each  certificate 
contains  these  words :  ^^  Said  stock  shall  be  entitled  to  pre- 
ferred dividends,  out  of  the  net  earnings,  if  earned  in  the  cur- 
rent year,  but  not  otherwise,  not  to  exceed  seven  per  cent 
per  cmnumj  payable  semi-annually,  after  payment  of  mortgage 
interest  of  said  company  in  full."  This  preferred  capital 
stock  was  issued  in  pursuance  of  the  terms  of  a  contract  en- 
tered into,  October  22d,  1859,  between  the  shareholders  and 
the  creditors  of  a  prior  corporation,  known  as  the  New  York 
and  Erie  Kailroad  Company.  That  company  had,  at  the 
time,  failed  to  pay  at  maturity  certain  of  the  coupons  on 
bonds  issued  by  it  and  secured*  by  mortgages,  and  certain  of 
its  unsecured  debts.  Proceedings  had  been  commenced 
against  it,  by  certain  of  its  mortgage  creditors,  to  enforce  the 
mortgage  trust,  and  a  receiver  of  the  property  covered  by  the 
latest  two  of  the  mortgages,  (there  being  five,)  had  been  ap- 


i? 


272  SOUTHEEN  DISTBICrr  OF  NEW  YORK, 

t 

St.  John  V.  The  Erie  Railway  Company. 

pointed.  The  shareholders,  the  bondholders  under  all  of  the 
mortgages,  and  the  unsecured  creditors,  then  entered  into  the 
contract  referred  to.  It  contemplated  and  provided  for  the 
formation  of  a  new  company,  in  which  such  shareholders  in 
the  former  company  should  become  shareholders,  by  exchange, 
to  the  same  extent.  It  appointed  two  trustees,  who  were  to 
purchase  the  mortgaged  property,  on  a  foreclosure  sale,  for 
account  of  the  parties  to  the  contract,  and  obtain  possession 
of  the  property,  displacing  the  receiver,  and  then  receive  its 
net  earnings,  and  apply  them  tO|  pay  (1)  certain  floating  debt 
of  the  old  company,  not  exceeding  $320,000  of  principal ;  (2) 
certain  expenditures  on  the  Long  Dock  property,  estimated  at 
$500,000 ;  (3)  the  "  delayed  mortgage  coupons,  in-  the  order 
of  their  priority."  The  mortgages  were  to  continue  as  mort- 
gages, under  the  new  company.  This  left  to  be  provided  for, 
the  holders  of  unsecured  bonds.  By  the  contract,  they 
agreed  to  exchange  their  bonds  for  preferredi  stock,  equal  in. 
amount  to  the  amount  of  the  bonds,  and  of  the  overdue  cou- 
pons, and  of  the  coupons  for  two  years  in  advance.  The  con- 
tract also  provides,  that  ^^  such  preferred  stock  is  to  be  entitled 
to  preferred  dividends  out  of  the  net  earnings,  (if  earned  in 
the  current  year,  but  not  otherwise,)  not  to  exceed  7  per  ceiU.. 
in  any  one  year,  payable  semi-annually,  after  payment  of 
mortgage  interest  and  delayed  coupons  in  full;"  that  the 
trustees  might  retain,  from  ^^  said  net  earnings,"  a  compensa- 
tion for  their  services ;  and  Miat,  in  case  of  a  foreclosure,  the 
trustees  might  assess  a  contribution  to  complete  the  purchase, 
the  amount  of  such  contribution  '^  to  be  a  charge  upon  the 
net  earnings  of  the  road,  to  be  repaid  before  the  payment  of 
dividends  upon  the  preferred  stock,  or  to  be  funded,  as  the 
Board  of  Directors  shall  determine."  ^ 

On  the  4th  of  April,  1860,  an  Act  was  passed  by  the 
Legislature  of  New  York,  providing  for  the  organization  of  the 
new  company,  by  the  name  of  the  Erie  Eailway  Company, 
after  the  sale  on  the  foreclosure,  and  for  the  preservation  of 
the  mortgage  liens.  It  also  provided,  that  the  capital  stock 
of  the  new  company  should  not  exceed  the  amount  of  the 
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capital  Btock  of  the  old  company,  and  of  its  debt  unsecured 
by  mortgage,  and  that  the  unsecured  and  judgment  creditors 
of  the  old  company  might  receive  for  their  debts  preferred 
stock  of  the  new  company. 

On  the  2d  of  April,  1861,  an  Act  was  passed  by  the  Legis- 
lature of  Kew  York,  reciting,  that  the  trustees  under  the 
contract  had  purchased  the  property  of  the  old  company, 
under  a  decree  for  the  foreclosure  of  the  fifth  mortgage,  sub- 
ject to  the  several  mortgages  thereon,  and  providing  for  the 
creation  of  the  new  corporation.  It  also  provided,  that  the 
common  capital  stock  of  the  new  company  should  not  ex- 
ceed the  outstanding  capital  stock  of  the  old  company ;  that 
the  preferred  capital  stock  of  the  new  company  should  be 
equal  to  the  amount  of  the  total  unsecured  and  judgment 
debt  of  the  old  company ;  that  such  preferred  stock  should 
*^  be  entitled  to  preferred  dividends  out  of  the  net  earnings 
of  said  road,  if  earned  in  the  current  year,  but  not  otherwise, 
not  to  exceed  seven  per  cent,  in  any  one  year,  payable  semi- 
annually, after  payment  of  mortgage  interest  and  delayed 
coupons  in  full ; "  and  that  the  holders  thereof  might  '^  vote 
personally  or  by  proxy,  at  all  meetings  of  the  corporation,  in 
the  same  manner  as  the  holders  of  common  stock,  but  not 
otherwise." 

On  the  30th  of  April,  1S61,  the  acticles  of  association  of 
the  new  corporation  were  entered  into,  reciting  at  length  the 
said  contract,  stating  that  the  preferred  capital  stock  of  the 
new  corporation  was  to  be  equal  to  the  amount  of  the  total 
unsecured  and  judgment  debts  of  the  old  company,  recogniz- 
ing the  liability  of  the  trustees  to  deliver  preferred  stock, 
and  ratifying  their  acts  in  purchasing  the  property,  and  in 
executing  their  trust. 

The  delayed  coupons  were  all  of  them  paid,  and  the  trust 
was  discharged.  Preferred  stock,  to  the  amount  of  $8,536,910, 
was  issued  by  December  31st,  1868.  The  defendants  regu- 
larly paid  dividends  on  the  preferred  stock,  until  that  due  lor 
the  year  1868,  which  one  they  did  not  pay. 

The  practical  question  involved  in  this  case  is,  whether  the 
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holders  of  the  preferred  stock  are  entitled  to  a  Beveu  pet 
cent,  dividend  annually,  before  interest  is  paid  by  the  defend- 
ants on  one  million  of  pounds  of  sterling  bonds  issued  by 
them  in  1865,  after  the  preferred  stock  was  created,  and 
before  rent  is  paid  by  the  defendants  on  any  leases  taken  by 
them  since  January  1st,  1862,  of  roads  which  they  operate  in 
connection  with  their  own. 

The  earnings  of  the  defendants  for  the  year  ending  De- 
cember 31st,  1868,  after  deducting  the  ordinary  operating  ex- 
penses, the  interest  paid  on  mortgages  existing  January  Ist^ 
1862,  and  the  rents  of  roads  leased  prior  to  January  Ist^ 
1862,  were  sufficient  to  pay  a  dividend  to  some  amount  on 
said  preferred  stock.  If  no  interest  had  been  paid  by  the 
defendants  on  said  sterling  bonds,  and  no  rent  for  roads,  leases 
of  which  were  taken  after  Jannary  1st,  1862,  such  earnings 
were  sufficient  to  pay  a  dividend  to  some  amount  on  said  pre- 
ferred stock.  The  sterling  bonds  referred  to  are  unsecured 
by  mortgage,  and  bear  interest  at  six  per  cent,  pet  annum^ 
in  gold  coin.  They  were  issued  for  money  borrowed  by  the 
defendants  at  various  times  after  the  issuing  of  said  pre- 
ferred stock,  which  money  it  was  necessary  for  them  to 
borrow  to  equip  and  repair  their  road,  and  which  money  was 
expended  for  those  purposes.  The  bonds  are  in  the  hands  of 
holders  for  value  and  in  good  faith.  During  the  year  1868, 
the  defendants  necessarily  paid  interest  on  said  bonds  to  the 
amount  of  $388,494  65.  During  the  same  year,  the  defend- 
ants paid  $362,995  35,  as  the  rent,  for  that  year,  of  roads  the 
leases  of  which  were  taken  by  it  after  January  1st,  1862. 

The  prayer  of  the  bill  is,  that  the  Court  will  ascertain  and 
adjudge  the  meaning  of  the  words  ^^  net  earnings,"  and  to 
what  roads,  property,  and  franchises  they  relate,  and  the  rights 
and  priorities  of  the  preferred  stockholders,  and  the  con- 
struction of  said  contract,  statutes,  and  certificates  of  stock, 
and  the  duty  of  the  defendants  in  regard  to  keeping  accounts 
of  earnings,  and  to  paying  the  same,  and  the  order  and  prior- 
ity of  their  payment,  and  that  the  defendants  be  enjoined 
from   applying  any   portion   of  their   net    earnings,  after 


DECEMBER,  1872.  275 


St.  John  V.  The  Erie  Railway  Qompany. 


payment  of  the  interest  on  said  mortgage  bonds,  to  any 
other  purpose  than  the  payment  of  a  dividend  on  said  pre- 
ferred stock. 

It  is  contended,  on  the  part  of  the  plaintiff,  that,  as  the 
unsecured  bondholders  to  whom  the  preferred  stock  was  is- 
sued, stood,  when  the  contract  was  made,  next  in  order,  as. 
creditors,  to  the  holders  of  the  mortgage  bonds,  they  became 
entitled  to  occupy  the  same  relative  position  as  holders  of  pre- 
ferred stock,  and  to  receive  their  dividends  on  such  stock,  out. 
of  the  earnings,  before  the  payment  of  interest  on  obligations 
incurred  after  the  issuing  of  such  stock,  and  of  rents  of  roads 
the  leases  of  which  were  taken  after  the  issuing  of  such  stock  ; 
that  the  words,  "afterpayment  of  mortgage  interest  and  de* 
lay ed  coupons  in  full,"  do  not  mean,  merely,  "  before  any  divi- 
dend is  paid  on  the. common  capital  stock,"  but  mean,  "  next 
after  payment  of  mortgage  interest  and  delayed  coupons  in^ 
full ; "  that  this  construction  is  sensible,  because  of  the  prior po-> 
sition  of  the  preferred  stockholders  as  holders  of  unsecured; 
bonds  entitled  to  be  paid  interest  next  after  the  payment  of 
mortgage  interest ;  that  they  did  not  waive,  but  preserved,  their 
position,  as  entitled  to  such  interest,  and  only  modified  theiir 
right  in  regard  to  the  repayment  of  the  principal  of  theit 
debts ;  that  the  provision  in  the  contract,  that  the  contribu-^ 
tions  by  assessment  should  be  repaid  out  of  the  net  earnings^ 
before  the  payment  of  dividends  on  the  preferred  stock, 
shows  that  it  was  not  intended  that  anything  should  be  inter- 
posed before  the  payment  of  such  dividends,  except  what  was. 
specially  expressed ;  that  the  preferred  stock  is  only  a  new 
form  of  security  for  the  debts  in  exchange  for  which  it  was. 
issued,  holding  the  same  place,  and  entitled  to  be  paid  the^ 
same  interest,  as  such  debts  were  entitled  to  when  the  ex- 
change was  made,  subject  to  the  proviso  as  to  the  earning  of 
the  interest  in  the  current  year ;  that  the  holders  of  the  pre-^ 
ferred  stock  are  not  subject  to  the  contingencies  of  new  loans 
and  new  leases  and  extended  enterprises ;  that,  while  the 
contract  contains  no  limitation  on  the  power  of  the  defend- 
ants to  take  new  leases,  or  to  issue  interest-bearing  securities^ 
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it  contains  a  limitation  on  their  power  of  disposing  of  their 
net  earnings,  of  which  all  persons  making  snch  leases,  or 
lending  money  on  snch  securities,  had  notice ;  that  -the  shares 
of  preferred  stock  are,  in  fact,  perpetual  bonds,  with  no  right 
to  the  repayment  of  the  principal,  bnt  with  a  specified  pref- 
erential right  in  regard  to  interest ;  that  the  fact  Uiat  it  is 
called  ^'  stock,"  and  that  it  is  declared  to  be  entitled  to  ^'  divi- 
dends," and  that  its  holders  have  an  eqnal  right  to  vote  with 
the  holders  of  the  common  stock,  cannot  destroy  the  rights 
which  appertain  to  it  by  the  terms  of  the  contract ;  that  sep- 
arate accounts  should  be  kept  of  the  losses  and  profits  of  the 
several  leased  roads ;  and  that  there  must  be  devoted  to  the 
payment  of  dividends  on  the  preferred  stock,  the  earnings 
of  the  line,  as  it  existed  when  the  stock  was  issued,  less  the 
expenses  of  operating  sudi  line,  including  rents  for  any  part 
of  it,  and  less  the  interest  on  the  mortgage  debt. 

I  do  not  think  that  a  fair  and  reasonable  construction  of 
the  contract,  with  which  the  language  of  the  statutes,  and  of 
the  certificates  of  stock,  is  in  harmony,  sustains  the  views 
urged  on  the  part  of  the  plaintifi:  The  words  are  not,  ^^  next 
after  payment  of  mortgage  interest."  They  are,  "  after  pay- 
ment of  mortgage  interest."  The  contract,  in  its  fifth  article, 
provides  that  the  holders  of  the  unsecured  bonds  agree  to 
exchange  them  for  ** preferred  stock,"  "to  be  entitled  to 
preferred  dividends  out  of  the  net  earnings."  The  only  way, 
mentioned  in  the  contract,  in  which  the  stock  was  to  be 
"  preferred  stock,"  was,  that  it  was  to  be  entitled  to  "  pre- 
ferred dividends."  What  was  that  word  "preferred"  to 
mean?  "Preferred"  over  what?  Were  the  dividends  to 
be  "  preferred  "  over,  and  to  be  paid  before,  the  mortgage  in- 
terest on  the  five  mortgages,  so  as  to  become,  in  fitct,  by  the 
agreement  of  the  holders  of  the  mortgage  bonds,  who  were 
parties  to  the  contract,  a  virtual  mortgage  on  the  net  earn- 
ings, to  the  extent  of  such  dividends,  prior  to  the  lien  of  the 
five  mortgages?  But  for  some  expression  of  intention,  in 
the  contract,  on  that  subject,  the  mere  word  "preferred" 
might  be  construed  so  to  mean.    It  otherwise  might  mean, 
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not  merely  ^^  preferred,"  as  respected  the  holders  of  com- 
mon stock,  bat  ^^ preferred"  as  respected  the  securities 
held  by  all  other  parties  to  the  contract.  Therefore,  some- 
thing mnst  be  inserted  to  exclude  such  an  inference,  and  to 
secmre  to  the  holders  of  mortgage  bonds  a  priority  as  to  the 
payment  of  their  delayed  coupons,  and  of  their  fiitnre  interest. 
Such  priority  was,  accordingly,  secured,  by  adding  the  words, 
^^  after  payment  of  mortgage  interest  and  delayed  coupons  in 
full."  There  is  nothing  to  show  that  the  words  have  any 
other  effect,  or  were  intended  to  have  any  other  effect.  An 
intention  that  they  should  have  such  effect,  which  is  a  reason- 
able effect,  is  inferable  from  the  fact  that  they  dearly  have 
such  effect,  and  it  is  unreasonable  to  infer  any  other  inten- 
tion, when  that  intention  is  a  sufficient  reason  for  inserting 
them.  Without  them,  there  is  nothing  to  give  the  mortgage 
iBtere«t  a  priority  over  the  "prefeired  dividends"  In  thia 
view,  it  is  impossible  to  see  in  them  anything  except  the  ex- 
pression of  a  priority  in  favor  of  the  mortgage  interest  over 
the  '^  preferred  dividends,"  and  impossible  to  see  in  them  any 
expression  of  a  priority  in  favor  of  the  "  preferred  dividends  " 
over  anything. 

So,  also,  in  regard  to  the  provision  for  the  repayment  of 
the  contribution!.  It  had  been  before  declared  that  the 
mortgage  interest  should  have  priority  over  the  "  preferred 
dividends."  It  was  now  desired  to  declare  that  the  repay- 
ment of  the  contributions  should  have  priority  over  the 
^^ preferred  dividends;"  and  it  was  so  declared.  But,  here 
again,  there  is  nothing  declaring  a  priority  of  the  ''  preferred 
dividends  "  over  anything. 

The  priority  of  the  «  preferred  dividends  "  over  anything 
depends  wholly  on  the  meaning  of  the  word  "preferred." 
Now,  what  is  it  that  is  entitled  to  "  preferred  dividends  ?" 
It  is  "  preferred  stock."  But,  such  stock  is  not  declared  to 
be  anything  more  than  stock  entitled  to  "preferred  divi- 
dends." In  that  sense  only,  is  its  character  as  "preferred 
stock "  defined  by  the  contract.  What  it  is  entitled  to  is 
"  dividends,"  undonly  "dividends,"  and  they  are  of  a  defined 
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^nd  special  character.  It  is  entitled  to  notliing  else.  It  has 
DO  privilege  or  priority,  by  reason  of  being  "preferred 
«tock,"  except  in  reference  to  stock  that  is  not  so  preferred, 
that  is,  common  stock.  In  reference  to  snch  common  stock, 
the  preferred  stock  is  entitled  to  its  specified  preferential 
dividends,  and  it  is  not  entitled  to  anything  ^Ise  in  reference 
to  anything.  k 

The  former  holders  of  the  unsecured  bonds  of  the  old 
company,  by  taking  the  preferred  stock  in  exchange  for  their 
bonds,  abandoned  their,  position  as  creditors,  and  became 
merely  stockholders  in  the  new  company,  as  against  then 
■existing,  and  all  future,  creditors  of  the  new  company.  They 
•acquired  the  same  right  to  vote  as  the  holders  of  common 
istoek.  In  the  absence  of  any  expressed  intention  to  the 
<;ontrary,  it  would  be  very  unreasonable  ta  suppose  that  the 
.:general  power  of  the  defendants  to  take  leases  of  roads,  and 
pay  the  rents  on  them,  and  to  borrow  money,  and  issue  bonds 
therefor,  and  pay  the  interest  on  such  bonds,  would  have 
been  subordinated  by  the  Legislature,  or  by  themselves,  to 
the  rights  of  any  class  of  their  stockholders,  and  equally  im- 
reasonable  to  suppose  that  the  claims  of  creditors  would  have 
been  postponed  to  those  of  stockholders.  When  to  this  is 
Added  the  consideration,  that  short  roads  leased,  though  xm- 
profitable  as  to  their  immediate  traffic,  may  increase  largely 
the  profits  of  a  long  main  line  which  they  feed,  and  that 
moneys  borrowed  and  expended  in  renewing  and  repairing 
wl)(at  was  the  main  line  when  the  preferred  stock  was  issued, 
UAj  go  largely  to  create  any  net  earnings  there  may  be,  not 
only  is  the  impracticability  of  the  views  urged  on  the  part  of 
llie  plaintiff  such  as  to  make  it  most  unlikely  that  anything 
was  done  in  accordance  with  such  views,  but  the  injustice  of 
postponing  the  claims  of  the  lenders  of  such  moneys,  to  be 
paid  their  interest  out  of  such  net  earnings,  to  the  rights  of 
stockholders  to  dividends  therefrom,  is  too  manifest  to  need 
remark. 

Moreover,  the  views  urged  on  the  part  of  the  plaintiff,  if 
sound,  must  be  carried  to  their  legitimate  conclusions.    The 


DECEMBER,  1872.  279 


St.  John  V,  The  Erie  Railway  Company. 


money  has  been  borrowed  on  the  sterling  bonds.  Their 
holders  are  creditors.  If  the  company  should  become  bank- 
rupt, are  the  claims  of  those  creditors  to  be  repaid  their  prin- 
cipal, to  be  postponed  to  the  claims  of  the  preferred  stock- 
holders, in  respect  to  the  capital  of  their  shares  ?  "Why  not, 
if  there  is  to  be  such  postponement  as  between  interest  to  the 
creditors  and  dividends  on  the  preferred  stock  ?  The  stock 
is,  in  the  contract,  declared  to  be  "  preferred  stock  "  as  well 
as  to  be  entitled  to  "  preferred  dividends."  The  statute  and 
the  certificates  call  it  "  preferred  capital  stock."  If  "  pre- 
ferred stock,"  why  should  it  not  have  preference  over  the 
principal  of  subsequently  created  debts,  if  dividends  on  it  are 
to  precede  the  payment  of  interest  on  such  debts?  Yet, 
such  a  claim  would  probably  never  be  advanced,  and  certainly 
would  not  be  admitted. 

The  statement  in  the  contract,  the  statute,  and  the  certifi- 
cates, that  the  "preferred  dividends"  are  to  be  paid  out  of 
the  "  net  earnings,"  sheds  no  light,  one  way  or  the  other,  for 
a  solution  of  the  question.  The  mortgage  interest  and  the 
delayed  coupons  are  also  to  be  paid  out  of  the  net  earnings. 
IN'et  earnings  are,  properly,  the  gross  receipts,  less  the  ex- 
penses of  operating  the  road  to  earn  such  receipts.  Interest 
on  debts  is  paid  out  of  what  thus  remains,  that  is,  out  of  the 
net  earnings.  Many  other  liabilities  are  paid  out  of  the  net 
earnings.  When  all  liabilities  are  paid,  either  out  of  the 
gross  receipts  or  out  of  the  net  earnings,  the  remainder  is  the 
profit  of  the  shareholders,  to  go  towards  dividends,  which,  in 
that  way,  are  paid  out  of  the  net  earnings.  That  this  is  the 
meaning  of  the  expression  "  net  earning^"  in  the  contract,  is 
shown  by  the  fact,  that  the  contract  states  that  the  trustees 
are  to  receive  the  net  earnings,  and  out  of  them  pay  the  float- 
ing debt,  and  the  delayed  coupons,  and  by  the  further  fact, 
that  the  contract,  the  statute,  and  the  certificates  state  that 
the  mortgage  interest  is  to  be  paid  out  of  the  net  earn- 
ings, by  stating  that  the  preferred  dividends  are  to  be  paid 
out  of  the  net  earnings,  "  after  payment,"  (that  is,  out  of  the 
net  earnings,)  "  of  mortgage  interest." 
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It  resnltB,  from  these  considerations,  that  the  bill  must  be 
dbmissed,  with  costs. 

Dorman  B.  Ec^torij  for  the  plaintiff. 

WUUam  W.  McFarland^  for  the  defendants. 


Thb  United  States 


V8. 


Washington  E.  Ysbmilye  and  (yiHERS,  composing  the  wmm 
OF  Yesmiltb  &  Co.,  and  the  Adams  Express  Oompant. 
In  Equity. 

An  obligation  of  the  United  States,  commonly  called  a  seyen-thirty  note,  isened 
nnder  the  Act  of  March  8d,  1865,  (18  U,  8.  Stat,  at  Large,  468,)  payable  to 
the  order  of  ,  and  not  haying  the  name  of  any  person  filled^  into 

each  blank  space,  is  in  the  same  condition  as  if  payable  to  bearer,  and  is, 
therefore,  negotiable  by  deliyery. 

The  writing  of  anything  on  the  back  of  such  note,  while  snch  blank  is  not  filled 
np  with  the  name  of  a  payee,  does  not  amonnt  to  an  endorsement  on,  or  of, 
snch  note,  in  the  sense  of  that  word,  in  the  law  merchant,  so  as  to  restrict  the 
negotiability  of  the  note,  or  to  make  it  non-negotiable  by  deliyery  merely. 

A  person  who  purchases  such  a  note  after  its  maturity,  and  after  the  time  for 
its  oonyersion  into  bonds  has  passed,  takes  nothing  but  the  actual  right  and 
title  of  his  yendor.       • 

Such  a  note  is  not  money,  but  is  only  eyidence  of  the  indebtedness  of  the 
United  States  for  money  borrowed. 

A  carrier  of  such  a  note,  for  hire,  has  such  a  special  property  in  it,  that,  if  it  be 
stolen  from  him,  and  be  found  in  the  possession  of  a  person  who  took  it  after 
maturity,  and  who  shows  no  better  tiUe  to  it  than  the  title  of  the  thief,  the 
carrier  may  recoyer  it  from  such  person,  by  action. 

The  carrier,  on  paying  the  yalue  of  the  note  to  his  bailor,  becomes  the  equitable 
assignee  of  the  title  of  the  bailor  to  the  note. 

(Before  BiATOHroaD,  J.,  Southern  District  of  New  York,  December  2?th,  1672.)» 
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Blatohtobd,  J.  The  bill  in  this  case  sets  forth,  that  the 
the  defendantB  Vennilye  &  Co.  claim  to  own  five  of  the  obli- 
gations of  the  United  States,  known  as  seven-thirty  notes,  for 
SlyOOO  each,  issued  Jnne  15th,  1865,  and  three  of  such  notes, 
for  $100  each,  issned  July  15th,  1865  ;  that  such  eight  notes 
were  sent  by  Vermilye  &  Co.  to  the  plaintiffs,  for  payment  or 
redemption,  Yermilye  &  Go.  claiming  that  they  purchased 
said  notes  in  good  faith  and  for  a  valuable  consideration,, 
without  notice  or  suspicion  that  the  seller  was  not  the  owner 
thereof;  that  the  defendant  the  Adams  Express  Company 
likewise  claims  to  be  the  owner  of  all  of  said  notes,  and  that 
the  same  were  stolen  from  it  about  May  22d,  1868,  and  that 
it  never  parted  with  the  title  to  the  same ;  that  each  of  such 
claimants  has  notified  the  plaintiffs  not  to  pay  or  deliver  the 
notes  to  the  other;  that  the  plaintiffs  have  always  been 
willing  to  deliver  the  notes,  and  to  pay  the  moneys  secured 
thereby,  to  the  person  lawftiUy  entitled  to  receive  the  same ; 
that  they  offer  to  deliver  the  same  into  this  Court ;  and  that 
they  do  not  collude  with  either  claimant,  and  have  not 
brought  this  suit  at  the  request  of  either  or  both,  and  have 
not  been  indemnified  by  either  or  both.  The  prayer  of  the 
bill  is,  that  the  defendants  may  interplead  and  settle  their 
rights  to  the  notes,  and  to  the  money  secured  thereby,  and 
that  the  plaintiffs  may  be  at  liberty  to  deliver  the  notes  to 
this  Court,  and  that  the  defendants  may  be  enjoined  from 
commencing  any  suit  against  the  plaintifiGs,  touching  the 
the  premises,  and  that  the  plaintiffs,  upon  the  payment  into 
Court  of  such  amount,  and  procuring  the  defendants  to  inter- 
plead, may  be  discharged  of  all  liability  to  the  defendants  in 
the  premises. 

The  answer  of  Vermilye  &  Co.  avers  their  ownership  of 
the  notes,  and  denies  that  the  Adams  Express  Company  has 
any  interest  in,  or  title  to,  them.  It  avers,  that  the  notes  were 
purchased  and  received  by  them  in  the  ordinary  course  of 
business,  at  their  banking  house  in  the  city  of  New  York ;. 
that,  ftt  the  time  of  said  purchase,  they  paid  therefor  the  full 
value  of  the  notes  in  said  city ;  that  they  so  purchased  and 
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paid  for  the  same  in  good  faith,  and  without  any  knowledge 
or  notice  that  the  parties  from  whom  the  same  were  pur^ 
chased  were  not  the  owners  thereof  and  lawfully  entitled  to 
the  same,  and  in  the  full  belief  that  said  persons  were  such 
owners  and  so  entitled ;  that  they  forwarded  the  notes  to  the 
Secretary  of  the  Treasury,  at  Washington,  for  redemption 
and  payment,  the  notes  having  then  become  due,  and  for  no 
other  purpose ;  that  it  was  the  duty  of  the  plaintiffs  to  have 
redeemed  and  paid  the  notes  to  them,  or  to  have  returned  them 
to  them  ;  and  that  they  demanded  a  return  of  them  from  the 
plaintiflB,  before  the  commencement  of  this  suit.  The  an* 
8wer  asks  that  the  Court  will  adjudge  that  Yermilye  &  Go. 
are  the  owners  of  the  notes,  and  entitled  to  recover  and  re- 
ceive the  same,  or  the  amount  due  thereon. 

The  answer  of  the  Adams  Express  Company  denies  the 
ownership  of  Yermilye  &  Co.,  and  that  they  purchased  the 
notes  in  good  faith,  and  for  a  valuable  consideration,  with- 
out notice  or  suspicion  that  the  seller  was  not  the  owner 
thereof.  It  sets  up  ownership  in  the  Company,- and  avers  that 
the  Company  is  a  carrier  and  forwarder  of  money  packages 
for  hire ;  that  i^  was  so,  in  May,  1868,  between  New  Albany, 
in  Indiana,  and  the  city  of  New  York ;  that,  on  the  19th  of 
May,  1868,  the  First  National  Bank,  at  New  Albany,  Indiana, 
owned  one  of  the  $1,000  notes  ;  that,  on  that  day,  and  at  that 
place,  its  cashier  endorsed  said  note  as  follows :  ^'  Pay  Secretary 
of  the  Treasury,  for  redemption.  W.  Mann,  Cas.,"  or,  "  Pay 
Secretary  of  the  Treasury,  for  conversion.  W.  Mann,  Cas. ;" 
that  the  note,  so  endorsed,  was  placed  and  secured  in  an  en- 
velope, which  was  addressed  to  the  Secretary  of  the  Treasury 
of  the  United  States,  at  Washington ;  that,  on  the  same  day, 
the  package  containing  the  note  was  delivered  to  the  Com- 
pany, for  transportation  by  it  to  its  address ;  that,  while  the 
package  was  in  the  possession  of  the  Company,  as  carrier,  it 
was  feloniously,  and  with  force  and  arms,  taken  from  the 
possession  of  die  Company,  by  some  unknown  persons,  not 
through  any  negligence  of  the  Company ;  that  the  notb  sub- 
sequently appeared  in  circulation,  but  not  bearing,  with  legible 
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difltinctnesB,  such  endorsement,  but  yet  bearing  traces  of  it 
snfficientlj  legible  to  indicate  to  any  one  conversant  with 
flnch  notes,  that  its  negotiability  bad  been  restricted  by  an  en- 
dorsement ^ich  had  been  attempted  to  be  obliterated ;  that 
the  fact  of  such  attempted  obliteration  was  and  is  plainly  per- 
<$eptible  on  the  note,  and  was  the  cause  of  the  refusal  of  the 
Secretary  of  the  Treasury,  in  the  first  instance,  to  redeem  or 
convert  it ;  and  that  the  Company  has  fully  paid  the  bank  for 
the  note,  and  is  entitled  to  its  possession,  and  to  be  paid  the 
amount  due  on  it.  The  answer  prays  for  a  decree  to  that 
effect.  It  also  sets  up,  that,  on  the  21st  of  May,  1868,  the 
First  National  Bank  of  Clarksville,  Tennessee,  was  the  owner, 
in  its  own  right,  or  as  depositary,  of  the  other  seven  notes ; 
that  those  notes,  endorsed  by  its  cashier,  or  their  owners, 
were  securely  enveloped  and  addressed  to  B.  Seaman,  Cashier, 
If  ew  York,  and  the  package  was  delivered  to  the  Company, 
for  transportation  to  New  York ;  that  such  package  was  felo- 
niously  taken  from  the  custody  of  the  Company,  at  the  same 
time,  and  under  the  same  circumstances,  with  the  package 
fi*om  New  Albany ;  that  the  endorsements  on  the  notes  were 
attempted  to  be  obliterated  in  the  same  manner,  and  to  the 
same  extent,  and  no  more,  as  in  the  case  of  the  note  from 
New  Albany,  and  they  came  to  Vermilye  &  Co.  in  the  same 
manner  as  that  note ;  and  that  the  Company  has  fully  paid 
the  Clarksville  Bank  for  the  notes,  and  is  entitled  to  their 
possession,  and  to  the  amount  due  thereon.  It  prays  for  a 
decree  to  that  effect.  It  also  avers,  that  Vermilye  &  Co., 
prior  to  receiving  the  notes,  were  notified  by  the  Company  of 
the  fact  of  such  larceny,  and  were  furnished  by  it  with  the 
numbers  of  the  notes,  and  of  the  series  thereof,  and  were 
fuUy  notified  thereby,  and  also  by  the  appearance  of  the  notes, 
that  the  same  had  lost  their  negotiable  character,  and  were 
tainted,  in  their  title  thereto,  in  the  hands  of  those  who 
passed  them  to  Vermilye  &  Co. ;  and  that,  if  Vermilye  &  Co. 
parted  with  value  for  the  notes,  they  did  so  in  violation  of 
the  notices  given  to  them  by  the  Company,  of  its  property  in 
the  notes,  and  without  the  exercise  of  ordinary  care  and  scru- 
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tinj,  and  with  fbll  knowledge,  from  the  appearance  of  the 
notes,  that  they  had  been  tampered  with. 

This  case  was  brought  to  hearing,  on  the  pleadings,  in 
July,  1870,  and  a  decree  was  then  made,  to  t^  effect,  that 
the  bill  is  properly  filed ;  that  the  defendants  do  interplead 
and  settle  the  matters  in  controversy  herein  between  them- 
selves; that,  in  the  meantime,  and  until  the  further  order  of 
the  Court,  the  notes  in  controversy  be  deposited  with  the 
clerk  of  this  Court ;  that  the  costs  of  the  ITnited  States  be  paid 
by  the  party  in  whose  favor  judgment  final  shall  be  entered 
herein ;  and  that  the  consideration  of  all  questions  of  costs  bb 
between  the  defendants,  and  all  other  questions  and  direc- 
tions, be  reserved  until  the  trial  of  the  matters  in  controversy 
between  the  defendants. 

The  notes  in  question  were  all  of  them  issued  under  the 
authority  of  the  Act  of  March  8d,  1866,  (13  U.  S.  Stat,  at 
Zarge,  468.)  They  all  of  them  bear  on  their  faces  the  words : 
^^  Act  of  March  8d,  1865."  The  New  Albany  note,  one  for 
$1,000,  and  the  four  Clarksville  notes  for  $1,000  each,  bear 
date  June  15th,  1865.  The  other  three  Clarksville  notes,  for 
$100  each,  bear  date  July  15th,  1865.  The  $1,000  notes  read, 
on  their  faces,  in  this  way,  in  engraving :  ^^  Interest  twenty 
cents  per  day.  Three  years  after  date,  the  United  States 
promise  to  pay  to  the  order  of  one  thousand 

dollars,  with  interest,  at  7^  per  cent.,  payable  semi-annually, 
in  lawful  money.  Washington,  June  15th,  1866.  Treasury 
Department.  Act  of  March  3d,  1865."  They  also  bear  the 
signatures,  on  their  faces,  of  the  Begister  of  the  Treasury  and 
of  the  Treasurer  of  the  United  States.  On  the  face  of  each 
are  the  words,  in  engraving :  ^*  5  coupons  attached.  Last  6 
months'  interest  payable  with  note.  Prior  instalments  pay- 
able only  on  presentation  of  coupons  therefor;"  also,  the 
words,  in  engraving :  "  The  Government  reserves  the  right  of 
paying,  in  coin,  the  interest  on  this  note,  at  the  rate  of  six 
per  cent,  per  annum."  On  the  back  of  each  note  are  the 
words,  in  engraving :  "  Pay  to  bearer,"  in  a  panel,  with  a 
blank  space  underneath,  in  the  panel,  in  which  words  could 
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be  written.  On  the  back  of  each  note  are,  also,  the  words, 
in  engraving :  "  At  maturity,  convertible,  at  the  option  of  the 
holder^  into  bonds  redeemable,  at  the  pleasure  of  the  Govern- 
ment, at  any  time  after  five  years^  and  payable  twenty  years 
from  June  15th,  1868,  with  interest  at  six  per  cent,  per 
annum,  payable  semi-annually,  in  coin."  The  $100  notes 
differ  from  the  $1,000  notes,  only  in  having  the  words 
"two  cents,"  instead  of  "twenty  cents,"  the  words  "one 
hundred  "  instead  of  "  one  thousand,"  and  the  words  "  July 
16th  "  instead  of  «  June  16th." 

The  fact  of  the  larceny  of  the  notes  from  the  possession  of 
the  Express  Company  and  their  ownership  by  the  banks,  as 
set  up,  is  fully  proved.  They  were  stolen  during  the  night 
of  the  22d  of  May,  1868,  out  of  a  railroad  car,  the  iron  safe, 
in  which  they  were,  being  taken  away,  with  its  contents, 
after  the  messenger  in  charge  of  it  had  been  knocked  sense- 
less by  the  robbers.  On  the  29th  of  May,  1868,  a  printed 
handbill,  advising  of  the  stealing  of  the  New  Albany  note;  as 
a  United  States  7-30  note  for  $1,000,  second  series,  Aet  of 
March  Sd,  1866,  and  giving  its  number,  was  delivered  to  a 
person  behind  the  counter  of  Yermilye  &  Co.,  in  their  office 
in  New  York.  This  handbill  cautioned  all  persons  against 
receiving  or  negotiating  the  note,  and  stated  that  the  Express 
Company  claimed  the  right  to  recover  its  possession,  and  that 
it  was  endorsed,  "  Pay  Secretary  of  the  Treasury  for  redemp- 
tion. W.  Mann,  Cashier."  The  handbill  purported  to  be 
issued  by  the  President  of  the  Express  Company,  and  was 
dated  New  York,  May  28th,  1868.  On  the  6th  of  June, 
1868,  another  printed  handbill,  dated  Cincinnati,  May  28th, 
1868,  advising  of  the  stealing  of  the  New  Albany  nT>te,  as  a 
United  States  7-30  note  for  $1,000,  second  series,  issued  under 
the  Act  of  March  3d,  1865,  and  endorsed  as  before  men- 
tioned, and  giving  its  number,  and  of  the  four  $1,000  Clarks- 
ville  notes,  as  United  States  7-30  bonds,  of  $1,000  each,  June 
16th,  and  giving  their  numbers  and  letters,  and  of  the  three 
$100  Clarksville  notes,  as  United  States  7-30  bonds,  of  $100 
each,  dated  July  16th,  1866,  and  giving  their  numbers  and 
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in  regard  to  the  five  $1,000  notes,  that  ^^  the  general  appear- 
ance of  the  notes  warrants  the  belief  that  the  payee's  name 
has  been  extracted  from  the  face  of  the  notes."  As  it  is  not 
shown,  or  claimed,  that  the  name  of  any  payee  was  ever  in- 
serted in  the  blank  on  the  fi^ce  of  any  of  the  notes,  this  remark 
has  no  meaning.  In  the  absence  of  the  insertion  of  any  names 
in  such  blanks,  the  notes  were  all  of  them  in  the  same  condition 
as  if  payable  to  bearer,  and  were,  therefore,  negotiable  by  de- 
livery ;  and  the  writing  of  anything  on  the  backs  of  the  notes, 
while  the  blanks  after  the  words  ^^  order  of  "  were  not  filled 
np  with  the  names  of  payees,  did  not  amount  to  an  ^'  endorse- 
ment "  on,  or  of,  the  notes,  in  the  sense  of  that  word,  in  the 
law  merchant,  so  as  to  restrict  the  negotiability  of  the  notes, 
or  to  make  them  non-negotiable  by  delivery  merely.  (  Wookey 
V.  Pclej  4  Bam.  <6  Ald.^  1 ;  White  v.  Vermont  dk  Maes.  H. 
JS.  Oo.j  21  Sawardj  676 ;  Mercer  C(yunty  v.  Bachett^  1  Wal- 
lace,  83 ;  Murray  v.  Laa*dner^  2  Id.j  110 ;  Sa/wndere  v.  Ba&m^ 
8  Johneon,  486;  Tofppaai  v.  Eh/^  15  WendeU^  362.)  And 
these  doctrines  apply  to  these  notes  issued  by  the  United 
States,  in  like  manner  as  if  they  were  the  notes  or  bonds  of  a* 
corporation  or  of  an  individual.  {Teooae  v.  White,  7  WalUuie, 
700 ;  Texas  v.  Hardenberg,  10  WaUaoe^  68.) 

But,  while  Yermilye  &  Co.,  if  they  purchased  these  notes 
in  good  faith,  before  their  maturity,  without  notice  of  any 
defect  of  title  in  the  sellers,  might  be  protected,  and  be  held 
to  have  acquired  the  title  to  the  notes,  yet  a  very  different 
question  is  presented,  when  it  appears,  as  it  does,  that  the 
notes  were  all  of  them  purchased  after  their  maturity.  When 
they  were  so  purchased,  the  time  for  their  conversion  into 
bonds  had  long  passed.  They  were  then  merely  overdue  ob- 
ligations, payable  in  lawful  money.  A  person  who  takes  a 
bill  or  note,  which,  on  the  face  of  it,  is  overdue,  cannot  claim 
the  privileges  which  belong  to  a  Jxma  fide  holder  without  no- 
tice ;  and,  if  he  chooses  to  receive  it  under  such  circumstances, 
he  takes  it  with  all  the  infirmities  belonging  to  it,  and  is  in 
no  better  condition  than  the  person  from  whom  he  received 
it,  and  takes  nothing  but  the  actual  right  and  title  of  his 
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vendor.    {Andrews  v.  Pandj  13  Peters^  65,  79 ;  Goodman  v. 
Simonds,  20  Simard,  843,  365,  366 ;  Texas  v.  White,  7  Wal- 
lace, 700,  735;  Texas  v.  Hardenherg,  10  WdUaoe,  68,  90.) 
The  last  two  cases  cited  show  that  these  doctrines  apply  to 
securities  issued  by  the  United  States.    In  Texas  v.  WTdte, 
the  Court  say,  that  the  known  usage  of  the  United  States  to 
pay  all  bonds  as  soon  as  the  right  of  payment  accrues,  requires 
the  application  of  the  rule  respecting  overdue  obligations  to 
bonds  of  the  United  States  which  have  become  redeemable. 
The  right  to  convert  into  bonds  the  seven-thirty  notes  which 
matured  June  15th,  1868,  expired  July  15th,  1868,  and  the 
right  to  convert  into  bonds  the  notes  which  matured  July 
15th,  1868,  expired  August  1st,  1868.     The  notes,  therefore, 
after  those  dates,  remained,  in  the  hands  of  any  holder  of  them, 
good  only  for  the  principal  secured  by  them,  and  for  unpaid 
interest  up  to  the  date  of  their  maturity,  as  expressed  on  their 
face.    The  holder  of  them  was  losing  interest  on  his  money 
by  holding  them.    He  could  use  them  only  for  what  their 
value  was,  principal  and  interest,  at  their  maturity.    They 
were  thus,  in  fact,  less  valuable  to  their  holder  than  an  ordi- 
nary promissory  note  of  a  solvent  maker  would  have  been, 
after  its  maturity.    This  condition  of  these  notes  is  shown  by 
the  fact  that  Vermilye  paid  for  them  one-half  of  one  per  cent. 
less  than  their  principal,  with  the  addition  of  the  unpaid  in- 
terest up  to  maturity.     The  fact  that  they  continued  to  be 
bought  and  sold  after  their  maturity,  and  after  interest  had 
ceased  on  them,  did  not  make  them  any  the  less  overdue  ob- 
ligations, or  relieve  them  from  the  operation  of  the  rules  of 
law  in  regard  to  such  obligations.    Vermilye  &  Co.  still  took 
the  risk  of  the  title  of  the  vendor.    There  may  have  been 
many  reasons,  in  respect  to  particular  notes*,  why  they  passed 
in  the  market  after  maturity,  and  why  the  interest  on  the 
money  represented  by  them  was  being  lost  to  the  holder.    It 
does  not  necessarily  follow  that  all  of  such  notes  had  been 
stolen,  so  as  to  establish  such  usage  as  a  usage  to  deal  in  stolen 
notes  after  maturity,  even  if  such  usage  could  be  of  any  force. 
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We  have  no  evidence  of  the  extent  *of  the  dealing  in  sach 
notes  after  maturity,  as  compared  with  the  entire  amoont  of 
the  notes  issued.  With  the  known  usage  of  the  Government 
to  pay  its  obligations  at  maturity,  and  the  loss  of  interest,  and 
the  rejection  of  the  privilege  of  conversion,  all  of  which  facts 
were  apparent  to  Vermilye  &  Co.  by  inspection  of  the  notes,^ 
there  is  every  reason  for  holding  them  to  the  rule,  that  they 
took  nothing  but  the  actual  right  and  title  of  their  vendor. 
That  was  nothing  but  the  title  of  the  thief.  No  principle  ap- 
plicable to  the  protection  of  those  who  deal  in  negotiable 
securities  before  their  maturity,  requires  that  these  notes,  in 
the  position  they  occupied  after  their  maturity,  should  be  re- 
garded as  other  than  overdue  obligations.  Mr.  Trowbridge, 
one  of  the  defendants,  who  negotiated  the  purchase  of  the 
notes  in  question,  testifies,  that,  when  he  bought  them,  he 
knew  they  were  past  due.  They  had  been  past  due  from  nine 
to  ten  months.  In  connection  with  this  fact,  it  is  not  inapt 
to  remark,  that,  whatever  may  be  said  in  regard  to  holding  a 
party  bound  by  such  notice  as  was  given  to  Vermilye  &  Co., 
in  this  case,  in  respect  to  dealing  in  Government  securities 
such  as  these  notes,  before  their  maturity,  it  is  not  at  all  un- 
reasonable to  regard  such  notice  given  June  6th,  1868,  in 
respect  to  securities  which  would  become,  and  which  became, 
due,  some  June  15th,  1868,  and  the  rest  July  15th,  1868,  as  a 
good  notice  in  respect  to  dealing  in  the  particular  securities 
named  in  the  notice,  after  they  became  overdue. 

There  is  no  force  in  the  suggestion,  that  the  notes  in  ques- 
tion were  a  part  of  the  currency  of  the  country,  and  were 
money,  in  the  same  sense  as  bank  notes.  They  were  issued 
under  the  Act  of  March  3d,  1865,  (18  V.  S.  Stat  at  Largey 
468,)  and  so  state  on  their  faces.  The  8d  section  of  that  Act 
expressly  provides,  that  nothing  contained  in  that  Act  shall 
be  "  construed  as  authorizing  the  issuing  of  legal  tender  notes 
in  any  form,"  although  a  previous  part  of  the  3d  section  had 
provided  that  all  the  provisions  of  the  Act  of  June  SOth^ 
1864,  (/c?.,  218,)  which  were  applicable  to  the  obligations  to 
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be  issued  under  the  Act  of  1865,  should  apply  to  them.  The 
reason  for  this  evidently  was,  that  the  2d  section  of  the  Act 
of  1864  provided,  that  certain  seven-thirty  notes,  authorized 
by  it,  and  to  be  made  payable,  principal  and  interest,  in  law- 
ful moneyj  at  maturity,  not  exceeding  three  years  from  date, 
should  be  a  legal  tender  to  the  same  extent  as  United  States 
notes,  for  their  face  value,  excluding  interest ;  and  it  was  in- 
tended that  the  seven-thirty  notes  to  be  issued  under  the  Act 
of  1865  should  not  be  a  legal  tender.  The  1st  section  of  the 
Act  of  1865  shows  that  the  seven-thirty  notes  issued  under 
that  Act  were  only  evidences  of  the  indebtedness  of  the 
United  States  for  money  borrowed  by  it. 

It  is  objected,  on  the  part  of  Vermilye  &  Co.,  that  the  Ex- 
press Company  has  no  title  to,,  or  interest  in,  the  nbtes,  other 
than  that  which  arises  from  its  having  paid  the  amounts  of 
the  notes  to  the  banks,  and  that  there  is  no  evidence  of  any 
transfer  to  the  company  of  the  titles  of  the  banks,  or  of  any 
other  person,  to  the  notes.  The  company  had  these  notes  in 
its  possession,  as  a  carrier  for  hire.  In  virtue  of  that  relation, 
it  had  such  a  special  property  in  them,  that  it  could  maintain 
ftn  action  to  recover  them,  against  the  thief.  If  so,  no  good 
reason  is  perceived  why  it  could  not  also  maintain  an  action 
to  recover  them  against  Vermilye  &  Co.,  if  they  were  found 
in  the  hands  of  Vermilye  &  Co.,  after  having  been  taken  by 
the  latter  under  the  circumstances  shown  in  this  case.  This 
being  so,  the  company  ought  to  be  allowed  to  rely  on  such 
special  property,  as  against  Vermilye  &  Co.,  when  it  is  shown 
that  Vermilye  &  Co.  have  no  better  title  than  the  thief  who 
stole  the  notes  from  the  company.  The  company  was  clearly 
liable  to  the  bailors  for  the  loss  of  the  notes ;  and,  when  it  is 
shown,  in  addition  to  such  special  property  of  the  company, 
that  it  has  paid  the  value  of  the  notes  to  the  bailors,  in  dis- 
charge of  such  liability,  it  must  be  held,  that,  in  equity,  there 
has  been  an  assignment  to  the  company  of  all  the  title  of  the 
bailors  to  the  notes.  The  facts  proved  are  sufficient  to  estab- 
lish the  right  of  the  company,  as  against  Vermilye  &  Co.,  to 
receive  payment  of  the  notes  from  the  United  States,  and  to 
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protect  the  United  States  in  paying  the  notes  to  the  com- 
pany. 

There  must  be  a  decree  in  favor  of  the  Express  Company. 

Clarence  A.  Seward  and  Charts  M,  Da  Costa^  for  the 
Express  Company. 

John  E.  BurriUy  for  Vermilye  &  Co. 


The  Looomotivb  Engine  Safety  Tbuck  Company 

vs. 
The  Erie  Railway  Company.    In  EQunr. 

The  daim  of  the  letters  patent  panted  to  Alba  F.  Smith,  February  11th,  186^ 
for  an  " improvement  in  trucks  for  locomotiyes,''  namely,  "The  employment, 
in  a  locomotive  engine,  of  a  track  or  pilot  wheeU,  fitted  with  the  pendent 
links,  o,  o,  to  allow  of  lateral  motion  to  the  en^e,  as  specified,  whereby  the 
drivers  of  said  engine  are  allowed  to  remain  correctly  on  the  track,  in  conse- 
quence of  the  lateral  motion  of  the  truck,  allowed  for  by  said  pendent  links, 
when  running  on  a  curve,  as  set  forth,**  is  a  claim  for  the  use  in,  and  the 
combination  with,  a  locomotive  engine,  (that  is,  a  stracture  having,  at  its  rear 
end,  not  a  swivelling  truck,  but  non-swivelling  driving  wheels,  with  axles 
rigidly  attached  to  the  body  of  the  engine,)  of  a  swivelling  pilot  or  leading 
track,  provided  with  pendent  links,  to  allow  the  forward  part  of  the  engine  to 
move  laterally  over  the  track,  when  the  track  and  the  driving  wheels  are  not 
together  in  a  straight  track,  whereby  the  forward  part  of  the  engine  can 
move  onward  in  a  line  tangent  to  a  curve,  while  the  axles  of  the  driving 
wheels  are  parallel,  or  nearly  so,  to  the  radial  line  of  the  curve,  and  the  axles 
of  the  truck  wheels  also  become  parallel  to  the  radial  line  of  the  curve,  be- 
cause the  track  is  made  to  swivel  around  the  king-bolt,  by  the  action  of  the 
rails  on  the  flanges  of  the  truck-wheels. 

The  nature  of  the  invention  covered  by  such  claim,  explained. 

Such  clium  \a  not  anticipated  by  the  patent  granted  to  Bridges  and  Davenport, 
May  4th,  1841,  for  an  "  improvement  in  railway-carriages,"  although  such 
patent  shows  the  use,  at  each  end  of  a  railway-car,  of  a  swinging  bolster,  in  a 
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truck  swiyelling  on  fk  king-bolt,  the  body  of  the  car  being  connected  to  the 
truck-frame  by  pendulons  links,  from  which  such  body^is  hang,  whereby  a 
lateral  motion  of  the  truck  is  permitted,  independently  of  the  body  of  the 
car. 

Nor  is  such  claim  anticipated  by  the  patent  granted  to  l^pple  and  Bullock,  De- 
cember 20th,  1869,  for  an  "improvement  in  car-trucks,"  although  the  mode 
of  operation  of  the  Kipple  and  Bullock  truck,  per  «e,  in  a  car  having  a  like 
truck  at  the  other  end,  is  the  same,  for  all  the  purposes  of  the  truck  itself, 
that  it  is  in  a  structure  which  has  driving  wheels  at  the  other  end. 

Nor  is  such  claim  anticipated  by  the  patent  granted  to  Levi  Bissell,  August  4th, 
1857,  for  an  "improvement  in  trucks  for  locomotives.*' 

The  arrangement  of  Bissell,  ezplamed. 

The  combination  of  Smith  was  patentable,  because  it  prodnoes  a  new  mode  of 
operation,  and  new  results,  in  the  structure  as  a  whole,  although  the  truck 
used  by  Smith  was  old,  and,  as  respects  itself,  in  swivelling  and  in  having  a 
lateral  movement,  operates  in  the  same  way  as  it  did  in  the  car  which  had  two 
of  such  trucks. 

The  &ct  that  Smith's  patent  is  granted  for  an  ''  improvement  in  trucks  for  loco- 
motives,'' and  that  the  truck  he  uses  was  old,  and  that  his  invention  is  really 
an  improvement  in  locomotives,  forms  no  objection  to  the  validity  of  the 
patent 

Under  a  bill  alleging  an  infringement  by  making  and  using  the  patented  inven- 
tion, the  allegation  is  sustained  by  proof  of  using  alone. 

The  let  section  of  the  Act  of  May  4th,  1868,  (11  U,  8,  Stat,  at  Large,  272,) 
which  provides,  that  a  suit  not  of  a  local  nature,  brought  in  a  District  in  a 
State  containing  more  than  one  District,  against  a  single  defendant,  shaU  be 
brought  in  the  District  in  which  the  defendant  resides,  does  not  apply  to  a 
case  where  the  single  defendant  is  a  corporation  created  by  such  State. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  December  80th,  1872.) 

Blatchford,  J.  This  suit  is  founded  on  letters  patent 
granted  to  Alba  F.  Smith,  February  11th,  1862,  for  an  "  im- 
provement in  trucks  for  locomotives."  The  specification 
describes  the  invention  as  an  "  improvement  in  trucks  for 
locomotive  engines!"  It  says:  "Several  laterally  moving 
trucks  have  been  made  and  applied  to  railroad  ears.  My 
invention  does  not  relate  broadly  to  such  laterally  moving 
trucks,  but  my  said  invention  consists  in  the  employment,  in 
a  locomotive  engine,  of  a  truck  or  pilot  wheels  provided  with 
pendent  links,  to  allow  of  a  lateral  movement,  so  that  the 
driving  wheels  of  the  locomotive  engine  continue  to  move 
correctly  on  a  curved  track,  in  consequence  of  the  lateral 
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movement  allowed  by  said  pendent  links,  the  forward  part  of 
the  engine  travelling  as  a  tangent  to  the  curve,  while  the 
axles  of  the  drivers  are  parallel,  or  nearly  so,  to  the  radial 
line  of  curve.    In  the  drawing,  I  have  represented  my  im- 
proved truck  itself.     The  mode  of  applying  the  same  to  any 
ordinary  locomotive  engine  will  be  apparent  to  any  competent 
mechanic,  as  my  truck  can  be  fitted  in  the  place  of  those 
already  constructed,  or  the  same  may  be  altered,  to  include 
my  improvement.'*    The  truck  has  four  wheels,  on  two  axles, 
and  a  frame  made  in  the  usual  manner  of  the  frame  of  an 
ordinary  locomotive  truck.    It  has  a  centre  cross  bearing 
plate  or  platform,  made  of  two  thicknesses  of  iron  plate, 
riveted  together,  and  embracing  the  upper  bars  of  the  frame ; 
and  a  bolster,  made  of  a  flanged  bar,  through  a  hole  in  the 
centre  of  which  the  king-bolt  passes.     The  king-bolt  also 
goes  through  an  elongated  opening  in  the  bearing  plate,  to 
allow  a  lateral  motion  to  the  truck  beneath  the  bolster.    At 
the  same  time,  the  king-bolt  is  a  connection,  to  hold  the  truck 
to  the  engine.    The  bolster  takes  the  weight  of  the  engine  in 
the  middle,  and  is  itself  suspended  at  the  ends  of  bars  at- 
tached to  the  moving  ends  of  pendent  links,  which  are 
attached  by  bolts,  at  their  upper  ends,  to  brackets  on  the 
frame.    The  distance  between  the  bars,  transversely  of  the 
truck,  is  slightly  more  than  that  between  the  bolts,  so  that 
the  pendent  links  diverge  slightly.     The  specification  says  : 
"  When  running  upon  a  straight  road,  the  engine  preserves 
great  steadiness,  because,  any  change  of  position,  transversely 
of  the  track,  in  consequence  of  the  engine  moving  over  the 
truck,  or  the  truck  beneath  the  engine,  is  checked  by  the 
weight  of  the  engine  hanging  upon  the  links,  and,  in  conse- 
quence of  their  divergence,  any  side  movement  causes  the 
links  on  the  side  towards  which  the  movement  occurs,  to 
assume  a  more  inclined  position,  while  the  other  links  come 
vertical,  or  nearly  so.     Hence,  the  weight  of  the  engine  acts 
with  a  leverage  upon  the  most  inclined  links,  to  bring  them 
into  the  same  angle  as   the  others,  greatly  promoting  the 
steadiness  of  the  engine  in  running  in  a  straight  line.    As 
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the  pilot  or  truck  wheels  enter  a  curve,  a  sidewise  movement 
is  given  to  the  truck,  in  consequence  of  the  engine  and  drivers 
continuing  to  travel  as  a  tangent  to  the  curve  of  the  track. 
This  movement,  and  the  slight  turn  of  the  whole  truck  on 
the  king-bolt,  not  only  causes  the  truck  wheels  to  travel  cor- 
rectly on  the  track,  with  their  axles  parallel  to  the  radial  line 
of  the  curve  of  track,  but  also  elevates  the  outer  side  of 
the  engine,  preventing  any  tendency  to  run  off  the  track  upon 
the  outer  side  of  the  curve.  Upon  entering  a  straight  track, 
the  truck  again  assumes  the  central  position,  and,  in  case  of 
irregularity  in  the  track,  or  any  obstruction,  the  truck  moves 
laterally,  without  disturbing  the  movement  of  the  engine.  I 
do  not  claim  laterally  moving  trucks,  nor  pendent  links, 
separately  considered."  This  claim  is :  **  The  employment, 
in  a  locomotive  engine,  of  a  truck  or  pilot  wheels,  fitted  with 
the  pendent  links,  o,  0,  to  allow  of  lateral  motion  to  the  en- 
gine, as  specified,  whereby  the  drivers  of  said  engine  are 
allowed  to  remain  correctly  on  the  track,  in  consequence  of 
the  lateral  motion  of  the  truck,  allowed  for  by  said  pendent 
links,  when  running  on  a  curve,  as  set  forth." 

The  proof  shows  that  the  defendants  have  used,  in  this 
District,  an  engine,  built  by  them  at  Dunkirk,  in  the  Northern 
District  of  this  State,  which  has  four  flanged  driving  wheels, 
and  contains  the  invention  claimed  in  Smith's  patent.  The 
issue  is  as  to  the  novelty  of  the  invention.  In  order  to  de- 
termine this  question,  it  is  necessary  to  clearly  see  what  inven- 
tion is  ckimed  in  Smith's  patent. 

He  does  not  claim  laterally  moving  trucks,  that  is, 
trucks  with  laterally  swinging  bolsters.  Nor  does  he  claim 
pendent  links,  by  themselves.  Laterally  moving  trucks,  ap- 
plied to  railroad  cars,  which  had  at  each  end  one  of  such 
trucks,  free  also  to  swivel  around  a  king-bolt,  which  connected 
the  car  to  the  truck,  and  passed  through  the  centre  of  the 
swinging  bolster,  which  was  the  centre  of  the  truck,  were 
old.  The  specification  so  admits.  But,  Smith's  invention,  as 
•claimed,  is  for  the  use  in,  and  the  combination  with,  a  loco- 
xnotive  engine,  (that  is,  a  structure  having,  at  its  rear  end,  not 
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a  swivelling  truck,  but  non-swivelling  driving  wheels,  with 
axles  rigidly  attached  to  the  body  of  the  engine,)  of  a  swivel- 
ling pilot  or  leading  truck,  provided  with  pendent  links,  to 
allow  the  forward  part  of  the  engine  to  move  laterally 
over  the  truck,  when  the  truck  and  the  driving  wheels  are  not 
together  in  a  straight  track,  whereby  the  forward  part  of  the 
engine  can  move  onward,  in  a  line  tangent  to  a  curve,  while 
the  axles  of  the  driving  wheels  are  parallel,  or  nearly  so,  to 
the  radial  line  of  the  curve,  and  the  axles  of  the  truck  wheels 
also  become  parallel  to  the  radial  line  of  the  curve,  because 
the  truck  is  made  to  swivel  around  the  king-bolt,  by  the  action 
of  the  rails  on  the  flanges  of  the  truck  wheels. 

In  going  around  a  curve  with  a  locomotive  engine,  the 
axles  of  the  two  pairs  of  driving  wheels  tend  to  assume  a 
parallelism  to  that  radius  of  the  curve  which  is  equidistant 
between  the  two  axles.  If  the  pilot  truck  has  no  lateral 
swing  to  its  bolster,  but  merely  swivels  on  the  king-bolt,  the 
tendency  of  the  action  of  the  truck  wheels,  on  a  curve,  is  to 
force  the  king-bolt  into  a  position  over  the  centre  of  the 
track.  That  action  is  resisted  by  the  body  of  the  engine, 
and,  to  accomplish  it,  the  driving  wheels  must  be  twisted  out 
of  their  proper  position,  and  must  slip  and  grind  on  the  rails.. 
The  reason  of  this  is,  that  a  line  drawn  longitudinally  through 
the  centre  of  the  engine,  at  right  angles  to  that  radius  of  the 
curve  which  is  equidistant  between  the  two  axles  of  its  driving 
wheels,  will  not  strike  the  king-bolt  at  the  centre  of  the  track, 
unless  the  driving  wheels  are  so  caused  to  slip.  Hence,  it  was 
customary,  with  a  pilot  truck  which  only  swivelled,  and  had 
no  lateral  swing  to  its  bolster,  to  make  the  front  driving 
wheels  without  flanges,  so  that  they  might  slide  sidewise- 
But,  the  antagonism  is  reconciled,  by  allowing  the  king-bolt 
and  the  forward  end  of  the  engine  to  move  laterally,  so  as  to 
keep  in  a  line  substantially  at  right  angles  to  the  axles  of  the 
driving  wheels,  and  outside  of  the  centre  of  the  track,  the 
king-bolt  being  no  longer  controlled,  in  its  position,  by  the- 
truck,  and  there  being  no  twisting  of  the  driving  wheels  out 
of  position. 
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Another  feature,  developed  in  the  use  of  the  pendent  links, 
is  pointed  out  in  the  specification,  which  is,  that,  on  entering 
a  curve,  the  outer  side  of  the  engine,  as  the  truck  moves  in- 
ward laterally  under  it,  is  elevated,  so  as  to  counteract  any 
tendency  to  run  off  of  the  track  on  the  outer  side,  by  the  cen- 
trifugal action,  and,  as  the  mode  of  hanging  the  links  causes 
the  link  on  the  outer  side  to  assume  a  more  inclined  position, 
while  the  other  link  becomes  more  nearly  vertical,  the  weight 
of  the  elevated  engine  acts  to  steady  the  engine,  and  restore  it 
to  a  position  midway  between  the  rails,  on  returning  to  a 
straight  track.  This  feature  of  the  links  also  acts  to  keep  the 
engine  steady,  when  on  a  straight  track. 

The  patent  granted  to  Bridges  and  Davenport^  May  4th, 
1841,  for  an  "improvement  in  railway  carriages,"  shows  a 
swinging  bolster,  in  a  truck  swivelling  on  a  king-bolt,  the 
body  of  the  car  being  connected  to  the  truck  frame  by  pen^ 
dulous  links,  from  which  such  body  is  hung,  whereby  a  lat- 
eral motion  of  the  truck  is  permitted,  independently  of  the 
body  of  the  car,  the  sidewise  motion  being  checked  by  springs 
in  the  truck.  But,  the  specification  of*  that  patent  does  not 
suggest  the  use  of  such  a  truck  in  any  other  structure  than  a 
car  having  one  of  such  trucks  at  each  end,  and  two  king-bolts. 
Nor  did  it,  or  the  use  of  two  of  such  swinging  bolsters  in  a  car, 
suggest,  from  1842  to  1862,  the  combination  of  such  a  swing- 
ing bolster  truck  with  a  locomotive  engine,  for  the  purposes 
set  forth  in  Smith's  specification. 

In  the  truck  described  in  Smkh's  specification,  the  side 
springs  of  Bridges  and  Davenport  are  dispensed  with,  the 
divergence  of  the  pendent  links  being  used,  instead,  to  check 
the  sidewise  movement.  This  precise  construction  of  diverg- 
ent links  is  shown  in  the  patent  granted  to  Kipple  and  Bul- 
lock, December  20th,  1859,  for  an  "  improvement  in  car 
trucks."  Their  use  has  the  tendency  to  elevate  the  outer  side 
of  the  car  on  a  curve,  and  the  tendency  to  steady  the  body  of 
the  car  through  its  weight  on  the  links  that  are  most  inclined, 
and  the  tendency  to  lipiit  the  lateral  movement,  without  us- 
ing side  springs.     But,  although  the  mode  of  operation  of  a 
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Kipple  and  Bullock  truck,  per  se^  in  a  car  having  a  like  truck 
at  its  other  end,  is  the  same,  for  all  the  purposes  of  the  truck 
itself,  that  it  is  in  a  structure  which  has  driving  wheels  at  the 
other  end,  yet  the  moment  the  truck  swivelling  on  a  king  bolt 
is  taken  out  of  the  other  end  of  the  structure,  and  driving 
wheels  take  its  place,  the  mode  of  operation  of  the  structure 
as  a  whole  becomes  different  from  the  mode  of  operation  of 
the  structure  with  the  two  swivelling  trucks.  This  is  con- 
ceded by  the  expert  for  the  defendants,  and  is  quite  manifest. 
The  mode  of  operation  becomes  such  as  is  described  in 
Smith's  specification,  and  no  such  mode  of  operation  exists  in 
the  structure  with  the  two  trucks.  Moreover,  the  existence 
of  the  Kipple  and  Bullock  patent,  and  the  use  of  cars  each 
with  two  of  their  trucks,  does  not  seem  to  have  suggested, 
before  the  invention  of  Smith,  the  use  of  one  of tsuch  trucks, 
as  a  pilot  truck  in  a  locomotive  engine,  to  obviate  the  well- 
known  difficulties'  in  using  the  engine  on  a  curve. 

The  only  other  pre-existing  invention  brought  up  to  affect 
the  novelty  of  the  Smith  invention,  is  the  patent  granted  to  Levi 
Bissell,  August  4th,  1867,  for  an  "  iniprovejnent  in  trucks  for 
locomotives."  Bissell's  truck  is  shown  used  under  the  forward 
part  of  a  locomotive  engine.  It  has  a  provision  designed  to 
to  allow  a  lateral  motion  to  the  truck,  independently  of  the 
motion  of  the  body  of  the  engine,  and  a  provision  to  cause 
the  forward  part  of  the  engine  to  mount  up  an  incline,  towards 
the  outer  side,  in  a  curve,  and  thus  check  the  sidewise  move- 
ment, and  to  descend,  by  fts  gravity,  to  the  normal  position^ 
on  resuming  the  straight  track.  The  specification  of  Bissell's 
patent  says,  that  the  object  of  his  invention  is,  "  to  retain  the 
truck  with  the  axles  always  at  right  angles  to  the  rail, 
whether  on  a  straight  or  curved  track,  and  prevent  the  truck 
swinging  around  on  its  centre  pin,  in  case  of  meeting  with 
any  obstruction,  and  to  make  the  curvature  of  the  rail  the 
means  for  turning  the  truck  so  that  the  axles  are  parallel  to 
the  radial  line  of  the  given  curve,  in  which  position  they  are 
retained  firmly  until  the  direction  of  the  track  again  changes." 
The  specification  then  points  out  the  difficulties,  in  the  use  of 
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locomotive  engines  on  curves,  with  the  ordinary  pilot  truck, 
resulting  in  a  "  constant  sidewise  sliding  motion  on  the  rail," 
in  consequence  of  the  driving  wheels  being  forced  in  a  line 
deflected  from  that  of  a  cylindrical  forward  rolling  motion, 
and  in  a  constant  bearing  of  the  truck  to  the  outer  side  of 
the  curve,  and  in  the  tendency  of  the  engine  to  go  off  the 
track,  "  particularly  in  case  a  broken  r^il  or  obstruction  occurs, 
when  the  truck  swivels  around  on  its  center  pin."  It  then 
proceeds  :  "  I,  therefore,  construct  my  truck  in  such  a  manner 
that  the  axles  of  the  driving  wheels  shall  be  on  the  line  of, 
or  parallel  to,  the  radial  line  of  the  curve,  so  as  always  to 
have  a  direct  forward  propelling  motion,  and  not  strain  or 
wear  the  rail  or  flanges  of  the  wheels,  and  so  that  two  or 
more  pairs  of  drivers  can  be  fitted  with  flanges.  Conse- 
quently, the  centre  line  of  the  locomotive,  in  going  around 
the  curve,  travels  as  a  tangent  to  the  centre  of  the  drivers, 
and,  to  accommodate  the  curve,  I  fit  the  truck  or  forward 
wheels  in  such  a  manner  as  to  allow  of  a  transverse  motion, 
the  said  truck  swinging  laterally  upon  an  axis  of  motion,  A, 
located  centrally  between  the  centre  of  the  drivers  and  truck, 
(or  slightly  forward  of  thesame,)  so  as  to  give  a  slight  tend- 
ency to  the  truck  to  run  to  the  inner  side  of  the  carved 
track.  Thereby,  the  axles  of  the  truck  wheels  are  parallel 
(or  nearly  so)  to  the  radial  line  of  the  curved  rail,  and  the  en- 
gine runs  around  any  given  curve  without  much  more  strain, 
either  on  the  wheels  or  the  track,  than  would  occur  on  a 
straight  railroad ;  and,  at  the  same  time,  there  is  no  chance  for 
the  truck  to  .turn  on  its  centre  pin,  by  any  obstruction  coming 
in  contact  with  the  wheels,  and  the  wheels  will  pass  over  a 
broken  rail,  and  not  be  displaced,  unless  all  four  wheels  are 
simultaneously  unsupported,  and,  even  then,  the  wheels  and 
truck,  being  set  correctly  to  the  angular  position  with  the 
drivers  and  the  curvature  of  the  track,  will  continue  to  move 
in  the  correct  direction,  and  pass  over  any  obstacle  or  broken 
rail,  and  attain  the  uninjured  part  of  the  track ;  and,  in  run- 
ning on  a  straight  track,  the  truck  is  held  correctly  in  position, 
and  will  run  over  quite  considerable  obstruction  without  being 
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turned  aside.  In  running  on  either  a  straight  or  curved 
track,  one  of  the  truck  wheels  often  breaks  off,  and  the  truck 
swivels  around  on  its  centre  pin  in  consequence,  and  throws 
the  engine  off  the  track ;  but,  with  my  device,  one  wheel,  or 
even  the  two  wheels  on  the  opposite  sides  diagonally  of  the 
truck,  might  break  off,  and  still  the  truck  would  not  run  off, 
because  its  position  is  set,  and  it  has  no  axis  of  motion  around 
which  it  could  swing,  when  injured  as  above  stated,  or  when 
meeting  a  broken  rail  or  any  obstruction,  but  is  given  a  direct 
forward  propulsion ;  and,  in  all  cases,  the  axles  of  my  wheels 
have  only  a  strain  and  torsion  due  to  th^  difference  of  length 
between  the  outer  and  inner  rails,  instead  of  a  strain  due  to 
the  binding  of  the  flanges  of  the  wheels,  from  the  diagonal 
position  of  the  axles,  in  addition  to  the  above  named  strain ; 
hence,  axles  so  often  break  when  running  around  a  curve. 
With  my  engine,  the  friction  on  the  rails,  in  running  around 
curves,  is  avoided,  and  I  am  enabled  to  maintain  a  nearly 
uniform  speed,  without  any  unuBual  strain  or  wear  on  any 
parts."  The  specification  of  Bissell  then  describes  the  con- 
struction of  his  apparatus,  with  references  to  drawings.  It 
says  that  the  centre  pin,  (which  is  the  king-bolt  in  the  centre 
of  the  truck,)  in  his  arrangement,  "  changes  its  character  from 
a  centre  of  motion,  simply  to  that  of  a  draft  block  or  pin, 
while  the  eentre  of  motion  is  thrown  back  to  the  point  A, 
which  is  slightly  forward  of  the  centre  between  the  drivers." 
There  is,  at  the  centre  of  the  truck,  a  block,  whose  longest 
direction  is  across  the  track,  and  whose  longest  sides  are  parts 
of  circles,  of  which  A  is  the  centre,  or,  as  the  specification  ex- 
presses it,  "  curved  from  the  centre  A."  There  is  a  similar 
curved  slot  in  the  top  plate  of  the  truck  frame,  which  slot  is 
sufficiently  long  to  allow  of  the  lateral  movements  of  the 
truck,  when  the  locomotive  is  on  a  curve  of  the  smallest 
radius  that  it  ever  has  to  travel  over.  The  curved  block, 
might,  it  is  stated,  bo  bolted  directly  to  the  under  side  of  the 
engine,  and  the  curved  slot  would  bring  the  axles  of  the 
wheels  parallel  with  the  radial  line,  or  nearly  so ;  but,  to  allow 
an  easier  motion  to  the  parts,  the  blocks  may  be  prevented 
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from  turning  by  radius  bars  leading  to  the  centre  A.  The 
patentee  akates,  however,  that  he  prefers  that  the  radius  bars 
should  be  attached  to  the  truck  frame,  so  as  to  cause  the  truck 
to  swing  on  the  centre  h,  in  which  case  the  curved  block  may 
be  made  use  of,  or  the  centre  pin  be  fitted  to  move  in  a 
curved  slot.  He  then  describes  the  arrangement  and  use^of 
the  inclines  before  mentioned,  to  check  the  lateral  motion. 

It  is  apparent,  that  the  truck,  in  Bissell's  locomotive,  has 
no  swivelling  motion  around  its  centre  pin  or  king-bolt,  that 
is,  around  the  centre  pin  in  the  centre  of  the  truck,  which 
connects  the  truck  with  the  engine.    BisseU  expressly  states, 
that  such  centre  pin  loses  its  character  as  a  centre  of  motion, 
^md  becomes  simply  a  draft  block  or  pin,  and  that  the  centre  of 
motion  of  the  truck,  that  is,  its  only  centre  of  motion,  is  thrown 
back  to  the  point  A,  outside  of  the  truck.  He  ftirther  says,  that, 
although  his  truck  has  a  centre  pin,  it  has  ^^  no  axis  of  niotion 
around  which  it  could  swing."    It  has  only  a  motion  in  the 
arc  of  a  circle,  of  which  the  pin  A,  located  between  the  truck 
and  the  driving  wheels,  is  the  centre,  such  motion  being  a 
swinging  motion  of  the  whole  truck  across  the  track.    It  fol- 
lows, inevitably,  that  the  position  of  the  pin  h  regulates  the 
position  of  the  axles  of  the  truck  relatively  to  the  track,  and 
that  the  absence  of  free  swivelling  in  the  truck  around  its 
centre  prevents  the  action  of  the  rails  on  the  flanges  of  the 
truck  wheels  from  regulating  the  position  of  such  axles  on  a 
curve.    When  the  pin  h  is  equidistant  between  the  centre  be- 
tween the  axles  of  the  driving  wheels  and  the  centre  between 
the  axles  of  the  truck  wheels,  the  axles  of  the  truck  wheels 
may,  on  a  curve,  be  in  their  proper  position,  that  is,  parallel 
to  a  radius  of  such  curve  half  way  between  such  axles.    But, 
that  is  not  true  in  reference  to  any  other  position  of  the  pin 
h  /  and,  even  when  the  pin  h  is  in  that  position,  the  axles  of 
the  truck  wheels  can  never  be  in  such  proper  position,  when 
the  engine  is  entering  a  curve,  or  leaving  a  curve,  or  changing 
from  a  curve  in  one  direction  to  a  curve  in  another  direction, 
because,  the  position  of  such  axles  depends  on  the  position  of 
the  pin  A  with  reference  to  the  track,  and  the  driving  wheels 
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control  the  position  of  the  pin  A.  A  geometrical  demonstra- 
tion shows,  that,  if  the  pin  A  be  equidistant  from  the  centre 
between  the  axles  of  the  drivers  and  the  centre  between  the 
axles  of  the  truck  wheels,  the  axles  of  the  drivers  and  the 
axles  of  the  truck  wheels  will,  when  they  are  all  on  the  same 
curve,  be  in  their  proper  positions ;  that,  if  the  pin  h  is  not 
thus  equidistant,  one  or  the  other  set,  or  both  sets,  of  axles 
will,  on  the  same  curve,  be  in  a  wrong  position ;  that,  when  the 
drivers  are  on  a  curve,  and  the  truck  wheels  are  on  a  straight 
part  of  the  road,  the  pin  h  can  never  be  in  such  a  position  as- 
to  allow  the  axles  of  the  truck  wheels  and  the  axles  of  the 
drivers,  all  of  them,  to  be  in  their  proper  positions ;  and  that 
this  holds  equally  true  when  the  truck  wheels  are  on  a  curve 
and  the  drivers  are  on  a  straight  part  of  the  road,  and,  also^ 
when  the  truck  wheels  are  on  one  curve  and  the  drivers  are 
on  another  curve.  The  action  of  the  drivers,  through  the  pin 
A,  is  to  twist  the  truck  wheels  on  the  track,  and  control  the 
position  of  their  axles,  in  correspondence  with  the  direction 
of  the  longitudinal  centre  line  of  the  engine. 

In  the  engine  of  Smith,  the  truck  wheels  and  the  drivers 
can,  at  all  times,  when  the  engine  is  on  a  curve,  and  when  it 
is  entering  a  curve,  and  when  it  is  leaving  a  curve,  and  when 
it  is  passing  from  a  curve  in  one  direction  to  a  curve  in  an- 
other direction,  take  their  proper  positions  respectively,  with- 
out either  being  controlled  or  interfered  with  by  the  other. 
The  reason  for  this  is,  that  the  truck,  in  the  Smith  engine, 
has  a  swivelling  motion  on  its  king-bolt,  and  also  admits  of 
the  swinging  motion,  across  the  track,  of  the  engine  over  the 
truck,  or  the  truck  under  the  engine.  Neither  of  these  motions 
affects  the  other.  If  either  motion  interfered  with  the  other^ 
the  same  result  would  follow  as  in  Bissell's  engine,  and  the 
position  of  the  drivers  woidd,  at  times,  control  the  position 
of  the  axles  of  the  truck  wheels.  But,  with  Smith's  arrange- 
ment, the  track  alone  controls  the  position  of  the  axles  of  the 
truck  wheels,  and,  therefore,  they  assume  their  correct  posi- 
tion on  any  track,  straight  or  curved,  and  on  any  form  of 
curve,  and  whether  the  drivers  are  on  a  straight  track  with 
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the  truck  wheeU,  or  on  the  same  curve  with  the  track  wheels, 
or  on  a  straight  track  while  the  truck  wheels  are  on  a  curve^ 
or  on  a  curve  while  the  truck  wheels  are  on  a  straight  track, 
or  on  one  curve  while  the  truck  wheels  are  on  a  diflferent  curve. 
This  is  a  result  not  attained  in  Bissell's  engine,  and  it  results 
from  the  fact  that  the  arrangements  and  modes  of  operation 
of  the  two  structures  are  diflferent.  The  truck  wheels,  in 
Smith's  engine,  are  never  twisted  on  the  track,  and  the  direc- 
tion of  the  longitudinal  centre  line  of  the  engine  does  not 
aflfect  the  position  of  their  axles. 

It  results,  from  these  considerations,  that,  in  the  engine, 
as  a  whole,  the  Smith  arrangement  of  truck  is  not  merely  an 
equivalent  for  the  Bissell  arrangement  of  truck;  because, 
when  the  former  is  substituted  for  the  latter,  the  resulting 
structure  has  a  different  mode  of  operation  and  produces  re- 
sults which  the  other  structure  cannot  produce.  The  thing 
to  be  looked  at  is  the  combined  and  mutual  action  of  the 
drivers  and  the  truck  wheels,  for  that  was  the  problem  which 
both  Bissell  and  Smith  were  trying  to  solve.  Smith's  claim 
is,  substantially,  a  claim  to  the  combination  with  the  drivers, 
of  a  truck  arranged  as  he  describes,  allowing  of  the  lateral 
motion  described,  and  securing  the  proper  position  of  the 
drivers  on  the  track,  on  curves.  That  combination  is  not 
found  in  Bissell's  engine. 

It  needs  no  argument  to  show,  in  view  of  the  foregoing 
considerations,  that  there  was  a  patentable  novelty  in  the 
combination,  which  Smith  made  in  his  engine,  although  the 
truck  which  he  employed  existed  before,  as  the  Eipple  and 
Bullock  trupk.  The  combination  produces  a  new  mode  of 
operation,  and  new  results,  in  the  structure  as  a  whole, 
although  the  truck,  as  respects  itself,  in  swivelling,  and  in 
having  a  lateral  movement,  operates  in  the  same  way  as  it 
did  in  the  car  which  had  two  of  such  trucks.  It  was  not  ap- 
parent, without  experiment,  that  the  use  of  a  swinging  bol- 
ster swivelling  truck,  in  an  engine,  would  relieve  all  the  difli- 
eulties  attendant  on  the  use  of  driving  wheels  on  curves.  If 
it  bad  been,  Bissell  would  have  adopted  the  truck  of  Bridges 
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and  Davenport,  instead  of  resorting  to  the  contrivance  he 
made.  Hence,  what  Smith  did  was  not,  as  is  urged,  merely 
to  apply  an  old  contrivance,  in  an  old  way,  to  an  analogous 
use. 

It  is  urged,  that  Smith's  patent  is  void,  granted,  as  it  is, 
for  an  ^'improvement  in  trucks  for  locomotives,"  because, 
although  he  may  have  invented  a  combination  of  the  tru«k 
with  a  locomotive,  yet  he  invented  no  improvement  in  the 
truck,  but  used  the  truck  of  Kipple  and  Bullock ;  that  the  in- 
vention of  such  combination  is  the  invention  of  an  improve- 
ment in  locomotives,  or  of  a  new  locomotive,  or  of  an  im- 
proved locomotive,  or  of  a  combination  of  truck  and  locomo- 
tive ;  and  that  the  patent  is  void  as  a  patent  therefor,  be- 
cause it  is  not  granted  as  a  patent  therefor,  but  is  granted 
as  a  patent  for  an  "improvement  in  trucks  for  locomo- 
tives." In  this  connection,  reference  is  made  to  the  fact,  that, 
in  his  specification,  Smith  says,  that  figure  1  of  his  drawings 
is  "  a  plan  of  my  truck ;"  and,  also,  that,  "  in  the  drawing,  I 
have  represented  my  improved  truck  itself;"  and,  also,  that 
"  my  truck  can  be  fitted  in  the  place  of  those  already  con- 
structed." The  body  of  the  specification  speaks  of  the  inven- 
tion as  an  "  improvement  in  trucks  for  locoiriotive  engines." 
The  statute  required  that  the  patent  should  contain  a  short 
description  or  title  of  the  invention,  correctly  indicating  its 
nature  and  design.  This  patent  substantially  conforms  to  the 
statute.  As  a  truck  to  be  used  in  a  locomotive  engine,  the 
truck  Smith  describes  as  to  be  employed,  is  an  improvement 
on  Bissell's  truck  employed  in  an  engine.  Smith's  invention 
is  an  improvement  in  the  use  of  trucks  in  locomotive  engines, 
an  improvement  in  the  use,  for  locomotives,  of  trucks.  It  is 
a  new  and  useful  improvement ;  and  the  class  of  inventions 
to  which  it  belongs,  the  class  which  embraces  its  nature  and 
design,  is  that  of  trucks  for  locomotives,  trucks  used  in  loco- 
motives. The  claim  is,  to  the  employment,  in  a  locomotive, 
of  a  truck  constructed  in  a  certain  way,  and  producing  a  cer- 
tain result,  in  the  action  of  the  drivers,  on  a  curve.  The  title 
in  the  patent  does  not  require  that  the  claim  should  be  one  to 
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an  invention  in  respect  to  the  truck  per  se.  The  expression, 
*'my  truck,"  in  the  specification,  has  reference,  obviously, 
when  the  statement  of  the  nature  of  the  invention,  and  the 
claim,  are  considered,  to  the  truck  which  Smith  describee  as 
the  one  he  was  intending  to  use  in  the  engine,  to  produce  the 
results  specified.  The  patent,  therefore,  is  not  open  to  the 
objections  thus  urged. 

The  answer  sets  up,  that  the  larger  portion  of  the  road  of 
the  defendants,  and  of  the  operations  thereon  conducted,  is 
not  within  the  jurisdiction  of  this  Court ;  that  all  of  the  en- 
gines built  by  them,  which  are  alleged  to  infringe  the  Smith 
patent,  were  constructed  by  them  at  Dunkirk ;  that  the  use 
of  said  engines  is  largely  confined  to  the  western  division  of 
their  road ;  and  that  such*  construction  and  larger  use  were 
not,  and  are  not,  within  the  jurisdiction  of  this  Court.  It  is 
contended,  for  the  defendants,  that,  as  the  bill  avers  that  they 
^'  have  constructed  and  built,  and  caused  to  be  constructed 
and  built,  and  are  now  using,  trucks  for  locomotives,  con- 
structed in  accordance  with,  and  containing  and  embodying," 
the  invention  patented  by  Smith,  and  that  the  plaintifis 
^^  have  reason  to  believe  that  they  will  continue  to  make  and 
use  the  same,"  and  that  the  defendants  refuse  to  pay  to  the 
plainti£&  any  of  the  profits  which  they  have  realized  from 
^^  such  unlawful  making  and  using,"  and,  as  the  bill  prays  that 
the  defendants  may  be  decreed  to  pay  to  the  plaintifis  the 
profits  which  they  have  made  ^'  by  reason  of  such  unlawful 
manufacture  and  use,"  and  may  be  enjoined  ^'  from  making, 
constructing  and  using  trucks  for  locomotives  constructed  sub- 
stantially in  accordance  with"  the  patented  invention,  the 
bill  is  based  on  the  making  and  using,  in  the  conjunctive ; 
that  its  frame  is  such,  therefore,  that,  if  the  plaintiffs  cannot, 
under  it,  recover  for  the  making,  they  cannot  for  the  using ; 
that  they  cannot,  in  this  suit,  recover  for  the  making  of  the 
only  engine  proved  to  have  been  made  or  used  by  them,  con- 
taining the  invention  patented,  because,  although  such  en- 
gine is  proved  to  have  been  used  in  this  District,  it  is  proved 
to  have  been  made  in  the  Northern  District  of  this  State ; 
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that,  by  the  6th  section  of  the  Act  of  April  3d,  1818,  (3  U. 
S.  Stat,  at  Zargcy  415,)  the  original  jurisdiction  of  thia  Court 
is  coniined  to  causes  arising  within  this  District,  and  is  de- 
clared  not  to  extend  to  causes  of  action  arising  within  the  said 
Northern  District ;  that  the  cause  of  action  arising  out  of  the 
mating  of  such  engine  is,  therefore,  not  within  the  jurisdic- 
tion of  this  Court ;  and  that,  as  the  bill  is  founded  on  the 
making  and  using,  there  can,  consequently,  be  no  recovery 
whatever  under  it,  on  the  evidence  as  to  the  one  engine. 

I  do  not  think  these  views  are  sound.  They  overlook  the 
fact,  that  the  bill  avers  that  the  defendants  refuse  ^^  to  desist 
from  using''  the  invention  patented;  that  the  grant,  in  the 
patent,  is  of  the  right  ^^  of  making,  constructing,  using,  and 
vending  to  others  to  be  used ;"  that  an  infringement  may  be 
committed  by  making,  or  constructing,  or  using,  or  .vending 
to  others  to  be  used ;  that  an  allegation,  in  the  bill,  of  making 
or  using,  would  be  bad  pleading ;  and  that  an  allegation  of 
making  and  using,  is  proved,  to  all  intents  and  purposes,  by 
proof  of  using  alone..  Indeed,  the  allegation,  in  the  bill,  that 
the  defendants  have  '^  constructed  and  built,  and  are  now  us- 
ing, trucks  for  locomotives  constructed  in  accordance  with, 
and  containing  and  embodying"  the  patented  invention,  is,  by 
no  means,  an  allegation  which  necessarily  implies  that  any  of 
the  structures  which  are  used  by  the  defendants  were  built  by 
them,  or  that  any  of  the  structures  which  were  built  by  them 
are  used  by  them.  It  may  as  properly  be  read,  that  they  have 
constructed  infringing  structures,  and  that  they  are,  also,  us- 
ing infringing  structures. 

Under  this  bill,  therefore,  the  plaintiffs,  having  proved  an 
infringement  by  the  use,  in  this  District,  of  the  engine  refer- 
red to,  are  entitled  to  a  decree  for  an  accounting  by  the  de- 
fendants in  respect  of  all  infringements  committed  in  this 
District,  by  making,  or  using,  or  vending  therein ;  and  to  an 
injunction  against  making  in  this  District,  and  against  using 
therein,  and  against  vending  therein.  'If  the  plaintiffs  desire 
to  proceed  for  an  account  and  an  injunction  in  respect  of  in- 
fringements in  the  Northern  District,  they  must  proceed  by 
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bill  filed  there.  The/  defendants  are  suable  in  the  Circuit 
Court -for  that  District,  their  legal  existence,  under  their  in- 
corporation by  the  State  of  New  York,  being  co-extensive 
with  the  territorial  limits  of  that  State. 

The  1st  section  of  the  Act  of  May  4th,  1858,  (11  U.  S. 
Stat  at  Za/rge,  272,)  which  provides,  that  "  all  suits  not  of  a 
local  nature,  hereafter  to  be  brought  in  the  Circuit  and  Dis- 
trict Courts  of  the  United  States,  in  a  District  in  anv  State 
containing  more  than  one  District,  against  a  single  defendant, 
shall  be  brought  in  the  District  in  which  the  defendant  re- 
sides," has  no  application  to  this  case.  Although  this  suit  is 
one  not  of  a  local  nature,  that  i^,  is  what,  if  it  were  a  suit  at 
law,  would  be  a  transitory  action,  yet  the  Act  has  no  applica- 
tion to  a  case  where  the  single  defendant  resides  as  ftdly  in 
all  the  Districts  in  the  State  as  in  any  one  of  them.  A  cor- 
poration, if  it  can  be  properly  said  to  "  reside  "  at  all,  resides 
in  all  the  Districts  of  the  State  creating  it.  It  is  doubtful 
whether  the  Act  applies  to  corporations. 

A  decree  will  be  entered  in  accordance  with  the  foregoing 
directions,  with  costs  to  the  plaintiffs. 

Charles  M.  KeUer  and  Cha/rles  F.  JBlake^  for  the  plaintiffs. 

Clarence  A.  Seward,  for  the  defendants. 

4 


William  A.  Kibby  and  otheks 

The  Dodge  and  Stevenson  MANUFAcrruRiNG  Company  and 

OTHERS.    In  Equity, 

The  state  of  the  art,  prior  to  the  date  of  the  alleged  invention  of  Byron  Dens- 
more,  embraced  in  letters  patent  granted  to  him  February  10th,  1862,  for  an 
"  improTement  in  grain  harvesters,"  set  forth. 

In  that  patent,  Densmore  does  not  claim  shifting  the  position  of  the  axle  of  the 
main  wheel,  relatively  to  the  height  of  the  cutter  frame,  nor  placing  the  main 
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wheel  in  one  frame  and  the  cutter,  or  platform  and  cutter,  on  another,  nor  hing- 
ing the  cutter  frame  and  the  wheel  frame  together,  so  aa,  by  the  action  on  ihe 
hinge,  to  effect  the  raising  or  lowering  of  the  cutter. 

Such  omission  to  claim,  in  that  patent,  anything  in  respect  to  using  two  frames, 
or  hinging  one  frame  to  the  other,  is  evidence,  when  the  norelty  of  the  de- 
Tice  is  in  dispute,  that  Densmore  was  aware  that  he  ooifld  not  cUdm  to  be  the 
first  inventor  of  anything  more  than  the  special  arrangement,  or  relative  posi- 
tion, of  the  parts. 

The  question,  whether  the  first  claim  of  the  reissued  patent  granted  to  William 
A.  Eirby  and  others,  January  28tb,  1862,  on  the  surrender  of  the  sud  patent 
of  1862,  and  extended,  January  80th,  1866,  for  seven  years  from  the 
10th  of  February,  1866,  namely,  "Hanging  the  driving  wheel  in  a  sup- 
plemental frame,  or  its  equivalent,  which  is  hinged,  at  one  end,  to  the 
main  frame,  while  its  opposite  end  may  be  adjusted  and  secured  at  vari- 
ous heights,  or  be  left  free,  as  'desired,  whereby  the  cutting  apparatus 
may  be  held  at  any  desired  height,  for  reaping,  or  be  left  free  to  accommodate 
itself  to  the  undulations  of  the  ground,  for  mowing,  substantially  as  described," 
can  be  sustidned,  if  construed  so  as  to  embrace  anything  except  the  special 
and  specific  arrangement  described  and  shown  in  the  original  patent,  with  its 
specification,  drawings  and  model,  is  not,  upon  the  facts  in  this  case,  concluded 
by  the  decision  in  WhUeUy  v.  EMrhy,  (11  Wallace,  678.) 

If  such  claim  be  regarded  as  a  broad  claim  to  hinging  the  frame  of  the  cutters 
to  the  wheel  frame,  and  making  it  adjustable  by  changing  the  relative  eleva- 
tion of  the  two  frames,  it  is  not  new. 

If  such  claim  be  regarded  as  claiming  a  de\'ice  to  permit  the  cutters  to  vibrate, 
so  as  to  follow  the  undulations  of  the  ground,  iwhen  in  use,  it  is  invalid,  for 
the  reason  that  Densmore  had  not  invented  any  such  device  when  his  original 
patent  of  1862  was  granted. 

The  obtaining  of  such  reissue  was  an  attempt  to  extend  the  original  patent  over 
a  feature  which  it  4id  not  embrace,  and  which  the  patentee  had  not  conceived 
when  he  obtained  that  patent. 

The  defendant's  machine  held  not  to  infringe  the  first  claim  of  sidd  reissue,  con- 
strued as  claiming  the  specific  arrangement  of  two  frames  in  the  position  and 
mode  of  operation  described  in  the  specification. 

(Before  Woodruff,  J.,  Northern  District  of  New  York,  December  30th,  1872.) 

Woodruff,  J.  The  complainants  herein  complain  that 
the  defendants  have  infringed,  and  are  infringing,  their  rights, 
a£  assignees  of  a  certain  patent  granted  to  Byron  Densmore, 
on  the  10th  of  February,  1852,  for  a  new  and  useful  "  im- 
provement in  grain  harvesters,"  surrendered  and  reissued  to 
the  complainants  January  28th,  1862,  and  thereafter,  on  the 
30th  of  January,  1866,  extended  for  the  term  of  seven  years 
from  the  expiration  of  the  first  term,  namely,  from  the  10th 


DECEMBER,  1872.  30^ 


Eirby  v.  The  Dodge  and  Steyenson  Manufacturing  Company. 

of  February,  1866.  The  defendants  deny  that  Byron  Dens- 
more  was  the  first  inventor  of  the  improvement  described  in 
the  reissued  letters  patent,  and  aver,  that  such  reissue  was 
fraudulently  and  illegally  granted,  and  was  obtained  in  order 
to  include,  and  does  include,  things  not  invented  by  Densmore, 
and  not  intended  to  be  patented  by  him,  and  that  such  reissued 
letters  patent  are  for  a  different  invention  from  that  originally 
patented,  and  are  invalid  and  void.  They  also  allege,  that 
the  improvement  described  in  the  reissued  patent  had,  prior 
to  February  10th,  1852,  been  invented,  and  was  known  and 
used  by  other  persons,  who  are  named  in  the  answer ;  and 
that  it  was  described  in  certain  letters  patent,  also  mentioned. 
They  also  deny  that  they  have  made  or  sold  any  machines 
whatever  containing  the  said  alleged  invention  of  the  said 
Densmore,  as  set  forth  iA  the  specification,  and  specified  in 
either  of  the  claims,  of  said  reissued  patent,  and  deny  that 
they  have  in  any  manner  whatsoever  infringed  the  said  letters 
patent. 

The  infringement  alleged  relates  solely  to  the  first  claim 
in  the  reissued  patent  granted  to  the  complainants.  ^^The 
nature  and  principle  of  the  invention  "  included  in  that  claim 
are  declared,  in  the  specification,  to  relate  ^^  to  the  construc- 
tion and  combination  of  two  frames,  the  one  for  supporting 
the  driving  wheel,  and  the  other  for  supporting  the  cutting 
apparatus,  and  hinging  the  said  frames  together,  in  such  a 
manner  that  the  driving  wheel  and  cutting  apparatus  may 
each  follow  the  inequalities  of  the  ground  independently  of 
the  other,  and,  also,  that  they  may  be  bolted  rigidly  together 
for  supporting  the  cutting  apparatus  at  any  desired  height." 
The  claim,  with  which  the  patentees  conclude  their  descrip- 
tion of  the  construction  and  mode  of  operation  of  the  im- 
proved machine,  is  as  follows  :  "  Hanging  the  driving  wheel 
in  a  supplemental  frame,  or  its  equivalent,  which  is  hinged,  at 
one  end,  to  the  main  frame,  while  its  opposite  end  may  be 
adjusted  and  secured  at  various  heights,  or  be  left  free,  as  de- 
sired, whereby  the  cutting  apparatus  may  be  held  at  any  desired 
height,  for  reaping,  or  be  left  free  to  accommodate  itself  to 
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the  undulations  of  the  ground,  for  mowing,  substantially  as 
described." 

Prior  to  Densmore's  alleged  invention,  reaping  machines 
had  been  made  by  McCormick,  and  others,  consisting  of  a 
large  wheel  bearing  on  the  ground,  surrounded  by  a  rectangu- 
lar frame,  in  the  sides  of  which  the  axle  of  the  wheel  turned, 
and  at  the  end  of  which  the  platform  and  cutting  apparatus 
was  attached,  that  cutting  apparatus  extending  sidewise  from 
this  frame  to  the  distance  or  width  of  the  swath  of  grain  pro- 
posed to  be  cut.  Gearing  was  connected  with  the  ground 
wheel,  and  operated  by  its  revolution,  when  drawn  over  the 
ground,  upon  arms,  swivels,  and  rods,  which  moved  the  cut- 
ters and  severed  the  grain,  which,  when  severed,  fell  upon 
the  platform,  and  was  raked  off  into  gavels.  As  a  machine 
so  constructed  was  liable  to  tilt  Mdewise,  and,  under  the 
weight  of  the  platform  and  cutters  projecting  sidewise,  must 
necessarily  tilt  sidewise,  a  small  wheel  was  also  placed  at  the 
outer  end  of  the  platform  and  cutter-bar,  which  sustained  the 
cutters,  and,  if  the  ground  was  level,  also  sustained  the  frame, 
to  the  end  of  which  the  platform  was  attached,  and  in  which 
frame  the  axle  of  the  main  wheel  was  placed,  and  so  prevented 
the  tilting  or  upsetting  of  the  machine.  This  involved,  also, 
another  necessity  in  the  construction,  namely,  the  platform 
and  cutters  must  be  rigidly  attached  to  the  frame,  else,  the 
smaller  wheel  at  the  outer  end  could  not  operate  to  support 
the  frame,  or  the  wheel  moving  therein,  and  to  prevent  the 
tilting  referred  to.  There  were,  perhaps,  other  reasons  why 
the  platform  must,  in  such  a  machine,  be  attached  with  great 
firmness  and  strength,  but  it  is  sufficient  for  my  present  pur- 
pose,  to  make  the  general  construction  of  the  machine  intel- 
ligible. Densmore  had  seen  one  of  McCormick's  machines, 
in  which,  in  order  to  raise  or  lower  the  cutters,  there  were  two 
or  more  holes  in  the  side  pieces  of  the  frame,  in  either  of 
which  the  axle  of  the  main  wheel  could  be  placed,  and,  by 
the  change,  the  height  of  the  cutters  from  the  ground  would 
be  varied.  Densmore,  instead  of  relying  upon  such  holes  for 
inserting  the  axle  in  the  side  pieces  of  the  frame,  which  must, 
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I  think,  have  been  inconvenient  to  change,  made,  a  model  in 
which  he  inserted  uprights,  with  long  curved  tenons,  in  mor- 
tices, in  the  sides  of  the  frame,  at  the  place  of  the  axle  of  the 
wheel,  and  inserted  the  axle  of  the  wheel  therein,  and  so,  by 
raising  those  uprights  in  the  mortices,  and  depressing  them,  at 
pleasure,  a  similar  eifect,  to  raise  or  lower  the  cutters,  was 
produced.  In  view  of  this  change  of  construction,  as  well 
as  other  devices,  Densmore,  on  the  3d  of  June,  1849,  filed  a 
caveat  in  the  Patent  Office.  Long  prior  to  this,  McCormick 
made  numerous  machines,  wherein  the  cutters  could  be  raised 
and  lowered,  so  as  to  cut  at  different  heights,  by  another 
device,  which  will  be  hereafter  noticed.  Densmore,  however, 
took  out  no  patent  for  the  machine  q&  described  in  his  caveat. 
He  made  a  model,  in  which  he  placed  a  second  rectangular 
frame  upon  the  other,  and  of  somewhat  less  length.  Xear 
the  middle  of  this  he  placed  the  axle  of  the  main  wheel, 
with  the  gearing  connected  therewith.  Obviously,  such  ad- 
ditional frame,  when  lying  flat  upon  the  upper  surface  of  the 
other,  amounted  simply  to  giving  the  side  pieces  of  the  latter 
greater  width,  but,  for  facility  in  raising  or  depressing  the 
cutters,  by  lowering  the  frame  to  which  they  were  attached, 
he  attached  one  end  of  the  upper  frame  to  the  lower  frame  by 
a  hinge,  so  that,  (acting  on  the  axle  of  the  wheel  as  a  ful- 
crum,) by  raising  and  lowering  the  other  end  of  it,  he  lowered 
and  raised  the  lower  frame  beneath  the  axle  of  the  wheel,  pro- 
ducing the  precise  effect  before  caused  by  raising  and  lower^ 
ing  the  long  tenoned  uprights  into  and  from  the  mortices 
before  mentioned ;  and,  at  the  forward  end  of  the  upper  frame, 
he  set,  in  the  lower  frame,  uprights,  to  which  that  forward 
end  was  bolted,  at  any  desired  elevation,  by  bolts,  easily  re- 
moved and  inserted  in  holes,  higher  or  lower,  in  the  uprights, 
at  pleasure.  It  was  this  machine,  imperfectly  described, 
perhaps,  but  this  in  substan^,  that  was  shown  in  the  model 
and  drawings,  when  he  took  out  his  patent,  in  1852.  In 
these  descriptions,  I,  of  course,  omit  notice  of  devices  for  raking 
and  reeling,  and  for  adjusting  the  outer  or  platform  wheel, 
because  they  are  not  material  to  any  question  now  in  issue. 
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McCormick  had,  as  early  as  1835,  employed  the  other  de- 
vice, (above  alluded  to,)  for  raising  and  lowering  the  cotters, 
so  as  to  cut  at  different  heights.  He  placed  his  main  wheel  ^ 
with  the  gearing  connected  therewith,  in  one  frame,  and  the 
platform  and  cutters  were  fastened  to  another  frame,  the 
sides  of  which  were  not  laid  upon  nor  placed  beneath  the 
other,  but  ran  along  the  sides,  parallel  therewith,  so  as  to  em- 
brace the  rear  ends  thereof.  The  sides  of  both  of  the  firames 
were  attached  by  a  bolt  passing  through  them,  as  a  pivot  or 
hinge,  so  that  the  cutter  frame,  turning  on  that  pivot,  could 
be  raised  or  lowered,  at  pleasure.  At  the  forward  ends  of 
the  arms  of  the  cutter  frame,  three  holes  were  made  in  the 
wheel  frame,  at  different  heights,  through  which  to  bolt  the 
cutter  frame,  and  fix  it  in  the  several  positions  which  raising 
or  lowering  the  cutters  required,  and  it  was  entirely  prac- 
ticable, by  withdrawing  the  last  mentioned  bolt,  to  permit 
the  platform  and  cutter,  or  rather  the  ends  of  the  supporting 
cutter  frame,  to  rest  upon  the  ground.  Whether,  when  so 
resting  on  the  ground,  the  machine  was  a  practical  machine, 
useful  for  mowing,  it  may  be  material  hereafter  to  consider. 
For  the  present,  I  describe  the  machine. 

Passing  by  what  is  claimed  by  the  defendants  to  have 
been  done  by  others,  and  omitting  to  further  describe  the 
state  of  the  art,  I  have  mentioned  what  had  been  done  by 
McCormick  before  1852,  and  what  Densraore  did  prior  to  the 
granting  of  his  original  patent  of  February  10th,  of  that 
year.  He  then  received  his  patent,  and  it  is  of  some  sig- 
nificance, that,  in  his  specification,  he  in  no  wise  claims  that 
shifting  the  position  of  the  axle  of  the  main  wheel,  relatively 
to  the  height  of  the  cutter  frame,  is  new,  nor  that  placing  the 
main  wheel  in  one  frame  and  the  cutter,  or  platform  and 
cutter,  on  another,  is  new,  or  that  hinging  the  cutter  frame 
and  the  wheel  frame  together,  so  as,  by  the  action  on  the 
hinge,  to  effect  the  raising  or  lowering  of  the  cutter,  is  new. 
Obviously,  with  McCormick's  machine  before  him,  he  could 
not  broadly  claim  either  of  these.  The  utmost  he  could 
claim,  if  anything,  on  these  several  points,  was  the  particular 
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device  by  which  these  operations  were  performed,  in  so  far  as 
it  differed  substantially  from  McCormick's.  Possibly,  the 
placing  one  frame  above  another,  to  be  operated  in  the  manner 
I  have  attempted  to  describe,  and  as  shown  in  his  drawings 
and  model,  was  patentable.  But,  in  fact,  he  made  no  claim 
even  to  this.  His  claims  were  confined  solely  to  other  de- 
vices, to  assist  in  raking  the  grain  and  supporting  the  blades 
of  the  cutters.  He  does  state  that  his  arrangement  for 
raising  and  lowering  the  machine,  to  vary  the  height  of  cut, 
is  new ;  and  that  is  entirely  consistent  with  what  is  above 
stated.  McCormick's  arrangement  of  the  parts  employed 
in  this  operation  was  not  identical  with  his.  In  function^ 
and  effect,  and  mode  of  operation,  they  did  not  differ, 
but,  in  arrangement  or  relative  position,  they  were  unlike. 
I  mention  this  omission  to  claim  anything  in  respect  to 
using*  two  frames,  or  hinging  one  frame  to  the  other,  not  be- 
cause a  patentee  may  not  claim  in  a  reissue  what,  through 
mistake  or  inadvertence,  he  did  not  claim  in  his  original  pat- 
ent, but,  because  it  is  evidence,  when  the  novelty  of  the  device 
is  in  dispute,  that  Densmore,  when  he  took  out  his  patent, 
was  aware  of  what  McCormick  had  done  before  him,  and  was 
conscious  that  he  could  not  claim  to  be  the  first  inventor,  or, 
certainly,  not  of  anything  more  than  the  special  arrangement, 
or  relative  position,  of  the  parts. 

The  foregoing  explanations  will,  I  think,  make  the  con- 
sideration of  the  questions  below  stated  intelligible — ^first, 
whether  the  reissued  patent,  if  constructed  so  as  to  embrace 
anything  except  the  special  and  specific  arrangement  described 
and  shown  in  the  original  patent,  with  its  specification,  draw- 
ings and  model,  can  be  sustained ;  and,  second,  whether,  if  the 
reissued  patent  is  valid  for  any  purpose,  or  to  any  extent,  the 
defendants  infringe  any  rights  secured  to  the  complainants 
thereby. 

I.  Upon  the  first  question,  it  is  insisted,  by  the  complain- 
ants, that  the  decision  of  the  Supreme  Court  of  the  United 
States,  in  Wkitdey  v.  Kirby.  (11  Wallace^  678,)  is  conclusive 
in  their  favor,  and  that  this  Court  should  not  assume  to  dis- 
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CUSS  the  correctness  of  that  decisioD.  The  decision  in  that 
case  does  not  operate  as  an  estoppel  upon  the  defendants  in 
this.  Nevertheless,  the  decision  of  a  question  of  law  arising 
upon  the  same  facts,  is  an  authority  which  I  am  not  at  liberty, 
and  have  no  disposition,  to  disregard.  But;  that  case  was  a 
very  different  one  from  this  in  its  facts,  and,  if  I  were  at  lib- 
erty to  do  otherwise,  I  should  unhesitatingly  concur  in  the 
decision  of  the  point  which  was  actually  decided,  upon  the 
evidence  which  appears  to  have  been  before  the  Court.  En- 
tertaining the  views  I  do  upon  the  question  of  infringement, 
it  is  not  indispensable  that  I  should  consider  this  first  ques- 
tion, but,  in  the  aspect  of  the  case  which  is  urged  by  the  de- 
fendants, there  is  no  necessary  inconsistency  with  that  decision ; 
and  the  observations  I  deem  it  proper  to  make  upon  this  re- 
issue seem  to  me  conclusive  against  the  construction  of  the 
reissue  upon  which  the  complainants  rely,  and  in  no  conflict 
with  the  former  case. 

The  machine  of  Densmore,  described  in  the  original  pat- 
ent, and  shown  in  the  specification,  drawings  and  model,  was 
a  reaper,  and  not  a  mower.  It  was  a  machine  which  not  only 
was  not  shown  to  be  a  mower,  but,  as  described  and  shown,  it 
had  not,  in  fact,  capacity  to  mow,  in  any  sense  material  to  this 
case.  By  no  means  shown  or  suggested  could  the  cutters  be 
made  to  follow  the  undulations  of  the  ground.  The  terms  of 
the  specification  are  explicit :  "  The  front  end  of  the  frame  is 
fastened  to  the  upright  pieces  by  holU^  and  these  bolts  are 
shifted  into  different  holes  in  these  upright  pieces,  to  vary  the 
height  of  the  cut.''  No  terms  could  have  been  employed  to 
state  more  positively,  that,  when  in  use,  the  front  end  of  the 
frame  must  be  bolted  to  the  uprights.  The  drawings  show 
the  front  ends  of  the  frame  thus  bolted ;  the  model  shows  the 
«ame ;  and  there  is  no  intimation  or  suggestion  of  the  practi- 
cability of  using  the  machine  in  any  other  condition.  The 
patentee  showed  a  reaper,  with  its  platform,  rake,  reel,  &c. 
To  any  suggestion,  that  it  might,  nevertheless,  cut  grass  at  or 
near  the  surface  of  the  ground,  the  answer  is — if  it  were  so 
bolted  as  to  cut  grass  near  the  ground,  then  it  did  not  follow 
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the  inequalities  of  the  surface — the  vital  thing  to  make  a  use- 
ful mower,  and  the  very  thing  which  the  reissue  sought  to 
embrace. 

It  was  not  until  after  the  granting  of  the  original  patent, 
that  any  attempt  is  proved  to  use  the  machine  as  a  mower. 
That  rests  upon  upon  the  testimony  of  the  patentee,  who  him- 
self shows  that  it  was  an  unsatisfactory  experiment,  and  was 
abandoned.  Other  testimony  leaves  even  this  e3q)eriment  in 
great  doubt.  But,  let  it  be  assumed,  for  the  moment,  that,  in 
the  summer  of  1852,  Densmore  did  mow. one  acre  of  grass 
with  it.  "When  that  experiment  was  made,  the  machine  was 
changed,  changed  in  substance,  changed  in  its  capacity,  and 
changed  in  its  actual  functions.  First,  by  removing  the  bolt 
which  secured  the  ends  of  the  wheel  frame,  the  cutter  frame 
was  allowed  to  drop  to  the  ground.  Before  this,  the  wheel 
&ame  carried  the  cutters ;  and,  to  that  end,  the  frames  had 
been,  and,  according  to  the  description  given  in  the  patent, 
must  be,  bolted  together ;  and  the  conception  of  a  machine 
which  was  not  so  bolted,  or  which  did  not  carry  the  cutters  at 
an  elevation  (greater  or  less)  from  the  ground,  had  not  been, 
in  any  manner,  indicated.  Removing  the  bolt,  and  relying 
upon  the  ground  to  sustain  the  frame  of  the  cutters,  was  a 
distinct  and  different  device,  involving  a  difference  in  me- 
chanical construction,  the  performance  of  a  different  function, 
and  a  different  mechanical  operation.  In  principle,  removing 
a  bolt  does  not  differ  from  adding  a  bolt ;  and,  in  the  machine 
described  in  the  original  patent,  that  bolt  was  a  mechanical 
device,  performing  a  precise  and  defined  mechanical  office^ 
and,  according  to  the  terms  of  the  specification,  as  it  was  in 
fact,  indispensable  to  that  office.  Removing  this,  to  produce 
a  different  result,  was  tantamount  to  adding  another  device  to 
the  same  end.  An  entirely  distinct  and  different  function 
was  also  thereby  introduced  into  the  machine,  namely,  by  the 
oscillation  or  vibration  of  the  frame,  to  permit  the  cutter  frame 
to  undulate,  as  the  unevenness  of  the  ground  might  make  de- 
sirable ;  and,  finally,  the  mechanical  operation  of  the  machine 
in  the  work  was  different,  in  that,  before,  the  cutters  had  a 
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rigid  connection  with  the  wheel  frame,  and  now  they  were  to 
be  operated  through  s  flexible  attachment  thereto,  and,  also,  in 
that,  before,  the  cutting  apparatus  was  siiBtained  and  borne 
by  the  joint  action  of  the  two  frames,  and  now  it  waa  borne 
forward  by  the  one  frame  alone  to  which  it  was  attached.  In 
short,  it  became  a  different  mechanism  in  relation  to  the  work 
to  be  performed,  and  in  the  manner  of  performing  it.  It  will 
not  do  to  say  that  it  was  within  the  scope  of  the  original  pat- 
ent, becanee  the  alteration  was  effected  by  the  trifling  change 
of  removing  a  bolt.  That  is  not  the  test.  Many  a  osefol  and 
valuable  invention  has  been  made,  of  a  device  so  simple  and 
BO  seemingly  trifling,  that  men  wonder  tliat  it  was  not  made 
long  before.  The  inquiry  is,  was  such  a  device  before  known, 
and,  in  this  case,  also,  was  this  device  for  snffering  the  frame 
of  the  cutters  to  follow  the  ground,  in  any  manner  indicated 
in  Deusmore's  patent,  or  his  specifications,  drawings,  or  model. 
If  not,  then  his  patent  does  not,  and  cannot  legally  be  made 
to,  embrace  it. 

Again,  this  removing  of  the  bolt,  and  thereby  letting  the 

irame  of  the  cutters  to  the  groond,  and  permitting  them  to 

be  drawn  along  the  surface,  was  not,  of  itself,  a  new  device. 

It  could  be  done,  and  bad  been  done,  by  McCormick,  in  his 

machine.    The  proof  shows  this,  and  to  an  extent  quite  as 

great  as  the  experiment  of  Densmore  in  mowing  the  single 

acre  to  which  he  testifies.     In  this,  there  was,  no  doubt,  the 

dawn  of  a  new  conception,  which  has  since  matured,  and  has 

ed  what  is  known  as  the  floating  finger-bar,  of  which 

B  not  the  slightest  intimation  in  Deusmore's  record,  and 

ch,  I  am  satisfied,  when  his  patent  was  granted,  he  had 

1 ;  and,  even  when  he  tried  his  unsatisfactory  experi- 

he  had  no  more  found  or  shadowed  that  important  in- 

1,  which  now  gives  utility  and  value  to  mowing  ma- 

than  McCormick  had,  when,  years  before,  his  machines 

sed  in  mowing,  by  ft  similar  change  in  their  organiza- 

In  either,  if  a  bolt  was  removed,  the  cutter  frame  was 

:o  rest  on  the  ground. 

s  urged,  that  the  machine  of  McCormick,  when  such 
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bolt  was  withdrawn,  was  useless,  and  not  a  practical  machine, 
and,  in  the  face  of  the  testimony  to  its  actual  use,  some  wit- 
nesses express  that  opinion.  There  is,  at  least,  equal  weight 
of  evidence,  that  the  same  is  true  of  Densmore's  machine,  as 
patented,  and  there  is,  besides,  further,  and,  to  my  mind,  satis- 
factory, evidence,  that,  from  and  after  the  experiment  alluded 
to,  he  did  not  regard  it  as  a  practical  machine  for  use,  with 
the  bolt  withdrawn,  and  did  not  so  treat  it.  It  did,  according 
to  his  testimony,  mow  one  acre  of  grass,  but  his  testimony 
also  shows  that  the  experiment  was  unsatisfactory;  and,  at 
least  as  much  is  proved  in  favor  of  McCormick's  machine,  in 
this  respect,  as  of  Densmore's.  Several  witnesses  speak  upon 
this  subject,  and  they  give  a  most  satisfactory  reason  why 
Densmore's  machine  would  not  operate  successfully  when  the 
bolt  was  withdrawn,  and  the  frame  of  the  cutting  apparatus 
rested  on  the  ground.  The  machinery  by  which  the  cutting 
apparatus  is  operated  is  only  moved  as  the  main  wheel  re- 
volves, and  the  motion  is  effected  by  gearing  connected  with 
that  wheel.  Unless  the  wheel  bears  heavily  upon  the  ground, 
it  will  wholly  or  partially  slide,  instead  of  turning.  Its 
power  to  turn  the  gear  wheels  is  derived  from  its  firm  hold  on 
the  ground,  and,  if  it  slide,  the  machinery  does  not  operate 
successfully.  The  witnesses  say,  and  it  seems  quite  obvious, 
without  proof,  that,  removing  the  bolt,  and  permitting  the 
cutter  frame  to  fall  to  the  ground,  removes  from  the  wheel 
all  the  weight  of  the  cutter  frame  and  platform,  and  the 
greater  part  of  the  weight  of  the  cutter  bar,  and  so  renders 
the  wheel  liable  to  slide  on  the  ground,  instead  of  properly 
turning  the  gear  wheels  and  operating  the  cutters. 

The  suggestion  of  impracticability  comes  from  the  com- 
plainants and  their  witnesses.  They  allege,  that  McCormick's 
machine,  when  the  bolt  by  which  it  was  held  in  a  fixed  posi- 
tion was  removed,  ceased  to  be  a  practicable  machine.  As  a 
reaper,  and  carrying  the  heavy  platform,  cutter  bar  and  cutters, 
that  may  be  so ;  but,  if  it  is,  then,  for  the  same  reason,  and 
to  the  like  extent,  Densmore's  machine  was  impracticable 
also.    Indeed,  he  so  testifies ;  and  it  is,  I  think,  dear,  that 
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neither  were  or  could  be  successfully  used,  when  constructed 
as  they  were  constructed  and  described,  namely,  for  reaping, 
if  the  bolt  was  removed  and  the  frame  of  the  cutting  appa- 
ratus was  suffered  to  rest  on  the  ground.  It  is  true  of  both, 
that  they  were  reapers,  and  not  mowers.  Both  were  adjust- 
able, and  both,  when  used,  were  firmly  bolted,  so  as  to  retain 
the  cutters  in  a  fixed  position,  whether  higher  or  lower, 
Densmore's  record  of  his  original  patent  neither  shows  nor 
suggests  anything  else.  When  used,  the  frames  were  united, 
so  as  to  be,  in  substance,  one  frame,  wholly  incapable  of  the 
vibration  sought  to  be  claimed  in  the  reissued  patent ;  and  it 
appears,  most  conclusively,  that,  until  after  the  granting  of 
the  patent,  Densmore  never  contemplated  such  removal  at  all. 
Adjustment  to  more  than  one  fixed  position  was  all  that  he 
had  conceived ;  and,  if  it  had  been  proved  that  he  afterwards^ 
by  a  change  in  his  machine,  succeeded  in  giving  the  cutter 
frame  a  vibratory  moti6n,  accommodating  it  to  the  undula- 
tions of  the  ground,  in  a  manner  not  before  invented,  it  is 
immaterial  to  the  present  questions,  whether  the  change  was 
great  or  small.  Invention  may  be  as  necessary  to  reform  or 
adapt  an  existing  machine  to  the  performance  of  work  which 
it  would  not,  as  originally  constructed,  perform,  as  it  is  to 
make  a  new  machine ;  'and,  whether  this  is  done  by  removing 
a  device  or  by  adding  one,  by  removing  a  bolt  or  by  inserting 
a  bolt,  by  making  an  apparently  great  mechanical  change  or  a 
small  one,  the  principle  governing  the  subject  is  the  same. 
The  change  being  a  substantial  one,  and  producing  a  different 
result,  may,  if  it  be  new,  be  the  subject  of  a  new  patent ; 
but  it  is  not  to  be  covered  by  the  reissue  of  an  old  one,  which 
in  no  wise  disclosed  or  suggested  it,  and,  especially,  when,  in 
truth,  the  patentee  had  no  conception  of  it  when  his  patent 
was  granted.  Many  an  inventor  has  come  so  near  to  a  dis- 
covery and  its  application,  that  an  apjflirently  very  slight 
change  completes  it  and  gives  it  great  value,  and  yet  he  never 
attained  the  result.  A  striking  instance  illustrates  this,  and 
is  singularly  apt  to  the  present  discussion.  Japy,  brothers, 
as  early  as  1885,  invented  a  machine  for  smoothing  brass 
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pans,  kettles,  &c*  It  served  only  to  make  the  surface  smooth, 
after  the  pan  or  kettle,  &c.,  had  been  reduced  by  other  slow, 
and  what  woidd  now  be  deemed  tedious,  means,  to  the  de- 
sired form.  Subsequent  ingenuity  has  shown,  that  a  very 
slight  change,  either  in  the  form  of  the  edge  of  the  smoothing 
or  burnishing  tool,  or  even  of  the  direction  of  its  contact  with 
the  pan,  &c.,  (the  parts  being  appropriately  strengthened  for 
the  purpose),  produced  the  machine  for  spinning  metals  to 
form,  which  has  revolutionized  the  manufacture.  {The  Wa- 
terbury  Brass  Co.  v.  Miller^  9  Blatchf.  C.  C.  -ff .,  77.) 

But,  I  have  not  noticed  the  whole  change  which  was  neces- 
sary in  order  to  bring  the  machine  within  the  claim  of  the 
reissued  patent.  Something  more  than  removing  the  bolt  and 
Buffering  the  frame  of  the  cutters  to  fall  to  the  ground  was 
necessary ;  and,  on 'this  point,  the  witnesses  for  both  parties 
agree.  Even  according  to  the  testimony  of  Densmore  him- 
self,  the  other  part  of  the  machine  must  be  modified,  by  re- 
moving the  platform,  rake,  reel,  and  cutters,  and  substituting 
a  different  cutter  bar.  No  such  thing  had  been  conceived  by 
Densmore,  or  in  anywise  appears  in  his  suggestions,  until 
after  the  patent  was  granted ;  so  that,  when  that  patent  was 
granted  to  him,  the  free  vibration  resulting  from  the  removal 
of  the  bolt  had  not  been  devised,  and  was  not  intimated,  and, 
if  it  had  been,  it  would  have,  been  not  only  useless,  but  de- 
structive of  the  machine,  unless  other  changes  were  made 
which  had  not  then  been  devised,  and  were  not  intimated. 

My  conclusions  upon  this  branch  of  the  case  are,  therefore, 

1st.  That,  if  the  claim  of  the  patentee,  in  the  reissued 
patent  in  question,  be  regarded  as  a  broad  claim  to  hinging 
tlie  frame  of  the  cutters  to  the  wheel  frame,  and  making  it 
adjustable  by  changing  the  relative  elevation  of  the  two 
frames,  the  patentee  was  anticipated  by  McCormick,  and  the 
utmost  that  the  patentee  could  claim  was  the  particular,  or 
special,  arrangement  of  the  two  frames,  which  he  used.  • 

2d.  That,  if  the  patentee  had  invented  before,  or  when  his 
patent  was  granted,  a  means  or  mode  of  bringing  the  cutters 
to  the  ground,  so  as  to  follow  the  undulations  of  the  surface. 


^ 
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the  same  had,  to  the  same  extent,  and  with  equal  approach  to 
usefulness  and  practicability,  been  long  before  invented  by 
McCormick,  and  that,  in  this  view,  also,  if  such  patentee  had 
any  claim,  it  was,  at  the  utmost,  to  the  special  arrangement, 
or  position,  of  the  parts. 

3d.  That,  in  fact,  the  patentee,  when  the  patent  was 
granted,  had  made  no  invention  which  permitted  the  cutters 
to  vibrate,  so  as  to  follow  the  imdulations  of  the  ground,  when 
in  use,  and  showed  no  such  invention  or  device  by  his  speci- 
fications, drawings,  or  model. 

4th.  That,  in  so  far  as  the  reissued  patent  claims  or  pur- 
ports to  secure  such  a  device  as  is  last  named,  it  is,  for  these 
reasons,  invalid. 

The  claim  of  the  complainants,  in  their  reissued  patent, 
which  the  defendants  are  charged  with  infringing,  has  been 
above  quoted.  The  second  and  only  other  claim  therein  is, 
for  a  wheel,  provided  with  a  crank  and  lever,  at  the  outer 
end  of  the  cutter  bar,  to  adjust  the  height  thereof,  as  de- 
scribed. It  is  a  remarkable  fact,  that,  whereas  the  original 
patent  related  to  other  devices,  and,  with  great  particularity, 
described  them,  and  contained,  in  all,  four  claims,  stating, 
fleverally,  what  the  patentee  claimed  as  hie  mvention  and 
wished  to  secure  by  patent,  the  reissue  makes  no  claim  what- 
ever to  those  devices.  It  abandons  all  of  them,  and  sets  up 
claims  entirely  new,  and  relating  entirely  to  other  and  dis- 
tinct parts  of  the  machine,  which  are  for  a  totally  different 
purpose,  and  possess  wholly  different  functions.  When  to 
this  is  added,  that  the  new  claims  embrace  what  did  not,  in 
fact,  appear  at  all  in  the  specifications,  drawings,  or  model  of 
of  the  original  patent,  and,  if  construed  broadly,  what  Dens- 
more  had  not  himself  invented,  when  that  original  patent  was 
granted,  and  that,  if  he  had,  in  any  sense,  made  the  discovery, 
it  was  not  new,  it  is  speaking  mildly,  to  say,  that  great  sus- 
picion attaches  to  the  case  of  the  complainants,  in  any  of  its 
features. 

The  reissued  patent  was  obtained  in  1862.  Before  that 
date,  the  importance,  if  not  the  indispensable  necessity,  for 
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the  purpose  of  mowing,  of  what  is  now  called  the  floating 
finger  bar,  following  the  undulations  of  the  ground,  was  fully 
known,  and  various  devices  had  been  invented  and  adopted, 
to  meet  that  necessity.  For  the  complete  attainment  of  the 
result  two  things  were  requisite — ^first,  that  the  cutters  should 
rise  and  fall,  in  their  forward  motion,  to  pass  over,  and  adapt 
themselves  to,  the  elevations  and  depressions,  lengthwise,  of 
the  cutter  bar ;  and,  second,  they  must  be  capable  of  rising 
and  falling  at  either  end,  to  accommodate  elevations  and  de- 
pressions in  their  path,  not  in  the  path  of  the  wheels.  For 
this  purpose,  the  use  of  a  short  finger  bar,  hinged,  at  the 
inner  end,  to  the  instrument  which  supported  it,  was  devised, 
and  the  supporting  device  was,  in  turn,  hinged,  so  that  that 
inner  end  could  rise  and  fall,  as  the  inequalities  in  the  sur- 
face of  the  ground  might  require.  The  complete  result  was 
attained,  which  gave  name  to  the  "  floating  finger  bar ;"  the 
whole  would  rise  or  fall  when  the  elevation  or  depression 
of  the  ground  required  it,  and  either  end  would  separately 
rise  or  fall  when  the  elevation  or  depression  of  the  ground 
required  that,  in  order  to  conformity  thereto.  In  this  state 
of  progress  in  the  construction  of  machines  for  mowing,  it  . 
became  obvious,  that  any  one  who  was  entitled  to  an  exclu- 
sive right  to  all  devices  which,  by  hinging  the  cutter  to  the 
the  machine,  made  it  capable  of  rising  and  falling  with  the 
surface,  would,  perhapap^  control  the  floating  finger  bar,  al- 
though the  device  of  a  short  finger  bar,  itself  hinged,  so  that 
either  end  might  rise  or  fall  without  the  other,  was  the  in- 
vention of  another.  Here  was  a  great  temptation,  and  in 
this  is  the  secret  of  the  reissue  in  question — an  attempt  to 
extend  an  original  patent  over  a  feature  in  harvesting  ma- 
chines, which,  in  my  opinion,  it  did  not  embrace,  and  which 
the  patentee  had  in  no  wise  conceived  when  he  obtained  that 
patent ;  and  hence  appear  the  sweeping  terms  of  the  claim 
of  the  reissue  in  question. 

II.  If  the  foregoing  conclusions  are  correct,  there  is  no 
question  of  infringement  to  be  considered.  The  question  of 
infinngement,  is,  however,  an  important  question,  it  has  been 
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discussed  at  great  length,  and,  if  it  be  found,  that,  upon  a  just 
construction  of  the  patent,  or  upon  the  proofs  touching  the 
construction  and  operation  of  the  two  machines,  the  defend- 
ants do  not  infringe  any  exclusive  right  which  the  reissued 
patent  (if  valid)  secures  to  the  complainants,  then  it  is,  in 
turn,  immaterial  to  this  case  whether  the  reissued  patent  be 
held  valid  or  not.  I,  therefore,  consider  briefly  the  second 
question  above  stated.  If  the  reissued  patent  is  valid  for 
any  purpose,  or  to  any  extent,  do  the  defendants  infringe  any 
rights  secured  to  the  complainants  thereby  ? 

To  the  intelligible  consideration  of  that  question,  it  may 
be  advantageous  to  notice,  tbat  the  machine  described  in  the 
Densmore  patent  is  a  one-wheeled  machine.  To  the  use  of 
such  a  machine  it  is  necessary,  that  it  should  be  sustained 
against  its  tendency  to  tilt,  by  some  support  at  the  outer  ex- 
tremity of  the  cutters  ;  and  this  involved  the  necessity  of  a 
rigid  connection  of  the  cutter  bar  with  some  frame,  which,  by 
its  connection  with  the  axle  of  the  wheel,  or  with  the  wheel 
frame,  would  support  the  wheel  in  an  upright  position. 
Hence,  the  necessity  of  the  two  frames  described  in  the  pat- 
ent of  Densmore ;  and  herein  is  seen  one  of  the  important 
functions  and  offices  of  his  supplemental  frame. 

Again,  in  order  to  sustain  itself  against  the  pressure  of 
the  grain  or  grass  to  be  cut,  it  is  essential,  that  the  cutters,  or 
the  cutter  bar,  should  be  held  very  firmly,  to  prevent  wrench- 
ing or  separation  from  the  machine  by  backward  pressure  or 
thrust,  acting  through  the  entire  length  of  the  cutters,  and 
with  very  considerable  force  on  the  outer  end.  For  this  rea- 
son, in  Densmore's  machine,  the  finger  bar  was  set  in  a  frame, 
extending  the  whole  width  across  the  machine,  and,  by  firm 
attachment,  receiving  strength  to  resist  the  pressure  acting 
forcibly  at  its  outer  end.  As  a  reaper,  it  was  strengthened 
by  the  frame  of  the  platform.  If  it  could  be  used  as  a  mower, 
this  capability  to  resist  the  pressure  was  obtained  by  its  being 
firmly  set  in  what  are  called,  in  his  patent,  the  side  pieces  of 
his  main  frame. 

The  defendants'  machine  belongs  to  a  distinct  and  sepa- 
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Tate  organization,  which  asstgns  it  to  an  entirely  different 
«la86  of  machiDes,  and  has  capacities  which  do  not  belong  to 
the  others,  which  are  availed  of  by  the  defendants,  without 
infringing  the  devices  shown  in  the  complainants'  patent. 
Their  machine  is  supported  and  runs  upon  two  principal 
wheels,  which  sustain  the  machine.  There  is,  therefore,  no 
liability  to  tilting,  and  no  need  of  support  from  the  end,  or 
any  part,  of  the  finger  bar,  and,  therefore,  no  need  of  any 
auziUary  frame,  through  which  such  support  can  be  derived, 
and  there  is,  in  fact,  no  such  frame.  By  reason  of  this  change, 
there  is  no  need  of  a  finger  bar  rigidly  attached  (as  in  the 
complainants'  machine)  to  any  frame  from  which  it  obtains  its 
strength  or  power  to  resist  the  backward  thrust  or  pressure 
tending  to  wrench  it  from  the  machine.  These  ojflices  or 
functions  of  a  frame  and  supplemental  frame  are,  there- 
fore, dispensed  with.  Not  only  so,  it  is  material  to  add, 
that  the  short  finger  bar,  hinged  at  the  inner  end,  could 
not  be  used  at  all,  in  the  complainants'  machine,  even  if 
its  substitution  were  not  a  departure  from  the  invention 
described  in  the  patent.  The  defendants'  machine,  there- 
fore, not  only  does  not  use  the  frames  described  in  the  patent, 
but  the  functions  which  they  exhibit  in  the  complainants' 
machine  would  not  answer  at  all  in  the  defendants'.  Those 
functions  are  inconsistent  with  the  use  of  the  short  hinged 
cutter  bar. 

True,  there  must  be  an  attachment  of  the  finger  bar  to  the 
wheel  frame,  through  which  the  gearing  may  operate  the  cut- 
ters. But,  no  frame  is  necessary  for  that  purpose.  Any  at- 
tachment which  will  preserve  their  relative  position  is  suffi- 
cient. This  is  accomplished,  in  the  defendants'  machine,  by 
a  cross-bar  or  brace,  from  the  inner  end  of  the  finger  bar  to  a 
projection  from  the  wheel  frame,  pivoted  at  each  end,  so  that 
the  connection  may  be  perfectly  fiexible,  and  that  it  may,  at 
the  same  time,  keep  the  distance  of  the  finger  bar  from  the 
gearing  uniformly  the  same.  True,  also,  the  finger  bar  must 
be  sustained  against  the  backward  pressure  or  thrust  tending 
to  wrench  it  from  the  machine.    This  is  done  by  what  is 
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called  a  ^^  drag  bar/'  linked  to  the  forward  end  of  the  wheel 
frame,  and  hinged  to  the  shoe  which  carries  the  cutter  bar. 
It  is,  in  fact,  the  instrument  by  which,  through  its  attachment 
to  the  forward  end  of  the  wheel  frame,  the  finger  bar  is  drawn 
or  dragged  forward  to  its  work  of  cutting.  It  is  a  distinct 
and  peculiar  device,  necessarily  made  flexible,  to  admit  of  the 
use  of  a  short  finger  bar  hinged  at  the  inner  end,  and  to  per- 
mit it  to  oscillate,  so  as  to  raise  or  lower  the  points  of  the  cut- 
ters, when  that  is  desired.  It  was  the  introduction  of  two- 
wheeled  machines  which  made  the  devices  by  which  the  de- 
fendants carry  and  control  the  cutting  and  mowing  apparatus, 
practicable.  One  or  more  of  the  complainants'  witnesses  rep- 
resent this  drag  bar,  and  the  lateral  brace,  as  constituting  a 
supplemental  frame,  and  would  seem  to  intend  thereby  to 
bring  this  part  of  the  defendants'  machine  within  the  literal 
terms  of  the  complainants'  reissued  patent.  It  seems  to  me 
to  have  been  an  obvious  perversion  of  language  to  apply  to^ 
these  two  devices  the  same  designation.  Even  those  witnesses 
were  compelled,  in  order  to  satisfy  their  own  confused  idea  of  a 
frame,  to  include  with  these  bars  the  side  and  forward  end  of 
the  wheel  frame,  the  shoe  to  which  the  cutter  is  attached,  and 
the  projections  from  the  wheel  frame  to  which  the  bars  are 
linked.  They  call  the  frame,  in  which  the  wheels  are  placed 
a  frame,  and  then  include  that  a  second  time,  with  the  bars 
referred  to,  and  call  it  a  supplemental  frame.  This  seems  to 
me  evasion  and  a  trifling  with  the  subject.  There  is  not,  in 
mechanical  construction,  or  in  office  and  function,  a  frame  and 
a  supplemental  frame,  but  a  distinct  and  different  device, 
serving,  in  part,  some  like  purposes,  but  in  a  different  manner, 
and  serving  those  purposes  where  the  frame  used  by  the  com- 
plainants would  not  serve  them  without  the  aid  of  other  and 
supplemental  devices  not  found  in  the  complainants'  machine. 
This  is  not  all.  "When  used  as  a  reaper,  the  cutter  bar 
must  be  suspended  at  some  height,  greater  or  less,  from  the 
ground.  In  the  complainants'  machine,  as  already  shown, 
this  is  effected  by  using  the  frame  as  a  lever,  turning  on  the 
axle  of  the  wheel  as  a  pivot,  and  bolting  the  end  of  the  lever 
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•(or  frame)  in  the  required  position ;  and,  when  thus  prepared 
for  reaping,  the  two  frames  bolted  together  constitute  one 
rigid  frame,  holding  the  cutter  frame  firmly  in  position.  The 
defendants,  when  their  machine  is  used  as  a  reaper,  suspend 
the  cutter  bar  by  a  flexible  chain  passing  over  pulleys  or  rollers, 
not  holding  it  firmly  in  position,  leaving  it  free  to  oscillate 
and  to  turn  on  its  hinges,  and  only  limiting  its  possible  descent 
towards  the  ground.  Surely,  this  exhibits  no  likeness,  in 
mechanical  construction  nor  in  mode  of  operation,  to  the  com- 
plainants' supplemental  frame,  with  its  arrangement  as  a  lever, 
and  with  its  adjustment  by  bolting,  above  described. 

I  cannot  avoid  a  conclusion  in  conformity  with  the  testi- 
mony of  the  witnesses  for  the  defendants,  that  there  is  no  sup- 
plemental frame  in  the  defendants'  machine,  and  that  there 
are  not,  in  that  machine,  two  frames,  in  the  sense  in  which 
those  terms  are  employed  in  the  complainants'  reissued  patent, 
nor  in  any  proper  mechanical  sense,  nor  are  the  devices  em- 
ployed by  the  defendants  equivalents  of  the  frames  described 
in  that  patent.  And  I  think  I  ought  to  say,  that  the  testi 
mony  of  the  expert,  Mr.  Renwick,  that  .there  are  two  frames 
in  the  defendants'  machine,  must  have  been  misapprehended 
by  the  complainants'  counsel,  when  he  sought,  in  his  argu- 
ment, to  show,  by  that  testimony,  some  literal  correspondence 
of  the  defendants'  machine  with  the  words  of  the  reissued 
patent.  I  cannot,  for  a  moment,  suppose,  that  the  learned 
and  experienced  counsel  intended  to  pervert^the  testimony,  or 
promote  a  misconception  of  its  meaning.  The  witness  was 
speaking  of  a  specific  model  of  the  defendants'  machine,  as  a 
reaper,  and  having  the  platform  and  some  other  attachments 
pertaining  to  it  as  a  reaper,  and,  being  asked  if  it  had  two 
frames,  answered  that  it  had.  But,  what  he  meant  he  af  ter- 
ivards  stated,  namely,  a  frame  to  which  the  wheels  and  their 
gearing  and  the  devices  for  drawing  and  sustaining  the  cutters 
was  attached,  and  another  frame,  on  which  the  platform  was 
laid,  which  latter  frame  was  wholly  detached  when  the  machine 
was  used  for  mowing.  The  same  question,  answered  in  the 
fiame  sense,  would  have  assigned  to  the  complainants'  machine 
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three  frames.  The  witness  did  not  say  that  the  defendants' 
machine  had  two  frames,  in  the  sense  of  the  reissned  patent, 
but  the  contrary.  He  did  not  say  that  the  defendants'  drag 
bar  and  lateral  brace,  either  by  themselves  or  in  their  connec- 
tions, constituted  a  second  or  supplemental  frame,  but  he  very 
clearly  excluded  that  idea. 

Finally,  the  language  of  the  claim  in  the  reissued  patent  is 
exceedingly  broad ;  but  it,  in  its  very  terms,  involves  hanging 
the  driving  wheel  in  a  supplementary  frame,  or  its  equivalent, 
which  is  hinged  to  a  frame  which  carries  the  cutters,  (there  ex- 
pressly denominated  the  main  frame,)  while  its  opposite  ends 
may  be  adjusted  and  secured  at  various  heights,  or  be  left  free, 
as  desired,  whereby  the  cutting  apparatus  may  be  held  at  any 
desired  height,  for  reaping,  or  be  left  free  to  accommodate  it- 
self to  the  undulations  of  the  ground,  for  mowing,  substan- 
tially as  described.  This  is  not  to  be  construed  to  embrace 
every  possible  means  by  which  a  cutter  bar  may  be  suspended 
for  reaping,  and  permitted  to  follow  the  undulations  of  the 
ground  for  mowing.  If  it  should  be  so  construed,  then 
another  fatal  objection  to  the  complainants'  case  would  be  at 
once  suggested.  The  claim  is  too  broad,  and  is  void  on  that 
ground.  If  it  be  construed  to  embrace  every  machine  in 
which  a  frame  carries  the  cutter  T>ar  and  is  hinged  to  the 
frame  in  which  the  wheel  is  placed,  then  complainants  must 
fail,  for  the  reason  given  under  the  first  branch  of  the  discus- 
sion, namely,  that  this  would  include  McOormick's  machines, 
made  and  used  long  before,  as  well  as  for  the  reason,  also,  that 
the  defendants  have  never  used  the  hanging  of  the  wheel  in  a 
supplemental  frame,  or  its  equivalent,  made  adjustable  in  any 
manner.  Their  wheel  is  fixed  unchangeably  in  the  only 
frame,  properly  so  called,  which  they  use,  which  neither  acts 
as  a  lever,  vibrates,  or  is  made  adjustable  at  either  end,  or  in 
any  manner.  And  if,  as  suggested  in  the  other  branch  of  the 
discussion,  the  claim  can  be  construed  to  secure  to  the  com- 
plainants the  specific  arrangement  of  two  frames  in  the  posi- 
tion and  mode  of  operation  described  in  the  specification,  then 
the  defendants  have  not  infringed  it. 
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This  somewhat  incoherent  and  needlessly  diflfiise  discns- 
sion  of  the  case  necessarily  leads  to  the  conclusion,  on  both  of 
the  grounds  considered,  that  the  compladnants  cannot  sustain 
the  suit.     The  bill,  must,  therefore,  be  dismissed,  with  costs. 

David  Wright^  tor  the  plaintiffs. 

Oeorge  Harding^  for  the  defendants. 


John  J.  Freedman  vs.  Francis  Sigel. 

The  United  States  cannot  impose  a  tax  on  the  salary  of  a  Judge  of  the  Soperior 

Court  of  the  city  of  New  York,  by  imposing  a  tax  on  such  salary  as  the- 

income  of  such  Judge. 
It  makes  no  difference  that  the  salary  of  the  Judge  is  fixed  by  the  Board  of 

Supervisors  of  the  county  of  New  York,  or  that  it  is  payable  out  of  the 

treasury  of  the  city  of  New  York. 

(Before  Shifman,  J.,  Southern  District  of  New  York,  January  2d,  1873.) 

Shipman,  J.  This  is  an  action  brought  by  the  Honor- 
able John  J.  Freedman,  one  of  the  Justices  of  the  Superior 
Court  of  the  city  of  New  York,  to  recover  back  the  sum  of 
$162  37,  exacted  from  him  by  the  defendant,  as  collector  of 
internal  revenue  for  the  ninth  collection  district  of  New 
York.  This  exaction  was,  in  form,  a  tax  on  the  income  of 
the  plaintiff,  but  that  income  consisted  solely  of  his  salary  as 
a  Judge  of  one  of  the  most  important  judicial  tribunals  of  the 
State — a  Court  of  record,  having  a  wide  range  of  jurisdiction^ 
and  wielding  an  important  part  of  the  judicial  authority  of 
the  commonwealth.  The  sum  in  question  was  nothing  more 
or  less  than  a  tax  upon  the  plaintiff's  salary,  as  a  Judge  of  a 
State  Court.  The  amount  was  paid  under  protest,  and  it  is. 
conceded  that  the  plaintiff  is  entitled  to  recover,  if  the  tax  in. 


328  SOUTHERN  DISTRICT  OF  NEW  YORK, 

• 

Freedman  v.  SigeL 

question  was  not  warranted  by  law.  The  sole  question  now 
to  be  determined  is,  whether  this  assessment  on  the  salary  of 
the  plaintiff  was  legal. 

The  plaintiff  claims,  that  the  illegality  of  this  tax  is  con- 
clusively settled  by  the  case  of  The  Collector  v.  Day^  (11  Wal- 
lace^ 113.)  That  case  involved  the  validity  of  a  tax  upon  the 
salary  of  the  defendant,  Day,  as  Judge  of  the  Court  of  Pro- 
bate and  Insolvency  for  the  county  of  Barnstable,  in  the  State 
of  Massachusetts.  In  that  case,  the  salary  was  fixed  by  a 
statute  of  the  State,  and  was  payable  directly  out  of  the 
State  treasury.  The  Supreme  Court  held,  that  it  was  not 
competent  for  Congress  to  impose  the  tax  then  in  question 
upon  the  salary  of  a  State  judge.  It  is  obvious,  that  that 
decision  must  control  the  question  now  presented  for  con- 
sideration, unless  the  latter  can  be  distinguished,  by  some 
essential  feature,  from  that  determined  by  the  Supreme  Court 
in  the  case  cited. 

The  defendant  insists,  that  the  present  case  is  distinguish- 
able from  that  of  The  Collector  v.  2>ay,  in  the  following  par- 
ticulars :  (1.)  In  that  case,  the  salary  of  the  Judge  was  fixed 
directly  by  a  statute  of  the  State,  while,  in  the  present  one, 
the  salary  of  the  plaintiff  was  fixed  by  the  Board  of  Super- 
visors of  the  county  of  New  York.  (2.)  The  salary  of  Judge 
Day  was  payable  directly  out  of  the  State  treasury  of  Massa- 
chusetts, whereas,  the  salary  of  the  plaintiff  was  payable  out 
of  the  treasury  of  the  city  of  New  York.  (3.)  The  Court  of 
Probate  and  Insolvency  for  the  county  of  Barnstable,  Massa- 
chusetts, could  not  properly  be  termed  a  local  Court,  and  its 
judge  a  local  officer ;  whereas,  the  Superior  Court  in  question 
was  purely  a  local  Court,  belonging  to  a  class  of  tribunals 
known  only  to  the  cities  of  New  York  and  Buffalo,  the  jus- 
tices of  which  are  purely  local  officers.  I  will  briefly  consider 
these  points  raised  by  the  defence,  in  the  order  above  stated. 

MtbL  As  to  the  body  entrusted  with  the  power  of  deter- 
mining the  amount  of  salary.  In  the  one  case,  that  body  was 
the  Legislature  of  the  State,  and  in  the  other,  the  Board  of 
Supervisors  of  the  county,  acting  under  a  statute  of  the  State, 
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expressly  conferring  that  power  upon  them.  For  reasons, 
wise  and  salutary,  no  doubt,  the  Legislature  of  New  York, 
after  creating  the  Superior  Court,  and  conferring  upon  it  ex- 
tensive jurisdiction,  daw  fit  to  leave  the  amount  of  the  salaries 
of  the  Judges  to  be  determined  by  the  Board  of  Supervisors, 
and  conferred  upon  the  latter  authority  to  that  end.  But,  I 
apprehend  that  this  circumstance  does  not,  in  any  manner, 
^ect  the  nature  of  the  office  of  the  Judges  of  that  Court. 
They  are  still  judicial  officers  of  the  State,  wielding  that  part 
of  the  sovereign  power  of  the  State  committed  to  their  juris- 
diction. Their  salaries  constitute  their  sole  compensation, 
and,  when  once  fixed,  cannot  be  reduced  during  -the  terms 
for  which  they  are  respectively  appointed.  The  same  reason- 
ing which  led  the  Supreme  Court,  in  the  case  of  The 
Collector  v.  Day^  to  hold  the  tax  illegal,  applies,  with  equal 
force,  to  the  present  case.  In  both  cases,  the  Judges  exer- 
cise the  judicial  authority  of  the  State,  and  represent  its 
aovereignty  in  that  behalf.  Of  what  importance  is  it 
that  amount  of  salary  is  fixed  by  the  Legislature  itself,  or  by 
Another  body,  acting  under  the  authority  conferred  by  the 
Legislature  ?  If  a  State  were  to  create  a  commission  for  the 
purpose,  and  with  the  power,  of  fixing  the  salaries  of  all  its 
judicial  officers,  would  that  circumstance  change  the  nature 
of  the  judicial  office,  or  materially  afiTect  its  character,  as  one 
of  the  instrumentalities  by  which  and  through  which  the 
State  exercised  one  of  its  sovereign  powers  ?  I  apprehend 
there  can  be  but  one  answer  to  these  questions.  The  manner 
in  which  a  State  chooses  to  determine  the  salaries  of  its  judi- 
cial officers,  neither  changes  the  character  of  the  tribunals 
over  which  they  preside,  nor  the  relation  of  these  officers  or 
offices  to  the  State,  or  to  the  Federal,  Government.  The 
agency  which  the  State  chooses  to  employ  for  the  purposes 
of  determining  the  amount  of  its  Judges'  compensation  is  a 
purely  incidental  matter,  wholly  of  its  own  concern,  the  exer- 
cise of  which  in  no  way  changes  or  affects  the  relation  which 
the  two  Governments  bear  to  each  other.  The  line  which 
marks  and  limits  the  constitutional  power  of  each  remains 
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the  same,  unvaried  by  the  incidental  manner  in  which  each, 
or  either,  may  chooBe  to  exercise  its  acknowledged  and  un- 
questioned authority. 

Second.  As  to  the  immediate  source  from  which  the  salary 
is  derived.  In  the  case  of  The  Collector  v.  Daj/y  the  salary  of 
the  defendant  was  paid  directly  from  the  State  treasury. 
But,  suppose  the  Legislature  of  Massachusetts  had  seen  fit, 
after  creating  the  Courts  of  Probate  and  Insolvency  for  its 
respective  counties,  to  make  the  salaries  of  each  Judge  pay- 
able out  of  the  treasury  of  the  respective  county  over  which 
his  jurisdiction  extended.  Would  that  circumstance,  purely 
a  matter  of  legislative  regulation  and  discretion,  within  the 
undoubted  power  of  the  State,  have  changed,  in  any  essen- 
tial particular,  the  nature  or  powers  of  the  judicial  office  of 
the  Judge  of  those  Courts }  To  assert  such  a  proposition 
would  be  to  maintain  that  the  sovereign  power  of  a  State  de- 
pends upon  the  manner  in  which  it  exercises  its  discretion,  in 
the  details  of  its  administration,  and  the  distribution  of  its 
public  burthens.  The  right  of  Congress  to  tax  the  judicial 
offices  of  a  State,  certainly,  cannot  depend  upon  the  mode  by 
whidi  the  State  may  choose  to  raise  the  revenue  applied  to  the 
support  of  such  offices,  or  the  sources  from  which  it  may 
choose  to  draw  that  revenue.  These  are  mere  incidents  in  the 
exercise  of  undoubted  State  power,  in  no  way  affecting  the 
Federal  Government,  nor  having  any  tendency  to  enlarge  the 
power  of  the  latter  over  subjects  which  are  otherwise  beyond 
its  reach. 

Third.  As  to  the  alleged  local  character  of  the  office  held 
by  the  plaintiff.  On  this  point,  the  argument  in  behalf  of 
the  defendant  signally  fails.  The  Courts  of  Probate  and  In- 
solvency of  Massachusetts  are  Courts  of  a  more  local  char- 
acter and  limited  jurisdiction  than  the  Superior  Courts 
organized  by  the  State  of  New  York.  The  latter  are  clothed 
with  no  inconsiderable  part  of  the  general  judicial  power  of 
the  State,  with  none  or  only  partial  limitations  as  to  subject- 
matter  of  litigation,  while  the  former  are  Courts  of  limited 
and  inferior  jurisdiction,  whose  range  of  judicial  authority  is 
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narrow,  and  touches  only  a  very  limited  number  of  subjecte. 
It  is  obvious,  therefore,  that  this  alleged  diflTerence,  by  which 
the  defendant  seeks  to  withdraw  the  present  case  from  that 
of  The  Collector  v.  J?ay,  has  no  solid  foundation. 

Without  pursuing  the  subject  further,  I  am  entirely  satis- 
fied that  the  present  case  is  within  the  reason  and  authority 
of  ITie  Collector  v.  Day  ;  and  judgment  must,  therefore,  be 
rendered  for  the  plaintiff. 

Edward  FUch^  for  the  plaintiff. 

Noah  Davis  J  {District  Attorney^)  for  the  defendant. 


Levi  Deckeb 

vs. 

Fbedebiok  Gbote  and  othees.    In  Equity. 

The  claim  of  the  reissaed  letters  patent  granted  to  Leyi  Decker,  March  9ch, 
1869,  for  an  "  improvement  in  cnshions  for  billiard  tables,"  the  original  patent 
having  been  granted  to  him  December  18th,  1866,  namely,  "The  catgnt  or 
other  cord,  E,  partially  or  fully  embedded,  or  otherwise  attached,  at  the 
angle,  a,  of  the  mbber  cushion,  C,  so  as  to  protect  said  cushion  against  the 
impact  of  the  ball,  substantially  as  herein  shown  and  described,  and  for  the 
purposes  set  forth,"  covers  the  placing,  and  firmly  securing,  along  the  upper 
edge  or  comer  of  the  rubber  cushion,  a  strong,  narrow  cord,  to  receive  the 
impact  of  the  baU,  and  protect  the  cushion  against  such  impact,  by  reason  of 
its  being  placed  at  the  point  against  which,  and  against  which  alone,  the  baU 
strikes,  the  stiff  cord  receiving  such  impact,  in  substantially  a  horizontal 
direction,  and  preventing  the  cushion  from  giving  way  under  such  impact,  and 
from  allowing  the  ball  to  ride  over  it  and  leave  the  table,  while,  at  the  same 
time,  there  is  little  friction  from  the  impact,  and  the  elastic  force  of  the  rubber 
acts  fully,  through  the  cord,  interposed  between  it  and  the  ball,  to  repel  the 
ball,  in  substantially  a  horizontal  (tirection. 
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Qach.  daim  is  infnuged  by  embedding  the  cord  in  the  rubber  cushion  at  the 
upper  edge  of  it,  and  secnriog  it  there  by  placing  it  therein  while  the  rubber 
is  plastic,  and  before  it  is  vulcanized,  and  haying  a  thin  portion  of  the  rubber 
interposed  between  the  cord  and  the  outside  of  the  edge. 

Adding  a  device  to  give  tension  to  a  wire  run  through  the  edge  of  the  elastic 
cushion,  or  using  a  new  mode  of  introducing  such  wire,  by  a  perforation  near 
the  edge  of  the  rubber,  does  not,  even  though  such  devices  maybe  patentable, 
justify  the  use  of  the  substance  of  the  plaintiff's  invention,  or  the  employ- 
ment of  an  equivalent  for  the  plaintiff's  cord,  either  in  respect  of  material 
used,  or  in  respect  of  the  manner  of  securing  the  cord,  so  that  it  may  perform 
its  office. 

€uch  claim  is  not  anticipated  by  an  arrangentent  in  which  a  stiff  piece  of  elastic 
material  was  put  along  the  upper  face  of  the  rubber,  so  as  to  be  lifted  by  the 
force  of  the  baU,  when  the  ball  embedded  itself  in  the  rubber  beneath,  and 
to  act  as  a  spring,  to  hug  the  ball  down  the  table,  and  prevent  its  hopping  or 
jumping. 

The  testimony  of  a  witness  to  prove  prior  knowledge  of  the  plaintiff's  inven> 
tion,  stricken  out,  at  the  hearing,  on  motion,  on  the  ground  that  his  place 
of  residence  at  the  time  of  putting  in  the  answer  was  not  given  in  the 
answer. 

Abandoned  experiments,  commented  on. 

A  reissued  patent  sustained,  against  objections  as  to  its  variance  from  the  orig- 
inal patent,  in  what  were  mere  matters  of  mechanical  adaptation. 

{Before  Blatghford,  J.,  Southern  District  of  New  York,  January  2d,  1873. 

Blatchfobd,  J.  This  suit  is  brought  on  reissued  letters 
patent  granted  to  the  plaintiff,  March  9th,  1869,  for  an  '^  im- 
provement in  cushions  for  billiard  tables,"  the  original  patent 
having  been  granted  to  him  December  18th,  1866.  The  spe- 
cification of  the  reissued  patent  says :  "  My  invention  has  for 
its  object  the  preservation  of  cushions  for  billiard  tables 
against  the  impact  of  the  ball.  The  nature  of  my  invention 
consists  in  the  employment  or  use  of  a, catgut  or  other  strong 
cord,  located  in  or  at  the  upper  comer  or  edge  of  the  cushion, 
and  immediately  at  the  point  against  which  the  ball  strikes 
when  the  game  of  billiards  is  played.  *  *  *  C  is  a  body 
of  rubber,  which  forms  a  cushion  against  which  the  ball  strikes. 
This  said  rubber  cushion  has  its  inner  or  face  side  bevelled  in 
such  a  manner  that  the  ball  strikes,  at  about  its  centre,  against 
the  upper  comer  or  point  of  the  cushion,  as  clearly  shown  at 
^  fig.  1.    For  the  purpose  of  protecting  the  upper  comer  or 
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edge  of  the  cushion,  C,  against  the  impact  of  the  ball,  I  make 
a  small  concave  or  bed,  immediately,  or  as  near  as  may  be,  in 
the  tipper  corner  of  the  cashion,  so  that  a  suitable  cord,  E,  or 
other  support,  may  be  fitted  longitudinally  the  whole  length 
of  the  said  cushion,  around  the  table,  so  that  the  cushion  is 
fully  protected,  on  all  sides  of  the  table,  against  the  impact  of 
the  ball.  For  this  cord  and  support  of  the  cushion  I  usually 
employ  catgut,  or  cord  may  be  used  for  the  same  parpose,  but 
experience  proves  that  catgut  is  most  suitable  for  the  pur- 
pose, as  it  is  best  adapted  to  prevent  the  cushion  from  giving 
way,  or  yielding,  under  the  impact  of  the  ball,  it  being  un- 
derstood that  the  ball  only  comes  in  contact  with  the  cush- 
ion at  a,  the  bevel  or  inclination  being  given  the  face  of  the 
cushion  in  order  that  all  other  parts  of  it  will  be  kept  dear  of 
the  ball.  This  cord,  E,  may  be  more  thoroughly  secured  in 
its  position  by  moulding  it,  or  embedding  it,  entirely  within 
the  rubber,  near  the  comer,  so  as  to  perform  the  functions  for 
which  it  is  designed,  or  it  may  be  secured  by  gluing  a  strip 
of  cloth,  hj  over  it,  when  not  fiilly  embedded  in  the  rubber^ 
or  it  may  be  secured  by  any  other  well-known  means.  D 
is  a  strip  of  elastic  cloth,  which  is  cemented  to  the  face 
side  of  the  rubber  strip  or  cushion,  C,  and  attached,  at  its 
lower  edge,  to  the  lower  part  of  B,"  (elsewhere  described 
as  a  strip  or  cleat,  behind  C,)  '^  so  as  to  support  the  upper 
edge,  a,  of  C.  It  will  be  understood,  that  the  cord,  E,  is  at- 
tached to  D,  before  the  latter  is  secured  ta  the  cushion,  G,  and 
cleat,  B.  To  make  the  whole  more  secure,  I  usually  cover 
the  whole  with  the  cloth,  F,  and  after  cover  the  whole  again 
with  the  usual  green  clotl),  G.  This  cord,  E,  performs  two 
very  important  functions,  viz. :  it  gives  stiffiiess  to  the  angle 
or  comer,  a,  of  the  cushion  G,  so  that  it  cannot  yield  or  give 
way  under  the  impact  of  the  ball,  to  allow  the  latter  to  pass 
over  it ;  and  it  also  gives  prominence  to  the  said  angle,  so 
as  to  present,  under  the  yielding  of  the  cushion,  a  stiff, 
narrow  line  to  the  ball,  thus  obviating  much  friction,  so  as 
not  to  impede  the  motion  of  the  latter,  and  still  not  interfer- 
ing in  the  least  with  the  elastic  effects  of  the  cushion  upon 
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the  ball.''  The  claim  is  in  these  words :  ^^  The  catgut  oi; 
other  cord,  E,  partially  or  fully  embedded,  or  otherwise  at> 
tached,  at  the  angle,  a,  of  the  rubber  cushion,  C,  so  as  to 
protect  said  cushion  against  the  impact  of  the  ball,  substan- 
tially as  herein  shown  and  described,  and  for  the  purposes 
set  forth." 

It  is  quite  apparent,  that  the  invention  set  forth  is  the 
placing,  and  firmly  securing,  along  the  npper  edge  or  comer 
of  the  rubber  cushion,  a  sti^ong,  narrow  cord,  to  receive  the 
impact  of  the  ball,  and  protect  the  cushion  against  such  im- 
pact, by  reason  of  its  being  placed  at  the  point  against  which, 
and  against  which  alone,  the  ball  strikes.  When  the  impact 
comes,  the  stiff  cord  receives  it,  in  substantially  a  horizontal 
direction,  and  prevents  the  cushion  from  giving  way  under 
such  impact,  and  allowing  the  ball  to  ride  over  it  and  leave 
the  table,  while,  at  the  same  time,  there  is  little  friction 
from  the  impact,  and  the  elastic  force  of  the  rubber  acts  fiilly, 
through  the  cord,  interposed  between  it  and  the  ball,  to  repel 
the  ball,  in  substantially  a  horizontal  direction. 

The  great  utility  of  the  invention,  in  tending  towards 
perfection  in  the  billiard  table,  is  shown  by  the  evidence. 
The  inventor  was  an  experienced  manufacturer  of  billiard 
tables.  The  cushion  had,  up  to  the  time  of  his  invention, 
in  the  latter  part  of  1864,  been  faced  with  a  flat  facing, 
made  of  various  materials.  But,  the  flat  facing  failed  to  add 
the  necessary  greatqf  proportional  strength  to  the  upper 
comer  or  edge,  and  the  plaintiff  sought  to  do  that,  while, 
at  the  same  time,  the  rubber  below  the  edge,  not  being  faced, 
would  have  its  elastic  action  left  unimpaired.  The  idea  of  a 
cord  of  catgut,  to  be  secured  to  the  upper  edge,  suggested 
itself  to  him.  He  arranged  it,  in  the  manner  described  in 
the  specification  of  the  reissue,  and  shown  in  the  drawing, 
by  laying  the  catgut  along  the  edge  of  the  elastic  cloth  which 
he  had  been  using  as  a  facing,  and  securing  it  there  by  wrap- 
ping a  piece  of  cloth  around  it,  and  attaching  that  to  the 
elastic  cloth,  and  cementing  the  latter  to  the  rubber.  The 
moment  the  invention  became  known,  it  went  extensively 
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into  ase^  and  the  cnshion  thus  made  superseded  all  other 
forms.  A  resulting  feature  of  the  arrangement  is  shown  by 
the  evidence  to  be,  that  a  larger  amount  of  the  elasticity  of 
the  cushion  is  brought  to  bear  at  the  point  of  contact  of  the 
ball  with  the  cord,  than  when,  in  the  absence  of  the  cord,  the 
ball  strikes  the  rubber  itself.  The  cushion  is,  also,  protected 
from  wear.  Greater  accuracy,  also,  results  in  respect  to  the 
•direction  the  ball  takes  in  rebounding. 

In  the  defendants'  arrangement  the  cord  is  embedded  in 
the  rubber  cushion  at  the  upper  edge  of  it,  and  Is  secured 
there  by  being  placed  in  it  while  the  rubber  is  plastic,  and 
before  it  is  vulcanized,  and  by  having  a  thin  portion  of  the 
rubber  interposed  between  the  cord  and  the  outside  of  the 
edge.  There  is  no  doubt  that  the  defendants'  arrangement 
embodies  the  invention  claimed  in  the  plaintiffs'  reissued 
patent,  and  has  the  same  mode  of  operation,  in  use. 

The  novelty  of  the  invention  is  attacked,  by  reference  to 
an  application  filed  in  the  Patent  Office,  January  18th,  1858, 
by  William  B.  Carpenter,  for  a  patent  for  an  "  improvement 
in  billiard  cushions,"  and  which  was  rejected  April  10th, 
1858.  The  specification  filed  by  Carpenter  says:  ^^The 
nature  of  my  invention  consists  in  providing  a  block  of  india- 
rubber,  cut  or  moulded  in  the  desired  shape,  with  a  groove, 
which  groove  is  to  be  made  along  the  entire  upper  and  outer 
edge,  in  which  groove  is  to  be  placed  a  wire,  composed  of 
whalebone,  steel,  brass,  or  other  elastic  material,  suitable  for 
the  purpose."  Carpenter  then  proceeds  to  say,  in  the  specifi- 
cation, that  he  makes  a  groove  at  the  outer,  and  along  the 
entire  upper,  edge  of  the  rubber,  and  inserts  in  the  groove, 
along  its  length,  a  round  piece,  the  size  of  the  groove,  of 
whalebone  or  steel  or  brass  wire.  The  drawing  shows  the 
wire  lying  in  the  groove,  and  not  otherwise  secured,  and  with 
its  upper  face  exposed  to  view.  The  specification  says,  that 
the  cushion  is  to  be  ^^  covered  with  cloth,  in  the  usual  manner 
>of  billiard  cushions,"  and  is  then  ready  to  be  used.  It  then 
states,  as  the  reasons  for  such  arrangement  of  cushion,  that,  if 
a  ball  is  played  against  a  square-edged  cushion  of  rubber,  all 
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parts  of  the  eame  being  equally  elastic,  the  momentiim  of  the 
ball,  if  the  stroke  be  an  energetic  one,  will  be  liable  to  so  far 
overcome  the  resistance  of  the  rubber,  as  to  cause  the  ball  to 
jump  or  hop  either  on  or  off  of  the  table ;  that  he  wishes  to 
preserve  the  delicate  elasticity  of  the  rubber,  and,  at  the  same 
time,  to  keep  the  ball,  at  all  times,  upon  the  table  and  free 
from  hopping  or  jumping ;  that,  to  accomplish  this,  he  makes 
the  groove  in  the  rubber,  and  inserts  therein  the  whalebone 
or  wire ;  and  that  this  has  the  effect  of  stiffening  the  entire 
upper  edge,  and  prevents  the  momentum  of  the  ball  from 
overcoming  the  weakest  part  of  the  rubber,  because,  "  when 
the  ball  advances  with  considerable  force,  and  is  embedded  into 
rubber,  the  whalebone  or  wire  is  lifted,  the  ball  acting  as  a 
wedge,  and,  from  the  natural  tendency  of  the  wire  to  resume 
its  former  position,  it  hugs  the  ball  firmly  upon  the  table, 
which  allows  the  rubber  to  repel  the  ball  without  hopping  or 
jumping."  The  drawing  accompanying  Carpenter's  specifica- 
tion corresponded  therewith,  in  showing  the  rod  of  whale- 
bone or  wire  as  being  laid  in  a  groove  cut  in  the  top  surface 
of  the  rubber,  along  the  upper  and  outer  edge.  But,  the 
model  he  sent  therewith  showed  the  groove  as  cut  just  below 
the  top  surface,  and  in  that  face  of  the  cushion  which  would 
be  towards  the  bed  of  the  table.  The  Patent  OflSce,  in  a 
letter  to  Carpenter,  of  January  20th,  1858,  called  his  atten- 
tion to  tHis  discrepancy,  and  stated,  that  the  model  showed 
the  groove  "  along  that  face  of  the  rubber  cushion  against 
which  the  ball  strikes,"  and,  suggested  to  him,  that,  if  his 
specification  and  drawing  were  correctly  understood,  a  differ- 
ent model  would  be  necessary.  In  reply,  he  wrote  to  the 
OflSce,  saying,  that  the  specification  exactly  described  what 
was  meant  to  be  described,  and  that  the  drawing  agreed  there- 
with ;  that  there  was  a  discrepancy  between  the  specification 
and  drawing  and  the  model ;  and  that  he  would  make  another 
model,  showing  the  invention  truly,  as  he  wished  it  to  be 
shown,  that  is,  with  the  groove  and  wire  "  at  the  upper  and 
outer  edge  of  the  rubber,  and  not  at  the  inner  edge,  imme- 
diately in  contact  with  the  ball."    The  new  model,   con- 
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«tnicted  to  correepond  with  the  specification  and  drawing,  was 
4ient9  and  filed  Jannary  26th,  1858,  and  the  application  was 
rejected,  as  before  stated.  The  ground  of  rejection  was  a 
patent  granted  to  the  present  plaintiff,  December  15th,  1857, 
^^  for  the  combination  of  a  steel  spring  with  india  rubber,  for 
the  same  purpose.''  The  daim  asked  for  and  rejected  was, 
^^  the  forming,  in  a  block  of  rubber  for  billiard  cushions,  the 
.groove,  and  inserting  therein  the  round  whalebone,  steel,  or 
other  wire,  substantially  and  *for  the  purpose  as  herein 
described."  On  the  5th  of  June,  1858,  Carpenter  wrote  to 
the  OfBce,  that  he  withdrew  his  application. 

It  is  impossible  to  regard  this  application  as  anticipating 
the  plaintiff's  invention.  The  invention  of  Carpenter,  as 
shown  in  his  specification  and  drawing  and  correct  model, 
was  one  of  a  wholly  different  character  from  that  of  the 
plaintiff.  Carpenter  shows  that  he  intended  that  the  ball 
should  be  played  against  the  rubber,  and  should  embed  itself 
^'  into  the  rubber,"  and  that  the  rubber  should  not  receive  the 
impact  of  the  ball  through  the  medium  of  the  whalebone  or 
wire.  His  device  was  one  merely  to  put  a  stiff  piece  of  elas- 
tic material  along  the  upper  face  of  the  rubber,  which  should 
be  lifted  by  the  force  of  the  ball,  when  the  ball  embedded 
itself  in  the  rubber  beneath,  and  should,  by  its  action  as  a 
iipring,  hug  the  ball  down  to  the  table,  and  prevent  its  hop- 
ping or  jumping.  This  is  a  different  arrangement,  and  for  a 
different  purpose,  from  that  of  the  plaintiff.  In  Carpenter's 
itrrangement,  the  whalebone  or  wire  does  not  receive  the 
impact  of  the  ball,  and  does  not  protect  the  cushion  against 
such  impact,  and  is  not  placed  at  the  point  against  which,  and 
against  which  alone,  the  ball  strikes ;  the  whalebone  or  wire 
has  no  effect  to  reduce  the  friction  of  the  impact  of  the  ball ; 
the  elasticity  of  the  rubber  is  not,  by  the  wire,  concentrated 
at  tho  point  of  impact  of  the  ball ;  the  cushion  is  not  pro- 
tected by  the  wire,  from  wear  at  the  point  where  the  ball 
strikes ;  and  no  greater  accuracy  of  direction,  in  the  ball,  in 
rebounding,  results  from  the  use  of  the  wire.    These  are  all 

features  of  the  plaintiff's  arrangement.    The  only  feature 
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that  is  common  to  the  two  srrangemonts  is,  that  the  stiffen- 
ing of  the  edge  of  the  rubber  has  the  effect  to  prevent  the 
ball  from  jumping.  Bat  this,  while  it  is  an  incident  of  the- 
plaintiff's  arrangement,  does  not  cover  other  features  which 
the  claim  of  his  patent,  read  in  connection  with  the  body  of 
his  specification,  sets  forth  as  inherent  in  his  arrangement ; 
and  those  features,  so  set  forth,  are  not  found  in  Carpenter's 
arrangement. 

Another  difficulty  in  Oai^nter's  arrangement  is,  that  he 
neither  shows  nor  describes  any  mode  of  fastening  or  secur- 
ing the  whalebone  or  wire  in  the  groove,  except,  that,  after  it 
is  "  placed,"  or  "  inserted,"  in  the  groove,  the  cushion  is  to 
be  ^^  covered  with  cloth,  in  the  usual  manner  of  billiard 
cushions."  It  is  evidently  not  intended  to  be  secured  or 
fastened,  so  as  to  become,  as  is  necessary  in  the  plaintiff's 
arrangement,  an  integral  part  of  the  structure  of  the  rubber 
cushion,  for  Carpenter  describes  it  as  intended  to  be  lifted  by 
the  action  of  the  ball,  as  a  wedge,  when  embedded  in  the 
rubber  beneath  it.  Hence,  in  Carpenter's  arrangement,  the 
wire  does  not  receive  a  practically  horizontal  blow  from  the 
ball,  and,  in  yielding,  compress  the  rubber  behind  it,  and 
bring  the  elastic  force  of  such  rubber  into  action  to  repel  the 
ball  in  a  horizontal  direction.  That  is  an  essential  feature  of 
the  plaintiff's  arrangement,  for  he  says,  in  the  specification  of 
his  reissue,  that  the  face  of  the  rubber  cushion  is  so  bevelled, 
that  the  ball  strikes,  at  about  its  centre,  against  the  upper 
corner  or  edge  of  the  cushion,  along  and  in  which  the  cord 
lies,  and  that  the  ball  does  not  come  in  contact  with  the 
cushion  at  any  other  part  of  the  cushion.  A  lifting  of  the 
cord,  as  in  Carpenter's  arrangement,  would  entirely  destroy 
the  plaintiff's  arrangement.  Hence,  the  plaintiff  firmly 
secures  his  cord  in  place,  so  that  it  may  receive  the  horizontal 
blow.  No  such  arrangement  is  found  in  Carpenter's  specifi- 
cation. But,  such  arrangement  is  found  in  the  defendants' 
structure.  The  thin  edge  of  rubber,  interposed  between  the 
defendants'  cord  and  the  outer  extremity  of  the  cushion, 
merely  acts  to  hold  the  cord  in  place,  so  that  it  may  be  always 
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in  position  to  receive  a  practically  horizontal  blow,  and  is  a 
mere  equivalent  for  the  cloth  in  which  the  plaintiff  wraps  his 
cord.  There  is  an  advantage,  as  respects  utilizing  the  elastic 
force  of  the  rubber  to  the  greatest  possible  degree,  in  having 
the  cord  as  near  to  the  ball  as  possible,  but,  if  it  makes  too 
prominent  an  edge,  its  covering  is  apt  to  wear  too  rapidly. 
But,  that  is  a  question  only  of  durability.  The  invention  of 
the  plaintiff  is  employed,  if  the  cord  is  found  in  the  place 
indicated,  so  firmly  secured,  and  so  arranged,  as  to  act  always, 
in  the  manner  indicated,  in  combination  with  the  cushion 
behind  it,  in  reference  to  a  blow  from  the  ball,  delivered  in 
the  manner  stated.  The  defendants  make  and  sell  a  structure 
of  that  kind,  and  no  such  structure  is  found  in  Carpenter's 
arrangement. 

As  respects  what  appears  in  Carpenter's  first  or  incorrect 
model,  (both  of  the  models  being  now  in  the  Patent  Office,) 
it  is  manifest,  that  he  never  pretended  to  have  made  an  in- 
vention of  anything  shown  in  it,  if  it  shows  anything  different 
from  what  is  shown  in  his  second  model.  He  expressly  says, 
in  his  letter  to  the  Office,  that  the  first  model  does  not  show 
his  invention  "  truly."  Whatever  there  is  in  the  first  model, 
therefore,  that  is  different  from  what  is  in  the  second  model, 
was,  at  most,  a  mere  abandoned  experiment,  not  amounting 
to  an  invention.  It  is  manifest,  moreover,  that  a  structure 
like  that  represented  by  such  first  model  would  be  open  to 
many  of  the  objections,  before  specified,  to  which  one  like  such 
second  model  is  open. 

Carpenter  was  examined  as  a  witness  on  the  part  of  the 
defendants.  His  name  is  not  set  forth  in  the  answer  as  that 
of  a  person  to  or  by  whom  the  plaintiff's  invention  was  pre- 
viously known  or  used.  His  application  of  January  18th, 
1858,  is  referred  to  in  the  answer,  as  containing  the  plaintiff's 
invention.  But,  his  place  of  residence  at  the  time  of  putting 
in  the  answer  is  not  given  in  the  answer.  After  he  was 
sworn  as  a  witness,  and  before  any  questions  were  put  to  him, 
an  objection  was  entered  on  the  record,  on  the  part  of  the 
plaintiff,  to  his  being  examined,  on  the  ground  that  he  had 
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not  been  named  in  the  answer,  and  that  the  notice  required 
by  statnte  had  not  been  given  of  his  examination.  The  bill 
in  this  suit  was  filed  in  Angost,  1871.  He  was  cross-exam- 
ined de  hene  eaWj  xmder  the  same  objection  so  made  to  his 
•direct  examination.  Snch  objection  to  the  testimony  of  Oaiv 
penter,  so  £Etr  as  it  tends  to  prove  prior  knowledge  or  use  of 
the  plaintiff's  invention,  was  insisted  on  at  the  hearing,  and 
a  motion  was  made  by  the  plaintiff  to  strike  out  such  testi- 
mony, in  such  respect.    The  motion  must  be  granted. 

But,  even  if  the  testimony  of  Carpenter  were  to  be  ad- 
mitted in  such  respect,  it  adds  nothing  to  what  appears  in  his 
application.  He  says,  that  he  made  experiments  with  ^^  the 
cushions  "  shown  in  the  two  models,  before  he  applied  for  a 
patent ;  that  those  experiments  were  using  ^'  a  cudiion  "  two 
feet,  or  less,  long,  screwed  to  the  bed  of  a  table,  and  tested 
for  about  half  a  day  by  various  parties ;  that  such  experiments 
were  considered  satisfactory  enough,  in  hindering  the  ball 
from  jimiping,  to  apply  for  a  patent ;  and  that  the  cushion 
stood  the  blows  of  the  ball,  and  the  wire  was  not  dislodged. 
It  does  not  appear  that  any  billiard  table,  provided  with  such 
cushions  as  Carpenter's,  was  ever  made  by  him  or  any  one 
else.  The  whole  matter,  so  far  as  Carpenter  testifies  to  having 
done  anything,  was  an  abandoned  experiment. 

What  is  found  in  letters  patent  granted  to  John  Syrcher, 
November  10th,  1863,  for  a  ^*  bOliard  cushion,"  is  adduced  to 
destroy  the  novelty  of  the  plaintiff's  invention.  Syrcher 
uses  thin  strips  of  horn,  cut  spirally,  in  connection  with  hard 
>or  soft  rubber,  to  form  a  cushion.  The  strip  of  horn  is  used 
as  a  facing  to  the  rubber  pad,  or  is  inserted  into  a  long  slit 
cut  in  the  pad,  and  made  fast  therein  by  rubber  cement.  The 
grain  of  the  horn,  in  the  spiral  strip,  runs  crosswise  of  the 
strip,  so  that,  when  the  ball  strikes  the  cushion,  the  spring 
action  of  the  horn,  although  crosswise  of  the  strip,  is 
with  the  grain,  and  not  crosswise  of*  the  grain.  When 
the  strip  is  inserted  in  the  pad,  it  is  shown  as  extending 
downward  from  the  upper  exterior  comer  of  the  pad,  in  a 
43lanting  direction,  away  from  the  face  of  the  pad.    A  facing 
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to  the  pad  presents  nothing  in  common  with  the  plaintiff's 
invention.  In  the  case  of  the  inserted  strip  of  Syrcher,  the 
action  of  the  cushion,  under  the  impact  of  the  ball,  is  differ- 
ent from  what  it  is  in  the  plaintiff's  arrangement.  The 
cushion  does  not  yield  in  substantially  a  horizontal  direction^ 
because  of  the  interposition  of  the  strip  of  horn.  For  the  same 
reason,  the  resilience  of  the  rubber  is  not  returned  to  the 
ball  in  substantially  a  horizontal  direction.  By  inserting  the 
strip,  Syrcher  destroys  the  homogeneous  character  of  the 
cushion.  The  plaintiff  preserves  the  homogeneous  character  of 
the  cushion.  From  this  difference  results  the  different  action 
of  the  two  cushions  under  the  impact  of  the  ball,  and  in  re- 
sponse thereto.  It  follows,  that  nothing  in  Syrcher's  arrange- 
ment anticipated  the  plaintiff's  invention. 

As  to  what  Delaney  did  in  Oalifomia,  he  details  a  series 
of  abortive  and  abandoned  experiments.  He  himself  calls 
them  experiments.  One  of  them  he  describes  as  the  use  of 
rubber,  with  "  whalebone  and  drum  snares  cut  into  the  upper 
edge,  and  there  fastened  into  the  groove  with  court  plaster, 
to  hold  the  whalebone  or  drum  snares  put  into  the  rubber." 
He  says,  that  he  inserted  the  drum  snare  as  close  as  possible 
to  the  upper  edge  of  the  cushion,  along  such  edge,  ^^  and  about 
one-fourth  of  an  inch  from  the  face  where  the  ball  strikes ; " 
that  he  discontinued  the  use  of  drum  snares  and  commenced 
using  whalebone  because  he  thought  it  was  better,  as  having 
more  elasticity;  that  he  discontinued  the  use  of  whalebone 
because  some  one  offered  to  furnish  him  strips  at  less 
money  than  he  was  paying,  if  he  would  use  such  strips ;  and 
that  he  did  not  apply  for  a  patent  for  inserting  drum  snares 
or  whalebones  in  rubber  billiard  cushions,  because  he  did  not 
think  it  was  of  any  value  at  the  time. 

The  answer  sets  up  that  the  reissued  patent  granted  to  the 
plaintiff  is  void,  for  the  reason  that  it  describes  and  claims 
an  invention  different  from  any  invention  described  or  claimed, 
or  intended  to  be,  in  the  original  patent,  or  shown  in  the 
model,  drawings  or  application  on  which  the  original  patent 
was  granted.  The  drawings  of  the  reissue  are  the  same  as. 
those  of  the  original  patent. 
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It  is  objected,  (1)  that  the  original  patent  states  that  the 
invention  consists  in  applying  a  cord  "to"  the  upper  angle 
of  the  cushion,  while  the  reissue  states  that  it  consists  in 
using  a  cord  located  "  in  or  at "  the  upper  comer  or  edge  of 
the  cushion ;  (2)  that  the  reissue  states  that  a  small  concave 
or  bed  is  made  immediately,  or  as  near  as  may  be,  in  the 
upper  comer  of  the  cushion,  in  which  the  cord  may  be  fitted, 
while  the  original  specification  and  the  drawings  disclose  no 
such  concave  or  bed ;  (3)  that  the  reissue  states  that  the  cord 
may  be  more  thoroughly  secured  in  its  position  by  moulding 
it,  or  embedding  it,  entirely  within  the  rubber,  near  the  comer, 
while  the  original  specification  and  the  drawing  do  not  sug- 
gest any  such  thing ;  (4)  that  the  reissue  suggests  the  em- 
bedding the  cord  partially  in  the  rubber,  while  nothing  to 
that  effect  is  found  in  the  original  specification  or  in  the 
drawing ;  (5)  that  the  partially  or  fully  embedding  the  cord, 
found  in  the  claim  of  the  reissue,  is  not  suggested  in  the  orig- 
inal specification  or  by  the  drawing.  The  specification  of  the 
original  patent  describes  the  cord  as  applied  to  the  edge  or 
angle  of  the  cushion,  by  enclosing  it  in  a  strip  of  cloth,  ce- 
mented to  a  strip  of  elastic  cloth,  which  itself  is  cemented  to 
the  face  side  of  the  rubber  cushion.  Whether  this  cord  is 
wholly  external  to  the  rubber  cushion,  and  so  requires  to  be 
firmly  attached  to  such  cushion  by  applying  means  of  ad- 
hesion, or  is  partly  within  such  cushion,  and  so  can  be  more 
easily  attached  with  firmness  thereto,  or  is  wholly  within  the 
cushion,  and  so  is  kept  firmly  in  its  place  by  the  rubber 
which  is  exterior  to  it,  is  a  mere  matter  of  mechanical  adap- 
tation, having  no  relation  to  the  real  invention.  Each  ar- 
rangement is  an  equivalent  for  the  other,  as  respects  such  in- 
vention. One  may  involve  more  durability  than  the  other, 
but  that  is  a  point  aside  from  the  invention.  The  plain tifiT 
testifies,  that,  when  he  arranged  the  cord  wholly  external  to 
the  rubber  cushion,  as  described  in  the  specification  of  his 
original  patent,  it  "  wore  the  cloth  a  little  faster  than  it  would 
otherwise ;"  and  that  he  then  had  a  set  of  moulds  made  in 
such  a  way  as  to  leave  a  groove  in  the  upper  edge  of  the 
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-cuflhion,  to  receive  the  cord,  which  obviated  the  objection  of 
wearing  out  the  cloth.  This  groove  admitted  of  a  partial 
embedding  of  the  cord  in  the  rubber.  Embedding  the  cord 
wholly  in  the  rubber  was  a  mere  question  of  degree.  The 
plaintiff  was  entitled  to  use  all  these  forms,  within  his  inven- 
tion, as  modifications  resulting  from  experience  in  its  use,  not 
involving  any  new  or  further  invention.  Within  the  rule 
laid  down  in  Seymour  v.  Osborne^  (11  WaUdce^  516,)  it  can- 
not be  said,  in  this  case,  that  it  is  apparent,  on  the  faces  of 
the  two  patents,  that  the  Commissioner  has  exceeded 
his  authority  in  granting  the  reissue,  or  that  there  is 
6uch  a  repugnancy  between  the  two  patents,  that  it  must  be 
held,  as  matter  of  legal  construction,  that  the  new  patent  is 
not  for  the  same  invention  as  that  embraced  and  secured  in 
the  original  patent. 

It  results,  from  these  considerations,  that  there  must  be  a 
decree  for  the  plaintiff,  for  a  perpetual  injunction,  and  an  ac- 
X20unt  of  profits,  and  an  ascertainment  of  damages,  with  costs. ''^ 

WiUiam  J.  A.  Fuller^  for  the  plaintiff. 

Benjarmn  F.  Lee  and  Anthony  Pollak^  for  the  defendants. 

*  In  June,  1878,  the  case  of  Zm  Btekw  y.  TPii/iam  iT.  Or\ffUh,  brought  on 
the  same  patent,  was  decided  by  Judge  Woodeuff.  In  his  opinion,  he  said: 
"  The  biUiard-cnshion  mannfactored  by  the  defendant  may,  yery  possibly,  be 
an  improyement  upon  that  of  the  pkintiff,  in  respect  to  the  use  of  a  deyice  for 
giying  tension  to  the  wire  run  through  the  edge  of  the  elastic  cushion,  and,  if 
so,  may  be  patentable,  so  as  to  giye  the  defendant  the  ezdusiye  right  to  his 
special  deyioe.  Possibly,  also,  he  may  haye  deyised  a  new  mode  of  introducing 
the  wire,  by  a  perforation  near  the  edge  of  the  rubber.  Neither  of  these  con- 
cessions will  justify  the  defendant  in  using  the  substance  of  the  plaintiff's  in- 
yention  for  stiffening  and  regulating  the  elastic  edge  of  the  cushion,  by  a  cord 
attached  thereto,  or  inserted  therein,  or  in  employing  an  equiyalent,  either  in 
respect  of  material  used,  or  in  respect  of  the  manner  of  securing  the  cord,  so 
that  it  may  perform  its  office.  The  proof  is  without  contradiction,  that  the  in- 
fringing device  operates  in  the  same  way,  and  by  substantially  the  same  means, 
to  produce  the  same  result.  In  regard  to  the  yalidity  of  the  reissue,  I  concur 
with  Judge  Blatohfobd,  in  the  case  of  Decker  y.  Grote!* 
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The  Manhattan  Life  Ikbttraitoe  Cokpant 


vs. 

The  Fabmebs  and  Citizenb'  National  Bank,  of  Bbookltn^. 
AND  Fbedebiok  A.  Platt,  BEOEiyEB.    In  EQumr. 

B.,  the  president  of  s  bank,  borrowed  money  of  M.,  for  his  own  use,  on  the 
secmity  of  560  shares  in  the  capital  stock  of  the  bank.  At  the  time,  B.  stood 
on  the  books  of  the  bank  as  the  owner  of  more  than  6<K)  of  Its  shares,  oertificates 
for  which,  iflsned  to  him,  were  oatstanding,  but  had  been  passed  away  by  him 
to  bonaJSde  holders*  In  anticipation  of,  but  without,  their  surrender,  B.  caused 
to  be  issned  to  himself  oertificates  for  550  shares,  and  gaye  them,  with  power  of 
attorney  to  transfer,  to  M.,  as  security  for  the  loan.  They  were  signed  byB., 
as  president,  and  by  R.,  as  cashier,  they  being  the  transfer  officers.  R.  knew, 
as  weO  as  B.,  of  the  irregularity  in  their  issoe.  At  the  time,  B.  held  certificates 
for  585  shares  of  tbe  stock  of  the  bank,  and  tbe  bank  had  certificates,  unissaed* 
for  other  shares,  which  had  been  sabscribed  for,  but  were  not  yet  paid  for.  The 
certificates  giren  to  M.  were  intended  to  represent  only  the  shares  represented 
by  the  certificates  the  surrender  of  which  was  anticipated.  H.  made  tbe  loan 
in  a  check,  on  the  faith  of  the  certificates.  B.  passed  the  check  to  the  bank, 
without  consideration,  and  the  bank  collected  it,  and  placed  the  money  among 
its  assets,  B.  and  R.  knowing  all  the  facts.  The  outstanding  certificates  were 
not  surrendered  or  cancelled,  nor  was  any  stock  transferred  on  the  books.  The 
bank  failed  and  a  receirer  of  it  was  appointed.  M.  demanded  back  his  money, 
and  tendered  the  certificates  for  surrender,  wMch  was  refused.  The  receirer 
being  about  to  exclude  M.  from  sharing,  as  a  creditor,  in  the  distribution  of  the 
assets  of  the  bank,  M.  brought  suit  to  restrain  the  receirer  from  doing  so : 
Meid,  that  a  fruud  was  committed  by  B.  on  M. ;  that  M.  was  entitied,  on  dis- 
coyering  the  fraud,  to  rescind  the  contract ;  that  the  bank  receiyed  the  money 
to  the  use  of  M.  and  was  liable  for  it  to  M. ;  and  that  M.,  on  surrendering  the 
certificates,  was  entitied  to  share,  as  a  creditor  of  the  bank,  in  the  distribution 
of  its  assets. 

(Before  Bbmsdiot,  J.,  Eastern  District  of  New  York,  January  6th,  1878.) 

Benedict,  J.  This  is  a  suit  in  equity  brought  to  obtain  a 
decree  declaring  the  plaintiffs  entitled  to  share,  as  creditors, 
in  the  distribution  of  the  assets  of  an  insolvent  national  bank,, 
and  enjoining  any  distribution  of  such  assets  otherwise  than 
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pro  roita  between  the  other  creditors,  and  the  plaintiffs  as 
creditors  to  the  amount  of  $10,000  and  interest. 

The  facts  upon  which  the  claim  to  this  relief  is  based  ap- 
pear in  the  evidence  as  foUows :  On  the  8th  of  Angost,  1867, 
one  Beach,  the  president  of  the  Fanners  and  Citizens'  Nsr 
tional  Bank,  a  corporation  then,  to  all  appearances,  solvent, 
borrowed  of  the  plaintiffs,  for  his  own  nse,  the  snm  of  $10,000, 
npon  the  secnritj  of  550  shares  in  the  capital  stock  of  the 
bank.  This  bank  had  formerly  been  a  State  bank,  with  a 
capital  of  $160,000 ;  bnt  it  had  been  changed  into  a  national 
bank,  as  anthorized  by  the  National  Banking  Act,  and  its 
capital  increased,  or  supposed  to  have  been  increased,  to 
$300,000.  The  stock  of  the  State  bank  held  by  each  stock- 
holder therein  had  been  changed  into  stock  in  the  national 
bank,  to  an  equal  amount,  and  the  outstanding  certificates  of 
stock  in  the  State  bank  were  treated  by  all  as  representing 
the  same  shares  in  the  national  bank,  until  surrender  and 
other  certificates  issued  in  their  place.  At  the  time  Beach 
effected  the  loan  in  question,  he  stood  on  the  books  of  the 
Farmer^  and  Citizens'  National  Bank  as  the  owner  of  shares 
of  its  stock  exceeding  550  in  number,  which  were  formerly 
shares  in  the  State  bank,  now  shares  in  the  national  bank. 
Certificates  in  the  usual  form,  representing  these  shares,  had, 
prior  to  the  change  to  a  national  bank,  been  given  to  one 
Crawford,  and  were  still  outstanding,  held  by  honajide  holders, 
as  security  for  loans.  These  certificates,  Beach  says,  he  antici- 
pated were  to  be  surrendered  by  Crawford,  on  the  8th  of 

'  August,  1867,  and,  in  anticipation  of  such  a  surrender  during 
the  day,  as  he  says,  he,  on  that  day,  caused  to  be  issued  and 
delivered  to  himself  certificates  representing  550  of  these 
shares  of  the  stock  of  the  bank,  no  surrender  of  the  outstand- 
ing certificates  having  been  made.  The  certificates  so  issued, 
with  a  power  of  attorney  to  transfer  and  sell,  he,  on  the  same 
day,  gave  to  the  plaintiffs,  as  security  for  their  loan  to  him. 
The  certificates  so  passed  to  the  plaintiffs  were  in  the  ordinary 
form,  and  certified  that  Beach  was  entitled  to  550  shares  in 
the  capital  stock  of  the  Farmers  and  Citizens'  National  Bank, 


846  EASTERN  DISTRICT  OF  N^W  YORK, 

Manhattan  Life  Ins.  Co.  v.  Farmers  and  CitlEens'  National  Bank  of  Brooklyn. 

transferable  only  on  the  books  of  the  company,  in  person,  or 
by  attorney,  on  the  surrender  of  the  certificates.  They  were 
signed  by  Beach,  as  president,  and  Bedfield,  as  cashier,  and 
these  officers  were  the  transfer  officers  of  the  bank.  The  cer- 
tificates were,  in  all  respects,  regular  upon  their  face,  but 
Bedfield,  the  cashier,  as  well  as  Beach',  the  president,  of  the 
bank,  knew  that  they  were  irregularly  issued,  because  certifi- 
cates for  the  same  stock  were  then  outstanding  in  the  hands 
of  bonajide  holders,  and  beyond  the  control  of  the  bank  or  of 
Beach.  At  the  same  time  Beach  did  hold  certificates  for  535 
shares  of  the  capital  stock  of  the  bank,  and  there  were,  also, 
in  the  possession  of  the  bank,  certificates  duly  made  out  and 
executed  for  a  much  larger  number  of  shares  of  stock,  which 
had  been  subscribed  for  as  part  of  increased  capital  of  the 
bank,  for  which  notes  had  been  taken,  and  to  which  the  sub- 
scribers named  in  the  certificates,  and  who  stood  on  the  books 
of  the  bank  as  stockholders  to  the  amount,  were  entitled,  upon 
payment  of  the  notes ;  but,  as  the  evidence  shows,  the  certifi- 
cates for  550  shares,  issued  on  the  8th  of  August,  1867,  and 
delivered  to  the  plaintiffs,  were  not  intended  to  represent  any 
of  these  other  shares,  but  represented  550  of  the  shares  cer- 
tificates for  which  had  been  given  to  Crawford,  and  the  return 
whereof  was  then  anticipated.  Upon  the  faith  of  the  certifi- 
cates so  issued  on  August  8th,  Beach  obtained  of  the  plaintiffs 
their  check  for  $10,000,  and  this  check  he  at  once  passed  into 
the  possession  of  the  bank,  without  any  consideration,  appar- 
ently with  the  intention  of  retiring  the  new  certificates  in  case 
the  old  ones  given  to  Crawford  were  not  surrendered  and  can- 
celled. The  bank  collected  the  check,  the  president  and  the 
cashier  both  knowing  the  circumstances  under  which  it  had 
been  obtained  from  the  plaintiflTs,  and  the  money  of  the  plain tiflTs 
thus  passed  into  the  assets  of  the  bank.  Kone  of  the  certifi- 
cates given  to  Crawford  were  ever  surrendered  or  cancelled, 
nor  was  any  transfer  of  the  stock  upon  the  books  of  the  bank 
attempted,  either  by  Crawford,  or  by  the  plaintiffs,  or  by  any 
other  person,  and  such  transfer,  doubtless,  became  impossible 
when,  shortly  after,  the  bank  failed  and  its  affairs  passed  into 
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the  hands  of  the  defendant  Piatt,  as  receiver,  appointed  by 
the  comptroller,  nnder  the  National  Banking  Act.  Upon  as- 
certaining, after  the  failure  of  the  bank,  the  character  of  the 
certificates  delivered  to  them,  the  plaintiffs  at  once  offered  to 
surrender  them  and  demanded  back  their  money,  which  being 
refused)  and  the  receiver  announcing  his  intention  to  exclude 
them  from  sharing,  as  creditors,  in  the  distribution  of  the 
assets  of  the  bank,  this  action  was  brought. 

It  will  be  seen,  from  the  facts  above  stated,  that  the  trans- 
action of  the  8th  of  August,  on  the  part  of  the  bank  officers, 
was  a  duplication  of  certificates  for  550  shares  of  actual  and 
valid  stock  of  the  bank  then,  as  now,  standing  in  the  name 
of  Beach,  the  president,  upon  the  transfer  books  of  the  bank, 
but  of  which  Beach  was  not  then  the  owner,  he  having  al- 
ready passed  away  his  title. 

The  main  question  in  the  case  then  arises — ^whether  a  fraud 
upon  the  plaintiffs  was  committed  by  Beach,  when  he  passed 
to  them,  as  regular  and  valid,  such  certificates  as  those  of 
August  8th.  Clearly,  there  was  fraud.  By  necessary  im- 
plication, Beach,  when  he  delivered  the  certificates  to  the  plaint- 
iffs, represented  that  he  was  then  the  owner  of  the  stock 
referred  to  therein ;  that  no  other  person  than  the  holder  of 
those  certificates  was  entitled  to  that  stock ;  and  that  the  stock 
could  not  be  transferred  upon  the  books  of  the  bank  except 
upon  a  surrender  of  those  certificates.  Whereas,  Beach  was 
not  the  owner  of  the  stock,  the  holder  of  other  certificates 
for  the  same  shares  was  entitled,  upon  a  surrender  thereof, 
to  becotne  the  stockholder  thereof  on  the  books  of  the  bank, 
and,  although  a  transfer  of  the  shares,  if  actually  made  by 
the  bank,  upon  a  surrender  of  these  certificates,  would  cut  off 
the  equitable  rights  of  other  parties  to  the  shares,  still,  such 
a  transfer  would  be  rendered  impossiUe  by  a  prior  surrender 
of  the  old  certificates  and  a  transfer  of  the  shares  to  the 
holders  thereof,  and  could  not  be  compelled,  as  against  such 
holders,  theirs  being  the  prior  of  two  equal  equities.  Herein 
lay  the  fraud  upon  the  plaintiffs,  and,  by  reason  of  that  fraud, 
the  plaintiffs  became  entitled,  upon  discovering  it,  to  rescind 
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the  contract,  give  up  the  certificates,  and  demand  their  money. 
This  they  elected  to  do,  and  their  demand  is  good  against  the 
bank,  because  of  the  conceded  fact,  that  their  check,  obtained 
by  fraud,  was  delivered  to  the  bank  without  consideration, 
and  with  full  notice  of  the  circumstances  under  which  it  was 
obtained,  not  only  through  Beach,  its  president,  but  through 
Bedfield,  its  cashier,  who  received  it ;  and  the  bank,  after  such 
notice,  collected  the  check  and  now  has  the  money.  Money 
so  collected  is  money  had  and  received  to  the  use  of  the 
plainti£b. 

It  is  no  answer  to  this  view  of  the  case,  to  say,  that  the 
certificates  of  August  Sth  were  valid  to  give  the  plaintifb  a 
right  of  action  against  the  bank  in  the  event  of  a  failure  to 
obtain  a  transfer  of  the  shares  represented  thereby.  Whether 
the  certificates,  passed  to  the  plaintiffs,  were  or  were  not  suffi- 
cient security,  is  immaterial*  They  were  not  the  kind  of  se- 
curity that  was  agreed  for,,  but  of  a  different  character ;  and 
the  false  representation  of  their  character,  which  Beach,  by 
necessary  implication,  made,  when  he  signed  and  delivered 
them  to  the  plaintifib,  gave  the  plaintiffs  the  right,  on  dis- 
covering that  fact,  to  reject  them  and  sue  for  their  money. 

It  has  been  contended,  on  the  part  of  the  defendants,  that 
the  act  of  Beach,  in  issuing  the  certificates  of  August  Sth, 
in  legal  effect,  cancelled  the  certificates  of  the  shares  of  stock 
which  he  then  had,  and  thereby  rendered  the  certificates  given 
to  the  plaintiffs  regular  and  valid.  But,  the  testimony  is 
plain,  that  the  certificates  of  August  Sth  were  not  intended 
to  represent  any  of  the  shares  certificates  for  which  Beach 
then  had.  Beach  expressly  says,  that  he  told  Bedfield,  that 
those  certificates  were  not  to  be  cancelled,  nor  those  shares 
transferred.  None  of  those  certificates  ever  were  cancelled 
or  surrendered,  nor  w^  any  of  that  stock  transferred.  Be- 
sides, Beach  had  only  535  shares,  and  some  of  those  were  not 
in  his  name,  while  the  certificates  passed  to  the  plaintiffs  call 
for  550  shares  standing  in  his  name. 

Equally  unavailing  is  the  suggestion,  that  the  bank  itself, 
when  the  certificates  of  August  Sth  were  issued,  owned  a 
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large  nnmber  of  its  fihares,  being  those  of  new  subscribers,  held 
as  above  described,  and  that  these  are  to  be  deemed  repre- 
sented by  the  certificates  issued  to  the  plaintiffs,  thus  render- 
ing them  valid.  As  1  understand  the  evidence,  the  bank  had 
no  shares  whatever  applicable  to  such  a  purpose ;  but,  if  it  had 
the  power  so  to  deal  with  the  shares  referred  to,  none  of  them 
were  ever  placed  in  the  name  of  Beach  upon  the  books.  The 
bank  never  authorised  a  transfer  of  any  of  them  to  Beach  or 
to  the  plaintiffs,  and  it  was  never  intended  that  the  certifi- 
-cates  of  August  8th  should  represent  any  of  those  shares,  but 
only  shares  the  certificates  of  which  had  been  given  to  Craw- 
ford, and  were  then  outstanding.  The  fact,  that  the  bank,  in 
case  of  a  surrender  by  the  plaintiffs  of  the  certificates  of 
August  8th,  might  be  able,  if  then  so  minded,  either  by  the 
appropriation  of  Beach's  shares,  or  by  a  resort  to  shares  of 
its  own,  to  place  in  the  name  of  the  plaintiff  some  other  550 
shares  would  not  constitute  the  certificates  of  August  8th 
lawful  instruments,  valid  to  enable  the  plaintiffi,  at  their 
option,  to  be  placed  on  the  books  of  the  bank,  as  owners  of 
the  shares  of  stock  which  the  certificates  represented,  nOr 
would  it  make  true  the  representation  that  Beach  owned 
those  shares,  and  that  they  were  transferable  upon  a  sur- 
render of  those  certificates,  and  not  otherwise ;  and  it  would 
have  no  effect  to  impair  the  right  of  the  plainti&  to  reject 
those  certificates  because  of  the  fraud,  and  to  demand  back 
their  money. 

My  opinion,  therefore,  is,  that,  upon  the  view  of  this  case 
above  expressed,  the  plaintiffs  are  entitled  to  the  relief  de- 
manded. I  am,  also,  of  the  further  opinion,  that,  when  the 
bank  took  and,  without  consideration,  applied  to  its  own  use 
the  money  obtained  by  its  president  by  means  of  the  certifi- 
cates of  August  8th,  and  with  frill  knowledge,  not  only 
through  Beach,  its  president,  but,  Bedfield,  its  cashier,  that 
the  money  had  been  obtained  upon  the  faith  of  duplicate 
certificates  of  stock  issued  by  the  bank  to  a  person  not  thep 
the  owner  of  the  stock,  the  bank  became  directly  liable  to 
the  plainti&  for  the  money,  as  the  borrower  thereof,  and 
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cannot  be  permitted  to  say  that  Beach  was  not  authorized  sO' 
to  obtain  tiie  money  for  the  bank. 

My  condnsion,  therefore,  is,  that,  upon  enrrendering,  for 
cancellation,  the  certificates  of  Angust  8th,  according  to  the 
tender  made,  the  plaintiffs  are  entitled  to  be  treated  as  cred- 
itors of  the  Farmers  and  Citizens'  National  Bank,  to  the 
amomit  of  $10,000,  with  interest  from  AngnstOth,  1867,  and 
that  any  distribution  of  the  assets  of  that  bank,  otherwise 
than  pro  ratay  among  the  other  creditors  and  the  plaintiffs, 
,  as  SQch  creditors,  must  be  enjoined. 

Richard  C.  Fellows^  for  the  plaintiflEs. 

Tracy y  CaUin  <&  Van  Cott^  for  the  defendants. 


Mabt  F.  MoComb  V8.  Ira  Beard.    In  Equtty. 

The  inyention  deecribed  in  the  letters  patent  granted  to  Frederic  Cook,  Marob 
2d,  1858,  for  an  **  improyement  in  metallic  ties  for  cotton  bales^**  explained. 

The  third  daim  of  said  patent,  namely, "  The  herein  described  slot,  cat  through 
one  bar  of  clasp,  which  enables  the  end  of  the  tie  or  hoop  to  be  slipped  side- 
wise  underneath  the  bar  in  clasp,  so  as  to  effect  the  fastening  with  greater 
rapidity  than  by  passing  the  end  of  the  tie  through  endwise,"  defined. 

Such  claim  is  infringed  by  the  tie  described-  in  letters  patent  granted  to  George 
N.  Beard,  December  2'7th,  1870,  for  an  "improyement  in  cotton-bale  ties." 

Such  claim  is  new  and  yalid. 

(Before  Blatohfobd,  J.,  Southern  District  of  New  York,  January  9th,  1878.) 

Blatchford,  J.  This  suit  is  brought  on  letters  patent, 
owned  by  the  plaintiff,  granted  to  Frederic  Cook,  March  2d, 
1858,  for  an  "  improvement  in  metallic  ties  for  cotton  bales.'* 
The  patent  was,  on  the  17th  of  February,  1872,  extended,  for 
seven  years  from  the  2d  of  March,  1872,  but  this  suit  is  not 
brought  on  the  extended  term. 
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Cook's  inyention  is  a  friction  bnckle  or  clasp,  to  be  used 
with  an  iron  hoop  or  tie.  The  drawing  of  the  patent  repre- 
sents the  buckle  as  a  flat  rectangular  plate,  in  length  a  little 
more  than  double  its  width,  with  three  closed  slots  in  it,  par- 
allel to  each  other,  running  crosswise  of  the  plate,  thus  mak- 
ing four  cross-bars,  which  bars  are  set  o£F  from  the  plane  of 
the  body  of  the  plate,  in  altematfon,  the  first  and  third  bulg- 
ing from  one  face  of  the  plate,  and  the  second  and  fourth 
from  the  other.  Approaching  the  plate  from  either  end  of  it^ 
the  end  of  the  hoop  is  passed  over  the  first  bar,  then  under 
the  second  bar,  then  over  the  third  bar,  then  around  the  fur- 
ther side  of  the  third  bar,  then  back  again  under  the  third 
bar,  then  under  the  hoop  that  is  beneath  the  second  bar,  and 
then  over  the  first  bar,  and  between  it  and  the  hoop  that  is 
above  it,  such  end  of  the  hoop  being  left  to  project.  The 
buckle,  with  the  hoop  thus  arranged  in  it,  being  laid  on  the 
cotton  bale,  with  the  long  body  of  the  hoop  uppermost,  and 
such  body  being  cut  ofT  at  the  desired  length  for  the  bale, 
the  hoop  is  brought  around  the  bale,  and  the  unconfined  end 
is  then  passed  under  the  fourth  bar,  then  over  the  hoop  that 
is  above  the  third  bar,  then  under  the  second  bar  and  be- 
tween it  and  the  hoop  that  is  beneath  it,  then  around 
the  side  of  the  second  bar,  then  back  again  over  the  second 
bar,  then  over  the  two  hoops  that  are  above  the  third 
bar,  and  then  under  the  fourth  bar,  and  between  it  and 
the  hoop  that  is  beneath  it,  such  end  of  the  hoop  being 
left  to  project.  There  are,  thus,  two  loops  in  the  hoop,  one 
around  the  second  bar  and  one  around  the  third  bar,  the 
first  and  fourth  bars  serving  as  friction  bars,  to  prevent  the 
loops  from  slipping,  by  tightly  confining,  between  such  fric- 
tion bars  and  the  main  body  of  the  hoop,  the  parts  of  the 
hoop  which  are  in  contact  with  such  friction  bars.  The  parts 
of  the  hoop  which  form  the  loops  pass  by  each  other,  so  that 
when  the  loops,  by  the  strain  of  pulling  on  the  hoop,  are 
brought  to  pull  against  the  bars,  the  tendency  is  to  turn  the 
buckle  over,  end  for  end,  and  such  turning  over  is  prevented 
only  by  the  action,  before  mentioned,  of  the  first  and  fourth, 
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or  outer,  or  end,  bars,  as  friction  bars.  The  hoop  ifl  arranged 
in  the  bnckle  while  the  bale  is  nnder  compression  in  a  press, 
and,  when  the  strain  comes  on  the  hoop,  by  the  relaxation  of 
the  press,  the  greater  the  strain  the  greater  is  the  action  of 
the  friction  bars  in  holding  the  loops  from  slipping. 

In  addition  to  showing  a  buckle  with  four  solid  bars,  the 
patent  shows  the  fourth  bar  'with  a  slot  or  slit  cut  through  it, 
crosswise  of  its  length,  but  at  an  angle,  and  a  little  to  one 
side  of  the  centre  of  its  length,  and  with  the  adjacent  slot  in 
the  plate  made  longer  than  the  other  two  slots,  so  as 
to  enable  the  hoop  to  be  put  under  the  fourth  bar,  when  put 
under  it  the  second  time,  bj  slipping  it  through  the  slit,  and 
«o  under  the  fourth  bar,  and  to  be  so  arranged  as  to  bear, 
with  its  upper  side,  against  the  under  side  of  such  bar,  on 
each  side  of  the  slit.  This  dispenses  with  the  necessity  of 
putting  the  end  of  the  hoop,  the  second  time,  under  the 
fourth  bar,  and  drawing  the  hoop  through  to  its  proper  posi- 
tion, and  enables  the  operation  of  completing  the  fastening 
to  be  effected  more  quickly.  By  the  use  of  the  slit,  the  slack 
in  the  hoop  before  the  press  is  relaxed  can  be  taken  up  and 
held  better,  as  a  short  bend  can  be  made  at  once  to  make  the 
loop  around  the  second  bar,  without  leaving  such  loop  to  be 
made  by  drawing  the  hoop  through  under  the  fourth  bar. 

The  patent  has  three  claims :  (1.)  ^^  The  friction  clasp  or 
buckle,  for  attaching  the  ends  of  iron  ties  or  hoops,  for  fasten- 
ing cotton  bales  and  other  packages,  so  that  the  ties  are  pre- 
vented slipping  by  the  friction  against  a  certain  portion  of 
the  buckle."  (2.)  ^^  The  looping  of  the  ends  of  iron  ties  or 
hoops  for  bales  into  a  buckle,  by  the  form  of  which  they  are 
prevented  slipping  by  friction,  when  the  strain  of  the  expan- 
sion of  the  bale  comes  on  the  ties,  the  ends  of  the  hoops  or 
ties  not  being  attached  together  in  any  way,  the  connection 
being  formed  by  a  distinct  buckle  or  friction  clasp."  (3.) 
^^The  herein-described  slot,  cut  through  one  bar  of  clasp, 
which  enables  the  end  of  the  tie  or  hoop  to  be  slipped  side- 
wise  underneath  the  bar  in  clasp,  so  as  to  effect  the  fasten- 
ing with  greater  rapidity  than  by  passing  the  end  of  the  tie 
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through  endwise."  The  application  for  Cook's  patent  was 
was  filed  in  October,  1857. 

Advantages  in  compressing  cotton,  and  other  articles, 
tightly  in  bales  are,  in  greater  facility  of  handling  equal 
weights,  occupation  of  less  room  in  transportation,  and  dim- 
inution of  liability  to  loss  by  burning  or  wetting.  Advan- 
tages in  using  iron  ties  over  rope  ties  are  in  cheapness,  dura- 
bility, strength,  resistance  to  the  expansive  force  of  the  bale, 
and  less  liability  in  the  tie  to  be  severed  by  cutting  or  burn- 
ing. Iron  ties  for  compressed  bales  have  come  to  supersede 
all  others,  since  efficient  modes  have  been  devised  of  securing 
the  ends  of  the  iron  ties.  At  first,  such  ends  were  fastened 
together  by  riveting.  This  was  too  slow  a  process.  On  the 
17th  of  June,  1856,  David  McComb  obtained  a  patent,  in  the 
United  States,  for  an  ^^  improvement  in  non-elastic  bands  for 
bales  of  cotton  and  other  fibrous  materials."  He  cut  the 
hoop  of  the  proper  length,  and  then  formed  each  end  of  it 
into  a  hook,  and  hooked  the  two  hooks  into  each  other,  the 
end  of  each  hook  fitting  closely  into  the  bend  of  the  other 
hook,  the  piece  bent  over  to  form  each  hook  being  about  as 
long  as  the  width  of  the  hoop.  Over  these  hooks,  when  put 
together,  he  placed  a  flat  link  or  slide,  which  secured  the 
hooks  from  opening  when  the  pressure  of  the  bale  was  ap- 
plied, on  the  removal  of  the  compressing  power. 

In  September,  1856,  Charles  Swett  applied,  in  the  United 
States,  for  a  patent  for  an  "  improvement  in  cotton  bale  ties." 
Swett's  application  was  twice  rejected,  was  then  rejected 
again,  on  appeal,  by  the  Commissioner  of  Patents,  in  April, 
1857,  and  afterwards,  in  October,  1866,  on  appeal  to  the 
Chief  Justice  of  the  Supreme  Court  of  the  District  of  Colum- 
bia, a  patent  was  ordered  to  issue.  It  was  issued  October  28d, 
1866,  to  Charles  G.  Johnsen,  as  assignee  of  Swett,  and  ante- 
dated to  April  23d,  1866.  The  invention  of  Swett  consisted  in 
00  securing  the  metallic  bands  on  the  bales,  that  the  elasticity  of 
the  cotton  becomes  an  active  means  of  fastening  the  band. 
Swett  employs  a  metal  plate,  in  which  are  two  slots,  parallel 
with  each  other,  across  the  plate,  the  length  of  the  slots  being 
VOL.  X.— 28 
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equal  to  the  width  of  the  band.  From  the  lower  and  inner 
edges  of  the  slots^  projections  extend  ont  obliqnelj  beneath 
the  slots,  nearly  covering  their  lower  openings.  One  end  of 
the  band  is  passed  through  one  slot,  and  bent  back^  against 
and  under  the  band.  The  band  is  then  passed  ar6tind  the 
bale  while  under  pressure,  and  its  other  end  is  put  through 
the  other  slot,  and  drawn  tight,  lapping  beyond  the  first  slot, 
so  as  to  lie  up  against  the  first  end  of  the  band,  out  to  its  end. 
When  the  bale  is  relieved  from  pressure,  the  cotton,  by  its 
elasticity,  presses  the  ends  of  the  band  so  firmly,  that  they 
cannot  be  withdrawn  from  under  the  body  of  the  band. 

On  the  24th  of  September,  1858,  George  Brodie  applied, 
in  the  United  States,  for  a  patent  for  an  *^  improvement  in 
metallic  bands  for  baling."  The  patent  was  granted  to  him 
March  22d,  1859.  The  general  idea  of  this  patent  is  to  bend 
the  ends  of  the  hoop,  and  insert  Mrithin  the  bend  a  metallic 
pin  longer  than  the  width  of  the  hoop,  and  have  a  connecting 
link  to  join  the  two  ends  of  the  hoop.  Figure  6  of  his  draw- 
ings shows  a  connecting  link  made  by  bending  metallic  wire 
into  such  shape  that  the  opening  in  the  middle  of  the  link  is 
wider  than  at  its  ends,  the  ends  of  the  wire  which  forms  the 
link  meeting  at  or  near  one  end  of  the  link,  where,  as  the 
specification  says,  its  ends  may  be  jointed  and  fastened  to- 
gether or  it  may  be  used  without  any  such  fastening.  Figure 
13  shows  how  the  connecting  link  in  figure  6  may  be  used 
without  any  pin  in  the  bend  of  the  hoop,  by  slipping  the  ends 
of  the  link  into  the  bent  ends  of  the  hoop.  In  the  course  of 
Brodie's  application,  the  Patent  OflSoe,  in  a  letter  to  him,  sng^ 
gested  that  Cook's  patent  showed  '^  the  plate  or  link  split,  for 
more  readily  slipping  in  the  end  of  the  band." 

Qn  the  19th  of  September,  1859,  BoUin  M.  Taylor  applied, 
in  the  United  States,  for  a  patent  for  an  ^^  improvement  in 
iron  ties  for  cotton  bales."  He  had  a  link  or  buckle  of  metal, 
with  a  rectangular  hole  cut  in  its  centre  to  receive  tlie  loops 
of  the  hoop,  and  an  inclined  slit  or  slot  cut  in  one  of  its  sides, 
the  slit  being  adapted  to  the  thickness  of  the  iron  used  for  the 
hoop.    The  ends  of  the  hoop  were  bent  over,  so  as  to  form 
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loops.  The  buckle  could  open  laterally  at  the  slit,  to  facilitate 
the  hooking  or  locking  of  the  loops.  The  bent  ends  of  the 
hoop  were  to  be  hooked  over  the  two  sides  of  the  frame  that 
were  next  to  the  side  in  which  the  slit  was,  and  the  bent  ends 
of  the  hoop  were  to  be  placed  next  to  the  bale.  Taylor's 
claim,  as  applied  for,  was,  the  use  of  the  bnckle,  formed  with 
a  slit  and  opened  laterally,  in  combination  with  loops,  to  form 
the  tie.     Taylor's  application  was  rejected,  in  September, 

1859,  on  the  strength  of  figures  nos.  6  and  13  in  the  draw- 
ings of  Brodie's  patent,  and  was  withdrawn  in  December, 

1860.  Taylor's  invention,  as  applied  for,  had  been  assigned 
to  James  J.  McComb,  tha  husband  of  the  plaintiff.  He  had 
unsuccessfully  attempted  to  introduce  into  use  the  tie  of  David 
McComb,  as  patented.  Taylor's  tie  attracted  his  attention. 
After  the  application  for  a  patent  for  that  was  rejected,  James 
J.  McComb  modified  the  Taylor  tie  into  the  ^^  arrow  tie " 
hereafter  mentioned. 

On  the  19th  of  November,  1859,  John  T.  Butler  obtained, 
in  the  United  States,  a  patent  for  an  ^'  improvement  in  fas- 
tening metal  hoops  on  cotton  bales."  His  device  is  a  plate 
of  metal  with  a  rectangular  hole  cut  in  it,  and  no  slit  in  its 
frame,  with  hooks  formed  of  the  ends  of  the  hoop,  and  hooked 
around  opposite  sides  of  the  plate,  so  that  the  ends  will  lie 
against  the  bale,  and  be  held  in  place  by  the  pressure  of  the 
bale  against  them.  His  claim  is  to  such  combination,  and  is, 
in  fact,  like  Taylor's,  except  as  to  the  slit  in  the  frame. 

On  the  29th  of  January,  1861,  James  J.  McComb  ob- 
tained, in  the  United  States,  a  patent  for  an  ^^  improvement 
in  iron  ties  for  cotton  bales."  He  takes  a  plate  of  metal,  with 
a  five-sided  hole  in.  it,  whose  two  longest  pides  are  opposite 
each  other  and  equal  and  parallel,  and  equal  in  length  to  the 
width  of  the  hoop  to  be  used.  From  one  of  such  longest 
sides,  through  the  frame,  to  the  outside,  a  slit  or  slot  is  cut, 
one  side  of  which  is  turned  outward  a  little,  to  ffu;ilitate  the 
insertion  of  the  end  of  the  hoop.  The  hole  is  lengthened,  in 
the  shape  of  an  arrow,  or  in  the  form  of  two  sides  of  an  equi- 
lateral triangle,  from  the  ends  of  its  two  longest  sides,  so  that 
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the  point  of  the  arrow  and  the  side  opposite  to  it  are  about 
equidistant  from  the  outside  of  the  frame.  The  slit  is  nearer 
to  the  side  opposite  the  point  of  the  arrow,  than  it  is  to  the 
place  where  the  arrow  shape  commences.  One  hook  of  the 
hoop  covers  the  slot,  and  the  other  is  hooked  around  the  op- 
posite side.  The  claim  is  to  the  arrow-shaped  hole.  The 
specification  says,  that  the  design  of  the  arrow-shaped  end  is 
not  only  to  force  the  hoop  over  the  slot,  which  it  does  with 
certainty,  when  the  bale  expands  after  being  released  from  the 
press,  but  also  to  secure  an  oqual  bearing  on  the  separate  parts 
of  the  slit  side.  James  J.  McComb  put  this  "  arrow  tie"  into 
the  market,  and,  being  threatened  .by  Cook  with  a  suit  for 
infringing  the  third  claim  of  his  patent,  in  respect  of  the 
slit,  a  purchase  of  Cook's  patent  was  made,  and  it  was  as- 
signed to  the  plaintiff.  Since  the  dose  of  the  war,  in  1865, 
James  J.  McComb  has  kept  the  market  at  the  South  fiiUy 
supplied  with  the  "  arrow  tie"  constructed  under  his  own  and 
Cook's  patents,  and  being  what  is  called  an  ^^  open  slot"  tie. 
Open  slot  ties  made  by  other  persons  began  to  appear  in  1869. 

In  March,  1872,  a  suit  at  law,  brought  by  the  plaintiff 
and  her  husband,  in  the  Circuit  Court  for  the  District  of 
Louisiana,  against  George  Brodie,  for  an  infringement  of  the 
third  claim  of  the  Cook  patent,  by  making  and  selling  an 
open  slot  tie,  was  tried  before  a  jury.  There  was  a  verdict, 
and  a  judgment,  for  the  plaintiff.  In  the  same  month,  pro* 
visional  injunctions  were  granted  by  the  same  Court,  in  six 
suits,  founded  on  the  Cook  patent,  against  six  different  forms 
of  the  open  slot  tie — the  Gooch  tie,  the  Wallis  tie,  the  Alli- 
gator tie,  the  Dunn  tie,  the  tie  proceeded  against  in  the  suit 
at  law  against  Brodie,  and  the  tie  known  as  the  Beard  tie, 
which  is  the  one  involved  in  the  present  suit.  The  suit  at 
law,  and  these  suits  in  equity,  were  before  Judge  Woods,  the 
Circuit  Judge.  The  extension  of  the  Cook  patent  was  op- 
posed by  the  proprietors  of  the  Beard  tie  and  of  the  Alli- 
gator tie,  and  others. 

The  control  of  the  use  of  the  open  slot  tie  is  very  valuable 
pecuniarily,  as  that  tie  has  practically  superseded  the  closed 
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slot  tie.  Hence,  the  zeal  and  ability  with  which  this  suit  has 
1>een  prosecuted  and  defended,  and  the  importance  of  the 
questions  involved  to  the  parties  and  to  the  public. 

The  Beard  tie,  (known  also  as  the  *^  Eureka  tie,")  which  is 
the  one  sold  by  the  defendant,  is  described  in  a  patent  grant- 
ed, in  the  United  States,  to  Geoi^e  N".  Beard,  December  27th, 
1870,  for  an  "improvement  in  cotton  bale  ties."  It  is  a 
plate  with  a  rectangular  oblong  central  hole  in  it,  the  two 
long  sid^  of  the  hole  being  intended  to  receive  and  lie  in  the 
bends  of  the  hooks  formed  by  bending  the  ends  of  the  hoop. 
The  edges  of  such  two  long  sides,  instead  of  being  straight 
lines,  are  slightly  convex  from  end  to  end.  The  plate  outside 
of  the  hole  is  made  thicker  and  wider  on  one  of  the  two 
sides  which  do  not  receive  the  hooks,  than  on  the  other  side, 
and  through  the  latter  a  slit  or  slot  is  cut  from  the  outside 
into  the  central  hole,  to  admit  of  the  slipping  of  the  bend  of 
the  hook  through  the  slit  into  the  central  hole.  The  lips  of 
the  slit  are  turned  down  so  as  to  bite  into  the  bale.  The  tie 
is  sold  with  one  hook  set  in  place.  The  other  is  readily 
slipped  into  its  place,  through  the  slit.  •  The  ends  of  the  hoop 
lie  next  the  bale.  The  tie  is  an  effective  one.  It  differs  but 
little  from  the  Taylor  tie.  As  in  that  tie,  there  is  no  hook, 
in  the  Beard  tie,  pulling  against  the  side  in  which  the  slit  is 
cut,  which  is  a  feature  of  the  "  arrow  tie."  The  Swett  tie 
and  the  Butler  tie  had  closed  slots  and  no  slit. 

It  cannot  be  doufcted,  that  the  form  of  tie  with  the  slit  so 
arranged  that  all  there  is  to  be  done,  of  manipulation,  to 
make  the  connection  of  the  second  end  of  the  hoop  with  the 
tie-plate,  after  the  hoop  is  brought  around  the  bale,  is  to  slip 
the  hook,  made  by  bending  down  the  second  end,  through 
the  slit,  and  into  its  place  of  bearing,  is  a  great  improvement 
over  the  complicated  form  of  tie  devised  by  Cook,  and  which, 
as  the  evidence  shows,  has  gone  wholly  out  of  use.  Never- 
theless, it  is  claimed  that  the  Beard  tie,  in  common  with  all 
the  other  slit  or  open  slot  ties,  embodies,  by  reason  of  the  use 
^f  the  slit  to  slip  the  bend  of  the  hook  in  the  hoop  over  the 
^  arm,  the  invention  claimed  in  the  third  claim  of  the  Cook 
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patent.    A  determination  of  this  question  involves  the  con- 
struction and  meaning  of  sach  third  claim. 

It  is  urged,  for  the  defence,  that  what  Cook  does  is  to  cut 
a  slit  or  slot  in  the  loop  of  a  buckle,  so  as  to  slip  the  hoop 
through  the  slit  sidewise  and  flatwise,  instead  of  pushing  the 
end  under  an  unslitloop,  endwise,  and  then  pulling  the  hoop 
through  till  it  becomes  flat ;  that,  in  the  Beard  tie,  the  slot  is 
in  one  of  the  walls  of  the  quadrangle  which  forms  the  clasp 
itself,  of  which  arrangement  Cook  gives  no  hint ;  that  Beard 
uses  such  slot  to  dispense  with  passing  the  end  of  the  hoop 
through  a  buckle,  of  which  arrangement  Cook  gives  no  sug- 
gestion; and  that  Cook  must  pass  both  ends  of  the  hoop 
through  his  buckle,  and  then  uses  the  slit  to  get  the  project- 
ing bit  of  hoop  under  the  loop,  which  is  not  the  buckle  or 
clasp,  but  merely  an  appurtenance  to  it.  It  is  true,  that  the 
Beard  tie  has  no  such  loop  as  Cook  has,  and  no  slit  in  any 
such  loop,  and  uses  a  quadrangle  with  a  slit  through  one  of 
its  walls,  as  a  clasp.  But,  these  points  of  difference  are,  by 
no  means,  decisive  of  the  question.  Cook,  in  his  third  claim, 
speaks  of  slipping  the  end  of  the  hoop  sidewise  underneath 
the  bar,  in  contradistinction  to  passing  such  end  through  end- 
wise. When  there  is  no  slit,  the  end  of  the  hoop  is  passed 
through  under  the  bar  endwise ;  but,  when  there  is  a  slit,  such 
end  is  slipped  sidewise  underneath  the  bar.  The  use  of  the 
slit  enables  the  part  of  the  hoop  which  is  required  to  lie 
against  the  bar,  to  receive  the  pressure  of  the  bar  above  it 
from  the  pressure  of  the  bale  below,  to  reach  its  proper  place 
by  being  slipped  through  the  slit,  instead  of  reaching  such 
place  by  following  the  drawing  or  pushing  of  the  part  of  the 
hoop  intervening  to  the  end,  through  underneath  such  bar. 
It  is  necessary  for  Cook  to  put  the  hoop  in  such  place.  If  he 
did  not,  the  strain  of  the  compressed  cotton  would  be  likely 
to  pull  the  hoop  so  as  to  destroy  the  loop  around  the  second 
bar,  and  ultimately  pull  the  second  end  of  the  hoop  entirely 
out  of  the  buckle.  Therefore,  the  bar  through  which  Cook 
cuts  the  slit,  to  enable  the  otherwise  free  portion  near  the 
second  end  of  the  hoop  to  reach  its  proper  place,  is  a  part  of 
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the  clasp  or  buckle,  as  much  so  as  any  other  necessary  part  of 
it.  Oook  completes  his  tie,  of  hoop  and  clasp,  more  readily 
and  quickly,  by  the  slipping  operation  through  the  slit.  It  is 
trae,  he  has  previously  done  something  towards  securing  the 
hoop  to  the  buckle,  after  bringiftg  the  hoop  around  the  bale, 
but  what  he  has  done  is  ineffective,  unless  the  fourth  bar  is 
made  to  surmount  the  otherwise  free  part  of  the  hoop.  He, 
therefore,  invented  and  has  claimed  cutting  the  slit  or  slot 
through  such  bar,  (which  covers  the  cutting  it  through  an 
equivalent  bar  or  part  of  the  clasp,)  so  as  to  enable  the  part  of 
the  hoop  which  is  to  rest  under  a  bar  of  the  clasp  to  be  slipped 
fiidewise  through  the  slit  or  slot,  and  avoid  putting  the  end 
of  the  hoop  endwise  through  beneath  such  last  named  bar. 
There  is  no  connection  between  this  claim  and  what  is  pre- 
viously done  with  any  other  part  of  the  hoop,  or  any  other 
part  of  the  clasp.  The  claim  is,  distinctly,  to  the  use  of 
the  slit  or  slot,  so  cut,  to  effect  the  result  indicated,  for  the 
object  indicated.  It  would  make  no  difference,  in  Cook's 
arrangement,  if,  instead  of  lengthening  the  open  space  adja- 
cent to  his  fourth  bar,  and  cutting  a  slit  in  such  fourth  bar, 
he  had  left  such  open  space  as  it  was,  and  not  slit  the  fourth 
bar,  but  made  a  slit  through  to  the  outside  from  one  end  of 
such  open  space.  Such  arrangement  would  have  embodied 
his  invention,  and  its  use  now  would  infringe  his  third  claim, 
because  it  would  effect  the  result  indicated,  for  the  object  in- 
dicated, by  substantially  the  same  means  and  mode  of  opera- 
tion. 

With  this  view  of  Cook's  invention  and  third  claim,  it  is 
very  clear,  that  it  is  infringed  by  the  Beard  tie.  Beard,  by 
using  his  slit,  enables  the  part  of  the  hoop  which  is  required 
to  lie  against  the  bar,  to  receive  the  pressure  of  the  bar  above 
it  from  the  pressure  of  the  bale  below,  to  reach  its  proper 
place,  by  being  slipped  through  the  slit.  But  for  that,  it 
would  have  to  reach  such  place  by  being  brought  over  the  top 
of  the  bar  and  through  the  open  central  space,  all  the  while 
following  the  drawing  or  pushing  of  the  part  of  the  hoop  in- 
tervening to  the  end,  through  underneath  such  bar.    Beard 
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must  put  the  hoop  in  such  place.  If  he  did  not,  he  would 
have  no  loop  around  such  bar,  and  no  tie.  Such  bar  i&  a  part 
of  his  clasp,  and  the  bar  through  which  his  slit  is  cut  is  a  part 
of  his  clasp ;  and  it  makes  no  difference,  in  the  essential  use 
of  Cook's  invention,  that  the4>end  of  the  hoop,  in  the  Beard 
tie,  does  not  embrace  the  side  in  which  the  slit  is  cut.  Nor 
does  it  make  any  difference,  that,  in  the  Beard  tie,  the  part  of 
the  hoop  which  is  slipped  under  the  arm  is  nearer  to  the  bend 
of  the  loop  than  is  the  part  which  is  slipped  nnder  the  bar  in 
the  Cook  tie ;  nor  anj  difference,  that,  in  the  Beard  tie,  the 
bend  of  the  loop  is  slipped  through  the  slit.  The  part  to  be 
necessarily  put  in  place  is  put  in  place  by  the  same  means. 

In  the  drawings  of  the  English  patent  granted  to  George 
Hall,  November  28th,  1801,  for  an  invention  of  "  elastic  fas- 
tenings for  the  shoes,  and  also  for  bands,  garters,  or  ornaments 
for  the  knees,  waist,  arms,  neck  and  head,"  there  is  an  open 
slit  or  slot  in  the  body  of  a  quadrangular  buckle,  with  four 
walls,  to  enable  the  bend  of  a  loop  to  be  passed  through  the 
open  slot  into  the  space  within,  so  as  to  make  the  loop  em- 
brace the  walls  adjacent  to  the  open  slot.  But,  rising  from 
within,  and  pointing  in  the  same  direction  as  the  entrance 
through  the  slit,  and  close  to  the  gateway,  on  each  side,  is  a 
sharp  spike.  On  these  two  spikes  the  elastic  fabric  is  to  be 
impaled,  and  only  through  them  is  it  to  reach  and  embrace  the 
walls  on  each  side  of  the  gateway.  The  apparatus  was  not 
to  be  used  with  a  metallic  band  or  hoop,  nor  with  a  rigid  band, 
but  with  elastic  bandages  or  strings.  The  spikes  are  made,  by 
the  specification  and  drawings,  an  indispensable  accompani- 
ment of  the  open  slot.  It  is  impossible  to  say,  with  truth,  that 
Hall's  arrangement  would  suggest,  or  contains,  either  Cook's 
arrangement  or  Beard's.  Notwithstanding  the  open  slot  of 
Hall,  the  application  of  the  principle  of  looping  over  a  hook, 
or  slipping  under  a  bar,  by  means  of  an  opening  beyond  the 
end  of  the  hook,  or  of  the  bar,  or  in  the  bar,  to  making  a 
cotton  tie  to  be  used  with  rigid  metallic  hoops,  required  ex- 
periment and  involved  the  exercise  of  invention. 

As  to  the  English  provisional  specification  of  Frederic 
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James  Pilliner,  dated  July  7th,  1856,  for  "  improvementB  in 
clasps  or  fastenings  for  waistbands,  and  other  descriptions  of 
bands  or  straps,"  the  counsel  for  the  defendant  conceded,  on 
the  hearing,  that  Pilliner's  clasp  had  no  open  slot. 

The  link  testified  to  by  M.  W.  Smith,  as  used  in  New  Or- 
leans as  early  as  1848,  to  connect  the  hames  on  a  harness 
collar  with  the  trace  chains,  and  enable  the  two  to  be  rapidly 
united,  the  link  being  stationary  on  the  hames,  and  the  trace 
being  slipped  sidewise,  in  loop,  into  the  link,  is  an  elongated 
split  ring,  wholly  unadapted  to  make  a  cotton  bale  tie,  and 
not  suggestive  of  Cook's  arrangement  or  of  Beard's. 

Being  satisfied  of  the  clear  right  of  the  plaintiff  in  the 
premises,  I  must  decree  to  her  an  account  of  profits  and 
damages,  in  respect  to  the  third  claim  of  the  Cook  patent. 
As  the  present  suit  is  not  on  the  extended  teim,  and  the  first 
term  has  expired,  there  can  be  no  injunction  in  this  suit. 

Samuel  S.  Fisher  and  CharUs  M,  Kdler^  for  the  plaintiff. 

John  H,  B.  Ldt^cibe^  and  Solomon  J.  Gordon^  for  the  de- 
fendant. 


William  C.  Bean,  assignee  in  bankbuptoy  of  Charles 

S.  KmrziNG 

vs. 
Louis  E.  Amsinck  and  others.    In  Equtiy. 

Where  Beyeral  ereditora  enter  into  a  eompoaition  arrangement  with  their  debtor, 
by  deed,  it  is  a  conBtructiye  fraud  on  the  other  creditors  fiSgning  the  deed,  for 
one  creditor  who  signs  to  eater  into  a  secret  arrangement  with  the  debtor,  for 
an  advantage  oyer  the  debtors,  in  respect  to  his  debt 

fiecnring  60  per  cent,,  in  cash,  at  once,  instead  of  70  per  cent,  on  time,  is  such  an 
advantage,  when  obtained  secretly,  where  the  taking  of  the  cash  payment  so 
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tmbftiTMB68  the  debtor  as  to  make  it  impoMible  for  him  to  meet  his  payments 
to  the  other  creditors,  as  they  mature. 

Where  such  a  fraud  has  been  committed,  and  the  debtor  afterwards  is  adjudged 
a  bankrupt,  his  assignee  in  bankruptcy  may  reooyer  from  the  creditor  receiy- 
ing  such  cash  payment,  the  amount  so  paid. 

In  this  case,  it  was  held,  that  the  fact,  that  the  composition  deed  was,  by  iim 
terms,  not  to  be  binding  on  any  creditor  nnless  all  the  creditors  signed  it,  and 
all  did  not  ogn  it,  and  the  farther  foct,  that  the  agent  who  iogned  it  for  the 
ikyored  creditor  was  authorised  to  sign  it  only  after  all  the  other  creditors 
had  signed  it»  did  not»  on  the  facts  of  tliis  case,  exempt  such  favored  creditor 
from  his  iiability  to  repay  the  money  to  the  assignee  in  bankruptcy. 

(Before  Blatcbfobd,  J.,  Southern  District  of  New  York,  January  10th,  1878.) 

Blatchfobd,  J.  On  the  ISth  of  February,  1869,  the  firm 
of  Charles  S.  Eintzing  &  Co.,  of  St.  Louis,  Missouri,  com- 
posed of  Charles  8.  Eintzing  and  Malcolm  S.  Lindsley,  was 
indebted  to  the  defendants,  who  then  composed,  and  still  com- 
pose, the  firm  of  L.  E.  Amsinck  &  Co.,  of  New  York,  in  the 
sum  of  $32,551  65.  Eintziog  &  Co.  were  also  very  largely 
indebted  to  many  other  persons,  and,  having  stopped  payment, 
a  meeting  of  their  creditors  was  held  at  St.  Louis,  about  that 
date,  at  which  a  statement  of  their  financial  a£Eairs  was  pre- 
sented, showing  their  condition  on  the  8th  of  February,  1869, 
in  which  their  liabilities  were  placed  at  $179,299  54  and  their 
assets  at  $204,602  80.  In  the  latter  amount  there  were  only 
$77,344  26  of  accounts  considered  good,  merchandize  and 
cash,  while  the  rest  of  the  assets  consisted  of  $51,704  50  of 
suspended  debts,  $10,167  35  of  doubtful  claims,  and  $65,386  69, 
^^  due  from  Montana  branch."  The  business  of  Eintzing  & 
Co.  was  the  wholesale  grocery  business.  For  the  purpose  of 
making  a  compromise  with  their  creditors,  an  agreement  in 
these  words  was  prepared  and  presented  for  signature  to  such 
creditors :  ^^  Articles  of  agreement  made  and  entered  into  this 
15th  day  of  February,  A.  D.  1869,  between  Charles  S,  Eiut- 
zing  &  Co.,  of  the  city  of  St.  Louis,  and  his  creditors,  wit- 
nesseth,  that  we,  the  undersigned  creditors  of  said  Charles  S. 
Eintzing  &  Co.,  for  and  in  consideration  of  one  dollar  to  each 
of  us  paid  by  said  firm,  and  for  divers  other  good  and  valuable 
considerations,  agree  to  accept,  in  full  payment  and  satisfac- 
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tion,  seventy  (70)  cents  on  the  dollar,  for  the  entire  indebted- 
ness of  said  firm  to  ns  respectively,  as  shown  by  the  amonnts 
set  opposite  onr  signatures  hereto,  to  be  divided  up  into  three 
equal  payments,  at  six  (6),  twelve  (12)  and  eighteen  (18) 
months  respectively  from  the  date  hereof,  without  interest, 
and  is  evidenced  by  three  (3)  negotiable  notes  of  Charles  S. 
£intzing  &  Co.,  of  even  date  herewith,  and,  on  the  payment 
of  which,  said  firm  is  to  be  released  from  all  liability  on  ac- 
count of  said  indebtedness ;  and  be  it  further  known,  that  we 
have  entered  into  this  compromise  with  said  firm  of  Charles 
S.  Eintzing  &  Co.,  after  hearing  and  seeing  a  statement  of 
Messrs.  Eintzing  &  Co.'s  books,  assets  and  effects,  and  find 
that  it  is  the  best,  in  our  judgment,  that  can  be  done  for  the 
interest  of  all  concerned ;  and,  further,  that  we  have  full  con- 
fidence in  the  integrity  of  Charles  8.  Eintzing,  and  his  ability 
to  settle  up  the  business  better  than  any  one  we  could  appoint ; 
but  it  is  ftirther  expressly  agreed  and  understood,  that  this 
composition  is  not  to  be  binding  on  any  one,  unless  agreed  to 
and  signed  by  all  of  the  creditors  of  said  firm.  In  witness 
whereof,  we  have  hereto  set  our  respective  names,  and  desire 
the  co-operation  of  all  the  creditors  with  us  in  this  compromise." 
This  composition  agreement  was  ultimately  signed  by  sixty- 
three  of  the  creditors,  including  the  defendants,  the  aggregate 
of  whose  debts,  as  set  opposite  their  signatures,  amounted  to 
$153,558  21.  The  debt  due  to  the  defendants  was  more  than 
double  that  due  to  any  other  one  creditor.  For  the  purpose 
of  procuring  the  signature  of  the  defendants  to  the  agreement,. 
Eintzing  went  to  New  York  and  had  an  interview  with  one 
of  the  defendants,  and  desired  their  assent  to  the  compromise^ 
to  which  the  reply  was,  that,  if  he  could  obtain  the  assent  of 
the  other  creditors,  the  defendants  would  not  stand  in  th& 
way,  if  Eintzing  would  afterwards  pay  them  fifty  cents  on 
the  dollar,  on  the  amount  of  the  indebtedness,  in  the  manner 
stated  in  the  letter  of  March  8th,  1869,  hereafter  referred  to. 
An  agreement  to  that  effect  being  verbally  made  between 
Eintzing  and  the  defendants,  the  latter,  under  date  of  New 
York,  March  8th,  1869,  wrote,  and  signed,  and  sent  to  the 
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firm  of  F.  A.  Reuss  &  Co.,  of  St.  Louis,  a  letter,  in  the  fol- 
lowing words,  addressed  to  that  firm,  at  St.  Louis,  which  thej 
delivered  to  Kintzing,  in  New  Tork,  and  which  he  carried  to 
St.  Louis :  "  We  hereby  authorize  you  to  sign,  as  our  attorn- 
'eys,  the  agreement  entered  into  by  Chas.  S.  Kintzing  &  Co. 
with  their  creditors,  accepting  their  extension  notes  for  6, 
12,  and  18  mos.,  for  seventy  j^er  cent  of  their  indebtedness,- 
under  the  following  conditions :  (1.)  That  all  other  creditors 
must  have  signed  before  us ;  (2.)  That  Chas.  S.  Kintzing  & 
Co.  discount  their  extension  notes,  upon  your  signing  said 
agreement,  paying  for  them  $5,808  27  in  cash,  on  or  before 
the  16th  inst,,  $5,233  78  in  their  new  note  due  1-4 
April,  $5,233  78  in  their  new  note  due  1-4  May — 
$16,275  83,  say,  sixteen  thousand  two  hundred  and  seventy- 
five  -^  dollars,  in  all ;  (3.)  That,  upon  your  lawyer's  advice, 
Chas.  S..  Kintzing  &  Co.  have  a  legal  right  to  enter  into  the 
above  arrangement  with  us.  Referring  you,  for  further  par- 
ticulars, to  our  letter  by  mail,  we  remain,"  &c.  F.  A.  Reuss 
&  Co.  received  from  the  defendants,  otherwise  than  through 
the  letter  so  given  to  Kintzing,  instructions  the  same  in  sub- 
stance as  those  contained  in  that  letter.  After  sixty-two  of 
the  creditors,  representing  debts  put  down  at  $121,006  56, 
had  signed  the  agreement,  F.  A.  Reuss  &  Co.,  on  the  15th  of 
March,  1869,  signed  it  thus  :  "  L.  E.  Amsinck  ife  Co.,  by  F. 
A.  Reuss  &  Co.,  their  Att'y,  32,551  65,"  that  signature  being 
the  last  one  which  appears  appended  to  the  agreement. 
Whether,  at  the  time  Reuss  &  Co.  so  signed,  Kintzing  gave 
to  them,  for  the  defendants,  three  notes,  accoraing  to  the 
terms  of  the  agreement,  payable  in  6, 12,  and  18  months, 
dated  February  15th,  1869,  for  seventy  per  cent,  of  the 
$32,551  65,  does  not,  perhaps,  clearly  appear;  but,  when 
Reuss  &  Co.  so  signed,  Kintzing  gave  to  them,  for  the  de- 
fendants, $5,808  27  in  cash,  and  two  notes,  each  dated  St. 
Louis,  March  2d,  1869,  each  for  $5,233  78,  one  payable  thirty 
*days  after  date,  and  the  other  payable  sixty  days  after  date, 
each  signed  Chas.  S.  Kintzing  &  Co.,  and  each  payable  to  the 
order  of  the  defendants'  firm,  one  to  become  due  April  1-4, 
the  other  May  1-4.    On  the  16th  of  March,  Reuss  &  Co. 
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wrote  a  letter  to  the  defendants,  reporting  thus :  ^^  Have 
signed  in  yonr  name  the  list  of  E.  creditors.  Mr.  E.  came 
np  last  night,  and  brought  us  cash  and  notes  as  per  agree- 
ment. Our  lawyer  satisfied  himself  so  much  that  all  E.'s 
cred.  have  signed  the  70c.  The  3  notes  you  find  enclosed, 
you  may  return  us  the  same  properly  endorsed,  and,  in  case 
K.  don't  come  up,  we  promise  yon  to  be  after  him  again." 
The  letter  also  accounted  with  the  defendants  for  the 
$6,808  27  cash.  The  two  notes  were  received  by  the  def end* 
ants,  and  endorsed  by  them,  each  payable  to  F.  A.  Beuss  & 
Co.,  or  order,  and  returned  by  the  defendants  to  F.  A  Keuss 
&  Co.  Beuss  &  Co.  received  payment  of  the  notes  in  full 
from  Eintzing,  and  remitted  the  amount  to  the  defendants, 
$2,600  being  paid  on  the  3d  of  April,  1869 ;  $2,733  78  on 
the  10th  of  April,  1869  ;  $3,000  on  the  4th  of  May,  1869 ; 
and  $2,233  78  on  the  llth  of  May,  1869.  Thirty-three 
creditors,  with  debts  to  the  amount  of  $2,313  63,  did  not  sign 
the  compromise  agreement. 

From  and  after  time  when  the  firm  of  Charles  8.  Eintzing 
&  Co.  so  suspended  payment,  it  seems  to  have  been  regarded 
by  the  partners  in  it,  Eintzing  and  Lindsley,  as  dissolved.. 
The  assets,  with  the  tacit  assent  of  Lindsley,  passed  into  the 
exclusive  possession  of  Eintzing,  for  administration  for  the 
benefit  of  the  creditors  of  the  firm,  as  contemplated  by  the 
terms  of  the  compromise  agreement.  Xindsley  was  largely 
in  debt  to  the  firm.  Eintzing  took  the  stock  of  merchandise^ 
and,  making  new  purchases  on  his  own  account,  went  on  in 
business,  in  St.  Louis,  in  his  own  name,  from  about  the  1st 
of  March,  1869,  selling  the  old  stock  and  the  new  stock,  and 
mingling  the  funds  arising  from  the  goods  and  assets  of 
Charles  8.  Ejntzing  &  Co.  with  those  arising  from  his  new 
individual  business,  although  he  kept  a  separate  set  of  books 
for  each  business.  The  moneys  paid  to  the  defendants  were 
paid  out  of  such  mingled  funds. 

After  so  settling  with  the  defendants,  on  the  16th  of 
March,  Elintzing  proceeded  to  send  to  the  other  creditors  who 
had  signed  the  compromise  agreement,  six,  twelve  and  eight- 
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een  months'  notes,  made  by  Charles  S.  Eintzing  &  Co.,  for 
the  10  per  cent.    The  first  of  the  six  months'  notes  matured 
on  the  18th  of  August.    None  of  them  were  paid  at  that  date. 
The  amount  of  them  maturing  on  that  day  was  $24,768  89. 
The  amount  of  the  compromise  notes  outstanding  on  the  18th 
of  August,  to  mature  after  that  date,  was  $45,795  36.    Eint- 
2ing  continued  to  carry  on  business  until  the  18th  of  August, 
and,  on  the  21st  of  August,  made  a  voluntary  assignment  of 
all  his  property,  in  trust  for  his  creditors,  to  one  Pritchard, 
under  the  laws  of  Missouri.    Comparatively  small  sums  were 
realized  from  the  assets  of  Eintzing  &  Co.,  before  mentioned. 
Of  the  $65,386  69  due  from  Montana  branch,  $200  in  cash 
was  received  and  $17,000  in  notes.     Of  the  $22,265  64,  ac- 
counts considered  good,  Eintzing  collected  about  $6,000.    The 
stock  of  merchandise  depreciated  to  some  extent.    Between 
February  15th  and  August  Ist,  Eintzing  paid  to  creditors  of 
the  firm,  other  than  the  defendants,  $5,836  02.    From  the 
15th  of  February  to  the  18th  of  August,  the  total  cash  re- 
ceipts by  Eintzing  were  about  $75,000,  and  the  cash  payments 
were  $103,000.    The  amount  of  merchandise  purchased  by 
Eintzing  after  the  15th  of  February  was  about  $32,000.    The 
total  amount  of  sales  of  merchandise  by  Eintzing  from  the 
15th  of  February  to  the  18th  of  August,  was  $62,189  69.     Of 
this  amount  he  received  about  $54,000  in  cash  prior  to  the 
18th  of  August.    Eintzing  did  not,  when  the  creditors  signed 
the  agreement,  or  when  the  compromise  notes  were  delivered 
to  such  creditors,  inform  any  of  them  of  the  arrangement 
made  with  the  defendants,  nor  does  it  appear  that  any  credit- 
ors knew  of  it,  other  than  the  defendants.     There  was  turned 
over  to  Pritchard,  under  the  assignment  to  him,  a  quantity  of 
merchandise  and  notes  and  accounts,  and  a  small  sum  in  cash. 
He  sold  the  merchandize,  and  collected  some  of  the  notes  and 
accounts,  and  afterwards  turned  over  to  the  plaintiff  $11,199 
in  cash  and  the  uncollected  notes  and  accounts,  amounting  to 
$42,771  58,  of  which  the  plaintiff  has  been  able  to  collect  only 
$453  25. 

On  the  17th  of  September,  1869,  creditors  holding  some 
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of  the  six  months'  compromise  notes,  signed  Charles  8.  Eant- 
zing  &  Go.,  and  dated  Febmary  15th,  1869,  presented  a  peti- 
tion thereon,  to  the  District  Court  of  the  United  States  for 
the  Eastern  District  of  Missouri,  alleging  that  thej  ^^are 
•creditors  of  Charles  S.  Kintzing,  a  member  of  the  late  firm 
of  Charles  S.  Kintzing  &  Co.,"  the  indebtedness  being  the 
«aid  notes,  which  are  averred,  in  the  petition,  to  have 
been  given  to  the  petitioners  by  Kintzing,  and  alleging 
yarioos  acts  of  bankruptcy  to  have  been  committed  by  Kint- 
zing, and,  among  others,  a  preferential  payment  to  the 
defendants  of  the  sums  so  paid,  and  praying  that  ^Hhe 
said  Charles  S.  Kintzing,  doing  business  as  aforesaid,  under 
the  style  and  firm  of  Charles  S.  Kintzing  &  Co.,"  be  declared 
bankrupt,  and  his  estate  be  distributed  according  to  law. 
Kintzing  was  adjudicated  a  bankrupt  on  such  petition,  and 
an  assignment,  under  the  Act,  of  ^^  all  the  estate,  real  and 
personal,  of  the  said  Charles  S.  Kintzing,  bankrupt  aforesaid, 
including  all  the  property  of  whatever  kind  of  which  he 
was  possessed,  or  in  which  he  was  interested,  or  entitled  to 
have,'  on  the  17th  day  of  September,  A.  D.,  1869,"  was  exe- 
cuted to  the  plaintiff,  in  due  form,  on  the  4th  of  January,  1870. 
The  bill  alleges,  that  the  arrangement  between  Kintzing 
4md  the  defendants  was  a  fraudulent  agreement,  on  the  part 
of  the  defendants,  with  the  intent  of  deceiving  and  cheating 
the  other  creditors  of  Kintzing,  and  with  a  view  to  obtain  a 
fraudulent  advantage  over  them;  that  the  payments  were 
made  by  Kintzing  to  Keuss  &  Co.,  as  the  agents  of  the  de- 
fendants, in  pursuance  of  the  said  fraudulent  agreement,  and 
in  violation  of  the  compromise  agreement ;  that  the  defend- 
ants concealed  the  fraudulent  agreement,  and  the  payments, 
from  the  other  creditors  of  Kintzing  and  of  the  firm  of 
Charles  S.  Kintzing  &  Co. ;  and  that  said  creditors  were  de- 
ceived, to  their  damage.  The  prayer  of  the  bill  is,  that^  all 
the  payments  so  made  by  Kintzing  to  the  defendants  may  be 
decreed  to  have  been  made  in  fraud  of  the  other  creditors 
of  Kintzing  aod  of  Charles  S.  Kintzing  &  Co. ;  that  the  de- 
fendants mny  be  decreed  to  account  for,  and  pay  over,  to  the 
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plaintiff  the  sums  of  money  so  paid  to  them  by  Eintzing^ 
and  to  render  a  full  account  of  all  moneys  paid  to  them  by 
Eintzing,  or  by  Charles  S.  Eintzing  &  Co.,  since  February 
15  thy  1869;  and  that  all  the  property  and  effects,  both  of 
Eintzing  and  of  the  said  firm  of  Charles  S.  Eintzing  &  Co.y. 
may  be  decreed  to  have  vested  in  the  plaintiff,  as  such  assignee 
in  bankruptcy. 

The  answer  denies  that  an  agreement  was  made  which 
was  fraudulent,  or  made  with  an  intent,  on  the  part  of  the 
defendants,  to  deceive  or  cheat  the  other  creditors  of  Eint- 
zing, or  with  a  view,  on  their  part,  to  obtain  a  fraudulent 
preference  over  the  said  other  creditors.  It  admits,  that,  sub- 
sequently to  the  15th  of  February,  1869,  Beuss  &  Co.,  by  the 
authority  of  the  defendants,  signed,  in  the  firm  name  of  the 
defendants,  the  compromise  agreement.  It  denies  that  any 
money  paid  to  the  defendants  vested  in  the  plaintiff.  It  avers, 
that  the  defendants  received  the  payments,  believing,  after  the 
compromise  agreement  was  signed,  that  Charles  S.  Eintzing 
&  Co.  were  solvent,  and  able  to  pay  all  their  then  debts ;  that 
the  other  creditors  also  so  believed ;  that,  in  consideration  of 
the  payments,  they  discharged  Charles  S.  Eintzing  &  Co.  from 
all  liability,  which,  tmder  the  compromise  agreement,  amounted 
to  |22,T86  IS ;  that  the  transaction  can,  in  no  respect,  be  ques- 
tioned by  the  plaintiff,  in  consequence  of  its  being  contrary 
to  public  policy,  in  respect  to  its  infringment  of  the  terms  of 
the  compromise  agreement ;  that,  at  the  time  of  the  filing  of 
the  petition  in  bankruptcy,  Lindsley  was  a  partner  of  Kint- 
zing,  under  the  firm  name  of  Charles  S.  Eintzing  &  Co.,  and 
the  debts  claimed  by  the  creditors  by  whom  said  petition  was 
filed,  were  contracted  by  said  firm,  so  composed,  the  members 
of  which  were,  both  of  them,  liable,  as  such  partners,  to  said 
creditors,  on  said  debts,  at  the  time  the  petition  was  filed,  and 
af);prwards  ;  that  Lindsley  was  not  made  a  party  to  the  bank- 
ruptcy proceedings,  or  adjudged  bankrupt,  although  he  was 
alive,  and  resided  in  the  United  States ;  that,  therefore,  the 
Court  in  Missouri  never  acquired  jurisdiction  of  the  proceed- 
ings, so  as  to  adjudge  Eintzing  to  be  bankrupt ;  and  that  the 
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plaintiff^  by  his  appointment  as  assignee,  never  acquired  any 
title  to  any  of  the  estate  of  said  firm  of  Charles  S.  Eintzing 
&  Co.,  or  to  the  claim  or  canse  of  action  set  forth  in  the 
bill. 

The  principle  upon  which  the  plaintiff  seeks  a  recoyery, 
in  this  case,  is  well  settled.  Such  a  transaction  as  that  in 
which  the  defendants  engaged  was  a  constructive  fraud  on 
the  other  creditors.  Those  who  entered  into  the  composition 
agreed,  by  its  terms,  to  accept  the  seventy  per  cent,  in  full 
payment  and  satisfaction  of  their  claims,  relying  on  the  state- 
ment which  had  been  exhibited  to  them,  of  the  books,  assets^ 
and  effects  of  their  debtors,  and,  in  substance,  constituting 
Ejntzing  their  trustee,  to  take  such  assets  and  effects,  and 
settle  up  the  business,  by  applying  such  assets  and  effects  to 
the  payment  of  the  compromise  notes.  Such  an  arrangement 
was  necessarily  based  on  the  good  faith  of  all  the  creditors 
entering  into  the  composition,  in  their  dealings  with  the 
debtors,  and  with  each  other ;  and  there  could  be  no  good 
faith,  either  towards  the  debtors,  or  towards  the  other  cred- 
itors, when  one  creditor  obtained,  by  a  secret  arrangement 
with  the  debtors,  which  amounted  to  coercion  and  duress  upon 
the  debtors,  the  advantage  of  an  early,  certain  cash  payment 
of  one-half  of  his  debt,  which  resulted  in  making  the  debtors 
unable  to  pay  to  the  other  creditors  any  part  of  the  seventy  ^r 
cent,  for  which  they  bargained.  They  supposed  the  fevered 
creditors  were  Acting  in  good  faith,  in  agreeing  to  the  same 
terms  they  agreed  to ;  whereas,  it  turns  out  that  such  favored 
ereditors  have  been  bribed  to  hold  themselves  out  as  agreeing 
to  such  terms.  Secret  agreements  of  that  kind  are  held  void, 
both  by  Courts  of  law  and  Courts  of  equity,  and  are  not  en- 
forced, even  against  the  assenting  debtor,  or  his  sureties,  or 
his  friends.  Public  policy,  and  the  interests  of  unsuspecting 
and  deceived  creditors,  forbid  the  enforcement  of  such  secret 
agreements ;  and  it  makes  no  difference  whether  threats  or 
oppression  were  used  to  induce  the  debtor  to  consent  to  the* 
secret  agreement,  or  whether  he  was  merely  a  volunteer^ 
offering  his  services,  and  aiding  in  the  intended  deception. 
VOL.  X. — 34 
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(1  Story's  Eq.  Jwris.^  §g  378, 379,  and  cases  there  cited ;  ddrke 
y.  Tfilife,  12  Pet&rs^  178, 199 ;  May  (yii  jFraudulent  Convey- 
ancing^  86,  and  cases  there  cited  ;  RusseU  v.  Rogers^  10  Wenr 
dell,  473,  479 ;  Wiggin  v.  Bush,  12  Johnson,  306,  309  ;  Bean 
V.  Brookmire,  1  Dillon^  151,  154;  Dangleish  v.  TWi^n^^^,  2 
Za2£7  i?^^.,  ^.  ^.,  48,  54.)    Not  only  are  such  secret  agree- 
ments not  enforced,  but  money  paid  under  them  is  allowed 
to  be  recovered  back  by  the  debtor,  as  having  been  obtained 
in  violation  of  the  principles  of  public  policy,  and  affirmative 
relief  is  given  to  the  debtor  against  such  agreements,  even 
where  they  are  not  forbidden  by  an  express  statute.    {Smith 
V.  Bromley,  Doug.  R.,  696,  note  ;  Jackman  v.  JUitoheU,  13 
Vesey,  581 ;  Wood  v.  Barker,  Law  Rep,,  1  Eq.  Cases,  189.) 
Nor  is  it  material,  whether  the  secret  agreement  gives  to  the 
favored  creditor  a  larger  sum,  or  an  additional  security  or 
advantage.    {Eastabrook  v.  Scott,  3  Vesey,  456 ;  Const(mtein 
V.  Blaohe,  1  Cox's  Ch.  Cases,  287.)     The  case  of  CuUing- 
worth  V.  Zoyd,  (2  Beavan,  385,)  shows,  that,  although  there 
is  no  general  meeting  of  creditors,  nor  any  agreement  entered 
into  by  the  creditors  generally,  yet,  if  a  proposition  is  made 
to  the  creditors  at  large  to  pay  them  all  a  composition  on  cer- 
tain terms,  no  creditor  can  ostensibly  accept  such  composition, 
and  sign  the  deed  which  expresses  his  acceptance  of  the  terms, 
and,  at  the  same  time,  stipulate  for,  or  secure  to  himself, 
a  peculiar  and  sefMurate  advantage,  which  is  not  expressed  upon 
the  deed.    In  Leicester  v.  Rose,  (4  East,  372,  383,)  it  is  said, 
that  the  fraud,  in  such  a  case,  may  consist  in  putting  the 
fitvored  creditor  in  a  better  situation  than  the  other  creditors ; 
that  it  is  not  necessary  he  should  stipulate  to  receive  more 
money  than  the  others  ;  but  the  fraud  may  consist  in  receiv- 
ing that  which  is  meant  to  procure  him  more  money,  namely, 
a  better  security  for  the  same  sum ;  and  that  it  is  a  fraud  on 
the  creditors  at  large,  for  a  person  to  hold  out  that  he  will 
come  in  under  the  general  agreement,  by  signing  the  deed 
when  presented  to  him  separately,  and  then  to  stipulate  for  a 
further  partial  benefit  to  himself. 

The  leading  cases  on  the  subject  are  reviewed  in  Break  v. 
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Ccley  (4  Sancff.  S.  C,  J?.,  79,)  and  the  conclusion  is  thus  stated : 
'^^It  is  the  clear  and  inevitable  result  of  the  decisions,  that, 
where  a  composition  is  made  with  creditors,  every  security 
given  to  a  particular  creditor,  not  provided  for  in  the  terms 
of  the  deed,  and  not  disclosed,  is  void,  as  a  fraud  upon  the 
<9'editors  from  whom  it  is  concealed,  and,  where  it  is  taken 
from  the  debtor  himself,  as  a  condition  of  his  discharge,  is 
Toid  upon  the  ground  of  duress,  as  well  as  of  fraud."  It  is 
also  said,  in  that  case,  that  it  makes  no  difference,  that  the 
secret  agreement  does  not  have,  and  cannot  have,  the  effect 
of  depriving  the  other  creditors  of  any  portion  of  the  amount 
they  had  agreed  to  receive ;  th^t  it  is  sufficient  if  a  fact  is 
concealed  which  it  was  material  for  them  to  know,  and  the 
knowledge  of  which  might  have  prevented  them  from  assent- 
ing to  the  composition ;  and  that,  upon  a  composition  deed, 
sll  the  parties  are  supposed  to  stand  in  the  same  situation, 
and,  if  there  is  any  one  who  refuses  to  do  so,  he  must  an- 
nounce it  at  the  time,  it  being  impossible  to  say,  that  those 
who  signed  the  deed  in  the  confidence  that,  under  it,  the 
Tights  of  all  would  be  equal,  would  have  signed  it  at  all,  if  it 
had  been  known  to  them  that  a  better  security  was  to  be 
given  to  any  one  creditor  than  that  which,  by  the  terms  of 
the  deed,  all  had  consented  to  take.  These  views  are  ap- 
proved by  Judge  Woodruff,  in  CarroU  v.  Shielch^  (4  K  D. 
Smithy  466).  The  case  of  Pinneo  v.  Higgins^  (2  Ahh.  Pr. 
jRep.y  834,)  is  very  much  like  the  present  one.  There,  the 
favored  creditor  held  out  to  the  debtor  that  he  would  unite 
in  the  composition,  if  the  other  creditors  did.  When  all  the 
other  creditors  had  signed,  he  sought  to  obtain  better  terms, 
and  then  agreed  to  sign  if  those  terms  were  complied  with, 
and  finally  did  sign  because  they  were  complied  with.  In 
that  case,  it  was  urged,  that  no  creditor  was  induced  to  sign 
because  the  favored  creditor  had  signed.  But  the  Court  held, 
that  it  was  of  no  consequence  whether  the  name  of  the 
favored  creditor  was  the  first  that  was  signed  to  the  composi- 
tion agreement,  or  the  last ;  that  he,  by  signing,  entered  into 
4m  agreement  with  the  other  creditors,  as  well  as  with  the 
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debtor ;  and  that  the  separate  agreement  wto  equally  void, 
whether  made  after  all  the  other  creditors  had  signed,  or 
whether  before,  or  after,  the  creditor  who  made  it  had 
signed. 

It  is  contended,  for  the  defendants,  that  the  present  case 
does  not  fall  within  the  principles  thns  settled,  because  it 
was  expressly  provided,  in  the  composition  agreement,  that  it 
was  not  to  be  binding  on  any  one,  nnless  agreed  to  and  signed 
by  all  the  creditors,  and  it  was  not  signed  by  all  the  creditors ; 
and  because  the  defendants  bargained  for  &£tjper  cent,  only 
of  their  claim,  and  threw  away  twenty  per  cent,  of  it ;  and 
because  Beuss  &  Co.  were  authorized  to  sign  only  after  all 
the  other  creditors  had  signed,  and  there  were  creditors  who 
did  not  sign  at  all,  and  such  condition  was  not  waived  either 
by  Eeuss  &  Co.,  or  by  the  defendants*  The  ground  taken  is, 
that,  as  the  composition  agreement  never  had  any  binding 
force  as  against  the  defendants,  the  payment  to  them  of  fifty 
per  cent,  of  their  debt  did  not  violate  any  rights  of  the  other 
creditors  under  the  compromise.  The  difficulty  with  this 
view  is,  that  it  overlooks  the  true  relations  of  the  defendants 
to  the  other  creditors.  The  defendants  and  Beuss  &  Go.  sup- 
posed, as  is  evident  from  the  letter  of  the  16th  of  March, 
1869,  from  the  latter  to  the  former,  that  all  the  other  cred- 
itors had  signed.  They,  therefore,  acted  on  that  view,  in 
taking  the  fifty  per  cent.,  and  pretending  to  assent  to  the 
compromise  terms,  and  concealing  from  the  other  creditors 
the  special  arrangement.  So,  too,  the  other  creditors,  inas- 
much as  the  deed,  by  its  terms,  provided  that  aU  the  creditors 
must  sign  before  the  composition  should  be  binding,  had  the 
right  to  suppose,  in  receiving  their  composition  notes,  that 
all  the  creditors  had  signed,  and  that  aU  were  to  receive  like 
notes,  and  nothing  ftirther.  They  acted  on  that  view,  in 
taking  their  notes.  Hence,  not  only  must  the  agreement, 
for  the  purposes  of  this  case,  be  regarded  as  having  been 
signed  by  all  the  creditors,  but  each  creditor  has  a  right  to 
stand  as  if  the  defendants  had  signed  before  him. 

Kor  does  it  make  any  difference  that  there  may  not,  in 


JANUARY,  1878.  378 


Bean  v.  Amsinck. 


fact,  have  been  any  manual  tradition  of  the  compromise 
notes  to  Beoss  &  Go.,  or  to  the  defendants.  The  letter  of 
tlie  8th  of  March,  1869,  from  the  defendants  to  Henss  &  Co., 
I  fitates,  expressly,  that  the  &ft j  per  cent,  is  to  be  received  as  a 
<<  discount ''  of  the  compromise  notes,  and  that  those  notes  are 
to  be  discounted  on  the  signing  of  the  agreement  by  Benss 
&  Co.  Therefore,  the  signing,  the  receipt  of  the  compromise 
notes,  and  their  ^^  discount,"  were  to  be  simultaneous  acts ;  and 
the  defendants,  having  accepted  the  ^^  discount,"  and  retained 
it,  under  that  arrangement,  are  estopped  from  saying  that  the 
compromise  notes  were  not  received  by  them,  or  that  Beuss  ds 
Co.  had  no  authority  to  sign  the  agreement,  or  that  it  was  not 
binding  because  all  the  creditors  did  not  sign  it.  The  defend- 
ants did  not  treat  separately  in  respect  of  their  debt,  but  as 
a  part  of  the  general  creditors,  all  of  whom  were,  as  they  knew, 
to  be  invited  to  accede  to  the  same  terms. 

Nor  is  there  any  force  in  the  fact  that  the  defendants  ob- 
tained only  fifty  per  cent,  of  their  claim  instead  of  seventy 
per  cent.  By  obtaining  the  fifty  per  cent,  they  substantially 
exhausted  a  large  part  of  the  resources  of  the  debtors.  They 
intended  to  make  it  sure  that  they  should  obtain  the  whole  of 
of  their  fifty  per  cent,  before  any  of  the  compromise  notes 
which  the  other  creditors  were  to  receive  should  fall  due,  and 
they  further  intended  to  make  it  sure,  by  signing  last,  that  no 
creditor  should  be  left  free  to  proceed  against  the  debtors  on 
his  original  claim,  so  as  to  prevent  the  payment  of  the  whole 
of  the  &&jper  cent.  It  is  to  be  assumed  that  other  creditors 
would  have  preferred  such  an  arrangement  as  the  defendants 
made.  At  all  events,  it  is  to  be  assumed  that  others  who 
signed  would  not  have  signed,  had  they  known  of  the  private 
arrangement  with  the  defendants,  which  was  to  strip  the 
debtors  of  a  large  part  of  their  means  of  paying  the  six 
months'  compromise  notes.  The  amount  of  such  notes,  act- 
ually given,  was  $24,768  39.  The  amount  of  the  defendants' 
first  compromise  note,  at  seventy  ^^  cent.y  would  have  been 
$7,595  88.  Before  half  of  the  six  months  had  elapsed,  the 
defendants  had  exacted  from  the  debtors  $16,275  88.  .  The 
position  of  the  creditors  who  have  been  defrauded  by  the 
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private  agreement  would  have  been  no  different  from  what 
it  is,  if  all  the  creditors  had  signed  the  compromise  agree- 
ment ;  or  if,  all  signing  it,  the  defendants  had  not  signed  last ; 
or  if,  only  a  part  signing  it,  inclnding  the  defendants,  the  de- 
fendants had  not  signed  last.  Sach  position,  too,  is  the  same 
it  wonld  have  been,  if,  all  the  creditors  signing  the  compro- 
mise agreement,  the  defendants  had  signed  it  first ;  or,  only 
a  part  signing  it,  inclnding  the  defendants,  the  defendants 
had  signed  it  first. 

The  suggestion,  that,  if  the  compromise  at  seventy  cents 
had  been  carried  out,  Kintzing  &  Go.  were  solvent,  has  no 
force,  except  to  show,  that  the  defendants,  by  rendering  it, 
throngh  their  fraud,  impossible  that  the  compromise  shonld 
be  carried  oat,  made  Kintzing  &  Co.  insolvent. 

It  being  clear,  therefore,  that  the  transaction  was  a  fraud 
on  the  creditors,  the  right  of  the  plaintiff  to  recover  back  the 
money,  for  such  creditors,  is  equally  clear.  Whether  the 
money  could  or  could  not  be  recovered  back  by  the  debtor^ 
the  14th  section  of  the  bankruptcy  Act  especially  vests  in 
the  assignee  all  property  conveyed  by  the  bankrupt  in  fraud 
of  his  creditors,  and  authorizes  him  to  sue  for  and  recover 
the  same.  This  applies  to  conveyances  fraudulent  at  common, 
law,  and  to  transfers  of  property  such  as  that  in  the  present 
case.  {KnowUan  v.  Mosdey^  105  Mass.y  136 ;  Beam,  v.. 
BrooJcmirey  1  DiUany  151, 164.) 

It  is  contended,  that  the  bankruptcy  proceedings  were 
against  Kintzing  alone,  and  not  against  Lindsley  also,  and  not 
against  the  firm ;  that  the  plaintiff  is  the  assignee  only  of 
Kintzing  individually,  and  not  of  the  assets  of  the  firm ;  that 
the  copartnership  was  never  dissolved ;  that  the  plaintiff 
does  not  represent  the  interest  of  Lindsley  in  the  claim  sought 
to  be  recovered  in  this  suit ;  and  that  Lindsley  has  an  interest 
in  it,  which  did  not  pass  to  the  plaintiff.  It  is  apparent,  from 
the  evidence,  that  the  firm  was  regarded  as  dissolved  by  all 
parties  concerned,  by  Kintzing,  by  Lindsley,  and  by  the  cred- 
itors, including  the  defendants,  and  that  the  assets  and  effects 
of  the  firm  were  regarded  as  being  put  into  Kintzing's  hands^ 
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in  trust,  to  settle  up  the  business,  as  the  appointee  of  the 
creditors,  and  pay  the  compromise  notes.  Kintzing  passed 
into  the  hands  of  the  State  assignee  all  that  was  left  of  such 
assets,  as  being  part  of  the  estate  of  Eintzing.  From  the 
State  assignee  they  passed  to  the  plaintiff,  as  the  assignee  of 
£intzing,  as  part  of  the  estate  of  Eintzing. 

Bat,  there  is  another  view  of  the  matter.  The  composi- 
tion deed  does  not  appear  to  have  been  assented  to  in  any 
manner  by  Lindsley.  He  is  not  named  in  it,  nor  was  he,  so 
far  as  appears,  a  party  to  it,  potentially.  The  deed  is  made 
between  '^  Charles  S.  Eintzing  &  Co."  and  his  creditors. 
There  does  not  seem  to  have  been  any  authority,  so  far  as 
Lindsley  was  concerned,  to  sign  the  firm  name  to  the  compro- 
mise notes,  so  as  to  bind  him  by  them.  The  compromise 
notes,  therefore,  signed  by  Eintzing  with  the  firm  name,  were 
the  individual  notes  of  Eintzing.  Having  given  th^m,  he 
was  to  have  the  assets  to  administer,  with  which  to  pay  them. 
This  was  the  view  of  the  creditors  and  of  the  bankruptcy 
Court.  The  petition  states,  that  the  petitioners  are  creditors 
of  Eintzing,  a  member  of  the  late  firm,  and  that  his  debts  to 
them  are  two  of  these  six  months'  compromise  notes,  signed 
in  the  name  of  Charles  S.  Eintzing  &  Co.,  but  given  by 
Eintzing,  and  that  he  committed  all  of  the  alleged  acts  of 
bankruptcy,  one  among  them  being  the  preferential  payment 
by  him  to  l^e  defendants,  as  creditors  of  his,  of  the  moneys 
before  mentioned;  and  the  prayer  of  the  petition. is,  that 
Eintzing,  so  doing  business  as  Charles  S.  Eintzing  &  Co., 
may  be  declared  bankrupt.  The  defendants,  as  before  shown, 
having  really  accepted  the  compromise  notes,  and  received  the 
fifty  j>er  cent,  as  a  discount  of  those  notes,  and  those  notes,  as 
well  as  all  the  other  compromise  notes,  being  really  only  the 
individual  notes  of  Eintzing,  and  it  appearing  that  the 
moneys  paid  to  the  defendants  were  paid  by  Eintzing  out  of 
the  general  funds  of  Eintzing,  it  follows,  that,  although  those 
funds  may  have  been,  in  part,  the  proceeds  of  the  assets  of 
the  former  firm,  and  although  it  may  appear,  on  a  calculation, . 
that  Eintzing  was  a  debtor  to  such  former  firm,  in  respect  of 
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the  assets  he  received  and  converted  into  money,  to  an  amoant 
sufficient  to  cover  the  payments  to  the  defendants,  yet  the 
claim  sought  to  be  recovered  in  this  suit  is  a  claim  belonging 
to  the  estate  of  Kintzing  and  recoverable  by  the  plaintiff,  as 
his  assignee.  How  the  plaintiff-  shall  distribute  the  amount 
of  the  recovery,  under  the  direction  of  the  bankruptcy  Court, 
as  between,  persons  who  were  creditors  of  the  former  firm, 
(including  those  who  received  and  those  who  did  not  receive 
compromise  notes,)  and  persons  who,  though  creditors  of 
Kintzing,  were  never  creditors  of  the  former  firm,  is  a  ques- 
tion not  involved  in  this  suit. 

There  must  be  a  decree  for  the  plaintiff,  for  the  several 
amounts  of  money  paid  to  the  defendants,  with  interest,  and 
costs. 


Edwa/rd  B.  Merrill^  for  the  plaintiff. 
Augustus  F.  Smithy  for  the  defendants. 


In  re  Edwabd  A.  Oaset,  a  Bankbitpt. 

• 

The  review,  by  the  Circuit  Coort,  of  an  order  made  by  tiie  District  Court,  in  the 
ezerciee  of  its  ennimary  jurisdiction  in  bankruptcy,  nnder  the  Ist  section  of 
the  bankmptcy  Act  of  March  2d,  1867,  (U  CT.  8,  Stat,  at  LargB,  617,)  cannot 
be  had  by  means  of  an  i^peal,  taken  nnder  the  8th  section  of  said  Act 

The  practice  in  general  use,  in  the  Second  Circuit,  for  the  review  of  snch  an 
order,  is  by  a  petition  to  the  Circuit  Court,  setting  forth  so  mnch  of  the  pro- 
ceeding in  the  District  Court  as  is  necessary  to  show  the  order  complained 
o^  and  the  fitcta  on  which  it  was  based,  or  the  evidence,  where  the  fticts  are 
in  dispute,  pointing  out  specifically  the  supposed  error  or  errors,  and  aaUng 
a  review  and  reversal,  or  modification,  of  the  order  oomplained  o£ 

A  mere  notice  of  appeal  is  not "  pr(^>er  process,"  for  invoking  a  review  of  snch 
an  order. 

SembU,  that  the  review  of  snch  an  order  may  be  applied  for  at  any  tine  before 
the  snppoeed  erroneous  order  is  carried  into  execution. 
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A  smnmary  proceeding,  bj  order  to  show  cause,  based  upon  a  petition  in  the 
District  CSonrt,  in  bankruptcy,  asking  that  the  assignee  in  bankruptcy  be  di- 
rected to  pay  the  mortgage  debt  out  of  the  estate,  and  that,  in  deleinlt  of 
payment,  the  assignee  and  a  subsequent  mortgagee  be  foreclosed  of  all  equity 
of  redemption  in  the  mortgaged  premises,  cannot,  for  the  purposes  of  an  ap- 
peal from  an  order  made  thereon,  directing  that  a  decree  of  foredosure  be 
made  in  favor  of  the  petitioner  upon  one  mortgage,  and  in  favor  of  such  sub- 
sequent mortgagee  on  another,  and  ordering  a  reference,  to  ihscertain  the 
amount  due  on  those  mortgages,  and  dismissing  the  petition  as  to  a  third 
mortgage,  but  not  settling  the  terms,  or  conditions,  or  times,  when  the  fore- 
closure shall  become  operative,  be  regarded  as  a  suit,  so  as  to  sustain  an  ap- 
peal taken  from  such  order,  under  the  8th  section  of  said  Act. 

Such  an  order,  if  regarded  as  made  in  a  suit,  is  not  a  final  decree  therein. 

The  appeal  provided  for  by  the  said  8th  section  can  be  taken  only  from  a  final 
decree. 

Jurisdiction  to  foredoae  a  mortgage  on  the  estate  of  a  bankrupt,  at  the  instance 
of  the  mortgagee  or  holder,  is  not  included  in  the  powers  to  be  ezerdsed 
summarily  under  the  1st  section  of  said  Act. 

(Before  Woodruff,  J.,  Vermont,  Januiyry  18th,  1878.) 

WooDBXTFF,  J.  Isaac  Alden,  claiming  to  be  the  owner,  by 
assignment,  of  certain  two  mortgages  upon  real  estate  of  the 
bankrupt,  presented  his  petition  to  the  District  Ooart,  setting 
ont  a  mortgage,  dated  June  19th,  1841,  made  by  a  former 
owner  of  the  preihises,  to  one  Austin,  afterwards  assigned  to 
the  petitioner,  and  another  mortgage,  dated  August  7th, 
1855,  made  by  the  bankrupt  to  Mary  A.  Newman,  which  was 
afterwards,  as  he  states,  delivered  to  him,  and  which,  he 
states,  he  now  owns,  with  the  promissory  notes  thereby  se- 
cured. The  petitioner  also  states,  that,  on  the  10th  of  Novem- 
ber, 1865,  the  bankrupt  executed  another  mortgage,  upon  the 
same  premises,  to  Nathan  T.  Sprague.  He  further  states, 
that  the  amounts  of  the  several  mortgages  are  due  and  un- 
paid, with  the  exception  of  certain  payments  on  account 
thereof,  which  it  is  not  material  here  to  specify ;  and  he  asks, 
that  the  bankrupt  and  the  assignee  of  his  estate  in  bank- 
ruptcy, Thurman  Brokins,  and  the  holder  of'  the  said  third 
mortgage,  Nathan  T.  Sprague,  show  cause  why  the  Court 
should  not  order  the  assignee  to  pay  the  first  two  mortgages 
out  of  the  funds  of  the  estate  of  the  bankrupt,  if  any  he  has, 
or,  in  default  of  a  payment  thereof  by  them,  or  some  one  of 
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them,  that  they  and  each  of  them  be  foredosed  of  all  equity 
of  redemption  in  said  premises,  or  why  the  petitioner  should 
not  have  such  other  order  or  relief  as  to  the  Coort  should 
seem  equitable,  &c.  The  bankrupt,  apparently,  paid  no  at- 
tention to  this  petition.  The  assignee  and  the  third  mort- 
gagee showed  canse.  The  former  sets  up  the  existence  of 
yarious  alleged  defences  to  the  mortgages  described  in  the 
petition  as  held  by  the  petitioner,  and  alleges  that  varioua 
payments  have  been  made  thereon  which  are  not  credited ; 
that  the  notes  secured  by  the  mortgage  given  to  Kewman  are 
barred  by  the  statute  of  limitations ;  that  the  petitioner  has 
no  title,  legal  or  equitable,  to  the  mortgage  given  to  Kewman, 
or  the  notes  secured  thereby ;  that,  when  the  said  Newman 
conveyed  the  real  estate  to  the  bankrupt,  for  the  considersr 
tion,  in  whole  or  in  part,  expressed  in  the  said  mortgage 
given  to  her  for  the  price,  she  covenanted  that  the  premises 
were  free  and  dear  of  all  other  incumbrances,  whereas,  in 
fact,  the  prior  mortgage  to  Anstin  was  then  an  incumbrance 
thereon ;  that  the  amount  of  snch  prior  mortgage  onght,  in 
equity,  to  be  allowed  to  the  estate  of  the  bankrupt,  in  abate- 
ment of  the  sum  secured  by  the  mortgage  to  her;  that  the 
mortgagee  Kewman  has  never  assigned  the  mortgage  which 
was  executed  and  delivered  to  her;  that,  in  respect  to  the 
notes  which  the  petitioner  claims  to  have  purchased,  they 
have  never  been  endorsed  by  her,  and  she  denies  his  title 
thereto ;  that,  in  respect  to  others  of  said  notes,  (being  about 
one-half  of  the  amount  mentioned  in  the  said  mortgage,)  they 
are  held  by,  and  belong  to,  the  wife  of  the  petitioner,  as  her 
separate  property ;  and,  finally,  that,  on  the  22d  of  March, 
1870,  the  petitioner  and  his  wife  released  to  the  bankrupt  the 
mortgaged  premises. 

The  mortgagee  Sprague  alleges  the  validity  of  his  own 
mortgage,  and,  upon  information  and  belief,  states  that  pay- 
ments have  been  made  on  the  other  mortgages,  and,  also,  that, 
except  upon  recent  information^  he  has  no  knowledge  of  the 
existence  of  such  mortgages. 

Proofs  were  taken  upon  the  facts  alleged,  and  the  District 
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Oonrt  made  an  order,  ''that  a  decree  of  foreclosure  be  made 
in  favor  of  the  petitioner,  upon  the  mortgage  described  in  the 
petition  as  executed  on  the  19th  of  June,  1841,  *  »  * 
to  Gnstavus  A.  Austin,  and  also  on  the  mortgage  described  in 
said  petition  as  executed  on  the  11th  of  November,  1865, 
*  *  to  Nathan  T.  Sprague,  and  that  the  case  be  referred 
to  the  clerk  of  said  Court,  to  ascertain  the  sums  due  on  said 
mortgages  respectively,"  and  dismissing  the  petition,  with 
costs,  as  to  the  notes  and  mortgages  alleged  to  have  been  ex- 
ecuted in  1855  to  Mary  A.  Newman.  From  this  order  the 
petitioner  appealed  in  the  form  and  manner  prescribed  in  the 
eighth  section  of  the  bankrupt  law,  which  r^ulates  appeals 
to  this  Court  from  the  District  Court  in  cases  in  equity,  under 
the  jurisdiction  created  by  that  Act.  The  assignee  in  bank- 
ruptcy moves  to  dismiss  the  appeal,  and,  subject  to  that  mo- 
tion, the  propriety  of  the  order  has  been  discussed. 

The  appeals  provided  for  in  the  eighth  section  are  appeals 
in  that  class  of  cases  mentioned  in  the  third  paragraph  of  the 
second  section  of  the  Act,  which  gives  to  the  Circuit  and  Dis- 
trict Courts  concurrent  jurisdiction  of  suits,  at  law  or  in 
equity,  which  may  be  brought  by  the  assignee  in  bankruptcy 
against  any  person  claiming  an  adverse  interest,  or  by  such 
person  against  such  assignee,  touching  any  property,  or  rights 
of  property,  of  said  bankrupt,  transferable  to  or  vested  in 
such  assignee.  The  cases  in  equity  mentioned  in  the  eighth 
section,  are  suits  in  equity,  whereof  the  District  Court  ob- 
tained jurisdiction  by  the  paragraph  last  referred  to.  The 
appeal  in  such  cases  is  not  the  application  for  a  review  of  the 
summary  orders  or  proceedings  of  the  District  Court  in  the 
ordinaiy  course  of  proceedings  in  bankruptcy,  or  upon  peti- 
tion therein.  The  summary  jurisdiction  given  by  the  first 
section  of  the  bankrupt  law  may  be  exercised  upon  the  ordi- 
nary processes,  orders  to  show  cause,  notices  of  motion,  &c., 
therein,  or  upon  petition,  where  special  aid  or  relief  is  sought 
in  any  matter  embraced  in  that  jurisdiction.  The  review  of 
orders  made  thereupon  is  not  by  appeal  under  the  eighth  sec- 
tion, but  by  bill,  petition,  or  other  proper  process,  of  any 
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party  aggrieved.  The  precise  form  of  invoking  the  general 
superintendence  and  jurisdiction  of  this  Oourt,  to  review  such 
orders,  is  not  fixed  by  the  statute,  but,  the  practice  in  this  Cir- 
cuit, in  general  use,  is  for  the  party  desiring  such  review  to 
present  to  this  Court  a  petition,  setting  forth  so  much  of  the 
proceeding  in  the  District  Court  as  is  necessary  to  show  the 
order  complained  of,  and  the  main  facts  upon  which  it  was 
based,  or  tixe  evidence,  when  the  facts  are  in  dispute,  pointing 
out  specifically  the  supposed  error  or  errors,  and  asking  a  re- 
view and  reversal,  or  modification,  of  the  order  complained  of. 

I  have  heretofore,  in  this  District,  {In  re  Olarky9  JSlatehf. 
0.  C.  fi.,  379,)  expressed  my  disapproval  of  an  attempt  to 
bring  into  this  Court  the  proceedings  of  the  District  Court 
for  review,  upon  the  vague  and  general  allegation,  even  in  a"" 
petition,  that  there  is  error  therein.  The  law  contemplates, 
that,  whether  the  superintendence  and  jurisdiction  of  this 
Court  be  exercised  by  bill,  petition,  or  other  proper  process, 
the  matter  be  brought  before  the  Court  in  some  form  in  which 
the  errors  alleged  shall  be  presented  for  examination,  and  not 
that  this  Court  shall  be  called  upon  to  rove  through  the  entire 
proceedings,  on  a  general  allegation  that  there  is  somewhere 
error  therein.  If,  therefore,  in  the  absence  of  specific  statute 
provision,  it  were  claimed,  that,  irrespective  of  the  eighth  sec- 
tion, a  notice  of  appeal  would  be  *'  proper  process,"  for  in vok- 
■  ing  such  review  of  summary  proceedings  in  the  District  Court, 
I  should  be  constrained  to  hold  that  such  a  notice  is  not  suffi- 
cient. 

In  this  matter,  the  proceeding  in  the  District  Court  was 
not  a  suit.  It  was  an  application  to  the  summary  jurisdiction 
of  the  Court,  sought  to  be  exercised  by  an  order  upon  the  as- 
signee and  others  to  show  cause  as  upon  motion,  and,  on 
showing  cause,  an  order  thereupon  was  made.  If  it  appeared 
that  the  form  of  a  notice  of  appeal  had  been  adopted  under 
the  belief  that  this  Court  would  treat  that  as  "  proper  process," 
under  the  first  clause  of  the  second  section,  the  suggestion 
would  be  obvious,  that  such  a  notice  would  not,  per  se^  bring 
before  this  Court  the  proceedings  of  the  District  Court,  nor 
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any  part  of  them.  There  i&  no  statute,  nor  any  rule,  which 
gives  such  a  notice  effect  to  bring  those  proceedings  into  this 
Court.  Whether  such  a  notice  would  operate  even  to  war- 
rant this  C!ourt  to  make  any  order  by  which  the  proceedings 
of  the  District  Court  should  be  certified  to  this  Court,  is  not 
dear ;  and,  whether  this  Court  could  make  an  order  based 
upon  such  notice,  permitting  the  party  supposing  himself 
aggrieved  to  amend  his  proceeding,  by  filing  a  petition  or 
specification  of  errors,  ntmopro  tunOy  it  is  not  necessary  now 
to  consider,  for  reasons  which  will  be  suggested.  Such  an 
order  does  not  seem  to  be  necessary.  I  find  no  specific  lim- 
itation of  the  time  within  which  a  review  of  summary  pro- 
ceedings may  be  sought ;  and  it  would  seem,  therefore,  that 
such  review  may  be  applied  for  at  any  time  before  the  sup- 
posed erroneous  order  is  carried  into  execution. 

It  was  urged,  by  the  counsel  for  the  petitioner,  that,  al- 
though the  proceeding  was  not  so  in  form,  yet  it  was,  in  sub- 
stance, a  suit  in  equity  to  foreclose  mortgages  held  by  the 
petitioner,  heard  upon  bill,  answers,  and  proofs,  and  that  mere 
form  ought  to  be  disregarded,  and  the  appeal  sustained  xmder 
the  eighth  section  of  the  bankrupt  Act.  I  cannot  concede 
that  the  proceedings  may,  with  any  propriety,  be  deemed  and 
treated  as  a  suit.  But,  if  I  could,  then  I  should  certainly  be 
compelled  to  dismiss  the  present  appeal,  for,  the  order  sought 
to  be  reviewed  is  not  a  final  decree  in  such  a  suit.  The  order^ 
as  an  order  in  a  foreclosure  suit,  is  interlocutory  n^erely.  It 
determines,  preliminarily  to  a  decree  in  foreclosure,  as  to  which 
of  the  three  mortgages  a  decree  of  foreclosure  shall  hereafter 
be  entered,  and,  with  a  view  to  such  decree,  directs  the  ascer- 
tainment of  the  amounts  due ;  but,  what  are  to  be  the  terms 
and  conditions  of  the  foreclosure  of  the  equity  of  redemption, 
nor  at  what  time  such  foreclosure  shall  be  final  and  operative, 
as  a  bar  to  the  right  of  redemption,  is  not  settled,  nor  is  the 
order,  in  any  sense,  ripe  for  final  execution.  This  Court  has 
heretofore  held,  that  the  appeals  given  to  the  Circuit  Court,  in 
suits  in  equity,  by  the  eighth  section  of  the  bankrupt  Act,  are 
from  final  decrees  of  the  District  Court,  and  not  from  orders, 
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or  interlocutory  decrees,  not  settling  aU  the  rights  in  contro- 
versy.   {Clark  V.  Isdm^  9  Blatchf,  C.  C,  -ff.,  196.) 

I  have  discussed  these  questions  at  some  length,  because 
the  views  of  this  Court  in  relation  to  the  practice  under  the 
bankrupt  law  do  not  seem  to  have  been  fully  understood  in 
this  District ;  and  I  might  dispose  of  this  proceeding  here,  by 
directing  that  the  appeal  be  dismissed,  but,  I  foresee  that  the 
petitioner  may  feel  some  embarrassment  and  uncertainty  re- 
spectiug  the  course  which  is  open  to  him.  It  is,  ther^ore, 
not  altogether  imperti|^ent,  in  view  of  a  possible  renewal  of 
the  application  to  review  the  order  made  in  the  District  Court, 
by  the  filing  of  a  petition  of  review,  or  otherwise,  to  say,  that 
the  proceeding  was  a  mistaken  one,  in  the  first  instance.  Ju- 
risdiction to  foreclose  mortgages  upon  the  estate  of  the  bank- 
rupt is  not  included  in  the  powers  to  be  exercised  summarily 
xmder  the  first  section  of  the  bankrupt  Act.  Jurisdiction  to 
order  such  foreclosure,  in  favor  of  an  alleged  mortgagee  claim- 
ing adversely  to  the  assiguee,  and  adversely  to  another  mort- 
gagee or  mortgagees,  where  the  title  of  the  applicant  is  dis- 
puted, the  amount  claimed  is  denied  to  be  due,  and  where  it 
is  insisted  that  he  has  already  released  the  lien,  if  any  existed, 
is,  most  clearly,  not 'embraced  in  that  first  section.  Contro- 
versies like  the  present  must  be  conducted  by  a  suit,  to  which 
all  persons  claiming  adversely  to  the  complainant  are  made 
parties,  and  in  which  each  will  have  the  right  of  appeal  given 
by  the  law,  and,  when  the  amount  is  sufficient,  to  the  Supreme 
Court  of  the  United  States. 

I  forbear  expressing  an  opinion  upon  the  facts  in  this  case ; 
but,  it  is  not  obvious,  that,  if  a  part  of  the  notes  secured  by 
the  mortgage  to  Mrs.  Ne¥nnan  are  owned  by  the  wife  of  the 
petitioner,  as  her  separate  estate,  a  foreclosure  can  be  had  in 
a  suit  in  equity  to  which  she  is  not  a  party ;  nor,  if  Mrs.  New- 
man claims  the  other  notes  adversely  to  the  petitioner,  and 
that  is  known  to  the  other  parties  interested,  is  it  clear  that 
she  is  not  to  be  made  a  party  to  any  proceeding  by  the  peti- 
tioner, in  equity,  to  enforce  them  as  a  lien.  Upon  what 
ground  this  mortgage  to  Mrs.  Newman  was  deemed  invalid, 
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or  was  excluded  by  the  order  made  by  the  District  Court, 
was  not  su/2;gested  on  the  argument.  It  may  ha^e  been  be- 
eause  the  real  parties  interested  therein  were  not  before  the 
Court.  Obyiously,  the  claims  in  this  respect  were  not  very 
fully  exhibited.  Whatever  may  be  said  of  defect  of  parties, 
it  is,  at  least,  doubtful,  whether  the  petitioner  did  not  acquire 
some  interest  in  the  mortgage  debt  by  his  purchase  from  the 
holders  of  the  notes  in  Virginia;  and,  if  the  decision  pro- 
ceeded upon  the  ground  that  the  petitioner  and  his  wife  had 
released  the  mortgage  debt,  then  the  proo&  tending  to  show 
that  there  was  no  such  intention,  that  there  was  no  considera- 
tion for  such  a  release,  and  that  the  execution  of  the  instru- 
ment claimed  to  have  such  an  effect  was  under  a  total  mis- 
take, which  a  Court  of  Equity  ought  to  correct,  all  show  the 
importance  of  having  the  matter  before  the  Court  by  regular 
suit,  invoking  the  power  of  the  Court  to  reform  the  instru- 
ment, or  otherwise  relieve  the  parties  from  the  technical  legal 
•effect  of  it,  as,  also,  to  present  the  other  facts  with  all  proper 
parties,  so  that  the  decree  may  be  effective  and  be  reviewable 
in  appropriate  form. 

For  the  present,  the  duty  of  the  Court  is  to  dismiss  the 
appeal. 

Johfn  Previa  for  the  petitioner. 

John  TT.  StewoH  and  E.  J.  Omvibee^  for  the  assignee. 
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Oharleb  B.  Hotchkisb 

vs. 

The  Tradebhen'b  National  Banx,  The  National  Shoe  and 
Leather  Bane  op  the  cnr  of  New  Tore,  and  The 
Milwaukee  and  St.  Paul  Railway  Company.  In  Equity. 

The  mortgi^  hond  of  a  railroad  oorporatioii,  bearing  a  aiimber,  and  payaUe  to 
bearer,  with  coapoiis  attached,  payable  to  bearer,  contained,  on  itB  lace,  a  state- 
ment, that  the  corporation  agreed  "  to  make  the  scrip  preferred  stock  attached 
to  this  bond  ftill  pidd  stock,"  at  specified  times,  upon  smrrender  to  the  cor- 
poration,  of  the  bond  and  the  mamatnred  coupons,  and  that  it  was  issued 
in  confonnity  with  the  articles  of  association  of  the  corporatioii.  EL,  the 
owner  and  possessor  of  such  bond,  was  also  the  possessor  •f  a  certificate  for 
ten  shares  of  the  scrip  preferred  stock  of  the  corporation,  certifying  that  he 
was  entitled  to  such  shares,  and  declaring,  that,  on  the  surrender  of  such  cer> 
tificate,  and  of  such  mortgage  bond,  designated  by  its  number,  and  of  al  un- 
matured coupons  thereon,  «t  specified  times,  he  would  be  entitled  to  ton  shares 
of  full  paid  preferred  stock.  The  bond  and  the  certificate  of  stock,  attached 
together  by  a  pin,  were  stolen  from  H.  The  bond,  unaccompanied  by  the  oer* 
taficate,  went  into  the  hands  of  T.,  who,  in  good  faith,  and  without  any  other 
notice  than  was  imported  by  the  bond,  advanced  money  on  the  bond :  Sdd, 

(1.)  That  T.  had  notLoe  of  whatever  was  contained  in  the  artidee  of  association,, 
in  respect  to  the  bond. 

(2.)  That  neither  the  articles,  nor  the  bond,  nor  the  certificate,  required  the  bond 
to  be  registered,  or  to  be  transferable  solely  on  the  books  of  the  corporation, 
or  that  the  debt  evidenced  by  the  bond  and  the  coupons  should  be  transfer- 
able  otherwise  than  by  delivery. 

(8.)  That  H.  could  part  with  the  bond  by  delivery,  without  transferring  the 
scrip  stock. 

(4.)  That  the  promise,  on  the  bond,  to  pay  money,  was  a  separate  obligation 
from  the  agreement  in  regard  to  converting  the  scrip  stock  into  foil  paid 
stock. 

(6.)  That  T.  wasentitied,  as  sgainst  H.,  to  retain  the  bond,  as  having  taken, 
before  maturity,  ifor  a  valuable  consideration,  in  the  usual  course  of  business^ 
without  notice  of  any  defect  of  titie,  a  coupon  bond,  payable  to  bearer. 

(Before  Blatghtobd,  J.,  Southern  District  of  New  York,  January  22d,  1878.^ 

Blatchfoed,  jr.    On  the  30th  of  November,  1868,  the 
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plaintiff,  at  Bridgeport,  Connecticut,  was  the  owner  and  in 
possession  of  three  bonds,  for  $1,000  each,  issued  by  the  Mil- 
waukee and  St.  Paul  Railway  Company,  and  numbered  re- 
spectively 1,947,  2,070  and  2,425.  There  were  then  annexed 
to  each  of  the  bonds  48  coupons  or  interest  warrants,  each  for 
$35,  and  payable  each  successive  six  months  from  and  in- 
cluding the  1st  day  of  January,  1869,  to  and  including  the 
1st  day  of  July,  1892.  The  bond  and  its  coupons  were  all  of 
them  printed  on  the  face  of  one  and  the  same  sheet  of  paper, 
^nd  none  of  such  48  coupons  had  then  been  cut  off.  Bond 
No.  1,947  read  thus  :  "  Know  all  men  by  these  presents,  that 
the  Milwaukee  and  St.  Paul  Bailway  Company  are  indebted 
to  Isaac  Seymour,  Horace  Galpen,  William  Gould,  Fred.  P. 
James,  D.  M.  Hughes,  George  Smith  and  Francis  Vose,  citi- 
zens of  the  State  of  New  York,  or  bearer,  in  the  sum  of  one 
thousand  dollars,  for  the  purchase  money  of  their  entire  cor- 
porate property,  which  sum  said  company  promise  to  pay  to 
the  bearer  hereof  on  the  first  day  of  January,  A.  D.  1893,  at 
the  office  or  agency  of  the  company  in  the  city  of  New  York, 
with  interest  thereon  from  the  first  day  of  July,  A.  D.  1863, 
at  the  rate  of  seven  ^^  centum  per  amturriy  payable  semi-an- 
nually, at  its  office  or  agency  in  the  city  of  New  York,  on  the 
first  day  of  January  and  July  in  each  year,  on  the  presentar 
tion  and  surrender  of  the  annexed  coupons,  as  they  severally 
become  due,  and,  in  case  of  non-payment  of  interest  for  six 
months,  then,  without  demand  or  notice,  the  principal  of  this 
bond  shall  become  du^  and  payable.  The  said  company  also 
agree  to  make  the  scrip  preferred  stock  attached  to  this  bond 
full  paid  stock  at  any  time  within  ten  days  after  any  dividend 
shall  have  been  declared  and  become  payable  on  said  pre- 
.  ferred  stock,  upon  surrender  to  the  company,  in  the  city  of 
New  York,  of  this  bond  and  the  unmatured  interest  warrants. 
This  bond  is  one  of  a  series  of  bonds,  amounting  to  $2,200,000, 
iind,  if  the  company  acquire  the  road  known  as  the  Eastern 
division  of  the  La  Crosse  and  Milwaukee  Bailroad,  then  this 
issue  of  bonds  may  be  increased  $2,000,000,  and,  if  the  com- 
pany acquire  the  Milwaukee  and  Western  Bailroad,  and  ex- 
voL,  X, — 25 
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tend  it  from  Columbus  to  Portage,  then  this  issue  may  be 
increased  $2,000,000,  and,  if  the  company  acquire  the  Mil- 
waukee and  Horicon  Eailroad,  this  issue  of  bonds  may  be 
increased  $400,000.     All  of  which  bonds  are  executed  and 
delivered  in  conformity  with  the  laws  of  "Wisconsin,  the  arti- 
cles of  association  of  the  company,  the  vote  of  the  stock- 
holders, and  resolution  of  the  Board  of  Directors.    And  the 
bearer  hereof  is  entitled  to  the  security  derived  from  a  mort- 
gage or  deed  of  trust  duly  executed  and  delivered  by  said 
company  to  Isaac  Seymour  and  N.  A.  Cowdrey,  trustees,  con- 
veying the  entire  property  of  this  company,  real  and  personal, 
and  all  its  rights,  franchises  and  annuities,  dated  May  6th, 
A.  D.  1863,  and,  also,  to  the  benefits  to  be  derived  from  a 
sinking  fiind  established  by  and  in  said  mortgage  or  deed  of 
trust,  of  all  such  sums  of  money  as  are  received  from  the 
sales  of  lands  donated  or  granted  to  this  company  by  the 
United  States  or  by  the  State  of  Wisconsin.     This  bond  shall 
not  be  valid  until  it  shall  have  been  authenticated  by  a  cer- 
tificate endorsed  hereon,  and  duly  signed  by  both  of  said 
trustees,  or  their  or  his  successor  or  successors,  and  is  issued, 
received  and  held  subject  to  the  terms  and  conditions  con- 
tained in  said  mortgage.    In  witness  whereof,  the  said  com- 
pany have  caused  their  corporate  seal  to  be  hereto  affixed,  and 
their  president  and  secretary  to  sign  the  same,  this  sixth  day 
of  May,  A.  D.  1863."     On  the  face  of  the  bond  were  the 
number  of  the  bond,  in  two  places,  and,  also,  the  words: 
"  Sixty  coupons  attached.      Last  six  .months  interest,  $35, 
payable  with  bond."    Each  coupon  was  in  this  form :  "  The 
Milwaukee  and  St.  Paul  Railway  Company  promise  to  pay  to 
the  bearer,  thirty-five  dollars,  on  the  first  day  of  18     , 

in  the  city  of  New  fork,  for  interest  due  on  bond  No.  1,947. 
Coupon  No.  .    H.  E.  Glasford,  Agent."    The  blanks 

in  the  coupons  were  properly  filled. 

The  face  of  the  bond  being  uppermost,  if  the  bond  was 
folded  over  from  right  to  left,  by  a  fold  in  the  middle  of  its 
width,  and  running  from  top  to  bottom,  so  as  to  bring  one- 
half  of  the  back  of  the  bond  uppermost,  that  half  was  found 
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to  be  divided,  by  two  up  and  down  lines,  into  three  columns, 
each  with  a  printed  heading,  the  first  column  being  headed, 
"  date  of  transfer,"  with  the  figures  "  186  "  a  short  distance 
below,  to  the  left,  the  second  column  being  headed,  "  to  whom 
transferred,"  and  the  third  column  being  headed,  "  attest  by 
transfer  agent;"  and,  in  each  column,  were  fourteen  horizontal 
lines.  There  were  no  entries  in  any  of  these  columns  when 
the  bond  left  the  possession  of  the  plaintiff,  as  hereafter  men- 
tioned. 

On  the  other  half  of  the  back  of  the  bond  were  these 
words :  "  $1,000  Bond,  No.  1,947.  First  Mortgage,  Milwaukee 
&  St.  Paul  Railway  Company,  ''i  per  cent,  convertible.  In- 
terest, January  &  July.  Due,  1893.  This  is  to  certify  that 
this  bond  is  included  in  a  first  mortgage  of  the  entire  corpo- 
rate property,  real  and  personal,  rights,  franchises,  and  im- 
munities, of  the  Milwaukee  and  St.  Paul  Railway  Company, 
in  trust  to  the  undersigned,  to  secure,  the  payment  of 
$2,200,000 ;  and,  if  the  company  acquire  the  road  known  as 
the  Eastern  division  of  the  La  Crosse  and  Milwaukee  Bail- 
road,  then  it  may  be  to  secure  the  payment  of  $2,000,000 
additional,  and,  if  the  company  acquire  the  road  known  as 
the  Milwaukee  and  Western  Railroad,  then  it  may  be  to 
secure  the  payment  of  $2,000,000  additional,  and,  if  the 
company  acquire  the  road  known  as  the  Milwaukee  and 
Horicon  Railroad,  then  it  may  be  to  secure  the  payment 
of  $400,000  additional.  I.  Seymour,  N.  A.  Cowdrey, 
Trustees." 

Bonds  Nos.  2,070  and  2,425,  when  they  left  the  possession 
of  the  plaintiff,  as  hereafter  mentioned,  read  in  the  same  way, 
and  were,  in  all  respects,  in  the  same  condition,  as  to  them- 
selves, and  the  contents  of  their  backs,  and  their  coupons, 
with  the  proper  changes  of  numbers,  as  bond  No.  1,947,  ex- 
cept that  bond  No.  2,425  contained  the  words  "  indebted  to 
Isaac  Seymour  and  N.  A.  Cowdrey,"  instead  of  the  words 
'  indebted  to  Isaac  Seymour,  Horace  Qalpen,  William  Gould, 
Fred.  P.  James,  D.  M.  Hughes,  George  Smith,  and  Francis 
Vose." 
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The  "articles  of  association  of  the  company,"  referred 
to  in  the  bonds,  declare,  in  their  third  article,  that  the  capital 
stock  shall  be  divided  into  "  preferred  stock  "  and  "  common 
stock,"  and  that  a  part  of  the  "preferred  stock"  shall  be 
known  as  "  scrip  preferred  stock."  On  the  scrip  preferred 
stock  one  dollar  per  share  is  declared  and  acknowledged  to 
have  been  paid.  On  the  rest  of  the  preferred  stock,  and 
on  the  common  stock,  one  hundred  dollars  per  share  are  de- 
clared and  acknowledged  to  have  been  paid.  The  preferred 
stock  is  fixed  at  not  exceeding  $3,450,000,  or  34,500  shares. 
The  articles  say :  "  Of  the  said  $3,450,000  preferred  stock, 
an  amount  not  exceeding  $2,200,000  at  par,  or  22,000  shares, 
shall  be  set  apart  and  designated  as  "  scrip  preferred  stock." 
The  scrip  preferred  stock  here  named,  or  hereafter  named, 
shall  not  at  any  time  exceed  the  amount  of  outstanding  mort- 
gage bonds  hereinafter  named.  The  scrip  preferred  stock 
shall  not  be  subjecis  to  any  assessment,  and  shall  entitle  the 
person  in  whose  name  it  stands  upon  our  books  to  all  the  rights 
and  privileges  of  other  stockholders,  except  that  it  shall  not 
entitle  the  holder  to  any  dividend,  or  other  profit  or  increase, 
from  the  income  or  assets  of  this  company.  It  shall  be  issued 
in  certificates  of  five  and  ten  shares  each,  and  shall  accompany 
each  mortgage  bond  of  the  company.  The  holder  thereof 
shall  have  the  right,  at  any  time  within  ten  days  after  any 
dividend  shall  have  been  declared  and  become  payable  on  the 
preferred  stock,  to  make  the  scrip  preferred  stock  attached  to 
this  bond  full  paid  stock,  upon  the  surrender  to  the  company 
of  the  mortgage  bond  named  by  its  number  in  his  scrip  cer- 
tificate, and,  upon  surrendering  said  scrip  certificate  and  bond, 
he  shall  be  entitled  to  receive  therefor  the  same  number  of 
shares  of  preferred  full  paid  stock,  and  entitled  to  dividends. 
The  said  preferred  stock,  except  said  scrip  stock,  shall  be  en- 
titled to  a  dividend  of  seven  ^^  centum  per  cmnu/m,^  from  the 
net  earnings  of  each  current  year,  after  payment  of  interest 
on  all  the  mortgage  bonds,  if  the  company  earn  so  much 
during  the  current  year,  and  before  the  payment  of  dividends 
to  any  other,  class  of  stockholders  ;  but  the  company  may  re- 
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serve  a  reasonable  working  capital  or  surplus  before  the  divi- 
dend shall  be  declared  or  paid  on  said  preferred  stock,  which 
surplus  shall  not  exceed  at  any  time  the  aggregate  sum  of 
$250,000,  over  and  above  the  floating  or  unfunded  debt,  and 
the  accrued  interest  on  the  mortgage  bonds.  If  the  net  earn- 
ings of  the  company  are  not  as  much  as  seven  per  cent,  in 
any  one  year,  then  the  said  preferred  stock  shall  receive,  for 
that  year,  a  dividend  of  whatever  the  said  net  earnings  ai^i 
after  the  payment  of  interest  on  the  mortgage  bonds,  and  the 
reasonable  reserve  for  a  working  capital,  as  above  described. 
Said  preferred  stock  shall  not  have  any  claim  upon  the  earnings 
of  any  other  year,  for  the  non-payment  of  dividends  of  any 
preceding  year.  And,  whenever  the  company  earns  sufficient, 
over  and  above  the  payment  of  interest  on  the  bonds,  and  the 
reserve  above  named,  to  pay  a  greater  sum  than  seven  per 
cent,  on  outstanding  preferred  stock,  and  seven  per  cent,  on 
the  common  stock,  then  the  said  preferred  stock  shall  share  ^(i 
rata  with  the  common  stock,  in  such  earnings."  The  sixth 
article  provides  as  follows:  ^^The  corporation  shall  have 
power  to  issue  bonds  in  sums  of  $500  and  $1,000,  to  an 
amount  not  exceeding  two  millions  two  hundred  thousand 
dollars.  *  «  *  XW.  of  said  bonds  shall  bear  an 
interest  not  exceeding  seven  jp^r  cenl/umper  annwm,  the  prin- 
cipal and  interest  payable  in  the  city  of  New  York,  the  in- 
terest semi-annually,  the  principal  within  thirty  years  from 
date.  They  shall  also  contain  a  provision,  that,  if  the  com- 
pany make  default  in  the  payment  of  interest,  or  in  the 
application  of  the  sinking  fund,  as  hereinafter  provided,  for 
six  months,  the  principal  shall  thereupon  become  due  without 
demand  or  notice.  The  said  corporation  shall  have  power  to 
secure  the  payment  of  all  the  bonds  above  authorized  to  be 
issued,  by  a  mortgage  or  trust  deed  upon  this  franchise,  and 
all  the  real  and  personal  property  of  the  company,  now  owned 
or  hereafter  to  be  acquired  by  them,  and  to  embrace  the  en- 
tire corporate  property,  and  all  its  franchises  and  privileges. 
The  mortgage  shall  also  contain  a  provision  for  a  sinking  fund 
for  the  payment  of  said  mortgage  bonds,  by  which  the  new 
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company  shall  obligate  themselves  to  pay  to  the  trustees  of 
said  mortgage  bonds,  all  such  sums  of  money,  less  the  ex- 
penses of  sales,  as  shall  be  derived  from  the  sale  of  any  lands 
which  may  have  been,  or  shall  hereafter  be,  donated  or 
granted  by  either  the  United  States  or  the  State  of  Wiscon- 
sin, to  aid  in  building  this  road,  or  that  shall  in  any  manner 
be  acquired  by  this  company.  And  said  lands  shall  be  fairly 
and  equitably  valuedand  classified  by  the  company,  or  by  such 
persons  as  they  together  shall  appoint ;  and,  upon  sale  of  said 
lands,  said  mortgage  bonds  may  be  received  at  par  and  accrued 
interest,  in  payment  therefor,  and  the  bonds  thus  received  in 
payment  shall  be  immediately  cancelled.  The  company  shall 
keep  a  proper  registry  or  account  of  all  the  bonds  thus  paid 
by  them,  and  the  number  or  amount  of  bonds  thus  cancelled 
shall  be  reported  by  said  company  to  the  stockholders  at  each 
annual  meeting,  and  said  bonds  shall  be  presented  and  shown 
at  said  meeting.  And  said  trust  deed  shall  contain  all  other 
reasonable  and  proper  provisions  for  making  said  lands  the 
most  productive  and  available  to  the  company,  as  a  sinking 
fund  for  the  payment  of  said  bonds.  The  bonds  secured  by 
said  mortgage  shall  be  convertible,  at  the  option  of  the 
holder,  into  the  preferred  stock,  at  any  time  within  ten  days 
after  any  dividend  shall  have  been  declared  and  become  pay- 
able on  said  preferred  stock.  The  said  mortgage  deed  and 
bonds  shall  be  -signed  by  the  president  or  vice-president  and 
secretary,  and  the  seal  of  the  company  shall  be  affixed  there- 
to. *  *  *  The  said  mortgage  or  trust  deed  may 
aUo  contain  covenants  and  agreements  authorizing  the  bond- 
holders to  vote  in  all  stockholders'  meetings,  as  follows — each 
one  hundred  dollars  of  the  principal  of  the  outstanding  bonds 
shall  be  entitled  to  one  vote — and  giving  the  bondholders  the 
same^e>  rata  voice  in  the  management  of  the  company  with, 
and  as  if  they  were,  stockholders  to  the  amount  of  their 
bonds."  The  seventh  article  provides  as  follows :  "  The  pre- 
ferred stockholders  shall  elect  the  directors  until  a  dividend 
shall  have  been  earned,  declared,  and  paid  on  the  common 
sj^ock,  and,  until  then,  the  common  stockholders  shall  have 
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no  vote  or  voice  in  the  election  of  directors."  The  tenth 
■article  provides  as  follows :  "  Upon  the  dissolution  of  this 
corporation,  after  the  payment  of  its  debts,  the  remaining 
assets  shall  be  divided  among  the  different  classes  of  stock- 
holders according  to  their  preferences,  that  is  to  say,  the  pre- 
ferred stock,  except  the  scrip  stock,  shall  be  first  paid  in  full, 
and  the  balance  divided  among  the  common  stockholders, 
jpro  raia^'* 

Up  to  the  time  the  said  three  bonds  left  the  possession  of 
the  plaintiff,  he  owned  and  had  in  his  possession  three  certifi- 
cates issued  by  said  company  to  him,  each  for  ten  shares  of 
the  scrip  preferred  stock  before  mentioned,  which  certificates 
were  numbered,  severally,  7667,  7668  and  7669,  and  were  all 
of  them  issued  September  17th,  1864.  Certificate  No.  7668 
jead  as  follows,  on  its  face :  "  Certificate  for  scrip  preferred 
stock,  issued  Septr.  17th,  1864.  No.  7668,  ten  shares.  This 
is  to  certify,  that  Charles  B.  Hotchkiss,  of  New  Haven,  Conn., 
is  entitled  to  ten  shares  of  the  capital  stock  of  the  Milwaukee 
and  St.  Paul  Bailway  Company,  designated  as  ^  scrip  preferred 
stock '  in  the  articles  of  association  of  the  company.  This 
stock  is  not  entitled  to  any  dividend.  It  has  one  dollar  per 
share  paid  thereon,  and  is  not  liable  or  subject  to  any  assess- 
ment. Upon  the  surrender  of  this  certificate,  and  mortgage 
bond  No.  1947  of  the  company,  and  all  unmatured  coupons 
thereon,  at  any  time  within  ten  days  after  any  dividend  shall 
have  been  declared  and  become  payable  on  the  full  stock  of 
the  preferred  stock  of  the  company,  the  said  Hotchkiss  is  en- 
titled to  receive  ten  shares  of  said  full  paid  preferred  stock. 
This  stock  is  transferable  only  on  the  books  of  the  company, 
.at  their  office  in  the  city  of  New  York,  in  person,  or  by  at- 
torney, on  the  surrender  of  this  certificate.  This  certificate  and 
the  stock  represented  hereby  is  issued  and  received  subject  to 
all  the  terms,  conditions  and  limitations  of  this  company,  and 
is  not  valid  until  countersigned  by  the  transfer  agent  of  the 
company,  and  by  the  registrar  of  transfers.  In  witness  where- 
of, the  company  have  caused  this  certificate  to  be  signed  by 
<the  president."    The  certificate  was  signed,  on  its  face,  by  the 
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president  and  the  transfer  agent,  and  coantersigned  by  the 
registrar  of  transfers,  and  had  printed  on  its  back  a  blank 
power  of  attorney,  in  this  form,  the  blanks  not  being  filled : 
'^  Enow  all  men  by  these  presents  that  for  value  re- 

ceiyed,  have  bargained,  sold,  assigned  and  transferred  and  by 
these  presents  do  bargain,   sell,  assign  and  transfer  nnto 

shares  of  the  scrip  stock  of  the  Milwaukee  and  St» 
Paul  Railway  Company,  standing  in  name  on  the 

books  of  the  said  company,  and  hereby  constitute  and  appoint 

true  and  lawful  attorney,  irrevocably,  for 
and  in  name  and  stead,  but  to  use,  to  sell, 

assign,  transfer  and  set  over,  all  or  any  part  of  the  said  scrip 
stock,  and,  for  that  purpose,  to  make  and  execute  all  neces- 
sary acts  of  assignment  and  transfer,  hereby  ratifying  and 
confirming  all  that  said  attorney  shall  lawfully  do  by 

virtue  hereof.      In  witness  whereof,  have  hereunto 

set        hand  this  day  of  one  thousand  eight 

hundred  and  sixty        .    Sealed  and  delivered  in  presence  of 

."  Certificate  No.  7667  was,  in  all  respects,  like 
certificate  No.  7668,  except  that  it  contained  the  figures 
''  7667,"  instead  of  "  7668,"  and  «  2070,"  instead  of  "  1947." 
Certificate  No.  7669  was,  in  all  respects,  like  certificate  No. 
7668,  except  that  it  contained  the  figures  "  7669,"  instead  of 
"  7668,"  and  "  2426,"  instead  of  "  1947."  The  three  bonds, 
and  the  three  certificates,  when  they  left  the  possession  of  the 
plaintiff,  were  not,  any  one  of  them,  attached  to  any  other  one 
or  more  of  the  rest  of  them,  in  any  other  manner  than  by  pins. 
The  company,  on  the  2d  of  November,  1863,  issued  to 
Russell  Sage  bond  No.  1947,  and,  at  the  same  time,  issued  to 
him  certificate  No.  1947,  for  ten  shares  of  scrip  preferred 
stocky  which  certificate  was  like,  in  form,  to  certificate  No. 
7668,  except  that  it  contained  the  words,  "Novr.  2d,  1863," 
instead  of  "  Septr.  17th,  1864,"  and  the  figures  « 1947,"  in- 
stead of  "  7668."  Sage,  by  a  written  transfer  on  the  books  of 
the  company,  dated  December  23d,  1863,  transferred  to  F.  P. 
James  &  Co.,  ^^  subject  to  all  the  terms,  conditions  and  limi- 
tations of  the  articles  of  association  of  the  company,"  ten 
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shares  of  scrip  preferred  stock,  (but  not  bond  No.  1947,)  and 
surrendered  to  the  company  the  said  certificate  No.  1947,  and 
it  issued  to  F.  P,  James  &  Co.  certificate  No.  7086,  which 
certificate  was  like,  in  form,  to  certificate  No.  7668,  except 
that  it  contained  the  words,  "Deer.  23d,  1863,"  instead  of 
«  Sept.  17th,  1864,"  and  the  figures  "  7086,"  instead  of  "  7668." 
The  company,  on  the  2d  of  January,  1864,  issued  to  F.  P. 
James  &  Co.  bond  No.  2070,  and,  at  the  same  time,  issued  to 
them  certificate  No.  2070,  for  ten  shares  of  scrip  preferred 
stock,  which  certificate  was  like,  in  form,  to  certificate  No. 
7668,  except  that  it  contained  the  words,  "  Jan.  2d,  1864," 
instead  of  "Septr.  17th,  1864,"  and  the  figures  "2070,"  in- 
stead of  "  7668,"  as  the  number  of  the  certificate,  and  the 
figures  "  2070,"  instead  of  "  1947,"  as  the  number  of  the  bond. 
F.  P.  James  &  Co.,  by  a  written  transfer  on  the  books  of  the 
company,  dated  September  17th,  1864,  transferred  to  the 
plaintiff,  "  subject  to  all  the  terms,  conditions  and  limitations 
of  the  articles  of  association  of  the  company,"  twenty  shares 
of  scrip  preferred  stock,  and,  also,  bonds  Nos.  1947  and  2070, 
and  surrendered  to  the  company  the  said  certificates  Nos. 
2070  and  7086,  and  it  issued  to  the  plaintiff  the  said  certifi- 
cates Nos.  7667  and  7668.  The  company,  on  the  7th  of  July, 
1863,  issued  to  Alfred  Noxon  bond  No.  2425,  and,  at  the 
same  time,  issued  to  him  certificate  No.  2425,  for  ten  shares 
of  scrip  preferred  stock,  which  certificate  was  like,  in  form,  to 
certificate  No.  7668,  except  that  it  contained  the  words,  "  July 
7th,  1863,"  instead  of  "  Septr.  17th,  1864,"  and  the  figures 
"  2425,"  instead  of  "  7668,"  as  the  number  of  the  certificate, 
and  the  figures  "  2425,"  instead  of  "  1947,"  as  the  number  of 
the  bond.  Noxon;  by  a  written  transfer  on  the  books  of  the 
company,  dated  September  17th,  1864,  transferred  to  the 
plaintiff,  "subject  to  all  the  terms,  conditions  and  limitations 
of  the  articles  of  association  of  the  company,"  ten  shares  of 
scrip  preferred  stock,  and,  also,  bond  No.  2425,  and  surren- 
dered to  the  company  the  said  certificate  No.  2425,  and  it  is- 
sued to  the  plaintiff  the  said  certificate  No.  7669.  The 
plaintiff  never  transferred,  on  the  books  of  the  company,  any 
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of  the  shares  of  scrip  stock  represented  by  certificates  Nos. 
7667,  7668  and  7669,  and  those  certificates  are  now  outstand- 
ing and  have  not  been  surrendered  to  the  company.  The 
plaintiff  never  signed  any  of  the  transfers  on  the  backs  of  said 
certificates.  The  three  bonds  and  the  three  certificates  issued 
to  the  plaintiff  were  stolen  from  his  possession,  by  robbery, 
on  the  30th  of  November,  1868. 

On  the  20th  of  February,  1869,  the  National  Shoe  and 
Leather  Bank,  one  of  the  defendants,  received  from  a  firm 
called  Waterhouse,  Midgley  &  Co.,  the  said  bond  No.  1947, 
und  loaned  to  that  firm,  on  its  note,  with  the  said  bond  as  col- 
lateral security,  the  sum  of  $800,  the  bonds  being  then 
quoted  in  the  market  as  worth  92  per  cent.  Such  note  was 
renewed  several  times,  and  the  bank  now  holds,  in  renewal, 
a  note  of  said  firm,  dated  October  5th,  1869,  at  two  months, 
for  $800,  with  the  said  bond  No.  1947  as  collateral  security, 
which  bond  now  has  on  it  three  less  coupons  than  it  had  when 
it  left  the  possession  of  the  plaintiff,  the  coupons  due  January 
1st,  1869,  July  1st,  1869,  and  January  1st,  1870,  being  now 
gone,  and  there  being  now  on  it  45  coupons,  beginning  with 
the  one  due  July  1st,  1870,  which  is  No.  16.  But,  coupon 
No.  15,  due  January  Ist,  1870,  is  in  the  possession  of  the 
bank,  cut  off  from  the  'bond.  When  the  bank  received  the 
bond,  it  had  on  it  only  47  coupons,  beginning  with  the  one 
due  July  1st,  1869,  No.  14,  which  one  it  afterwards  allowed 
the  said  firm  to  have. 

On  the  22d  of  January,  1869,  the  Tradesmen's  National 
Bank,  one  of  the  defendants,  received  from  one  B.  Starr 
Midgley  one  of  the  said  two  bonds,  Nos.  2070  and  2426,  and 
loaned  to  him  on  his  note,  with  the  said  bond  as  collateral 
security,  the  sum  of  $800.  On  the  29th  January,  1869,  the 
last-named  bank  received  from  Midgley  the  other  one  of  the 
Baid  two  bonds,  Nos.  2070  and  2425,  and  loaned  to  him  $800 
more,  giving  up  to  him  his  note  for  $800,  and  taking  from 
him  his  note  for  $1,600,  and  thereafter  holding  the  two  bonds 
iks  collateral  security  for  the  last-named  note.  Such  note  was 
renewed  several  times,  and  the  bank  loaned  to  Midgley  $150 
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more  on  the  bonds,  and  now  holds  a  note  of  his,  dated  Feb- 
ruary 4th,  1870,  on  demand,  for  $1,791  75,  with  interest,  with 
the  said  two  bonds,  Nos.  2070  and  2425,  as  collateral  secu- 
rity, each  of  which  two  bonds  has  now  on  it  two  less  coupons 
than  it  had  when  it  left  the  possession  of  the  plaintiff,  the 
coupons  due  January  Ist,  1869,  and  July  1st,  1869,  being  now 
gone,  and  there  being  now  on  each  of  said  bonds  46  coupons, 
beginning  with  the  one  due  January  1st,  1870,  which  is  No. 
15.  But,  coupon  No.  14,  due  July  1st,  1869,  from  each  of 
the  two  bonds,  is  in  the  possession  of  the  bank,  such  coupons 
having  been  cut  off  by  it,  and  presented  for  payment  to  the 
company,  which  w^  refused.  When  the  bank  received  the 
two  bonds,  each  had  on  it  only  47  coupons,  beginning  with 
No.  14. 

When  the  bonds  were  received  by  the  banks  respectively, 
no  certificates  of  scrip  preferred  stock,  or  other  papers,  accom- 
panied them. 

The  bill  in  this  case,  which  was  filed  in  April,  1870, 
claims,  that  the  bond  and  the  certificate  of  scrip  stock  consti- 
tuted but  one  instrument ;  that  the  several  parts  thereof  are 
not  capable  of  separation  and  division,  in  such  way  that  the 
title  to  one  part  thereof  can  be  transferred  to  one  person,  and 
the  title  to  some  other  part  thereof  to  another  person ;  that 
the  owner  or  holder  of  the  certificate  cannot  get  the  benefit 
thereof  without  possession  of  the  remaining  part  of  the  obli- 
gation ;  that  the  holder  of  the  remaining  part  of  the  obliga- 
tion cannot  get,  and  is  not  entitled  to,  a  performance  of  the 
same,  as  against  the  company,  without  possession  of  the  cer- 
tificate ;  and  that,  on  the  face  of  the  obligation,  reference  is 
expressly  made,  in  the  several  parts  thereof,  to  other  parts  of 
the  same  obligation,  so  that  the  holder  of  one  portion  thereof  is 
chargeable  with  notice  of  the  rights  of  the  holder  of  the  other 
portion  thereof.  The  bill  prays  for  a  decree,  declaring  that 
the  plaintiff  is,  as  against  the  banks,  the  true  and  lawful 
ovmer  of  the  said  contracts  and  obligations,  and  of  every  part 
thereof,  and  directing  that  the  banks  respectively  deliver  up 
to  him  such  parts  of  the  said  obligations  as  they  have,  and 
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respectively  account  to  him  for  all  moneys  which  they  have 
collected  thereon,  and  that  the  company  be  enjoined  from 
making  any  payment,  on  account  of  said  obligations,  to  any 
other  person  than  the  plaintiff,  and  that  it  issue  to  the  plaint- 
iff new  certificates  in  the  place  of  those  so  stolen  from  him^ 
and  admit  him  to  all  the  rights  contracted  for  by  it  in  the 
said  obligations,  notwithstanding  any  claim  on  the  part  of  the 
banks. 

The  bill  was  taken  j7re>  confes90  as  against  the  company,  it 
having  voluntarily  appeared  in  the  suit. 

It  is  contended,  for  the  plaintiff,  that  it  is  apparent,  by  the 
bonds,  that  it  was  not  intended  that  possession  alone  of  them 
should  be  proof  of  ownership ;  that  they  are  not,  by  their 
terms,  performable  in  favor  of  the  holders  of  them ;  that  they 
are  not  transferable  by  delivery ;  that  there  is,  in  respect  to 
each  bond,  a  single  contract,  evidenced  by  the  bond  and  by 
the  scrip  certificate,  the  two  being  a  unit ;  that  there  is  not 
an  agreement  to  pay  money  to  one  person,  and  an  agreement 
to  permit  another  person  to  take  preferred  stock  by  conver- 
sion ;  that  no  person  can  hold  any  part  of  the  contract,  as 
against  the  company,  who  is  not,  at  the  same  time,  a  trans- 
feree of  the  scrip  stock  as  well  as  a  holder  of  the  bond ;  that^ 
as  the  scrip  stock,  and  its  certificate,  could  not  be  transferred 
merely  by  delivery,  the  bond  could  not  be  transferred  separ- 
ately by  delivery ;  and  that  the  banks,  by  what  appears  on  the 
bonds,  and  by  the  articles  of  association,  to  which  the  bond& 
refer,  must  be  held  to  have  had  notice  that  no  person  could 
own  the  bond  who  did  not  produce  a  certificate  for  scrip  pre- 
ferred stock,  as  the  badge  of  his  ownership,  not  only  of  the 
stock,  but  of  the  bond. 

For  the  banks,  it  is  contended,  that  the  bond  and  the  cer- 
tificate of  scrip  stock  do  not  constitute  only  a  single  instru- 
ment; that,  by  the  ai*ticles  of  association,  the  bond  is  made 
one  contract,  and  the  certificate  is  made  another  contract ; 
that  the  bond  is  transferable  by  delivery,  while  the  stock  is 
transferable  only  on  the  books  of  the  company;  that  the 
plaintiff,  if  he  had  retained  the  bond,  and  were  to  keep  it  till  it 
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matured,  could  collect  all  the  coupons  and  also  the  principal, 
without  producing  or  surrendering  any  certificate  of  stock ; 
that  the  ownership  of  the  stock,  and  the  possession  of  the  cer- 
tificate thereof,  is  only  necessary  to  the  exercise  of  the  privi- 
lege of  conversion;  and  that  the  banks  are  entitled  to  be 
recognized  as  the  parties  to  whom  the  principal  and  interest 
of  the  bonds  are  payable,  although  they  claim  no  privilege  of 
converting  the  bonds  into  preferred  stock. 

The  statement,  on  the  face  of  the  bond,  that  it  is  executed 
and  delivered  in  conformity  with  the  articles  of  association  of 
the  company,  is  notice  to  the  party  taking  the  bond,  of  what- 
ever those  articles  contain,  in  respect  to  the  bond.  By  the 
«ixth  article,  the  bond  is  to  be  convertible,  at  the  option  of 
its  holder,  into  preferred  stock,  at  any  time  within  ten  days 
after  any  dividend  shall  have  been  declared  and  become  pay- 
able on  the  preferred  stock.  The  endorsement  on  the  bond 
speaks  of  the  bond  as  a  convertible  bond.  The  face  of  the 
bond  makes  the  bond  convertible,  only  by  the  declaration, 
that  the  company  agrees  to  make  the  scrip  preferred  stock 
attached  to  the  bond  full  paid  stock  at  any  time  within  ten 
^ays  after  any  dividend  shall  have  been  declared  and  become 
payable  on  the  preferred  stock,  on  the  surrender  to  the  com- 
pany of  the  bond  and  the  undue  coupons.  In  the  articles  of 
association,  the  third  article  provides,  that  the  scrip  preferred 
stock  shall  be  issued  in  certificates  of  five  and  ten  shares  each, 
{each  share  being  $100,  if  full  paid,)  and  shall  accompany  each 
mortgage  bond,  (the  bonds  being  $500  and  $1,000  each,)  and 
that  the  holder  of  the  bond  shall  have  the  right,  at  any  time 
within  ten  days  after  any  dividend  shall  have  been  declared 
and  become  payable  on  the  preferred  stock,  to  make  the  scrip 
preferred  stock  attached  to  the  bond  full  paid  stock,  on  the 
surrender  to  the  company  of  the  bond  named  by  its  number 
in  his  scrip  certificate,  and  that,  on  surrendering  such  scrip 
certificate  and  bond,  he  shall  be  entitled  to  receive  therefor 
the  same  number  of  shares  of  full  paid  preferred  stock.  The 
bond  says  nothing  about  converting  the  bond,  other  than 
what  is  to  be  implied  from  what  it  does  say,  and  from  the  en- 
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dorsement,  nor  does  it  say  anything  about  surrendering  the 
scrip  stock  or  the  certificate.  The  bond,  in  speaking  of  the 
scrip  preferred  stock  attached  to  it,  refers,  necessarily,  to  the 
certificate  of  scrip  preferred  stock  mentioned  in  the  articles 
of  association.  That  certificate  provides  that,  on  the  surren- 
der of  itself,  and  of  the  bond  designated  by  number  in  it,  and 
of  the  undue  coupons  on  such  bond,  the  person  to  whom  the 
certificate  is  issued  shall  be  entitled  to  the  like  number  of 
shares  of  full  paid  preferred  stock,  and  that  the  scrip  stock  is 
transferable  only  on  the  books  of  the  company,  "  in  person  or 
by  attorney,"  on  the  surrender  of  the  scrip  certificate.  The 
scrip  certificate  spoken  of  in  the  bond  as  attached  to  the  bond, 
must  be  regarded  as  present  to  the  view  and  knowledge  of 
any  party  taking  the  bond. 

Construing  the  bond  and  the  certificate  and  the  articles  of 
association  together,  it  is  apparent,  that  the  company  intended 
to  issue  its  bonds,  and  secure  them  by  mortgage,  and  also  to* 
allow  such  bonds  to  be  convertible  into  full  paid  preferred 
stock,  at  the  rate  of  one  share  of  stock  for  each  $100  of  the 
principal  of  the  bonds.  Why  not,  then,  have  adopted  the 
simple  plan,  of  declaring  that  the  bond  should  be  convertible 
into  such  stock,  at  the  time  designated,  on  the  surrender  of 
the  bond  ?  Manifestly,  because  it  was  desired  that  the  holder 
of  the  bond,  in  addition  to  being  such,  and  thus  being- a 
secured  creditor,  and  in  addition  to  being  allowed  to  have  the 
option  of  converting  his  bond  into  full  paid  preferred  stocky 
should  also,  before  exercising  such  option,  be  allowed  certain 
rights  of  a  stockholder.  But,  the  bond  being  made  payable 
to  bearer,  with  coupons  also  payable  to  bearer,  and  thus  trans- 
ferable and  negotiable  by  delivery,  it  would  be  impossible  for 
the  company  to  know  what  persons  were  to  exercise  these 
rights  of  a  stockholder,  unless  it  kept  a  record  of  such  per- 
sons. It  undoubtedly  found  that  it  would  be  impracticable 
to  adopt  the  suggestion  made  in  the  sixth  article  of  the  ar- 
ticles of  association,  Ihat  the  bondholders  might  be  authorized 
to  vote  in  all  stockholders'  meetings,  each  $100  of  the  prin- 
cipal of  outstanding  bonds  to  have  one  vote,  and  to  have  the 
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Ba,xnej>ro  rata  voice  in  the  management  of  the  company  as'  if 
they  were  stockholders  to  the  amount  of  tteir  bonds.  It 
found  that  all  who  were  to  exercise  any  of  the  rights  of  stock- 
holders must  be  stockholders.  It,  therefore,  devised  the 
scheme  of  scrip  preferred  stock,  and  the  person  in  whose 
name  such  stock  should  stand  on  its  books  was  to  be  entitled 
to  all  the  rights  and  privileges  of  other  stockholders,  except 
that  he  should  not  be  entitled  to  any  dividend,  or  other  profit 
or  increase,  from  the  income  or  assets  of  the  company.  One 
of  those  rights  and  privileges,  and,  probably,  a  valuable  one, 
was,  that  holders  of  scrip  preferred  stock,  equally  with  the 
holders  of  full  paid  preferred  stock,  were  entitled  to  vote  in 
the  election  of  directors  of  the  company  ;  and  this,  too,  to  the 
exclusion  of  the  holders  of  the  common  stock,  until  a  dividend 
should  have  been  earned,  declared  and  paid  on  the  common 
stock.  For  these  purposes,  the  company  adopted  the  plan  of 
the  scrip  preferred  stock,  transferable  only  on  its  books. 

The  registered  owner  of  the  scrip  preferred  stock  could 
have  these  rights  of  a  stockholder.  If,  in  addition,  he  should 
continue  to  hold  the  bond  designated  in  his  certificate,  he 
could,  by  surrendering  such  bond,  convert  it,  and,  at  the 
same  time,  convert  'his  scrip  preferred  stock,  into  full  paid 
preferred  stock.  But,  tie  company  did  not  require  that  the 
bonds  should  be  registered,  or  that  they  should  be  transfer- 
able solely  on  the  books  of  the  company,  or  that  the  debt 
evidenced  by  the  bond  and  the  coupons  should  be  transferable 
otherwise  than  by  the  delivery  of  the  same.  There  is  nothing 
to  that  effect  in  the  articles  of  association,  or  in  the  bond,  or 
in  the  certificate  of  scrip  preferred  stock.  The  third  article 
says,  that  the  certificate  is  to  accompany  the  bond,  implying, 
that  the  bond,  as  an  obligation  for  the  payment  of  money,  is 
a  complete  instrument  without  the  certificate  ;  and  that  the 
holder  of  the  bond  shall  have  the  right  to  make  full  paid 
stock  out  of  the  scrip  stock  attached  to,  or  accompanying,  the 
bond,  on  surrendering  the  bond  and  the  scrip  certificate,  im- 
plying, that  to  hold  the  bond  as  an  obligation  for  the  pay- 
ment of  money  is  one  thing,  and  to  obtain  full  paid  stock,  by 
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surrendering  the  bond  and  the  scrip  certificate,  is  another 
thing.  Most  ni^questionably,  the  holder  of  the  bond  conld, 
at  all  times,  collect  his  coupons  without  producing  his  certi- 
ficate of  scrip  stock.  So,  at  maturity,  he  could  demand  pay- 
ment of  the  principal,  without  producing  such  certificate.  The 
certificate  is  required  to  be  produced  only  when  it  is  to  be 
surrendered  on  a  transfer  of  stock,  or  when  it  is  to  be  sur- 
rendered on  a  conversion.  There  is  nothing  which  requires 
the  bonds  to  be  transferred  on  the  books  of  the  company.  It 
is  true,  that  the  two  transfers  to  the  plaintiff  transferred  to 
him  the  three  bonds  in  question,  as  well  as  the  thirty  shares 
of  scrip  preferred  stock.  But,  bond  No.  1,947,  i^ued  to  Sage, 
was  not  transferred  by  Sage  to  James  &  Co.  on  the*  books  of 
the  company,  although  James  &  Co.  transferred  it  to  the 
plaintiff  on  such  books.  Whatever  it  may  have  been  intended 
should  have  been  inserted  in  the  blanks  under  the  headings 
in  respect  to  transfers  on  the  back  of  the  bond,  nothing  was 
inserted  therein  in  any  of  the  bonds  in  question,  nor  does  it 
appear  that  anything  was  ef  er  Jnserted  therein  in  any  bond 
that  was  issued,  or  that  any  bond  was  ever  required  to  be 
produced  to  the  company  when  scrip  preferred  stock  was 
transferred,  or  that  any  regulation  was  ever  prescribed  respect- 
ing the  transferring  of  bonds  otherwise  than  by  delivery. 

It  is,  undoubtedly,  true,  that  the  registered  owner  of  the 
scrip  stock  cannot  exercise  an  option  of  converting  his  scrip 
stock  into  full  paid  stock,  without  producing  and  surrendering 
his  bond,  although  he  might  vote  for  directors  without  pro- 
ducing his  bond.  But,  there  is  nothing  to  prevent  his  part- 
ing with  his  position  as  a  mere  mortgage  creditor,  by  passing 
the  title  to  the  debt  by  delivery,  by  manual  tradition  of  the 
bond,  without  transferring  the  scrip  stock.  The  new  holder 
of  the  debt  will  not  acquire  the  right  to  vote  as  a  stockholder, 
or  any  other  right  of  a  stockholder,  or  the  right  to  convert 
the  scrip  stock  into  full  paid  stock.  But,  he^will  be  a  cred- 
itor, entitled  to  payment  of  the  coupons  and  o^  the  principal, 
and  to  the  security  of  the  mortgage.  In  the  bond,  the  ac- 
knowledgment of  indebtedness  to  the  persons  named,  "  or 
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bearer,"  in  the  sum  named,  with  the  promise  to  pay  that  sum, 
and  the  interest  named,  on  the  presentation  and  surrender  of 
the  coupons  annexed,  is  a  distinct  and  separate  obligation 
from  anything  else  in  the  bond.  The  agreement  in  regard  to 
making  iull  paid,  stock  out  of  the  scrip  stock  attached  to,  or 
accompanying,  or  issued  with,  the  bond,  is  an  additional  and 
supplementary  agreement.  The  articles  of  association,  while 
they  speak  of  paying  interest  on  the  bonds,  do  not  require 
that  the  principal  of  the  bonds  shall  be  made  payable  ta 
bearer,  and  make  no  reference  to  coupons  or  interest  warrants. 
The  bonds  might,  therefore,  have  been  made  registered 
bonds,  and  the  interest  might  have  been  made  payable 
otherwise  than  by  coupons,  and  otherwise  than  to  the  bearers 
of  the  coupons.  The  adoption  of  the  plan  of  making  the 
principal  of  the  bonds  payable  to  bearer,  and  of  paying 
the  interest  by  means  of  coupons  payable  to  bearer,  was  a 
deliberate  act  of  choice  on  the  part  of  the  company.  It  might 
have  made  the  principal  and  interest  payable  only  to  the  per- 
son in  whose  name  the  scrip  preferred  stock  stood,  instead  of 
making  them  payable  to  bearer. 

From  these  considerations,  it  follows,  that,  if  the  scrip 
certificates  and  the  articles  of  association  had  been  before  the 
officers  of  the  banks  who  took  these  bonds,  when  they  took 
them,  no  information  would  thereby  have  been  conveyed  to 
them,  that  the  bonds  were  not  transferable  by  delivery. 
There  was  nothing  to  prevent  the  plaintiff  himself  from  part- 
ing with  the  bonds,  and  thus  parting  with  the  right  to  con- 
vert the  scrip  stock  into  full  paid  stock,  because  he  would  be 
unable  thereafter  to  surrender  the  bonds,  while  still  retaining 
all  other  rights  incident  to  the  ownership  of  the  scrip  stock. 
It  appears,  that  such  right  of  conversion  had,  in  some  cases, 
been  exercised,  but,  manifestly,  the  desire  to  exercise  it  would 
be  dependent  upon  the  fact  whether  the  full  paid  preferred 
stock  was  worth  more  in  the  market  than  the  bonds  with  the 
convertible  privilege.  It  might  very  well  be  that  the  plaintiff 
himself,  or  any  other  person  who  had  been  the  holder  of  tha 
bonds  offered  to  the  banks,  had  elected  to  part  with  the  bond& 
VOL.  X.— 26 
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for  what  they  were  worth,  unaccompanied  by  the  scrip  stock. 
There  was  nothing  in  the  bonds,  or  the  scrip  certificates,  or 
the  articles  of  association,  regarded  as  before  the  officers  of 
the  banks,  to  indicate  to  them  the  contrary  of  thia,  or  to  make 
it  possible  to  inipnte  to  them  that  maUt  fides  which  it  is 
necessary  shonld  exist  in  the  case  of  coupon  bonds,  payable 
to  bearer,  like  these,  taken  before  maturity,  for  a  valuable 
consideration,  in  the  usual  course  of  business,  without  notice 
of  any  defect  of  title,  in  order  to  impeach  the  title  to  them 
in  the  hands  of  the  person  so  taking  them.  The  plaintiff 
has  suffered  the  bonds  to  pass  into  the  hands  of  hona  fide 
holders  of  them,  and  fails  to  impeach  their  title.  In  his  bill, 
he  alleges  bad  faith ;  but  none  is  shown.  The  principles  ap- 
plicable to  the  facts  of  this  case  are  too  well  settled  by  author- 
itative decisions,  State  and  Federal,  to  make  it  necessary  to 
refer  to  such  decisions,  or  to  the  considerations  of  public 
policy  on  which  they  are  founded. 

The  relief  prayed  for  as  to  the  banks  cannot  be  granted, 
and  the  bill  must  be  distnissed,  as  to  them,  with  costs.  As  to 
the  railway  company,  in  so  far  as  the  bill  asks  for  a  decree 
that  the  company  issue  to  the  plaintiff  new  certificates  of 
scrip  preferred  stock,  in  place  of  those  stolen  from  him,  and 
admit  him  to  all  the  rights  and  privileges  which  such 
certificates  contract  for,  the  plaintiff  is  entitled  to  such 
relief.  He  can  make  such  certificates  fully  available  for  the 
purposes  of  conversion,  by  purchasing  the  bonds  designated 
in  them. 

icis  N.  Bcmgs,  for  the  plaintiff. 

ry  If.  Beach,  for  the  Shoe  and  Leather  Bank. 

■h  d  Woodward,  for  the  Tradesmeu's  Bank. 
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The  Eiokembtbr  HAT-BLocKma  Machine  Company 


V8. 

HOSEA   O.    PeABCE   and  0THEE8.      In  EgtllTY. 

The  second  claim  of  the  reiasned  letters  patent  granted  to  the  Eickemeyer  Hat- 
Blocking  Machine  Company,  as  assignees  of  Rudolph  Eickemeyer,  Decemher 
let,  1868,  for  an  "  improvement  in  machines  for  stretching  hat  bodies,"  the  orig- 
inal patent  haying  been  granted  to  said  Eickemeyer,  as  inventor,  February 
28th,  1866,  namely,  "The  combination  and  arrangement  of  the  crown-  and 
tip-snpporting  ribs  with  the  upper  series  of  stretching  devices,  substantially 
as  described,  operating  to  stretch  the  tip  and  side-crown  of  the  hat  body  be- 
tween them,  substantially  in  the  manner  hereinbefore  set  forth,"  and  the  third 
claim  of  said  reissued  letters  patent,  namely,  "  The  combination  and  arrange- 
ment of  the  brim-supporting  ribs  with  the  lower  series  of  stretching  devices, 
substantially  as  described,  operating  to  stretch  the  brim  of  the  hat-body  be- 
tween them,  substantially  in  the  manner  set  forth,"  are  valid. 

The  question  of  the  infringement  of  such  claims,  considered. 

The  defendants'  apparatus  was  held  to  infringe,  because  it  embodied  the  essen- 
tial features  of  said  claims,  although  it  contained,  in  addition,  some  features 
of  construction  and  operation  not  found  in  the  plaintiffs'  patent,  and  improving 
the  machine. 

Former  devices  held  not  to  anticipate  said  claims,  because  not  combined  in  an 
organized  machine. 

Said  claims  do  not  cover  such  devices,  when  not  combined  and  arranged  in  an 
organized  machine. 

{Before  Blatohford,  J.,  Southern  District  of  New  York,  January  Slst,  1873.) 

Blatchford,  J.  This  suit  is  brought  on  reissued  letters 
patent  granted  to  the  plaintiffs,  as  assignees  of  Hudolph  Eicke- 
meyer, December  1st,  1868,  for  an  "  improvement  in  machines 
for  stretching  hat-bodies,"  the  original  letters  patent  having 
been  granted  to  said  Eickemeyer,  February  28th,  1865.  The 
specification,  which  is  signed  by  Eickemeyer,  says ;  "  In  the 
manufacture  of  felt  hats,  the  bodies,  having  been  formed  of 
A  conical  shape,  and  subjected  to  the  process  of  felting,  termed 
by  hatters  ^^  sizing,"  retain  their  conical  form,  and  require  to 
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be  stretched  in  the  tip  and  crown,  and  also  at  the  brim,  to  en- 
able  the  hats  to  receive  and  maintain  the  form  subsequently 
given  to  them  by  the  operation  of  blocking.  The  hat-body 
being  of  a  conical  form,  rounded  at  the  tip,  is  nevertheless 
made  with  reference  to  the  hat  to  be  produced,  and  the  dijSer- 
ent  parts  of  it  which  are  afterwards  to  be  developed  into  the 
**tip,"  "  square,"  "  side-crown,"  ?*  band,"  and  "  brim,"  of  the 
finished  hat,  are  distinguished  by  imaginary  lines  or  zones 
around  the  hat-body,  and  the  same  names  applied  to  them,  the 
lower  part  of  the  sides  being  termed  the  ^^  brim,"  the  upper 
part  of  the  sides  the  "  side-crown,"  the  line  of  division  be- 
tween the  side-crown  and  brim  the  '^  band,"  the  rounded  upper 
part  the  ^^  tip,"  and  the  dividing  line  between  the  tip  and  side- 
crown  the  ^'  square."  In  stretching  hat-bodies  for  blockings 
the  band  is  not  generally  stretched  circumferentially,  or  but 
slightly  stretched,  the  stretching  being  required  in  the  crown 
and  tip,  to  produce  the  square  or  angular  corner  of  the  cylin- 
drical or  bell-crowned  hat,  and  at  the  brim,  in  order  that  the 
latter  may  lie  flat,  or  at  right  angles,  or  nearly  so,  to  the  side- 
crown,  when  blocked ;  and  it  is  necessary  that  the  body  shall 
be  stretched  more,  in  those  parts  which  require  stretching, 
than  would  be  sufficient  to  conform  it  to  the  shape  of  the 
hat-block,  because,  if  not  over-stretched  before  blocking,  the 
hat  will  shrink,  when,  in  wear,  it  is  exposed  to  moisture,  and 
tend  to  resume  its  conical  shape,  but,  if  over-stretched,  and 
suffered  to  shrink  to  the  block,  will  retain  its  figure  afterwards^ 
under  ordinary  wear  and  exposure.  In  stretching  a  hat-body 
for  square-crowned  hats,  the  upper  part  of  the  hat-body  is  cir- 
cumferentially stretched,  most  at  the  square,  or  angle  of  inter- 
section between  the  side-crown  and  tip,  beginning  to  stretch 
gradually  from  the  centre  of  the  tip  and  from  the  band,  and 
increasing  towards  the  square.  The  lower  part  of  the  body 
is  stretched  circumferentially,  most  at  the  edge  of  the  brim, 
beginning  to  stretch  gradually  from  the  band.  This  stretching 
operation  has  hitherto  been  commonly  performed  by  hand, 
notwithstanding  the  attempts  that  have  been  made  to  use  ex- 
panding blocks,  or  expanding  devices,  inside  of  the  bodies^  for 
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fitretchiBg  the  tips  or  crowns.  Hat-bodies  are  generally  made 
of  nneqnal  thickness  from  tip  to  brim,  but  of  equal  thickness, 
AS  near  as  may  be,  in  the  direction  of  the  circumference,  and 
the  operation  of  stretching,  sometimes  called  "  wet-blocking," 
by  hand,  requires  great  skill  and  care  to  stretch  the  parts  re- 
quiring to  be  stretched,  and  preserve  the  requisite  circumfer- 
ential equality  of  thickness  of  the  body,'  without  over- 
straining or  tearing  the  hat.  The  object  of  my  invention  is 
to  perform  this  operation  of  stretching  hat-bodies  by  machin- 
ery, and  to  this  end  I  have  invented  the  new  and  improved 
machine  hereinafter  described,  whereby  both  tip  and  brim, 
or  either,  may  be  properly  stretched  by  the  operation  of  the 
machine.  My  said  invention  of  a  new  and  improved  ma- 
chine for  stretching  hat-bodies  consists  generally  of  a  radially 
ribbed  or  skeleton  former,  whereon  the  hat-body  is  placed  to 
be  stretched,  and  the  ribs  of  which  act  as  internal  supporting 
and  stretching  surfaces,  and  a  series  of  external  stretching  de- 
vices, which  act  upon  the  outside  portions  of  the  hat-body  that 
are  to  be  stretched,  in  opposition  to  the  internal  action  of  the 
ribs  of  the  skeleton  former,  and  between  the  lines  of  support 
of  the  same,  the  internal  and  external  supporting  and  stretch- 
ing devices  being  so  combined  and  arranged,  with  relation  to 
each  other,  and  to  the  work  to  be  done,  that,  when  they  are 
brought  together  with  force,  they  operate  to  stretch  the  hat- 
body  embraced  between  them,  in  the  required  places  to  de- 
velop the  desired  shape  of  the  hat ;  and,  for  the  purpose  of 
holding  the  hat-body  in  place  upon  the  former,  so  that  the 
proper  portions  will  be  stretched,  a  clamping  ring  is  also  com- 
bined with  the  machine.  I  have  also  made  the  exterior 
pressing  or  stretching  devices  radiaUy  adjustable  in  position 
relatively  to  the  axis  of  the  ribbed  skeleton  former,  to  ac- 
commodate the  variations  of  form  required,  and,  in  order  to 
vary  the  degree  of  stretching  of  either  the  tip  or  brim  at 
pleasure,  I  have  made  the  external  pressing  or  stretching  de- 
vices independent  of  each  other,  and  independently  adjustable. 
It  will  be  observed,  upon  inspection  of  the  machine  as  illus- 
.trated  in  the  drawings,  that,  although  the  general  principle 
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and  mode  of  operation  of  the  parts  of  the  machine  which  act 
to  stretch  the  tip  are  the  same  as  in  those  parts  that  act  to^ 
stretch  the  brim,  the  adaptation  and  arrangement  of  the  parta^ 
for  the  two  operations  are  different.  The  ribs  which  support 
the  tip  have  curved,  or  otherwise  inclined,  surfaces,  to  con- 
form to  the  rounded  tip  of  the  hat-body,  and  the  ribs  them- 
selves are  arranged  so  that  the  recesses  between  them  extend 
inwards  to  the  axis,  or  nearly  so,  in  order  to  give  room  for 
the  portions  of  the  tip  and  side-crown  that  are  pressed  in  by 
the  external  stretching  devices,  and.the  external  stretching  de- 
vices converge  closely  together,  to  act  upon  the  upper  surface 
of  the  tip  to  be  stretched.  The  ribs  which  support  the  brim 
have  straight  surfaces  radiating  from  a  circle  or  cylinder  of 
the  diameter  of  the  band,  and  the  recesses  do  not  necessarily 
extend  inside  of  that  circle  or  cylinder,  which  may  be  the 
hub  or  support  of  the  ribs  of  the  former.  The  ribs  are  more, 
in  number  than  the  ribs  which  support  the  tip,  because  of  the 
greater  surface  of  the  brim  to  be  stretched  by  them,  and  the 
external  stretching  or  pressing  device^  are  not  converged  to- 
gether BO  closely  as  those  which  act  upon  the  tip ;  and  it  will 
also  be  observed,  that  the  construction  and  arrangement,  re- 
spectively, of  the  parts  for  stretching  the  tip  and  brim  of  the 
hat-body,  differ  so  much,  that  neither  will  perform  the  office 
of  the  other,  although  both  will  perform  their  offices  at  the 
same  time  upon  the  same  hat-body.  For  the  purpose  of  se- 
curing circumferential  equality  of  action  of  the  stretching  de- 
vices upon  the  portions  of  the  hat-body  to  be  stretched,  and 
for  convenience  and  accuracy  of  adjustment,  and  facility  of 
operating  the  stretching  devices  in  a  practical  machine,  I  have 
mounted  the  internal  stretching  devices  which  constitute  the 
skeleton  or  ribbed  former,  concentrically,  upon  the  upper  end 
of  a  vertical  sliding  spindle,  which  is  moved  up  and  down  in . 
guides,  in  a  frame,  by  a  lever,  and  have  attached  the  exterior 
stretching  devices  to  the  frame,  in  positions  concentric  with 
the  axis  of  the  ribbed  former,  so  that  the  latter  may  be 
lowered,  to  put  on  and  take  off  the  hat-body,  and  lifted,  when 
the  hat-body  is  put  on,  to  bring  the  parts  together,  so  as  to- 
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stretch  all  the  parts  operated  upon  equably  in  the  direction 
of  the  circumference  of  the  hat-body.    If  the  exterior  and  in- 
terior devices  which  act  upon  the  hat-body  to  stretch  it  were 
not  guided  in  this  or  some  equivalent  manner,  parts  of  a  given 
zone  of  the  circumference  of  the  body  would  be  apt  to  stretch 
more  than  others,  according  to  their  texture,  but,  by  causing 
the  stretching  surfaces  to  act  equably,  by  means  of  the  frame 
and  guides,  uniformity  in  stretching  is  secured,  as  far  as  prac- 
ticable in  such  operations."     Then  follows  a  description  of 
the  construction  of  the  mechanism,  with  references  to  three 
figures  of  drawings,  figure  1  being  a  vertical  central  section  of 
the  machine ;  figure  2,  a  plan  of  the  radially  ribbed  or  skele- 
ton former,  and  the  lower  series  of  stretching  rollers ;  and 
figure  3,  a  plan  of  the  arrangement  of  the  upper  series  of 
stretching  rollers.    There  is  an  upright  frame,  on  the  top  of 
which  is  a  stationary,  horizontal  table,  having  a  central  circu- 
lar opening,  under  and  partly  within  which  is  situated  the 
skeleton  former,  made  of  wood  or  other  suitable  material. 
This  former  has  its  its  yertical  profile  of  conical  or  other  form, 
corresponding  with  that  of  the  hat-body  before  the  stretching 
operation,  and  a  portion  of  it,  at  about  the  middle  of  its  height, 
is  of  complete  circular  form,  in  its  horizontal  section,  but, 
above  and  below  this  portion,  it  has  a  number  of  vertical  re- 
cesses, between  which  is  left  a  corresponding  number  of  equi- 
distant radial  ribs,  the  edges  of  which  ribs  form  the  profile  of 
the  former.     The  former  is  secured  firmly  and  concentrically 
upon  the  upper  end  of  a  vertical  spindle,  which  is  arranged  to 
slide  up  and  down  in  guides  in  the  centre  of  the  frame,  con- 
centric with  the  opening  in  the  said  horizontal  table,  and 
which  has  applied  to  it  a  lever  or  treadle,  by  which  it  can  be 
lifted  up,  to  raise  the  former.     A  metal  clamping  ring,  the  in- 
terior of  which  is  of  such  size  and  form  as  to  fit  the  circular 
portion  of  the  former,  between  the  upper  and  lower  ribs,  is 
attached,  by  vertical  rods,  to  and  below  a  head  piece*  of  such 
weight  as  to  be  capable  of  producing  the  requisite  degree  of 
pressure  to  hold  a  hat-body  upon  the  former.    These  rods 
work  up  and  down  by  sliding  through  guides  in  a  stationary 
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horizontal  plate,  which  is  eapported  by  vertical  pillars  npoa 
the  said  horizontal  table,  and  the  clamping  ring  is  thereby 
kept  concentric  with  the  former.  Such  ring  is  supported, 
when  not  supported  by  the  former,  by  means  of  a  vertical 
screw,  which  screws  through  a  tapped  hole  in  the  head  piece, 
and  the  lower  end  of  which,  bearing  upon  said  horizontal 
plate,  prevents  the  ring  from  descending  below  a  given  posi- 
tion. A  series  of  thin,  round-edged  rollers,  corresponding  in 
number  with  the  upper  recesses  and  ribs  of  the  former,  is  ar- 
ranged above  the  horizontal  line  of  the  circular  portion  of  the 
former,  radial  to  the  axis  of  the  former  and  clamping  ring,  and 
opposite  the  centres  of  said  recesses.  The  axles  of  these 
rollers  are  supported  in  hangers,  which  are  secured,  by  screws, 
to  the  said  horizontal  plate,  said  screws  passing  through  ra- 
dial slots  in  said  plate,  to  enable  the  rollers  to  be  adjusted  to- 
ward and  from  the  axis  of  the  former.  The  surfaces  of  such 
ribs  and  rollers  are  the  stretching  surfaces  for  the  tip  and  crown 
of  the  hat-body.  A  series  of  thin,  round-edged  rollers,  cor- 
responding in  number  with  the  lower  recesses  and  ribs  of  the 
former,  is  arranged  below  the  horizontal  line  of  the  circular 
portion  of  the  former,  radial  to  the  axis  of  the  former  and 
clamping  ring,  and  opposite  the  centres  of  said  recesses.  The 
axles  of  these  rollers  are  supported  in  hangers,  which  are  se- 
cured by  screws  to  the  said  horizontal  table,  the  said  screws 
.  passing  through  radial  slots  in  the  said  horizontal  table,  to  ena- 
ble the  rollers  to  be  adjusted  toward  and  from  the  axis  of  the 
former.  The  surfaces  of  such  ribs  and  rollers  are  the  stretch- 
ing surfaces  for  the  brim  of  the  hat-body.  The  clamping 
ring  is  so  adjusted  by  the  screws  which  support  it,  and  the 
two  series  of  rollers  are  so  adjusted  by  setting  the  hangers  in 
which  they  are  supported,  that,  when  a  hat-body  upon  the 
former  is  in  contact  with  said  ring  while  said  screw  rests  upon 
the  said  horizontal  plate,  the  edges  of  the  two  series  of  rollers 
are  a  short  distance  outside  of  the  profile  of  the  former.  The 
operation  of  stretching  a  hat-body  in  the  machine  is  as  follows : 
The  former  is  first  allowed  to  descend  to  such  a  position  as  to 
permit  the  hat-body  to  be  put  on  and  drawn  tightly  over  it. 
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The  hat  body,  wet  with  hot  water  or  steam,  is  put  on,  and 
the  former  is  raised  up  by  depressing  the  outer  end  of  the 
treadle  or  lever,  when  the  hat-body  comes  in  contact  with  the 
clamping  ring,  the  weight  of  the  ring  and  of  the  attached 
head  piece  causes  the  ring  to  hold  the  hat-body  with  suflBcient 
firmness  against  the  circular  portion  of  the  former,  to  prevent 
it  from  slipping  between  the  ring  and  the  former,  and  the 
continued  upward  movement  of  the  former,  produced  by  a 
•  suitable  pressure  upon  the  outer  end  of  the  lever  or  treadle, 
brings  the  hat-body  into  contact  with  the  two  series  of  rollers, 
which  are  thus  made  to  press  upon  and  stretch  the  portions 
of  the  hat-body  which  are  between  the  rollers  and  the  corre- 
sponding ribs  of  the  former,  into  the  recesses.  Such  portions 
are  thereby  stretched  over  the  ribs.  By  this  means,  the  hat- 
body  is  brought  to  a  suitable  shape  for  blocking  and  shaping 
the  crown  and  brim  of  the  hat.  The  specification  states,  that 
fixed  round-edged  surfaces  may  be  substituted  for,  and  would 
be  the  equivalents  of,  the  two  series  of  rollers,  but  that  the  in- 
ventor prefers  to  use  the  rollers,  as,  by  preventing  friction 
upon  the  hat-body,  they  prevent  it  from  being  torn  in  the 
stretching  operation.  The  claims  are  as  follows :  '^  1.  In  a 
machine  for  stretching  hat-bodies,  a  skeleton  or  ribbed  and 
recessed  former,  substantially  such  as  is  herein  described.  2. 
The  combination  and  arrangement  of  the  crown-  and  tip-sup- 
I)orting  ribs  with  the  upper  series  of  stretching  devices,  sub- 
stantially as  described,  operating  to  stretch  the  tip  and  side- 
crown  of  the  hat-body  between  them,  substantially  in  the 
manner  hereinbefore  set  forth.  8.  The  combination  and  ar- 
rangement of  the  brim-supporting  ribs  with  the  lower  series 
of  stretching  devices,  substantially  fis  described,  operating  to 
stretch  the  brim  of  the  hat-body  between  them,  substantially 
in  the  manner  set  forth.  4.  In  combination  with  the  sup- 
porting ribs  of  the  skeleton  former,  the  stretching  devices,  ' 
operating,  as  hereinbefore  set  forth,  to  stretch  the  hat-body 
between  them  at  one  operation,  as  required  for  blocking,  sub- 
stantially as  described.  5.  The  clamping  ring,  in  combina- 
tion with  the  ribs  of  the  skeleton  or  ribbed  former,  operating 
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to  hold  the  hat-body  thereon  during  the  operation  of  stretch- 
ing, substantiallj  as  described.  6.  The  combination,  in  a 
machine  for  stretching  hats,  of  the  skeleton  or  ribbed  and 
recessed  former,  a  clamping  ring,  and  a  system  of  stretching 
arms  or  rollers,  the  whole  combined  and  operating  substan- 
tially as  described.  7.  Making  the  stretching  devices  for  the 
tip  or  brim  adjustable  radially,  with  relation  to  each  other, 
so  as  to  vary  the  degree  of  stretching  of  either  tip  or  brim^ 
substantially  as  described." 

The  defendants  use,  for  stretching  the  tip  and  side-crown 
of  a  hat-body,  a  machine  which  does  not,  and  cannot,  stretch 
the  brim ;  and,  to  stretch  the  brim,  they  use  a  separate  ma- 
chine, which  does  not,  and  cannot,  stretch  the  tip  and  side- 
crown.  The  defendants'  tip  and  side-crown  stretcher  has  ribs 
which  support  the  tip  and  side-crown,  and  a  series  of  stretch- 
ing devices,  which,  instead  of  being  rollers,  are  fixed  round- 
edged  surfaces.  The  ribs  and  stretching  devices  operate  to 
stretch  the  tip  and  side-crown  between  them.  In  the  plaintiJSs^ 
arrangeAent,  however,  the  operation  is  such,  that  the  rollers 
which  act  upon  the  exterior  of  the  hat-body,  and  wrinkle  or 
corrugate  it  inwardly  between  the  ribs  of  the  former,  and 
thus  increase  its  diameter,  act  on  diJSerent  points  in  the  hat* 
body  in  succession,  in  lines  extending  towards  the  base  of  it, 
the  parts  which  have  been  acted  upon  being  relieved  from  the 
pressure  of  contact  with  the  rollers,  as  new  parts  are  brought 
into  such  contact.  In  the  defendants'  tip  and  side-crown 
stretcher,  the  hat-body  is  placed  on  a  convex-ribbed  formjer, 
above  which  is  another  ribbed  former,  the  ribs  of  which, 
when  the  hat-body  reaches  the  concave  part  of  the  latter 
former,  enter  between  the  ribs  of  the  convex  former,  and  the 
hat-body  is  wrinkled  by  the  action,  so  as  to  be  increased  ih 
diameter.  As  the  convex  former  continues  to  be  lifted,  the 
•ribs  act  on  the  difierent  parts  of  the  hat-body  in  succession^ 
but,  so  far  from  any  part  already  acted  upon  being  relieved 
at  any  time,  the  stretching  of  every  part  the  stretching  of 
which  has  once  commenced,  continues  so  long  as  there  is  any 
stretching  done  to  any  part. 


JANUARY,  1873.  411 


The  Eickemeyer  Hat-Blocking  Machine  Company  v.  Pearce. 

The  defendantfl'  brim-stretcher  has  ribs  which  support  the 
brim,  and  a  series  of  stretching  devices,  which,  instead  of  be- 
ing rollers,  are  fixed  round-edged  surfaces.  The  ribs  and 
stretching  devices  operate  to  stretch  the  brim  between  them. 
But,  in  the  defendants'  arrangement,  there  is  a  convex-ribbed 
former,  on  which  the  hat-body  is  placed,  which  is  formed  like 
the  ribs  and  stretchers  of  an  umbrella,  the  hat-body  being 
placed  on  the  former,  when  the  ribs  ar^in  their  lowest  posi- 
tion. Above  this  is  another  ribbed  former,  and,  when  the 
brim  on  the  convex  former  has  reached  the  concave  part  of 
the  other  former,  the  wrinkling  commences,  by  the  action  of 
the  ribs  of  one  former  between  the  ribs  of  the  other  former, 
and  then  a  hand-lever  throws  out  or  expands  the  ribs  of  the 
convex  former,  by  an  operation  like  that  of  opening  an  um- 
brella, and  the  stretching  is  thereby  completed,  the  ribs  of  the 
convex  former,  during  the  latter  operation,  bearing,  in  their 
whole  length,  on  the  brim,  in  lines  extending  from  the  band 
to  the  outside  of  the  brim.  The  action  in  the  first  part  of  the 
operation  is  like  that  in  the  defendants'  tip-stretcher;  but,  in 
the  latter  part  of  the  operation,  there  is  an  actit)n  not  found  in 
such  tip-stretcher  nor. in  the  plaintiifs'  arrangement. 

It  is  shown,  by  the  evidence,  that  the  defendants'  arrange- 
ments, in  their  two  stretchers,  from  the  fact  that  the  action  is  on 
the  whole  of  a  given  wrinkle  at  the  same  time,  are  better  adapt- 
ed to  the  stretching  of  tender  hat-bodies,  such  as  those  made 
of  fur,  as  generally  made,  than  is  the  plaintiffs'  arrangement. 
But,  while  the  defendants'  arrangements  may  contain  im- 
provements on  the  plaintiffs'  arrangement,  yet  they  embody 
what  is  claimed  in  the  second  and  third  claims  of  the  plaint- 
iffs' patent.  The  defendants'  tip  and  side-crown,  stretcher 
has  ribs  supporting  the  tip  and  side-crown,  and  a  series  of 
stretching  devices,  which  ribs  are  substantially  the  same  as 
those  of  the  patent,  and  which  stretching  devices  are  substan- 
tially the  upper  series  of  stretching  devices  in  the  patent, 
when  made  in  the  shape  of  fixed  round-edged  surfaces,  as 
suggested  in  the  patent,  and  the  ribs  and  stretching  devices  are 
combined  and  arranged  substantially  as  described  in  the  patent. 
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They  operate  to  Btretch  the  tip  and  side-crown  between  them, 
substantially  in  the  manner  set  forth  in  the  patent.   So,  too,  the 
defendants'  brimnstreteher  has  ribs  supporting  the  brim,  and 
a  series  of  stretching  devices,  which  ribs  are  substantially  the 
same  as  those  of  the  patent,  and  which  stretching  devices  are 
substantially  the  lower  series  of  stretching  devices  in   the 
patent,  when  made  in  the  shape  of  fixed  round -edged  surfaces, 
as  suggested  in  the  p^ent,  and  the  ribs  and  stretching  devices 
are  combined  and  arranged  substantially  as  described  in  the 
patent.    They  operate  to  stretch  the  brim  between  them,  sub- 
stantially in  the  manner  set  forth  in  the  patent.    The  defend- 
ants' lower  formers  are  radially  ribbed.     The  hat-body  to  be 
stretched  is  placed  on  them.     The  ribs  of  those  formers  act 
as  internal  supporting  and  stretching  surfaces.    The  defend- 
ants have  external  stretching  devices,  in  series,  which  act  on 
the  outside  portions  of  the  hat-body  that  are  to  be  stretched, 
in  opposition  to  the  internal  action  of  the  ribs  of  the  lower 
formers,  and  between  such  ribs,  and  in  the  centres  of  the 
recesses  between  such  ribs.    The  mechanical  combination  and 
arrangement  of  the  internal  and  external  supporting  and 
stretching  devices,  in  the  defendants'  machines,  with  relation 
to  each  other,  and  to  the  work  to  be  done,  are  such,  that  the 
two  sets  of  devices  are  brought  together  accurately,  and  auto- 
matically, so  that  their  parts  interlock  properly  and  stretch 
the  interposed  materials  in  the  required  places,  and  equality 
in  the  action  circumferentially  of  the  stretching  devices  on 
the  parts  to  be  stretched,  and  facility  of  operation,  are  se- 
cured.   The  combination  consists  in  mounting  the  set  of  ribs 
and  the  set  of  stretching  devices  concentrically,  with  a  coinci- 
dent axis,  and  mo\'ing  one  set  accurately  towards  the  other, 
by  mechanical  guides,  the  stretching  devices  being  opposite 
the  centres  of  the  recesses  between  the  ribs.    All  these  feat- 
ures the  defendants'  machines  have  in  common  with    the 
plaintiJSs'.    These  features  are  essential  features  in  the  plaint- 
iffs' arrangement,  and  are  the  features  covered,  as  respects  the 
tip-stretcher,  by  the  second  claim  of  the  patent,  and,  as  re- 
8]>ects  the  brim-stretcher,  by  the  third  claim  of  the  patent. 
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That  the  defendants  have  added  some  features  of  construction 
and  operation,  which  are  not  found  in  the  plaintiffs'  patent^ 
whereby  the  machine  maj  be  improT(^d,  cannot  relieve  the 
defendants  from  the  charge  of  infringing  the  second  and  third 
claims  of  the  patent,  in  view  of  their  use  of  the  inventions 
covered  by  those  claims. 

The  principal  ground  of  defence  urged  is,  that,  before 
Eickemeyer  made  his  invention,  one  John  Hutchinson,  at 
Matteawan,  New  York,  invented  and  constructed,  and  suc- 
cessfully used,  in  a  crude  way,  instruments  for  stretching  the 
tips  and  the  brims  of  hat-bodies,  which  instruments  had  the 
same  mode  of  operation  as  that  of  instruments  found  in  the 
defendants'  machines.  The  date  of  Eickemeyer's  invention 
was  the  summer,  of  1S64.  The  identical  instruments  which 
Hutchinson  used  are  produced.  They  were  used  by  Hutch- 
inson in  1860.  They  are,  and  always  were,  detached  parts, 
and  never  were  organized  into  a  machine  working  automat- 
ically. Hutchinson's  parts  to  stretch  the  brim  of  the  hat- 
body  are  three  in  number — ^a  convex,  conical-shaped  former, 
with  ribs ;  a  concave,  conical-shaped  former,  with  ribs  pivoted 
like  the  ribs  of  an  umbrella ;  and  a  dome-shaped  piece.  They 
are  manipulated  by  handling  them.  The  hat  body  is  placed 
on  the  convex  former.  The  concave  former  is  then  placed  on 
the  top  of  the  hat-body,  with  its  ribs  resting  on  the  hat-body. 
The  dome-shaped  piece,  which  is  hollow,  is  then  placed  over 
the  concave  former,  and  forced  down,  so  as  to  drive  the  ribs 
of  the  concave  former  into  the  recesses  between  the  ribs  of 
the  convex  former,  and  carry  the  brim,  in  wrinkles,  towards 
the  axis  of  the  convex  former.  In  the  defendant's  brim 
stretcher,  the  brim  is  carried,  in  wrinkles,  away  from  the  axis 
ot  the  convex  former,  because  the  wrinkling  is  performed  by 
an  operation  like  that  of  opening  an  umbrella.  In  Hutchin- 
son's device,  the  wrinkling  is  performed  by  an  operation  like 
that  of  shutting  an  umbrella.  Hutchinson's  parts  to  stretch 
the  tip  of  the  hat  body  consist  of  a  concave-ribbed  former 
and  a  convex-ribbed  former,  manipulated  by  hand,  and,  like 
the  two  formers  in  the  defendants'  tip  stretcher,  in  construe- 
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tion,  as  ribbed  formers,  and  brought  together  to  stretch  the  tip 
between  them,  placed  on  the  convex  former,  by  pressing  the 
ribs  of  one  former  heimeen  the  recesses  in  the  other  former. 
Hutchinson,  in  using  his  brim-stretching  devices,  employed  a 
lever,  which  had  its  fulcrum  in  a  post  which  formed  a  part  of 
a  building,  to  make  pressure  on  the  top  of  the  dome-shaped 
piece,  the  fulcrum  being  at  the  end  of  the  lever.  There  was 
no  organized  machine.  The  description  given  of  the  use  of 
the  devices  is,  that  they  were  tried,  to  see  whether  they  would 
block  a  hat  or  not ;  that  they  were  not  operated  continuously ; 
that  sometimes  Hutchinson  would  make  an  alteration,  and 
then  another  trial  would  be  made,  to  see  whether  the  altera- 
tion was  any  improvement ;  that  but  one  brim  stretcher  was 
made,  and  that  of  wood,  which  was  broken  several  times  in 
operating  it;  that  the  tip  stretcher  was  of  wood,  and  was 
tried  on  a  few  tips,  and  was  broken,  in  use,  and  never  re- 
paired ;  that  Hutchinson  had  the  idea  of  constructing  a  ma- 
chine embodying  the  principle  of  such  devices,, but  had  no 
definite  plan  as  to  the  appliances  by  which  the  machine  was  to 
work  out  such  principle;  that  nothing  was  done  towards 
carrying  out  such  intention ;  that  the  devices  were  tried  in 
1860,  prior  to,  but  not  later  than,  June ;  that  they  were  then 
stowed  away  in  a  closet,  where  old  books  and  papers  were 
kept,  in  a  factory  where  Hutchinson  continued  to  be  employed 
for  two  years  afterwards ;  and  that  they  remained  in  that  closet, 
unused,  for  three  years  and  a  half,  and  were  then  removed 
to  another  place,  whence  they  were  taken  to  be  used  as  evi- 
dence in  favor  of  the  parties  defending  this  suit.  These  de- 
vices of  Hatchinson  amounted  to  nothing,  and  were  practi- 
cally useless,  for  the  reason  that  they  were  not  combined  in 
an  organized  machine.  They  lacked  the  combination  and 
arrangement  of  them  which  Eickemeyer  made,  and  which 
secures  circumferential  equality  of  action  of  the  stretching 
devices  on  the  material,  and  accuracy  of  operation,  by  means 
of  the  concentric  approach  to,  and  recession  from,  each  other, 
of  the  ribs  and  stretching  devices.  The  equable  intervention 
of  the  ribs  between  the  stretching  devices  is  an  essential  feat- 
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ure  of  the  patent,  dae  to  the  mechanical  organization.  There 
is  no  snch  feature  in  Hutchinson's  devices,  because  there  is  no 
mechanical  organization  capable  of  developing  such  feature. 
Whether  the  ribs  and  stretching  devices,  in  Hutchinson's 
tools,  will  move  concentrically  or  not,  is  a  matter  of  accident, 
^nd  dependent  on  the  skill  of  the  person  handling  the  tools, 
and  the  equability  of  intervention  of  the  ribs  and  stretching 
•devices  is  equally  a  matter  of  accident  and  skill  in  handling. 

There  is,  therefore,  nothing  in  what  Hutchinson  did  that 
can  interfere  with  the  second  and  third  claims  of  the  patent, 
which  are  the  only  ones  involved  in  this  suit.  Even  if  Eioke- 
meyer had  seen  and  known  of  what  Hutchinson  did,  he 
would  have  been  entitled  to  make  those  two  claims.  It  has 
been  attempted  to  be  shown  that  Eickemeyer  knew  of  and 
saw  Hutchinson's  devices.  Whether  he  did  or  not,  is  of  no 
importance.  But  the  evidence  wholly  fails  to  show  that  he 
did.  Hutchinson's  devices  amounted  to  nothing.  They 
needed  the  addition  of  what  is  found  in  the  defendants'  ma- 
chines, and  which  makes  of  them  combinations  that  were  in- 
vented by  Eickemeyer.  It  is  a  mistake  to  say,  that  the  claims 
of  the  plaintiffs'  patent  cover  Hutchinson's  instruments.  So 
far  as  the  plaintiffs'  patent  is  concerned,  those  instruments 
are  free  to  be  used  by  the  defendants  in  the  manner  in  which 
Hutchinson  used  them. 

The  claims  of  the  original  patent  granted  to  Eickemeyer 
were  as  follows :  "  1st.  The  employment,  in  the  process  of 
stretching  hats,  of  a  skeleton  or  ribbed  and  recessed  former, 
substantially  such  as  is  herein  described.  2d.  The  pressing 
ring,  E,  in  combination  with  the  skeleton  or  ribbed  and  re- 
cessed former,  substantially  as  and  for  the  purpose  herein 
specified.  3d.  The  employment,  substantially  as  herein  de- 
scribed, in  combination  with  the  skeleton  or  ribbed  and  re- 
cessed former,  of  pressing  rollers,  £,  M,  or  other  equivalent 
pressing  devices,  operating  as  herein  set  forth.  4th.  The  com- 
bination, in  a  machine  for  stretching  hats,  of  a  skeleton  or 
ribbed  and  recessed  former,  a  pressing  ring,  and  a  system  of 
rollers,  or  other  equivalent  pressing  devices,  the  whole  com- 
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bined  and  operating  substantially  as  and  for  the  purpose 
herein  specified."  Because  Eickemeyer  did  not,  in  his  orig- 
inal patent,  make  the  claims  which  are  made  in  the  second 
and  third  claims  of  the  reissued  patent,  but  only  made  claims 
which  were  substafitially  the  same  as  the  first,  fourth,  fifth 
and  sixth  claims  of  the  reissued  patent,  it  is  argued  that  he 
must  have  seen  the  devices  of  Hutchinson.  I  draw  the  very 
opposite  inference.  For,  if  he  had  seen  them,  it  would  have 
been  in  his  mind,  in  taking  out  his  patent,  that  the  upper  ribs 
and  upper  stretching  devices  might  be  used  separately  from 
the  lower  ribs  and  lower  stretching  devices,  as  Hutchinson 
used  his  tools,  and,  with  such  idea,  Eickemeyer  would  have 
made,  in  his  original  patent,  claims  like  the  becond  and  third 
claims  of  the  reissued  patent,  which  are  fully  warranted  by 
what  is  found  in  the  specification  and  drawings  of  the  orig- 
inal patent.  It  would  not  detract  a  particle  from  the  merit 
or  validity  of  Eickemeyer's  invention,  if  he  had  seen  Hutch- 
inson's tools ;  but  there  is  no  satisfactory  evidence,  derived 
from  witnesses,  or  from  the  history  of  the  case,  to  warrant 
the  conclusion  that  he  saw  or  knew  of  them. 

There  is  no  more  warrant  for  saying,  in  this  case,  that 
Eickemeyer  did  not  intend,  in  taking  out  his  original  patent, 
to  make  such  claims  as  the  second  and  third  claims  of  the  re- 
issued patent,  than  there  is,  in  every  case  of  a  reissue,  for 
saying  that  claims  in  the  reissue,  not  found  in  the  original, 
were  not  intended  to  be  made,  when  the  original  was  taken 
out,  because  they  were  not  put  in,  as  claims,  into  the  original* 
On  this  principle,  there  never  could  be  a  reissue  covering 
claims  not  substantially  found,  as  claims,  in  the  original. 

The  argument  on  the  part  of  the  defendants  seems  to  be 
founded  on  the  idea,  that  the  second  and  third  claims  of  the 
reissued  patent  cover  the  use  of  Hutchinson's  tools,  as  Hutch-^ 
inson  used  them.  This  is  an  error.  The  use  of  Hutchinson's 
tools,  as  he  used  them,  are  not  combinations  of  them,  such  as 
the  second  and  third  claims  of  the  plaintiffs'  patent  intend 
and  cover.  There  are  no  mechanical  combinations  of  Hutch- 
inson's tools,  when  they  are  used  as  he  used  them.     The 
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second  claim  of  the  reissue  does  not  cover  broadly  the  use  of 
the  tip  former  in  connection  with  the  upper  series  of  stretch- 
ers, detached  from  the  mechanical  combination  and  arrange- 
ment of  such  former  and  stretchers,  found  in  the  plaintiffs' 
patent,  and  not  found  in  Hutchinson's  tools.  So,  too,  the 
third  claim  of  the  reissue  does  not  cover  broadly  the  use  of 
the  brim  former  in  connection  with  the  lower  series  of  stretch- 
ers, detached  from  the  mechanical  combination  and  arrange- 
ment of  such  former  and  stretchers,  found  in  the  plaintiffs' 
patent  and  not  found  in  Hutchinson's  tools. 

There  must  be  a  decree  for  the  plaintiffs,  for  a  perpetual 
injunction,  and  an  account  of  profits,  and  an  ascertainment  of 
damages,  with  costs,  in  respect  to  the  second  and  third  claims 
of  the  patent. 

George  CUfford^  for  the  plaintiffs. 

Charlee  M.  Keller^  for  the  defendants. 


Madelbike  C.  Battle 

w. 

The  MunrAL  Life  Inburanob   Oompany  of  New   Yore. 

In  Equttt. 

A  plaintiif,  in  a  sait  in  equity,  can  recover  only  npon  the  case  made  by  his  bill, 
and  not  npon  that  made  in  the  evidence. 

An  admission  in  the  answer  will  be  of  no  use  to  the  plaintiff,  unless  it  is  put  in 
issue  by  some  charge  in  the  bill 

On  final  hearing,  the  Court  announced,  that^  on  the  pleadings  and  proofs,  as 
they  stood,  it  was  impossible  to  grant  to  the  plaintiff  the  relief  prayed  for. 
The  plaintiff  then  moved  for  leave  to  amend  the  biU.  It  appearing,  that,  by 
maldng  the  amendments  proposed,  the  bill  and  the  answer  would  agree  in 
their  statements,  in  the  particulars  covered  by  such  amendments ;  that  the 
evidence  and  the  answer  made  out  a  case  for  relief  to  the  plaintifl^  but  a  case 
VOL.  X.— 27 
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difierent  from  the  one  stated  in  the  bill ;  that  the  pnrpoaea  of  sabstaatial  jna- 
tice  reqalred  that  the  amendments  should  be  nuule ;  that  the  amendments  did 
not  change  the  subject  matter  of  the  bill;  and  that  no  decree  had  been 
passed :  JSTeU^  that  the  motion  ought  to  be  granted,  on  payment  of  ooets. 

Held,  also,  that,  although  some  testimony  on  the  part  of  the  pUinti£f  might 
be  in  conflict  with  the  amendments,  yet»  as  the  amendments  harmonized 
with  the  allegations  of  the  answer,  and  such  testimony  was  not  testimony  sus- 
tainiug  the  allegations  of  the  answer,  th^  point  was  immaterial. 

The  case  of  NtdU  ▼.  Neales,  (9  WaUaee,  I,)  commented  on,  and  held  to  warrant 
the  aHowance  of  such  amendments. 

(Before  Blatgbford,  J.,  Southern  District  of  New  York,  February  12th,  1878.) 

Blatohfobd,  J.  It  is  a  well  settled  rule,  in  a  suit  in 
equity,  that  the  plaintiff  can  recover  only  npon  the  case  made 
by  his  bill,  and  not  upon  that  made  in  the  evidence.  It  is 
equally  well  established,  that,  if  an  admission  is  made  in  the 
answer,  it  will  be  of  no  use  to  the  plaintiff  unless  it  is  put  in 
issue  by  some  charge  in  the  bill.  Hence,  the  plaintiff  is  fre- 
quently obliged  to  ask  leave  to  amend  his  bill,  although  a 
clear  case  for  relief  is  apparent  upon  the  face  of  the  pleadings. 
Thus,  where  a  bill  against  an  executor  prays  an  account  of 
the  personal  estate  of  the  testator,  on  the  ground  that  the 
executor  has  received  assets,  but  does  not  charge  any  acts  of 
mismanagement  in  the  executor,  no  decree  for  an  account  can 
be  had  as  to  acts  of  mismanagement,  although  the  answer  dis- 
closes such  acts,  and  shows  that,  in  consequence  of  them,  no 
.assets  were  received.  The  reason  is,  that  such  matter  is  not 
piatter  in  issue.    {Story's  JSg.  Fl.^  Sth  ed.y  §§  262  a,  264.) 

In  the  present  case,  the  answer  admits  and  avers  that  the 
plaintiff  duly  made  payment  of  the  premiums  on  the  policies 
in  question  in  each  year  to  and  including  the  year  1861,  (such 
payments  for  the  year  1861  falling  due  on  the  21st  of  May  in 
that  year).  It  also  avers^  that  the  appointment  of  McCoy,  as 
agent  of  the  defendants  at  Mobile,  was  revoked  by  the  defend- 
ants on  the  26th  March,  1861  {  that  notice  thereof  was  given 
to  McCoy  and  to  the  plaintiff;  and  that,  since  that  date,  the 
defendants  hav0  had  no  agent  in  the  State  of  Alabama. 
The  subst^ce  and  effect  of  the  allegations  in  the  answer  is,  that 
the  plaintiff  had  notice  of  the  revocation  of  March  26th,  1861, 
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whenever,  after  that  date,  she  made,  or  attempted  to  make, 
any  payment  of  premium  to  McCoy,  as  agent  of  the  defend- 
ants. There  is,  moreover,  a  distinct  allegation,  in  the  answer, 
that  if  the  plaintiff,  after  the  26th  of  March,  1861,  made  any 
payments  to  McCoy,  as  the  agent  of  the  defendants,  she  made 
the  same  in  her  own  wrong,  with  full  knowledge  that  he  had 
no  power  or  authority  to  receive  the  same,  or  to  act  as  such 
agent.  Yet  the  answer  admits  that  the  plaintiff  paid  the 
premiums  due  May  21st,  1861.  The  bill  avers  that  such  pay- 
ment was  made  to  the  defendants  through  McCoy,  as  their 
agent.  The  answer  avers  that  such  payment  was  made  to  the 
defendants  by  the  plaintiff  through  McCoy,  and  that  the  de- 
fendants received  the  money  from  McCoy  as  the  agent  of  the 
plaintiff. 

The  bill  avers  the  due  payment  of  premiums,  by  the 
plaintiff,  to  the  defendants,  through  McCoy,  as  their  agent, 
for  the  years  1862,  1863  and  1864.   At  the  hearing,  the  coun- 
sel for  the  plaintiff  stated  that  the  plaintiff  desired  to  abandon 
the  position  of  the  bill,  that  there  was  any  payment  of  pre- 
miums made  by  her  after  the  paymen£  of  1861,  and  to  accept 
the  position  of  the  answer,  that  the  appointment  of  McCoy, 
as  agent,  was  revoked  in  March,  1861,  and  that  she  had  notice 
of  such  revocation,  and,  consequently,  to  admit,  that  no  pay- 
ment made  to  McCoy  after  the  payment  of  1861  was  a  valid 
payment  to  the  defendants,  and  to  claim  the  benefit  of  all  the 
legal  consequences  flowing  from  sUch  revocation  and  notice. 
But  the  Court  found  it  impossible,  consistently  with  the  prin- 
ciples before  stated,  to  allo^  the  plaintiff  to  take  such  a 
course,  on  the  allegations  found  in  the  bill,  for  the  reason, 
that  the  bill  avers,  that  the  plaintiff  paid,  through  McCoy,  as 
the  agent  of  the  defendants,  on  the  ^Ist  of  May  iu  each  of 
the  years  1862,  1863  and  1864,  the  premiums  due  on  those 
days ;  that,  on  the  21st  of  May,  1865,  she  did  not  pay  the 
premium  then  payable,  because  the  agency  of  McCoy,  as  she 
was  informed  and  believed,  had  been  theretofore  revoked,  and 
no  one  had  been  appointed  in  his  place  ;  that  the  defendants 
pretend  that  the  agency  of  McCoy  was  revoked  on  or  before 
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the  2l6t  of  May,  1862 ;  that  the  contrary  of  Bnch  pretence  is 
true;  that  she  had  no  notice  of  any  such  revocation;  and 
that  she  dealt  with  McCoy,  as  snch  agent,  in  good  faith.  The 
purport  of  these  allegations  is,  that  the  payment  for  1862, 
through  McCoy,  was  valid,  because  his  agency  was  not  re- 
voked on  or  before  the  21st  of  May,  1862 ;  that  she  had  no 
notice,  before  that  date,  of  any  such  revocation ;  that,  she 
dealt  with  McCoy,  as  the  defendants'  agent,  in  good  faith,  in 
paying  the  premiums  due  in  1863  and  1864  as  well  as  in 
1862 ;  and  that  she  failed  to  pay  the  premium  due  May  2Ist, 
1865,  because  the  agency  of  McCoy,  as  she  had  by  that  time 
been  informed,  had  been  before  that  time  revoked,  and  there 
was  no  agent  in  his  place.  In  other  words,  it  is  substantially 
alleged,  in  the  bill,  that  tHe  agency  of  McCoy  was  not  re- 
voked on  or  before  the  21st  of  May,  1864,  but  was  revoked 
before  the  21st  of  May,  1865,  and  the  plaintiff  was  informed 
thereof  by  the  latter  day ;  that  the  plaintiff  made  due  pay- 
ment, through  McCoy,  as  the  defendants'  agent,  for  the  years 
1862, 1863  and  1864  ;  and  that  such  revocation  and  informa- 
tion, and  the  fact  that  there  was  no  new  agent  in  McCoy's 
place,  was  the  reason  why  the  plaintiff  did  not  pay  through 
McCoy,  or  through  any  agent  of  the  defendants  in  Mobile, 
the  premiums  due  May  21st,  1865. 

The  allegations  of  the  answer,  of  which  the  plaintiff  de- 
sired to  take  advantage  as  admissions,  could  not  be  regarded 
as  admissions,  because  they  were  not  alleged,  as  facts,  in  the 
bill.  On  the  contrary,  facts  inconsistent  with  them  were  al- 
leged in  the  bill  to  be  the  facts  of  the  case.  The  Court,  on  the 
pleadings  and  the  evidence,  found  it  impossible  not  to  say, 
that,  as  respected  the  plaintiff,  the  agency  of  McCoy,  as  agent 
of  the  defendants  at  Mobile,  continued  until  after  the  21st  of 
May,  1863 ;  that  she  could  have  made  payment  to  him  there 
of  the  premiums  due  on  that  day ;  and  that,  she  having  failed 
to  do  so,  there  was  a  default  on  her  part  in  complying  with 
the  conditions  of  the  policies,  whereby  they  were  forfeited. 
The  Court,  therefore,  announced,  that,  on  the  pleadings  and 
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proofB,  as  they  etood,  it  was  impossible  to  grant  to  the  plaint- 
iff the  relief  prayed  for. 

The  plaintiff  now  moves  for  leave  to  make  sundry  amend- 
ment to  the  bill,  alleging,  on  affidavit,  that  the  bill  is  in  error 
in  stating  that  she  paid,  through  McCoy,  the  premiums  for 
1862,  1863  and  1864,  and  that  the  amendments  which  she  de- 
sires to  make  accord  with  the  admissions  and  averments  of 
the  answer,  and  with  the  facts  of  the  case,  and  with  the 
proo&  heretofore  taken  in  the  cause. 

The  first  three  amendments  proposed  are  these :  The  bill 
alleges  that  the  plaintiff,  ^^  until  the  21st  day  of  May,  in  the 
year  1865,"  paid  to  the  defendants,  through  McCoy,  their 
duly  authorized  agent,  the  premiums  as  they  became  due,  and 
so  paid  in  each  of  the  years  1862, 1863,  and  1864,  the  sum  of 
$403,  making,  with  previous  payments,  a  total  of  $4,836. 
By  the  amendments  proposed,  the  bill  will  allege,  that  the 
plaintiff,  "  until  the  21st  day  of  May,  in  the  year  1862,"  paid  to 
the  defendants,  through  McCoy,  their  duly  authorized  agent, 
the  premiums  as  they  became  due,  making  an  aggregate  of 
payments,  of  $3,627.  The  answer  alleges,  that  the  premiums 
were  paid  until  and  including  those  for  1861,  and  that  none 
were  paid  after  those  for*  1861.  It  is  true,  that  the  answer, 
while  admitting  that  McCoy  was  the  agent  of  the  defendants 
at  Mobile,  for  certain  purposes,  from  1853,  until  March,  1861, 
and  that  he  received  from  the  plaintiff,  and  forwarded  to  the 
defendants,  the  premiums  she  paid,  from  and  including  1853, 
to  and  including  the  premiums  due  May  21st,  1861,  avers 
that,  in  receiving  and  forwarding  such  premiums,  he  acted  as 
the  agent  of  the  plaintiff.  But,  as  the  bUl,  with  such  three 
proposed  amendments,  and  the  answer,  will  agree  in  the 
statement  that  the  plaintiff  paid,  and  the  defendants  received, 
•the  premiums  payable  until  and  including  those  for  1861,  and 
none  after  those  for  1861,  the  question  as  to  how  those  ac- 
knowledged payments  were  made,  becomes  immaterial.  The 
bill  and  the  answer  will  agree  in  the  only  statement  that  is 
material. 

The  next  amendment  proposed  is  this :  The  bill  alleges 


422  SOUTHERN  DISTRICT  OP  NEW  YORK, 

^tUe  V.  The  Mutual  life  Insanmoe  Oompuiy  of  New  York. 

that  the  plaintiff,  on  the  "  2lBt  of  May,  1866,"  and  thereafter, 
was  ready  to  pay  all  premiams  ae  they  became  dne,  but  that 
she  did  not,  on  or  after  the  "  2l8t  of  May,  1866,"  pay  any  of 
such  premiams,  because  the  agency  of  McCoy,  as  she  wh^  in- 
formed and  believed,  had  been  theretofore  revoked,  and  no 
one  had  been  appointed  in  his  place.  By  the  amendments 
proposed,  the  bill  will  allege,  that  the  plaintiff,  on  the  ^'  2l8t 
of  May,  1 862,"  and  thereafter,  was  ready  to  pay  all  premiums 
as  they  became  due,  but  that  she  did  not,  on  or  after  the 
"  2l8t  of  May,  1862,"  pay  any  of  such  premiums,  because  the 
agency  of  McCoy,  as  she  was  informed  and  believed,  had  been 
theretofore  revoked,  and  no  one  had  been  appointed  in  his  place. 
The  answer  alleges,  that  the  defendants,  on  the  26th  of  March, 
1861,  revoked  the  agency  of  McCoy,  and  gave  notice  thereof 
to  him  and  to  the  plaintiff,  and  that  if  she,  after  that  date, 
made  any  payments  to  him,  as  the  agent  of  the  defendants, 
she  made  the  same  in  her  own  wrong,  with  full  knowledge 
that  he  had  no  power  or  authority  to  receive  the  same,  or  to 
act  as  BQch  agent.  The  defendants,  in  the  answer,  acknowl- 
edge the  receipt  of  the  premiums  of  1861,  through  McCoy, 
not  as  the  agent  of  the  defendants,  but  as  the  agent  of  the 
plaintiff.  The  bill,  with  this  praposed  amendment,  and  the 
answer,  will,  therefore,  agree  in  the  statement,  that,  before 
the  time  for  making  the  payments  due  May  2l6t,  1862,  came 
around,  the  agency  of  McCoy  had  been  revoked  by  the 
defendants,  and  notice  thereof  had  been  given  to  the 
plaintiff. 

The  next  amendment  proposed  is  this :  The  bill  alleges, 
that  the  defendants  pretend  that  the  agency  of  McCoy  had 
been  revoked  by  them  on  or  before  the  2l8t  of  May,  1862. 
By  the  amendment  proposed,  the  bill  will  allege,  that  the  de- 
fendants pretend  that  the  agency  of  McCoy  had  been  revoked 
by  them  on  or  before  the  2l8t  of  May,  1861.  The  answer,  as 
before  shown,  alleges,  that  the  agency  of  McCoy  had  been  re- 
voked by  the  defendants  on  the  26th  of  March,  1861.  The 
bill,  with  this  proposed  amendment,  and  the  answer,  will, 
therefore,  agree  in  the  statement,  that  the  defendants  pretend 
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that  the  agency  was  revoked  on  or  before  the  2l8t  of  May, 
1861.  The  bill  will  then,  if  the  above  amendment  is  allowed, 
go  on  to  Bay,  that  it  is  not  tme  that  the  agency  of  McCoy 
was  revoked  on  or  before  the  21st  of  May,  1861.  One  object 
of  such  amendment  appears  to  be,  to  have  the  bill  thns  aver, 
that  the  agency  of  McCoy  continued  until  after  the  2l8t  of 
May,  1861,  so  as  to  make  valid  the  payments,  through  McCoy, 
of  the  premiums  due  on  that  day.  As  before  stated,  such 
averment  is  not  material  for  such  purpose.  In  this  connec- 
tion, the  bill  is  further  proposed  to  be  amended,  so  as  to  deny 
that  the  plaintiff  had  any  notice,  until  after  the  21st  of  May, 
1861,  of  any  revocation  made  on  or  before  the  21st  of  May, 
1861.  One  object  of  this  amendment  appears  to  be,  to  have 
the  bill  deny  any  notice  of  any  revocation  of  the  agency  of 
McCoy,  which  could  invalidate  the  payments,  through  McCoy, 
of  the  premiums  due  May  21st,  1861.  But,  as  before  stated, 
such  a  denial  is  not  material  for  such  purpose.  But,  there  is 
a  point  of  view  in  which  the  last  named  two  proposed  amend- 
ments are  material.  The  bill  now  avers,  that  it  is  not  true 
tliat  the  agency  of  McCoy  was  revoked  by  the  defendants  on 
or  before  the  21st  of  May,  1862,  and  denies  that  the  plaintiff 
had  any  notice  of  any  such,  revocation.  Changing  this  to  an 
averment  that  it  is  not  true  that  the  agency  of  McCoy  was 
revoked  by  the  defendfints  on  or  before  the  21st  of  May,  1861, 
and  to  a  denial  that  the  plaintiff  had  any  notice  of  any  such 
revocation  until  after  the  21st  of  May,  1861,  is  a  necessary 
change,  so  far  as  concern's  the  making  the  bill  no  longer  aver 
that  it  is  not  true  that  the  agency  was  revoked  on  or  before 
the  2l8t  of  May,  1862,  and  the  making  it  no  longer  deny 
that  the  plaintiff  had  any  notice  of  such  revocation,  because, 
one  of  the  previous  amendments  will  have  made  the  bill  aver, 
that,  on  the  21st  of  May,  1862,  the  agency  of  McCoy,  as  the 
plaintiff  was  informed  and  believed,  had  been  theretofore 
revoked.  Such  object  will  be  effected  by  the  statement,  that 
the  Bgency  was  not  revoked  on  or  before  the  21st  of  May, 
1861,  and  by  the  denial  that  the  plaintiff  had  any  notice  of 
any  such  revocation  until  after  the  21st  of  May,  1861.    These 
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two  amendments,  therefore,  will  be  consistent  with  the  other 
amendments,  and  with  the  allegations  of  the  answer. 

It  is  strennonsly  insisted,  on  the  part  of  the  defendants, 
that  no  case  can  be  fonnd  where  a  plaintiff  in  an  equity  suit 
has  been  allowed  to  amend  the  bill  at  the  stage  of  the  canse 
which  has  been  reached  in  this  suit.  But  I  understand  the 
deciision  of  the  Supreme  Court  in  Needs  v.  Neale%^  (9  Walr 
laocy  1,)  as  fully  warranting  the  allowance  of  the  amendments 
now  asked  for.  In  that  case,  a  bill  was  filed  by  a  husband 
and  his  wife,  against  the  father  of  the  husband,  alleging  a 
promise  by  the  father  to  give  to  the  son  or  to  his  wife,  a  lot 
of  land,  so  that  a  house  might  be  erected  on  it,  with  her 
money,  for  their  home,  and  the  erection  of  the  house  with  her 
money,  and  the  refusal  of  the  father  to  give  a  deed  of  the 
house  and  lot  to  her,  and  his  occupation  and  possession  of 
the  fiame,  and  praying  that  he  might  make  such  deed  to 
her  and  her  heirs,  or  to  some  one  in  trust  for  her  and  their 
benefit,  and  account  for  the  rents.  The  evidence  showed  a 
promise  to  give  the  lot  to  the  wife,  so  that  a  house  might  be 
built  on  it  with  her  money,  and  the  erection  of  the  house  on 
thu  lot  with  her  money,  with  the  consent  of  the  father,  and 
on  the  faith  of  such  promise ;  and  the  answer,  in  substance, 
set  forth  that  state  of  facts.  The  case  was  heard,  and,  after 
hearing  it,  and  after  considering  the  proceedings,  the  Court, 
of  its  own  motion,  and  without  assigning  any  reason,  ordered 
that  the  plaintiffs  have  leave  to  amend  their  bill,  on  payment 
of  costs.  The  bill  was  amended,  so  as  to  allege,  that  the  father 
promised  to  give  the  lot  to  the  wife,  on  the  understanding 
that  her  money  should  be  expended  in  building  a  dwelling 
house  on  it  for  herself  and  her  heirs.  On  the  amended  plead- 
ings, and  on  substantially  the  original  evidence,  the  case  was 
heard  again,  and  a  decree  made,  that  the  father  should  make 
a  deed  to  a  trustee,  of  the  house  and  lot,  for  the  sole  use  and 
benefit  of  the  son's  wife,  and  account  for  the  rents  since  the 
filing  of  the  bill.  It  is  apparent,  that  the  Court  considered 
that,  although  the  answer  and  the  evidence  showed  a  case  for 
relief,  in  favor  of  the  wife,  the  relief  prayed  for  could  not  be 
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given  on  the  bill  as  originally  framed.  The  Conrt  considered 
the  proofs,  on  the  pleadings  as  they  were,  and  made  a  decision, 
that,  on  the  bill  as  it  was,  the  relief  asked  conld  not  be  given. 
But,  instead  of  entering  a  decree  to  that  effect,  it  gave  the 
plaintiff,  without  a  motion  to  that  effect  by  the  plaintiffs, 
leave  .to  amend  the  bill.  The  defendant  appealed  from  the 
decree  to  the  Supreme  Court,  and  it  was  there  urged,  for  him, 
that  the  bill  could  not  be  amended,  after  publication  had 
passed,  and  the  case  had  been  set  down  for  hearing,  in  any 
other  respect  than  by  making  new  parties ;  that  the  original 
bill  recognized  the  marital  rights  of  the  husband,  and  the 
amended  bill  set  up  a  claim  adverse  to  such  marital  rights ; 
and  that  this  changed  the  framework  of  the  bill  and  made  a 
new  case.  On  this  point,  in  its  decision,  the  Supreme  Court 
say :  "  It  would  seem  clear,  from  the  manner  in  which  the 
Court  below,  of  its  motion,  and  without  assigning  any  reasons 
for  this  action,  gave  the  complainants  leave  to  amend  their 
bill,  that,  on  the  original  hearing,  it  was  satisfied  that  the 
evidence  made  out  a  case  for  relief,  but  a  case  different  from 
the  one  stated  in  the  bill ;  and  that,  as  the  pleadings  must 
correspond  with  the  evidence,  it  was  necessary  either  to  dis- 
miss the  bill  without  prejudice,  or  to  give  the  leave  to  amend. 
The  Court  adopted  the  latter  alternative,  doubtless,  with  a 
view  to  save  expense  to  the  parties,  and  because  such  a  course 
could  not,  by  any  possibility,  work  any  harm  to  the  defend- 
ant. It  is  insisted  that  this  proceeding  was  erroneous ;  that, 
after  a  cause  has  been  heard,  the  power  of  allowing  amend- 
ments ceases,  or,  if  it  exists  at  all,  cannot  go  so  far  as  to 
authorize  a  plaintiff  to  change  the  framework  of  his  bill,  and 
make  an  entirely  new  ease,  although  on  the  same  subject  mat- 
ter, as,  it  is  contended,  was  done  in  this  instance,  under  the 
leave  to  amend.  This  doctrine  would  deny  to  a  Court  of 
equity  the  power  to  grant  amendments  after  the  cause  was 
heard  and  before  decree  was  passed,  no  matter  how  manifest 
it  was  that  the  purposes  of  substantial  justice  required  it,  and 
would,  if  sanctioned,  fi^uently  embarrass  the  Court  in  its 
efforts  to  adjust  the  proper  mode  and  measure  of  relief.    To 
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accompliBh  the  object  for  which  a  Ooart  of  equity  was  created, 
it  has  the  power  to  adapt  its  proceedings  to  the  exigency  of 
each  particular  case,  but  this  power  would  very  often  be  inef- 
fectual for  the  purpose,  unless  it  also  possessed  the  additional 
power,  after  a  cause  was  heard  and  a  case  for  relief  made  out, 
but  not  the  case  disclosed  by  the  bill,  to  allow  an  alteration 
of  the  pleadings  on  terms,  that  the  party  not  in  fault  would 
have  no  reasonable  ground  to  object  to.  ^That  the  Court  has 
this  power  and  can,  upon  hearing  the  cause,  if  unable  to  do 
complete  justice  by  reason  of  defective  pleadings,  permit 
amendments,  both  of  bills  and  answers,  is  sustained  by  the 
authorities.  Necessarily,  in  a  Federal  tribunal,  the  matter  of 
amendment,  at  this  stage  of  the  progress  of  a  cause,  rests  in 
the  sound  discretion  of  the  Court.  At  an  earlier  stage,  this 
discretion  is  controlled  by  the  rules  of  equity  practice  adopted 
by  this  Court,  but  not  so  upon  the  hearing,  for  there  is  no  rule 
on  the  subject  of  amendments,  applicable  to  a  cause  which  has 
advanced  to  this  point.  As,  therefore,  the  leave  to  amend, 
in  this  instance,  was  within  the  discretion  of  the  Court,  we 
will  proceed  to  dispose  of  the  case  on  its  merits.  It  is  un- 
necessary, in  the  view  we  have  taken  of  the  power  of  the 
Court  over  amendments  at  the  hearing,  to  discuss  the  ques- 
tion whether  the  amended  bill  is  materially  different  from  the 
original  bill.  It  is  enough  to  know,  if  different,  that  the 
subject  matter  of  both  bills  is  the  same,  and  that  the  contract, 
consideration,  promise,  and  acts  of  part  performance,  stated 
in  the  amended  bill,  are  stated  with  sufficient  precision,  and, 
if  supported  by  proof,  en^tle  the  complainants  to  the  relief 
which  they  seek  at  the  hands  of  a  Court  of  equity."  The 
Court  then,  on  the  merits,  affirm  the  decree.     . 

In  the  present  case,  I  was  satisfied,  on  the  hearing,  that 
the  evidence  and  the  answer  made  out  a  case  for  relief  to  the 
plaintiff,  but  a  case  different  from  the  one  stated  in  the  bill, 
and  that  the  case  was  a  proper  one  for  an  amendment  of  the 
bill.  I  did  not  grant  the  leave  to  amend  at  once,  but  left  the 
plaintiff  to  move  for  such  leave,  and  to  suggest  the  amend- 
ments desired.    I  only  stated  that  I  could  not,  on  the  plead- 
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ings  and  proofe  as  they  stood,  grant  to  the  plaintiff  the  relief 
prayed  for,  and  I  pointed  out  the  difference  between  the  al- 
legations of  the  bill  in  the  Hamilton  case  and  the  bill  in  this 
case,  in  reference  to  the  facts  attending  the  revocation  of  Mc- 
Coy's agency,  and  the  correspondence  between  the  averments 
of  the  answer  in  the  Hamilton  case  and  the  answer  in  this  case, 
as  to  snch  facts,  and  the  fact  that  the  parties  agreed,  in  their 
pleadings,  in  the  Hamilton  case,  as  to  snch  facts,  and  that  they 
did  not  agree,  in  their  pleadings,  in  this  case^  as  to  snch  facts. 
The  power  of  the  Court  now  to  grant  leave  to  make  the 
amendments  is  none  the  less  than  if  it  had  granted  snch  leave 
at  the  hearing,  and  of  its  own  motion.  The  purposes  of  sub- 
stantial justice  require  that  the  amendments  shall  be  made. 
The  amendments  do  not  change  the  subject  matter  of  the  bill, 
and  no  decree  has  been  passed. 

It  is  urged,  that  the  prox>osed  amendments  are  in  conflict 
with  the  testimony  on  the  part  of  the  plaintiff;  and  that  the 
plaintiff  proved  that  premiums  on  the  policies  were  paid  to 
McCoy,  at  Mobile,  on  the  6th  of  May,  1862,  and  on  the  80th 
of  May,  1863,  and  also  proved  that  she,  or  her  agents,  dealt 
with  him  as  the  agent  of  the  defendants,  and  that  he  acted  as 
such  down  to  and  including  May  30th,  1863.  The  witness 
who  made  the  payments  at  Mobile  in  1861, 1862  and  1863 
states,  that  he  made  them  to  McCoy,  '^  then  residing  in  Mobile, 
and  acting  as  the  agent  of  the  company ; "  that  the  witness 
made  such  payments  on  account  of  the  plaintiff's  husband, 
(the  moneys  to  pay  them  having  been,  as  is  shown,  furnished 
by  the  latter;)  and  that  the  witness  made  the  payments  sup- 
posing that  McCoy  was  the  agent  of  the  defendants,  as  he  had 
been  so  for  many  years,  and  the  witness  had  no  knowledge  of 
any  change  of  affairs.  This  evidence  was  given  under  an 
averment  in  the  bill  that  McCoy  continued  to  be  the  agent  of 
the  defendants  until  after  the  alleged  payment  of  1864  was 
made,  and,  in  the  absence  of  proof  that  the  letter  of  revocation 
was  received  by  McCoy,  or  that  the  plaintiff  had  notice  of 
such  revocation,  such  evidence  tended  to  prove  such  aver- 
ment.   An.  allegation  that  the  agency  terminated  before  May 
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2l8t,  1862,  is,  of  coarse,  in  conflict  with  an  allegation  that  it 
continued  until  after  May  2l8t,  1864,  and  evidence  to  support 
the  latter  allegation  is,  of  course,  in  conflict  with  the  former 
allegation.  But,  as  the  amendments  to  the  bill  will  perfectly 
harmonize  with  the  allegations  of  the  answer,  it  is  of  no  con- 
sequence  to  the  defendants  that  some  testimony  on  the  part  of 
the  plaintiff  may  be  in  conflict  with  the  amendments.  K  the 
testimony  referred  to  had  been  testimony  sustaining  the  alle- 
gations of  the  answer,  there  might,  perhaps,  be  some  force  in 
the  objection.  But,  the  answer  maintains  throughout  that 
the  agency  terminated,  with  notice  of  the  revocation  to  the 
plaintiff,  before  the  payment  of  1862  was  due,  and  none  of  the 
testimony  referred  to,  given  on  the  part  of  the  plaintiff,  tends 
to  sustain  such  averment  of  the  answer. 

As  the  case  falls  directly  within  the  principle  of  the  decis- 
ion in  NeaU  v.  Neales^  I  must  grant  leave  to  make  the 
amendments,  on  payment  of  costs. 

Charlea  F.  Sa/nford^  for  the  plaintiff. 
Henry  E,  Dcmes^  for  the  defendants. 


The  United  States 
1,412  Gallons  of  Distilled  Spmrrs. 

The  provision  of  the  96th  Bection  of  the  Internal  Revenue  Act  of  July  20th,  1868| 
(15  U.  8.  8t<a.  at  Larffe,  164,)  '*  that»  if  any  cUgtiller,  rectifier,  wholesale  liqnor 
dealer,  oomponnder  of  liqnors,  or  manufisctorer  of  tobacco  or  cigars,  shall 
knowingly  and  wilfully  omit,  neglect  or  refuse  to  do,  or  cause  to  be  done,  any 
of  the  things  required  by  law  in  the  carrying  on  or  conducting  of  his  business, 
or  shall  do  anything  by  this  Act  prohibited,  if  there  be  no  specific  penalty  or 
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punishment  Imposed  by  any  other  section  of  this  Act,  for  the  neglecting,  omit- 
ting, or  refusing  to  do»  or  for  the  doing  or  causing  to  be  done,  the  thing  re- 
qdred  or  prohibited,  he  shall  pay  a  penalty  of  $1,000,  and,  if  the  person  so 
offending  be  a  ^stiller,  rectifier,  wholesale  liquor  dealer,  or  compounder  of 
liquors,  all  distilled  spirits  or  liquors  owned  by  him,  or  in  which  he  has  any 
interest,  as  owner,  *  •  *  shall  be  forfeited  to  the  United  States,"  does 
not  authorize  such  forfeiture  of  spirits  or  liquors  to  be  imposed  for  a  violation 
of  the  46th  section  of  the  same  Act,  for  the  reason  that  a  specific  penalty  or 
punishment  is  imposed  by  the  46th  section  for  a  violation  of  the  46th  sec^on. 

A  statute  which  is  of  doubtful  or  double  meaning,  should  not  be  construed  in  its 
harshest  possible  sense,  when  persons  .to  whom  It  applies  may  have  been  led 
tb  trust  in  a  less  severe  construction  of  it,  but  one  equally  satisfying  its  terms. 

Apart  from  the  consideration  last  stated,  the  construction  of  the  Act,  above 
stated,  is  deemed  the  most  natural  and  to  best  conform  to  the  intention  of  Con- 
gress and  the  design  of  the  Act. 

(Before  Woodruff,  J.,  Southern  District  of  New  York,  February  24th,  1878.) 

Woodruff,  J.  The  information  herein  alleges  a  violation 
of  section  45  of  the  Internal  Bevenae  Act  of  July  20th,  1868, 
(15  U.  S.  Stat,  at  Large^  l^^?)  &ii<^  claims,  that,  for  such  viola- 
tion, the  spirits  in  question  became  forfeited  to  the  United 
States,  under  and  by  force  of  the  96th  section  of  the  same  Act, 
{Id,^  164).  Section  45  requires  rectifiers,  wholesale  liquor 
dealers,  and  compounders  of  liquors,  to  keep  certain  books, 
make  certain  prescribed  entries  therein,  and  keep  such  books 
open  for  inspection,  with  other  special  requirements  designed 
to  enable  the  revenue  officers  to  learn  various  particulars,  in 
order  to  prevent  frauds  upon  the  revenue ;  and,  for  refusal, 
neglect,  or  violation  of  its  provisions,  the  section  declares,  that 
the  rectifier,  wholesale  dealer,  or  compounder,  shall  pay  a 
penalty  of  one  hundred  dollars,  and,  on  conviction,  shall  be  fined 
not  less  than  one  hundred  dollars  nor  more  than  five  thousand 
dollars,  and  be  imprisoned  not  less  than  three  months  nor 
more  than  three  years. 

From  the  passage  of  the  Internal  Eevenue  law  of  1862 
down,  the  legislation  of  Congress  manifestly  looked  to  distilled 
spirits  and  distillers,  and  to  tobacco  and  its  manufacturers,  for 
a  considerable  revenue ;  and  the  provisions  of  the  several  en- 
actments to  provide  internal  revenue  were  very  stringent  in 
their  requirements  tending  to  secure  the  payment  of  the  taxes 
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impoBed.  The  law  wte  amended,  firom  time  to  time,  as  expe- 
rience showed  to  be  necessary,  to  prevent  frands  and  evasions 
of  the  tax.  Fines,  penalties,  and  punishment  by  imprison- 
ment were  annexed  to  various  sections  of  the  law,  and  new 
provisions,  as  well  as  amendments,  were  devised,  to  the  same 
end.  In  1868,  the  law,  so  far  as  related  to  distillers  and  dis- 
tilled spirits,  and  to  tobacco  and  tobacco  manufacturers,  was 
revised,  and  the  Act  of  that  year  prescribed  the  duties  of  dis- 
tillers, rectifiers,  compounders  of  liquors,  and  tobacco  manufac- 
turers, with  great  particularity,  and,  as  to  a  large  extent  was 
true  of  previous  laws,  annexed  to  most  of  the  sections  both 
prohibitory  and  prescriptive  penalties,  fines,  forfeitures,  or 
punishment  by  imprisonment,  as  the  consequence  of  a  viola- 
tion of  its  commands,  apparently  measuring  the  severity  of 
the  infliction  by  the  estimate  the  legislature  had  of  the  magni- 
tude of  the  evil  contemplated  in  the  several  sections ;  and  yet, 
some  few  sections  were  left  without  any  specific  prescribed 
penalty  for  their  violation.  The  former  laws,  however,  relat- 
ing to  the  same  subjects,  were  not,  in  terms,  repealed,  but  only 
so  far  as  the  Act  of  1868  was  inconsistent  therewith.  In  some 
sections,  a  pecuniary  penalty  alone  was  prescribed ;  in  others,  a 
fine ;  in  others,  a  fine  and  imprisonment ;  in  others,  forfeiture  of 
property,  such  as  forfeiture  of  the  spirits  seized,  or  forfeiture  of 
the  tools  and  instruments,  also ;  while,  in  two  sections,  §  22  and 
§  44,  (relating  to  distillers,  rectifiers,  <fec.,)  for  a  violation  there- 
of, the  forfeiture  was,  not  only  of  all  distilled  spirits  owned  by 
them,  wherever  found,  but,  also,  the  stills  and  apparatus,  and  all 
personal  property  found  in  the  distillery,  store  or  other  place  of 
business,  or  in  the  building  or  enclosure,  and  all  the  right, 
title  and  interest  of  the  party  in  the  lot  of  ground,  <fec.,  &c. 
After  a  very  full  specification  of  such  cases  and  particulars  as 
the  experience  of  years  had  shown  to  be  necessary,  the  96th 
section  further  provided  as  follows :  "  and  be  it  further  en- 
acted, that,  if  any  distiller,  rectifier,  wholesale  liquor  dealer, 
compounder  of  liquors,  or  manufacturer  of  tobacco  or  cigars, 
shall  knowingly  and  wilfully  omit,  neglect,  or  refuse  to  do,  or 
cause  to  be  done,  any  of  the  things  required  by  law  in  the 
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carrjdng  on  or  conducting  of  his  bnsinesSy  or  ehall  do  anything 
by  this  Act  prohibited,  if  there  be  no  specific  penalty  or  pun- 
ishment imposed  by  any  other  section  of  this  Act,  for  the  neg- 
lecting, omitting,  or  refusing  to  do,  or  for  the  doing  or  causing 
to  be  done,  the  thing  required  or  prohibited,  he  shall  pay  a 
penalty  of  one  thousand  dollars ;  and,  if  the  person  so  offend- 
ing be  a  distiller,  rectifier,  wholesale  liquor  dealer,  or  com- 
pounder of  liquors,  all  distilled  spirits  or  liquors  owned  by 
him,  or  in  which  he  has  any  interest,  as  owner,  and,  if  he  be 
a  manufacturer  of  tobacco  or  cigars,  all  tobacco  or  cigars  found 
in  his  manufactory,  shall  be  forfeited  to  the  United  States." 
This  would  seem  to  be  a  section  added  to  the  other  provisions, 
in  order  to  fully  cover  the  subject,  and  to  punish  all  violators 
of  the  law,  whether  by  knowing  and  wilful  omission,  or  by 
actual  transgression,  not  in  terms  required  to  be  knowing  or 
wilfal. 

The  demurrer  in  this  case  is  urged '  on  the  ground,  that 
this  96th  section  does  not  apply  to  a  violation  of  the  45th  sec- 
tion above  recited,  because  th^re  is  a  specific  penalty  pre- 
scribed in  the  45th  section  itself,  namely,  a  penalty  of  $100, 
a  fine  of  not  less  than  $100  nor  more  than  $5,000,  and  im- 
prisonment for  not  less  than  three  months  nor  more  than  three 
years.  The  question  depends  solely  upon  the  true  construc- 
tion of  the  96th  section ;  and  that  construction  alone  has  been 
discussed  by  the  counsel  for  the  Government  and  the  counsel 
for  the  claimant. 

On  behalf  of  the  Government,  it  is  insisted,  that  former 
Acts  had  prescribed  forfeiture  of  all  the  spirits,  in  general 
terms,  for  any  violation  of  their  requirements ;  that  this  sec- 
tion is  a  modified  re-enactment  of  such  general  provisions ; 
that  this  section  was  intended  to  provide,  and  does  provide, 
a  specific  penalty  of  one  thousand  dollars,  for  all  knowing  and 
wilful  omissions,  and  all  active  violations,  for  which  no  specific 
penalty  or  punishment  was  imposed  by  any  other  section,  but 
the  residue  of  the  section  applies  to  all  persons  who  knowingly 
and  wilfully  omit,  neglect  or  refuse  compliance  with  the  Act, 
or  do  anything  by  the  Act  prohibited,  whether  specific  penal- 
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ties  or  poniBliment  have,  in  other  sectioDS,  been  imposed  or 
not ;  that,  in  short,  it  was  a  part  of  the  in1;ent  and  purpose  of 
this  section,  (whatever  punishments  had  in  other  sections  been 
provided,)  that  whoever,  of  the  persons  named,  should  know- 
ingly and  wilfully  omit,  neglect  or  reftise  to  do,  or  cause  to  be 
done,  anything  whatever  required  by  law  in  the  business  of . 
distilling,  &c.,  and  whoever  should  do  anything  by  the  Act 
prohibited,  should  forfeit  all  distilled  spirits  and  liquors  owned 
by  him,  or  in  which  he  has  any  interest,  as  owner. 

On  behalf  of  the  claimant,  it  is  insisted,  that  the  sole  ob- 
ject of  this  96th  section  was  to  provide  for  cases  not  otherwise 
fully  provided  for,  by  imposing  a  penalty,  and  declaring  a  for- 
feiture, if,  and  only  when,  no  specific  penalty  or  punishment 
was  imposed  by  any  other  section. 

Who  is  '*  the  person  so  offending,"  or,  rather,  what  is  the 
meaning  of  "  so  offending  ? "  It  was  argued  by  counsel,  and 
it  seems  quite  clear,  that,  if  this  be  determined,  it  decides  the 
controversy.  The  person  "  so  offending  "  forfeits  his  spirits 
to  the  United  States.  Is  he  one,  and  every  one,  who  is  guilty 
of  the  knowing  and  wilful  omission,  neglect  and  refusal,  or 
who  does  the  thing  prohibited  by  the  Act ;  or  is  he  one,  and 
only  one,  who  is  guilty  of  a  knowing  and  wilful  omission, 
neglect  or  refusal  to  do  what  is  required,  or  does  something 
which  is  prohibited,  for  which  no  specific  penalty  or  punish- 
ment is  imposed  by  any  other  section  of  the  Act  ?  It  cannot, 
I  think,  be  denied,  that  either  construction  would  satisfy  the 
words  used  in  the  section;  and  the  question  is  one  upon 
which  intelligent  and  fair  minds,  studying  the  section  with 
single  purpose  to  ascertain  its  just  meaning,  may  differ.  Such 
a  difference  has  arisen  in  the  District  Courts.  (In  re  Spirits^ 
8  Benedict^  552 ;  United  States  v.  SpiritSy  11  Int.  JRev.  HeCj 
45 ;  United  States  v.  Apple  Brmvdyy  Id.^  1 25 ;  United  States 
\.  Spirits^  Id.^  191^  United  States  v.  Spirits,  12  /d.,  123; 
United  States  v.  Spirits,  13  Id.,  52 ;  United  States  v.  Spirits, 
Id,,  188.)  I  concur  with  those  who  hold  that  the  forfeit- 
ure here  declared  applies  only  to  cases  for  which  no  specific 
penalty  or  punishment  is  imposed  by  other  sections.    The 
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96th  section  clearly  admits  of  that  interpretation.  The  *fact 
that  intelligent  and  fair  minds  have  been  in  doabt,  and  have 
differed  on  the  subject,  and  an  examination  of  the  section  it- 
self, both  concur  to  show,  that,  at  most,  the  constmction 
claimed  bjthe  Government,  though  it  be  possible,  is  doubtful. 
In  construing  a  severe  statute,  declaring  a  heavy  forfeiture, 
(and,  according  to  one  construction  claimed,  for  small  offences,) 
it  is  just  to  say,  that  those  who  are  called  upon  to  conduct 
their  business  affairs  in  view  of  all  its  provisions,  ought  to  be 
fairly  apprised  of  its  requirements,  and  of  its  penalties,  of 
whatever  kind.  They  are  bound  to  know  the  law,  but  law- 
makers owe  to  them  the  duty  to  make  the  law  intelligible ; 
and  those  whose  business  it  is  to  construe  or  expound  a  law 
which  is  of  doubtful  or  double  meaning,  should  not  incline 
to  the  harshest  possible  meaning,  when  it  is  obvious  that  those 
to  whom  it  is  to  be  applied  inay  well  have  been  led  to  trust 
in  another  which  is  less  severe,  but  equally  satisfying  its  terms. 
This  is  not  saying  that  laws  of  the  kind  in  question  are  to  be 
strictly  construed  in  favor  of  the  subject  and  against  the  State, 
but,  only,  that  they  should  be  construed  with  reasonable  fair- 
ness to  the  citizen. 

But,  independent  of  this  consideration,  I  am  of  opinion, 
that  the  most  natural  construction  of  the  language  of  the  sec- 
tion is  that  which  confines  its  operation  to  cases  for  which  no 
penalty  or  punishment  is  imposed  by  other  sections ;  that  the 
person  ^^  so  offending  "  is  one  who  has  offended  under  the  con- 
ditions previously  stated ;  and  that  the  immediate  connection 
between  the  penalty  and  the  forfeiture,  expressed  by  the  con- 
junction '^  and,"  expresses  and  shows  an  intent  to  express  an 
addition  to  the  penalty,  wherever  the  penalty  of  one  thousand 
dollars  has  been  incuired,  and  nothing  more.  Had  the  sec- 
tion declared,  that  the  person  first  described  as  omitting,  neg- 
lecting, or  refusing  compliance  with  the  law,  or  doing  what  is 
prohibited,  should,  if  no  specific  penalty  or  punishment  was 
elsewhere  imposed,  pay  a  penalty  of  one  thousand  dollars,  and 
that  all  distilled  spirits  or  liquors  owned  by  him  should  be 
forfeited,  it  would  be  entirely  plain,  that  the  forfeiture  could 
VOL.  X.— 28 
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ovlf  apply  to  cases  not  otherwise  specifically  provided  for, 
that  is,  to  persons  who  incarred  the  penalty  of  one  thousand 
dollars.  Obviously,  I  think,  it  would  have  so  read,  had  the 
section  embraced,  in  its  description  of  offenders,  only  distillers, 
rectifiers  and  compouuders  of  liquors ;  but,  manufacturers  of 
tobacco  were  included  in  the  description  of  the  ofienders.  It 
was  necessary  that  such  forfeitures  should  be  distributively 
declared,  so  as  to  forfeit  tobacco  in  the  case  of  the  tobacco 
manufacturers,  and  spirits  and  liquors  in  the  case  of  distillers, 
&c.  Hence,  the  terms  of  distribution  employed  when  the  for- 
feiture was  added  to  the  penalty. 

I  am  aware,  that  it  is  of  little  use  to  multiply  words,  in  , 
discussing  the  meaning  of  the  language  of  the  section.  It  is 
possible  to  say  much  in  support  of  either  view,  if  attention  be 
confined  to  the  mere  phraseology.  The  section  may  be  parar 
phrased,  its  form  changed,  its  parts  transposed,  and  either 
meaning  made  more  apparent.  For  example,  if  the  word 
"also"  had  followed  "and" — "and,  also,  if  the  person  so 
offending  be  a  distiller,  &c.,  all  distilled  spirits,  &c.,  shall  be 
forfeited,  &c." — the  meaning  would  have  been  plain ;  and  yet, 
the  word  "  and  "  above  may  properly  be  deemed  to  have  that 
precise  import.  But,  without  too  rigid  attention  to  mere  word 
criticism,  the  meaning  must  be  declared  according  to  the  im- 
pression left  upon  an  intelligent  mind,  after  bringing  into 
view  the  subject  matter,  the  previous  provisions  of  the  Act, 
the  design  of  the  statute,  and  the  whole  language  of  the  sec- 
tion itself.  My  own  conviction  conforms  to  that  insisted  upon 
by  the  claimant  in  this  case. 

Without  attaching  too  great  importance  to  the  argument, 
that  Congress  will  not  be  presumed  to  intend  to  accumulate 
penalties  or  forieitures,  upon  penalties,-  forfeitures  and  punish- 
ments previously  annexed  to  specific  acts  or  defaults,  gradu- 
ated as  the  latter  are  by  the  importance  or  gravity  of  the  sev- 
eral specified  offences,  the  construction  insisted  on  by  the 
claimant  gains  much  support  in  the  fact,  that  there  are  two 
previous  sections  which  impose  forfeiture,  not  only  of  the 
spirits  owned  by  the  offender,  wherever  it  may  be,  but,  of  the 
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tools,  implements  and  all  personal  property  found  on  the 
premises,  and  the  lot  of  land,  also,  (§§  22,  44.)  Now,  to  sup- 
pose that  Congress,  by  the  96th  section,  meant  to  declare, 
that  those  who  violated  tlie  law  in  any  particular  should,  not- 
withstanding the  specific  penalty  or  forfeiture  previously  de- 
clared in  any  other  section,  forfeit,  also,*  all  spirits  owned  by 
them,  is  to  impute  to  them  little  less  than  an  absurdity.  In 
the  sections  referred  to,  forfeiture  of  all  spirits,  and  much 
more  than  that,  was  already  imposed.  It  is  not  to  be  sup- 
posed, that,  by  the  96th  section,  those  previously  declared  for- 
feitures were  made  less. 

Besides^  the  argument,  that  the  96th  section  spreads,  for- 
feiture of  all  spirits,  &c.,  over  the  whole  Act,  including  those 
two  prior  sections,  and  some  others  containing  similar  forfeit- 
ures, involves  incongruity  between  parts  of  the  statute,  and 
would  raise  the  question  of  law,  whether  the  96th  section  did 
not  operate  as  a  quasi  repeal,  or  revocation,  of  the  prior  for- 
feitures specifically  declared. 

Without  prolonging  discussion  upon  the  question,  I  must 
hold,  that  the  forfeiture  of  spirits  declared  by  the  96th  section 
does  not  apply  to  cases  or  offences  described  in  other  sections, 
wherein  a  specific  penalty  or  punishment  therefor  is  imposed 
for  the  offence.    The  demurrer  is,  therefore,  sustained. 

Thomas  SimonSy  {Asststant  District  Attorney^  for  the 
United  States. 

Harland  dk  RoUms^  for  the  claimant. 


I 
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tw. 


Jambb  F.  PEmmLiN,  tmpt.eaded  with  Cobnbua  J. 

Pennimak,  his  wife. 

6.,  a  Frenoh  dtlsen,  married,  in  France,  the  dangfater  of  P.,  and  of  his  wife,  C, 
dtiaens  of  the  United  Statea.  Suoh  wife  of  G.  died,  leaving  a  chQd  of  saoh 
marriage.  Under  the  statute  law  of  France,  providing,  that  a  father-in-law 
and  a  mother-in-law  mnst  make  an  aBowance  to  a  son-in-law  who  is  in  need,  so 
long  as  a  child  of  the  marriage  is  living,  G.  afterwards  obtained,  in  a  Court  of 
France,  a  judgment  or  decree  against  P.  and  C,  then  residing  in  Anmce,  in  an 
action  in  which  they  were  served  with  process  and  appewed,  requiring  P. 
and  C.  to  pay  him  a  certain  sum  per  year,  in  monthly  payments,  in  advance, 
one4hird  of  it  to  be  for  his  use,  and  two-thirds  of  it  for  tiie  use  of  the  diild. 
G.  brought  an  action  of  debt,  on  the  judgment  or  decree,  in  this  Court,  against 
P.  and  C,  to  recover  the  amount  of  the  decreed  payment  for  two  years  and 
seven  months:  Hdd^  that  the  suit  could  not  be  maintained. 

The  laws  of  France  upon  which  such  decree  was  made,  and  such  decree  founded 
thereon,  are  local  in  their  nature  and  operation.  They  are  dedgned  to  reg- 
ulate the  domestic  relations  of  those  who  reside  there,  and  to  protect  the  public 
against  pauperism.  They  have  no  extra4erritorial  significance,  but  must  be 
executed  upon  persons  and  property  within  their  jurisdiction. 

Such  orders  of  the  French  tribunals  are  in  this  respect  like  orders  of  filiation, 
and  orders  made,  under  local  statutes,  to  guard  against  pauperism,  and  in  the 
•nature.of  local  police  regulations,  and  are  not  founded  upon  principles  which, 
irrespective  of  local  statutes,  are  of  universal  acceptation,  like  judgments  for 
a  sum  certain,  founded  upon  contracts  or  other  recognised  private  rights. 

(Befiwe  WooDBurr,  J.,  Southern  District  of  New  York,  February  24th,  1878.) 

Woodruff,  J.  This  is  an  action  of  debt.  The  deelarar 
tion  contains  two  counts.  The  first  is  founded  on  an  alleged 
judgment  or  decree  pronounced  in  the  then  Empire  of  France ; 
the  other  count  is  debt  on  simple  contract,  for  interest  alleged 
to  be  due  to  the  plaintiff,  for  the  forbearance  of  moneys  due 
and  owing  by  the  defendants  to  the  plaintiff.  The  first  count 
only  is  demurred  to.    That  count  alleges,  that  the  plaintiff  is 
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an  alien  and  a  citizen  of  the  French  Kepnblic,  and  that  the 
defendants  are  citizens  of  the  United  States  and  of  the  State 
of  New  York ;  that,  on  the  16th  of  March,  1868,  at  Paris,  in 
the  then  Empire  of  France,  the  plaintiff  intermarried  with 
the  daughter  of  the  defendants ;  that  a  child  of  the  marriage 
was  bom,  who  is  still  living ;  and  that,  on  the  7th  of  Febru- 
ary, 1869,  such  daughter,  (the  wife  of  the  plaintiff,)  died. 
The  declaration  then  sets  out  certain  articles  of  the  Code  Civil 
of  France,  which  provide,  that  children  must  make  an  allow- 
ance to  their  &ther  and  mother,  and  other  ancestors,  who  are 
in  need ;  that  sons-in-law  and  daughters-in-law  must,  also,  in 
like  circumstances,  make  an  allowance  to  their  fiithers-in-law 
and  mothers-in-law,  but  this  obligation  ceases,  first,  when  the 
mother-in-law  contracts  a  new  marriage,  and,  second,  when 
that  one  of  the  married  couple  through  whom  the  relation  of 
affinity  exists  is  dead  and  the  children  bom  of  such  couple 
are  also  dead ;  that  the  obligations  springing  from  the  fore- 
going provisions  are  reciprocal ;  and  that  an  allowance  is  only 
to  be  granted  in  proportion  to  the  necessities  of  him  who 
clai^ls,  and  to  the  means  of  him  who  is  bound  to  pay.  It  is 
next  averred,  that,  at  and  prior  to  the  said  intermarriage,  and 
at  the  time  of  the  rendition  of  the  judgment  and  decree  next 
mentioned,  and  subsequently  to  such  decree,  the  defendants 
were  residents  of  the  Empire  of  France,  had  the  benefit  of  its 
laws  and  owed  to  it  a  temporary  allegiance ;  that,  on  the  14th 
of  August,  1869,  the  Civil  Tribunal,  (particularly  mentioned,) 
at  Paris,  rendered  and  pronounced  judgment,  in  an  action 
there  pending,  wherein  the  said  plaintiff  was  plaintiff  and  the 
said  defendants  were  defendants,  brought  by  the  plaintiff,  to 
obtain  an  allowance  from  the  defendants,  under  the  said 
articles  of  the  Code  Civil,  that  the  defendants,  jointly  and 
severally,  pay  to  him  18,000  francs  per  year,  in  equal  monthly 
payments,  in  advance,  such  payments  to  be  made  from  the 
time  that  such  allowance  was  first  demanded,  and  should  be 
6,000  francs  for  the  use  of  said  plaintiff,  and  12,000  francs  for 
the  use  of  the  said  child  of  the  plaintiff  and  of  said  daughter 
of  the  defendants ;  that  the  defendants  were  both  duly  served 


438  SOUTHERN  DISTMCT  OF  NBW  YORK, 

De  BrimoDt «.  Penninuui. 

with  process  in  said  action  and  appeared  therein;  that  the 
said  Civil  Tribunal  was  a  Conrt  of  the  Empire  of  France,  and 
had  jarisdiction  of  the  subject-matter  of  the  action  and  of 
the  parties ;  that  the  defendants  appealed  from  the  said  judg- 
ment to  the  Court  Imperial  of  Paris ;  that  such  appeal  was 
there  prosecuted  by  the  plaintiff  and  the  defendants,  and,  on 
the  5th  of  May,  1870,  such  appellate  Court  adjudged  and  de- 
creed, that  the  before-mentioned  judgment  be  affirmed,  in 
respect  of  the  right  of  the  plaintiff  to  an  allowance,  and  in 
respect  of  the  amount,  to  wit,  18,000  francs  per  year,  and  of 
the  appropriation  thereof  by  the  plaintiff,  to  wit,  6,000 
francs  to  the  use  of  the  plaintiff  and  12,000  thereof  to  the 
use  of  the  said  child,  and  in  respect  of  the  times  and  man- 
ner in  which  it  should  be  paid  to  the  plaintiff,  to  wit,  in 
equal  monthly  payments,  in  advance,  and  did  adjudge  and  de- 
cree, that  the  defendants,  jointly  and  severally,  pay  to  the 
plaintiff  the  said  sum,  and  pay  the  same  from  the  day  of  the 
decease  of  their  said  daughter,  February  7th,  1869,  as  appears, 
&c.,  by  the  records  and  proceedings  of  said  Court,  now  re- 
maining of  record;  that  the  said  judgment  and  decree  of  ,the 
Court  Imperial  is  final  and  conclusive,  and  is  in  fall  force,  not 
reversed  or  annulled  or  satisfied,  &c. ;  that  such  Court  is  a 
Court  of  general  jurisdiction,  and  had  jarisdiction  of  the  sub- 
ject-matter and  of  the  parties ;  and  that  the  plaintiff  has  not 
yet  obtained  satisfaction  of  the  said  judgment,  whereby  an 
action  hath  accrued  to  him  to  have  and  demand  of  the  de- 
fendants, jointly  and  severally,  the  sum  of  $10,200,  being  the 
value,  in  currency  of  the  United  States,  of  the  sum  of  48,000 
francs,  in  which  said  last-mentioned  sum  the  defendants  are, 
jointly  and  severally,  indebted  to  the  plaintiff,  by  reason  of 
the  said  judgment,  for  the  time  beginning  the  7th  of  Febru- 
ary, 1869,  and  ending  the  7th  of  iBTovember,  1871. 

The  defendant  James  F.  Penniman  demurs  to  this  count, 
upon  various  grounds,  which  I  do  not  think  it  necessary  to 
enumerate.  They  were  urged  on  the  argument,  and,  by  not 
noticing  many  of  them  further,  I  am  not  to  be  deemed  to 
affirm  the  sufficiency  of  the  declaration  in  respect  thereto. 
It  is  sufficient  that  the  principal  question  is  decided.    That 
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question  is,  whether  an  action  of  debt  will  lie  in  this  Court, 
upon  such  a  decree  of  a  Court  in  France,  made  against 
citizens  of  ihe  United  States,  husband  and  wife,  temporarily 
resident  in  that  Empire  ? 

It  may  not  be  irrelevant  to  state,  that,  besides  the  articles 
of  the  French  Code  inserted  in  the  declaration,  the  counsel 
for  the  plaintiff  admitted,  on  the  argument,  and  he  has  stated 
on  his  brief,  that  it  is  provided,  by  other  articles  of  that  Code^ 
that  the  duty  to  make  the  allowance  which  the  decree  in  ques- 
tion provides,  ceases  whenever  the  claimant  obtains  a  fortune 
sufficient  for  his  own  support,  or  the  party  by  whom  the  pay- 
ment is  to  be  made  becomes  unable  to  pay,  or  cannot  pay 
without  withdrawing  means  which  are  requii-ed  for  his  own 
necessities. 

The  question  is  novel.  Ko  case  has  been  cited  by  counsel, 
in  which  a  foreign  judgment  of  such  a  nature  has  been  the 
subject  of  an  action  in  this  country,  or  in  England ;  and  no 
such  case  has  fallen  under  my  observation.  Oases  are  numer- 
ous in  which  foreign  judgments  for  the  recovery  of  a  definite 
sum  of  money  have  been  sued  upon ;  and  the  question  has 
been  largely  discussed,  whether  such  judgments  are  conclu- 
sive, or  are  merely  prima  fdcie,  evidence  of  the  debt  which 
they  award,  and  whether,  and  to  what  extent,  the  subject- 
matter  is  open  to  inquiry  and  proofs,  on  the  original  merits. 
Those  cases  are  not  controverted  by  the  counsel  for  the  de- 
fendant, but  they  are  deemed  not  to  apply  to  such  a  decree  as 
is  set  out  in  this  declaration.  Cases  are,  also,  numerous,  in 
which  the  force  and  effect  of  judgments  and  decrees  in  the 
Courts  of  one  of  the  States  of  the  United  States  are  under 
consideration  in  the  Courts  of  other  of  the  States,  or  in  the 
Federal  Courts.  Those  cases  are  not  deemed  to  apply  to  the 
present,  because,  the  Constitution  of  the  United  States  ope- 
rates, as  between  the  States,  to  give  them  an  efficiency  not 
due  to  a  foreign  judgment  or  decree. 

In  determining  the  precise  question,  whether,  upon  the 
facts  stated  in  the  declaration,  the  plaintiff  shows  a  cause  of 
actiop,  it  may  not  be  material  to  decide,  whether  such  a  judg- 
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ment  is,  in  this  Ooort,  to  be  regarded  as  conclasiye,  or  only 
prima  facie^  evidence  of  the  indebtedness  claimed  by  the 
plaintiff ;  for,  if  it  be  either,  then,  in  connection  witili  the 
allegations  showing  the -law  and  the  relationship  of  the  par- 
ties, a  demurrer  founded  in  denial  of  legal  liability  could 
not,  probably,  be  sustained.  The  cases,  therefore,  which  dis- 
cuss that  distinction  need  not  be  considered. 

The  broad  question,  whether  a  citizen  of  the  United 
^tes,  whose  daughter  marries  in  France,  can  be  prosecuted 
here  upon  a  decree  of  a  French  Court,  requiring  him  and  his 
wife  to  pay  an  annuity  for  the  support  of  their  son-in-law,  is 
prior  to  the  inquiry  last  above  referred  to.  The  subject  per- 
tains to  the  domestic  relations  of  our  own  citizens,  and  the 
duties  and  obligations  resulting  therefrom ;  and  the  decree 
in  question  proceeds  upon  the  declaration  of  an  obligation 
not  in  conformitv  with  our  laws,  not  known  to  the  common 
law,  and  upon  the  continuance  of  the  obligation  itself  after 
the  relationship  out  of  which  it  is  deemed  to  have  arisen 
has  ceased  by  the  death  of  the  person  through  whom  the 
affinity  was  traced.  The  nearest  analogy  to  a  decree  of  the 
nature  in  question,  to  which  my  attention  is  called,  is  a  decree 
for  alimony,  where  a  divorce,  total  or  partial,  has  been 
granted  ;  but,  the  only  cases  in  which  such  a  decree  has  been 
held  to  support  an  action  in  another  jurisdiction  are  under 
the  influence  of  the  Constitution  of  the  United  States,  and,  by 
force  of  that  Constitution,  it  was  held  that  a  suit  would  lie,  in 
a  Court  of  Chancery,  to  compel  the  performance  of  the  de- 
cree.   {Ba/rher  v.  Barbery  21  Sow.^  582.) 

It  is  not  irrelevant  to  a  consideration  of  the  nature  of  the 
decree  in  question,  to  say,  that  it  does  not  proceed  upon  the 
rule  of  obligation  recognized  by  all  civilized  nations,  that  the 
parent  shall  support  his  children  during  minority,  which  in- 
volves, also,  the  correlative  right  to  the  services  of  those  chil- 
dren while  thus  supported.  Such  an  obligation  has  no  rela- 
tion to  the  case  under  consideration.  Whatever  obligation  or 
duty  lies  at  the  foundation  of  the  claim  of  this  plaintiff  is  the 
creature  of  positive  statute,  framed  for  the  people  of  France, 
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to  regulate  their  domestic  concerDB,  protect  the  public,  and 
guard  against  pauperism  and  its  evils.  Statutes  in  some  re- 
spects similar  are  found  in  England,  and  in  most,  if  not  all, 
of  the  States  of  this  country.  The  duty  of  parents  and 
grandparents,  and,  reciprocally,  of  children  and  grandchil- 
dren, when  of  su£Scient  ability,  to  provide  for  the  necessary 
support  of  those  relatives,  and  prevent  their  becoming  a 
charge  to  the  public,  is  declared  and  is  enforced.  Such  regu- 
lations are  local  in  their  nature,  and  in  their  application,  and 
80  are  the  orders  for  their  enforcement.  They  are  a  part  of 
a  local  system,  to  provide  for  paupers,  and  to  relieve  the 
public  from  their  maintenance,  when  they  have  relatives 
within  certain  designated  degrees,  who  are  of  ability  to  sup- 
port them.  Such  orders  are  subject  to  modification  and  ad- 
justment, as  circumstances  may  require,  in  the  States  and 
tribunals  wherein  they  are  made.  Apart  from  questions 
growing  out  of  the  Federal  Constitution,  they  can  only  be  en- 
forced in  the  States  where  they  are  made.  Orders  of  filia- 
tion are  of  a  similar  character.  They  are  mainly  for  the  pro- 
tection of  the  public,  founded  on  local  statutes,  and  are  in 
the  nature  of  domestic  police  regulations.  The  provisions  of 
the  Code  of  France,  set  out  in  the  declaration,  and  the  decree 
of  the  Courts  founded  thereon,  are  of  the  like  nature.  It 
would  seem,  that  the  policy  of  that  country,  as  viewed  by  its 
Courts,  does  not  require  that  the  son-in-law  or  other  claimant 
shall  himself  do  anything  for  his  own  support,  but  that  he  is  to 
be  supported  in  idleness.  That  is  probably  not  a  matter  of  im- 
portance to  the  present  inquiry,  except  so  far  as  it  may  tend 
to  show  that  the  judgment  or  decree  is  hostile  to  the  policy 
of  this  country,  and  in  conflict  with  the  only  ground  upon 
which  orders  arbitrarily  imposing  upon  one  the  burthen  of 
supporting  another  would  be  tolerated.  The  principle  upon 
which  foreign  judgments  receive  any  recognition  in  our 
Courts,  is  one  of  comity.  It  does  not  require,  but  rather 
forbids  it,  when  such  a  recognition  works  a  direct  violation 
of  the  policy  of  our  laws,  and  does  violence  to  what  we  deem 
the  rights  of  our  own  citizens.    The  Courts  of  this  country 
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will  be  slow  to  hold,  that,  whenever  an  American  citizen  shall 
visit  France,  and  reside  there  temporarily,  with  his  family, 
his  son  or  his  daughter,  by  a  rash  or  imprudent  marriage,  can 
*  cast  upon  the  parents,  mother  as  well  as  father,  the  perpetual 
burthen  of  an  annuity,  for  the  support  of  the  wife  or  hus- 
band. So  long  as  such  residence  continues,  no  doubt,  the 
parents  must  submit  to  the  laws  of  France.  The  orders  of 
her  Courts  may  be  enforced  against  them,  as  those  laws  may 
prescribe ;  but,  in  a  matter  of  this  kind,  those  laws  must  be 
executed  there,  and  such  decrees  can  have,  and  ought  to  have, 
no  extra-territorial  significance.  They  rest  upon  no  princi- 
ples of  universal  acceptation,  like  the  obligation  of  contracts, 
or  the  protection  of  generally  recognized,  private,  personal 
rights.  No  disposition  to  deal  with  foreign  judgments^  so 
as  to  promote  the  ends  of  justice,  demands  that  such  decrees 
should  be  arbitrarily  enforced  in  our  Courts. 

Beyond  these  considerations,  I  think  it  plain,  upon  the 
face  of  the  declaration,  and,  especially  where  the  other  ad- 
mitted provisions  of  the  French  Code  (stated  by  the  counsel) 
are  brought  into  view,  that  the  decree  itself  should  be  deemed, 
and  would,  in  France  itself,  be  deemed,  local  and  provisional, 
and  designed  to  be  carried  into  effect  there,  and  only  upon 
persons  and  property  found  there.  Their  laws  contemplate 
the  supervisory  control  and  direction  of  their  Courts  over  the 
parties,  in  all  the  changes  which  may  occur  in  their  relative  pe- 
cuniary conditions.  The  decree  m  question  prescribes  a  tem- 
porary rule  of  allowance  and  provision  for  support,  subject 
to  modification  according  to  circumstances.  There  is  no 
award  of  any  sum  certain,  to  be  presently  paid,  and  the  dec- 
laration does  not  show  that  any  sum  whatever  could  even 
there  be  collected,  without  a  further  application  to  the  Court, 
f6!r  some  process  or  other  award  of  means  by  which  some 
definite  amount  shall  be  collected.  Continuing  necessity,  on 
the  one  hand,  and  continuing  ability,  on  the  other,  are 
assumed  for  the  future,  and  the  absence  of  either  makes  even 
the  decreed  allowance  to  cease.  Without  assuming  to  say 
that  the  father-in-law  and  mother-in-law,  if  still  in  France, 
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would  not  have  the  onus  of  showing  that  circumstances  had 
changed,  and  of  procoring  a  modification  of  the  decree  there- 
upon, these  observations  bear  pertinently  on  the  nature  of  the 
decree  itself,  and  with  great  force  on  the  question  how  such 
decree  is  to  be  treated  in  our  own  Oourt«. 

In  harmony  with  what  has  been  already  suggested,  I  add, 
that  we  cannot  hold  that  such  decree  is  final,  operative  and 
binding  imless  and  until  the  defendants  go  to  France  and 
there  appeal  to  the  discretion  of  their  Courts  to  modify  the 
decree  according  to  the  new  circumstances  which  may  arise ; 
and  yet,  the  claim  here  made,  in  regard  to  the  efiect  of  the 
decree  in  our  Courts,  would  require  us  to  give  judgment  in 
accordance  therewith,  even  though  the  defendants  offered  to 
prove,  and  could  prove,  that  the  plaintiff  had  come  to  a 
princely  inheritance. 

Without,  therefore,  considering  the  other  alleged  imper- 
fections in  the  declaration,  or  the  peculiarity  of  a  decree 
which  charges  the  wife  of  the  demurrant  personally,  or  the 
want  of  any  averment  that  she  has  any  separate  estate  which 
can  be  charged  by  this  Court,  I  am  of  opinion,  that  the  de- 
fendant James  F.  Penniman  is  entitled  tb  judgment  upon  his 
demurrer. 


Gearge  M.  Van  Hoseny  for  the  plaintiff. 
Cauderty  Brothersy  for  the  defendants. 
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vi. 
The  Santiago  de  Cuba  and  Jacob  Lobillabd. 

In  a  ooUisioii  between  two  eteam  YemeiB,  the  S.  and  the  B.,  the  14th  Bole,  {Aei 
of  April  29th,  1864,  18  U.  8,  BtoL  ai  Largt,  00,)  that,  "  if  two  shipe  under 
steam  are  croesing,  so  aa  to  inyolve  riak  of  coUiaioD,  the  ship  which  haa  the 
other  on  her  own  atarboard  side  ahall  keep  out  of  the  way  of  the  other,"  waa 
applied  to  the  S.,  and  the  18th  Rnle,  (idL,  61,)  that,  where  "  one  of  two  ahipa 
la  to  keep  oat  of  the  way,  the  other  ahall  keep  her  ooorae*"  waa  applied  to 
theB. 

The  B.  having  changed  her  oonrse,  it  waa  held  that  aach  change  waa  made  in 
the  jawa  of  peril,  and  waa  justified  by  the  drcnmstanoes,  and  tended,  in  some 
slight  degree,  to  increase  the  ohanoea  of  eacape. 

The  presumption  of  faalt,  under  the  14th  Rule,  waa  held  to  be  against  the  S., 
throwing  the  burthen  on  her  of  excusing  herself  for  the  collision. 

It  was  held,  that  the  S.  waa  iu  fault,  in  not  maldDg  seasonable  and  correct  obser* 
yation  of  the  situation  of  the  B.,  in  not  properly  obserying  her  approach,  in 
changing  to  a  course  which  promoted  danger,  when  proper  attention  would 
have  so  informed  her,  and  in  not  slowing,  stopping  and  backing  when  the 
danger  became  obyioua. 

It  waa  held,  that  the  K,  also,  waa  in  faulty  in  not  haying  her  green  light  so 
screened  that  it  could  not  be  seen  across  her  port  bow,  it  haying  been  so  seen 
by  the  S.  aa  to  mislead  the  S. ;  and  in  not  slowing,  stopping  and  backing. 

In  a  Court  of  Admiralty,  a  disregard  of  the  rulea  of  nayigation,  by  one  vessel, 
cannot  be  justified,  on  the  mere  ground,  that,  if  the  other  vessel,  also,  had  not 
violated  her  duty,  no  harm  would  have  roaulted. 

The  rule  in  regard  to  setting  and  screening  colored  lights  must  be  strictly 
observed. 

The  B.  and  her  cargo  having  been  loat  by  the  oolUsion,  and  the  3.  damaged, 
and  the  owner  of  the  S.  having  sued  the  owner  of  the  K,  and  the  owner  of 
the  B.  having  sued  the  S.,  and  Uie  owner  of  the  cargo  on  the  B.  having  sued, 
in  one  suit,  both  the  S.  and  the  owner  of  the  B.,  the  decree  was,  that  both  the 
B.  and  the  S.  must  contribute  to  the  whole  loss;  that,  if,  on  ascertaining  the 
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whole  loss,  the  oontribnUon  due  from  the  S.,  to  the  fimd,  over  and  above  her 
own  loss,  should  be  sufficient  to  indemnify  the  owner  of  the  cargo  on  the  B., 
it  should  be  applied  to  that  purpose ;  and  that,  if  not,  the  parties  would  be 
heard,  oo  the  question  as  to  by  whom,  if  by  any  one,  the  deficiency  should  be 
made  good. 

(Before  WooDftunr,  J.,  Eastern  District  of  New  York,  February  26th,  1878.) 

Woodruff,  J.  The  appeal,  in  these  cases,  is  by  the 
owners  and  the  mortgagee  of  the  steamship  Santiago  de  Cuba, 
which  wfts  held,  in  the  District  Court,  (4  Benedict^  264,)  to  be 
the  guilty  canse  of  a  collision  with  the  steamer  Brunette,  on 
the  night  of  the  1st  of  February,  1870,  at  about  ten  o'clock. 
The  Brunette  and  her  cargo  were  totally  lost.  The  owners  of 
the  Brunette  libelled  the  Santiago  de  Cnba,  the  owners  of 
the  latter  vessel  sued  the  owner  of  the  Brunette,  and  the 
owner  of  the  cargo  of  the  Brunette  sued,  in  one  suit,  the  San- 
tiago de  Cnba  and  the  owner  of  the  Brunette. 

Certain  facts,  either  alleged  and  not  denied,  or  proved 
without  material  contradiction,  may  be  stated  as  a  basis  of 
the  inquiries  by  which  these  cases  are  to  be  decided.  The 
Brunette  was  on  her  passage  from  Kew  York  to  Philadelphia, 
and  was  pursuing  her  course  south  half  west,  at  a  speed  not 
less  than  nine,  and  not  exceeding  ten,  miles  an  hour,  about 
four  miles  off  the  coast  of  Kew  Jersey,  near,  or  opposite, 
Squam  Inlet.  The  Santiago  de  Cuba  was  on  her  passage  from 
Havre  to  New  York,  and  was  pursuing  a  course  northwest 
by  north,  at  a  speed  of  about  six  miles  an  hour,  (described  by 
the  witnesses  as  half  speed.)  The  Brunette  saw  the  Santiago 
de  Cuba  off  her  port  bow.  The  Santiago  de  Cuba  saw  the 
Brunette  off  her  starboard  bow.  It  is  obvious,  that  the 
courses  of  the  two  vessels  must  cross  each  other  at  some  point 
either  ahead  or  astern  of  the  Brunette.  The  fact  of  a  collision 
occurring  some  time  after  the  vessels  came  within  sight, 
makes  it  certain,  that  the  point  of  intersection  of  the  two 
courses  was  ahead  of  the  Brunette.  A  collision  occurred. 
The  Santiago  de  Cuba  struck  the  Brunette  near  midships,  and 
the  injury  to  her  was  so  great  that  she  sank,  with  her  cargo, 
and  two  of  her  seamen  were  lost.    No  change  was  made  in 
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the  course  of  either  vesBel,  which  affects  the  statement  thns 
far  made,  and  neither  vessel  slowed  or  slackened  speed.  The  j 
came  together  with  fall  headway  on :  but,  the  blow  given  bj 
the  Santiago  de  Cuba  was  nearly  direct,  (at  right  angles  to 
the  keel  of  the  Brunette,)  inclining,  howeyer,  about  one  point 
forward  or  towards  her  bow.  The  inclination  of  the  blow 
shows,  and  the  proofs  also  establish,  that,  before  the  collision, 
the  Santiago  de  Cuba  had  changed  her  course  to  the  west- 
ward ;  and  the  proofs  also  show,  that  the  Brunette  had  sheered 
slightly  to  the  west.  The  proofs  are  conceded,  by  the  coun- 
sel for  the  appellants,  to  show,  that,  at  the  moment  of  collis- 
ion, the  Santiago  de  Cuba  was  headed  west  by  north,  and  the 
Brunette  south  southwest. 

It  follows,  from  this  statement,  that  the  Santiago  de  Cuba, 
being  on  a  course  which  crossed  the  course  of  the  Brunette 
ahead  of  the  latter,  and  having  the  Brunette  on  her  starboard 
side,  was  within  the  fourteenth  of  the  Rules  of  navigation  pre- 
scribed by  Congress,  {Act  of  Ajml  29<A,  1864, 13  U.  S.  Stat, 
at  Zargey  58,)  and  was  bound  to  keep  out  of  the  way  of  the 
latter  vessel ;  and  that  the  Brunette  was,  by  the  eighteenth 
of  the  said  Bules,  bound  to  keep  her  course.  The  Brunette 
observed  this  latter  Rule,  until  the  peril  became  imminent.  I 
think  it  clearly  established,  that  it  was  not  until  the  collision 
became,  in  a  very  high  degree,  probable,  that  she  ported  her 
helm  and  sheered  a  point  and  a  half  to  starboard.  It  was  a 
struggle  to  escape,  made  at  the  last  moment,  and  when  she 
saw  that  the  Santiago  de  Cuba,  whose  duty  it  was  to  avoid 
her,  and  whom  she  was  bound  to  leave  at  liberty  to  avoid  her, 
unembarrassed  by  any  movement  on  her  part,  had  failed  to  do 
so,  and  collision  was  impending.  It  is  true  that  one  witness 
(Ross)  expresses  the  opinion,  that,  if  she  had  not  ported,  the 
collision  would  not  have  happened ;  but,  apart  from  the  quali- 
fication of  his  testimony,  due  to  various  circumstances  im- 
pairing confidence  therein,  I  deem  the  position,  course  and 
speed  of  the  vessels,  at  that  moment,  to  show,  that  it  was  a 
measure  adopted  when  ^^  in  the  jaws  of  the  peril,"  justified 
by  the  circumstances,  and  tending,  in  some  slight  degree,  to 
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increase  the  chances  of  escape.  At  the  most,  it  conid  only  be 
an  error  of  judgment,  in  a  moment  of  great  danger :  and,  if 
that  danger  was  not  caused  by  her  fault,  she  is  not  prejudiced 
thereby,  unless  her  duty  to  slow,  stop  and  reverse  had  become 
apparent,  at  a  moment  when  it  might  have  been  useful,  which 
will  be  bereinafter  adverted  to. 

The  Santiago  de  Ouba  was,  therefore,  under  the  full 
pressure  of  the  Bule  which  required  her  to  keep  out  of  the 
way  of  the  Brunette,  and  the  Brunette  was  not  bound  to  de- 
part from  her  course.  Indeed^  if  she  had  done  so,  and  a  col- 
lision had  ensued,  it  would  have  been  imputed  to  her  as  a 
fault.  The  Santiago  de  Ouba  could  have  successfully  claimed, 
that  she  had  her  choice  of  means  of  avoiding  collision,  and 
that  the  means  chosen  were  thwarted  by  the  Brunette's  fail- 
ure to  keep  her  course,  as  required  by  Eule  18,  before  re- 
ferred to.  Why,  then,  did  not  the  Santiago  de  Ouba  avoid 
the  Brunette !  The  Rule  required  her  to  do  so,  and  she  did 
not.  The  actual  position  and  course  of  the  vessels  required 
her  to  do  so,  and  yet  she  did  the  contrary.  The  presumption 
of  fault  is  against  her.  The  Brunette  may  properly  rest  on 
the  actual  position  and  course  of  the  vessels.  The  burthen 
is,  therefore,  on  the  Santiago  de  Ouba,  of  excusing  herself 
from  actual  conformity  with  the  Eule.  She,  prima  facie,  took 
the  hazard  of  the  success  of  any  effort  she  made  to  avoid  col- 
lision. She  knew  that  she  had  the  Brunette  on  her  starboard 
side.  All  her  witnesses  agree  in  this.  If  she  knew,  or  had 
reason  to  believe,  that  her  course  crossed  the  course  of  the 
Brunette,  as,  in  fact,  it  did,  then  she  can  have  no  sufficient 
excuse.  Her  responsibility  and  duty  were  complete  and  final. 
In  that  condition  of  things,  all  the  proofs,  and  all  the  argu- 
ments of  counsel,  addressed  to  the  questions,  how  long  before 
the  collision  the  master  and  crew  of  the  Brunette  saw  the 
Santiago  de  Ouba,  whether  their  lookout  was  diligent,  and 
the  like,  are  not  important,  so  long  as  it  appears  that  the 
Santiago  de  Ouba  was  seen  in  sufficient  season  for  any 
manoeuvres  which  it  was  the  duty  of  the  Brunette  to  make, 
and  that  she  kept  her  course  until  the  danger  was  immi- 
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nent,  and  then  only  departed  slightly,  in  the  yain  hope  of 
Averting  the  conseqaences  of  the  near  approach  of  the  other 
vessel. 

The  pressure  of  the  duty  to  keep  out  of  the  way  is  felt 
by  the  owners  and  daimants  of  the  Santiago  de  Oaba.  A 
view  of  the  actual  course  and  position  of  the  two  vessels 
makes  it  so  plain  that  the  admitted  starboarding  of  her  helm, 
and  falling  off  of  her  course,  to  the  westward,  was  the  cause 
of  the  collision,  that  there  is,  to  my  mind,  no  alternative  but 
to  say,  that,  unless  her  navigators,  notwithstanding  the  exer- 
cise of  reasonable  vigilance  and  skill,  were  deceived  respect- 
ing the  course  of  the  Brunette,  she  is  wholly  undefended  and 
indefensible. 

It  is  not  a  little  remarkable,  that,  in  this  case,  the  parties, 
libellants  and  claimants,  and  the  witnesses  on  behalf  of  each, 
give  such  a  statement  of  the  position  and  course  of  the  vessels, 
when  sighted,  as,  if  true,  makes  it  certain,  that,  if  each  vessel 
had  kept  its  course,  no  collision  could  have  occurred.  Thus, 
from  the  Brunette,  the  libel  of  her  owner,  and  her  witnesses, 
say,  that,  while  she  was  on  her  course  south  half  west,  at  a 
speed  of  nine  miles  an  hour,  she  saw  the  Santiago  de  Cuba 
three  miles  distant,  three  points  on  her  port  bow.  The  course 
of  the  Santiago  de  Cuba  was  northwest  by  north,  and  her 
speed  six  miles  an  hour.  If  this  be  true,  then,  had  each 
vessel  kept  her  course,  the  Brunette  would  have  passed  the 
point  of  intersection  of  the  courses  long  before  the  Santiago 
de  Cuba  could  have  reached  it.  The  Brunette,  going  at  much 
the  greatest  speed,  had  less  than  one-fifth  of  the  distance  to 
go  which  the  Santiago  de  Cuba  must  traverse,  to  reach  that 
point.  And,  no  small  allowance  from  precise  accuracy  of 
statement  (due  to  imperfect  observation)  will  change  this  re- 
sult. It  is,  however,  quite  pertinent  to  observe,  that,  assum- 
ing the  proximate  accuracy  of  the  statement  in  the  libel,  and 
of  the  witnesses  from  the  Brunette,  the  actual  manoeuvres 
of  the  Santiago  de  Cuba,  proved  bj  her  own  witnesses,  would 
bring  the  vessels  into  collision  as  they  in  fact  collided.  On 
the  other  hand,  from  the  Santiago  de  Cuba,  the  answers,  and 
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the  libel  of  her  ownerB,  and  her  witnesses,  state,  that,  while 
she  was  on  her  coarse  northwest  by  north,  at  a  speed  of  six 
miles  an  honr,  she  saw  the  Brunette,  then  distant  about  three 
miles,  three  to  four  points  on  her  starboard  bow.  The  actual 
course  of  the  Brunette  was  south  half  west,  and  her  speed 
nine  miles  an  hour.  Kow,  if  this  be  true,  it  is  perfectly  cer- 
tain, that,  had  each  Tessel  kept  her  course,  the  Santiago  de 
Ouba  would  have  crossed  the  course  of  the  Brunette,  passing 
the  point  of  intersection  long  before  the  Brunette  could  have 
reached  it.  For,  in  such  case,  the  Santiago  de  Ouba  had  less  than 
one-fifth  the  distance  to  go  which  the  Brunette  must  traverse 
to  reach  that  point.  Kor,  in  reference  to  either  of  these  state- 
ments, is  the  distance  given,  three  miles,  very  material,  for,  in 
each  case,  whether  the  distance  apart  be  greater  or  less,  the  rel- 
ative distances  of  the  vessels  from  the  point  of  intersection 
would  be  in  the  same  proportion  to  each  other. 

This,  however,  is  not  the  only  criticism. due  to  the  state- 
ments made  on  behalf  of  the  Santiago  de  Cuba.  If  the  facts 
had  been  as  set  up  in  the  libel  and  answers  on  her  behalf,  and 
as  testified  in  her  favor,  that  is  to  say,  if,  running  at  a  speed 
of  six  miles  an  hour,  on  a  course  northwest  by  north,  she  saw 
the  Brunette  three  or  four  points  ofT  her  starboard  bow, 
(which  would  be  due  north,  or  north  by  east,  of  her,)  the 
Brunette  being  on  a  course  south  half  west,  at  a  speed  of  nine 
miles  an  .hour,  it  would  have  been  impossible  to  bring  the 
vessels  into  collision  by  changes  of  course  which  headed  the 
two  vessels  in  the  directions  in  which  they  are  conceded  to 
have  been  at  the  moment  when  they  collided,  without  imput- 
ing to  the  Brunette  an  earlier  change  of  cpurse  than  can  be 
reconciled  with  the  testimony. 

What,  then,  is  the  excuse  of  the  Santiago  de  Ouba  for  nqt 
avoiding  the  Brunette  ?  Obviously,  the  excuse  must  be  one 
which  justifies  her  in  starboarding  her  helm,  and  falling  ofi^  to 
the  westward,  into  the  track  of  the  Brunette ;  and  the  excuse 
alleged  is,  that,  when  she  saw  the  Brunette,  she  saw  her  white 
and  green  lights,  and  those  only.  This  indicated  that  the 
latter  was  passing  her  on  her  starboard ;  that  each,  therefore, 
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had  the  other  on  her  own  starboard ;  that  this  was  a  position 
and  coarse  of  entire  safety ;  that  each  might,  therefore,  keep 
her  conrse,  without  any  reason  to  apprehend  collision,  for,  in 
this  relation  of  the  vessels  to  each  other,  their  courses  could 
not  cross ;  that,  with  green  light  to  green  light,  no  precaations 
were  necessary ;  and  that,  with  those  appearances  before  them, 
the  starboarding  and  falling  off  to  the  west  was  giving  the 
Brunette  a  wider  berth,  not,  indeed,  called  for,  but  in  no  wise 
objectionable,  while,  on  the  other  hand,  under  those  circum- 
stances, to  port  and  go  to  the  eastward  would  have  been  pal- 
pably wrong,  a  plain  running  after  thie  Brunette,  an  attempt 
to  reach  her  coarse  when  entirely  away  therefrom,  and  in  no 
danger  of  meeting  her,  a  dear  departure  from  safety,  and  a 
seeking  of  peril.  If  there  was  no  other  fact  than  what  is  con- 
tained in  this  alleged  excuse,  bearing  on  the  movements  of 
the  Santiago  de  Ouba,  it  would  be  difficult  to  say  that  she 
would  not  have  been  jtistified  in  either  keeping  her  course  or 
falling  off  to  the  westward ;  but,  other  facts  must  be  brought 
into  view,  before  we  pronounce  her  excuse  sufficient. 

First,  it  is  to  be  observed,  that  the  appearances  testified 
to,  and  which  are  claimed  to  have  misled  her,  assume  that  the 
red  light  of  the  Brunette  was  not  visible  from  the  Santiago  de 
Cuba,  for,  if  it  was,  the  indication  was  that  they  were  ap- 
proaching end  on  or  nearly  so,  and  the  Santiago  de  Cuba 
should  have  ported  and  gone  to  the  right.  Kext,  they  assume 
that  the  green  light  of  the  Brunette  was  seen  across  her  own 
port  bow,  which  was,  on  her  part,  a  violation  of  the  rule  respect- 
ing the  setting  and  screening  of  lights.  Let  this  be  assumed,  and 
test  its  proper  influence  on  the  navigation  of  the  Santiago  de 
Cuba,  when  the  actual  position,  course  and  speed  of  the  Bru- 
nette are  brought  into  connection  therewith ;  and,  in  order  to 
give  the  Santiago  de  Cuba  the  full  benefit  of  her  claim,  let  it  be 
granted,  (contrary  to  the  conclusion  of  the  Court  below,)  that 
she  actually  saw  the  Brunette's  green  light  three  or  four  points 
on  her  port  bow,  three  miles  distant,  as  her  witnesses  testify. 
What  must  inevitably  be  the  result,  if  she  observed  it  contin- 
uously, or  even  long  enough  to  form  any  rational  judgment  ? 
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Herself  going  northwest  by  north^  six  miles  an  hour,  the 
Bmnette  approaching  on  a  course  south  half  west,  at  nine 
miles  an  hour,  that  green  light  must  and  did  close  in  rapidly 
on  her  bow.  This  is  certain.  Had  the.Branette  been,  as 
those  on  the  Santiago  de  Cuba  profess  to  have  at  first 
supposed,  and  as  th&  appearances  indicated,  passing  to  the 
eastward,  that  green  light  would  haye  opened  more  and  more, 
tiU  it  passed  abeam.  That  is  equally  certain.  Not  the  ten 
or  more  minutes  tney  had  the  fonnette  under  view,  but  a 
much  less  number  of  minutes,  would  have  taught  them,  that 
whatever  bore  that  green  light  was  approaching  rapidly,  and 
that  they  were  crossing  its  course.  In  fact,  it  did  dose  in 
upon  their  very  bow  before  the  collision,  and  yet  they  per- 
sisted in  their  turn  or  swing  to  the  westward.  According  to 
their  own  account  of  the  circumstances,  they  had  abundance 
of  time  to  discover,  by  the  actual  changes  in  the  bearing  of 
the  lights,  that  they  were  running  into  danger.  They  are, 
therefore,  reduced  to  this  alternative — ^they  did  not  keep  a 
proper  lookout,  and  see  the  Brunette  so  soon  as  they  ought, 
(which  was  the  conclusion  of  the  Court  below)  ;  or,  they  suf- 
fered themselves  to  be  too  long  misled  by  the  appearance  of 
the  Brunette's  green  light,  and  failed  to  take  the  precautions, 
which  a  proper  observation  of  its  approach,  and  its  closing  in. 
upon  their  bow,  would  have  suggested.  But,  what  is,  under 
these  circumstances,  especially  plain,  they  wholly  neglected 
the  precaution  which  the  sixteenth  of  the  Bales  of  navigation,, 
as  well  as  the  dictates  of  ordinary  prudence,  required  of  them. 
That  Bule  is  peremptory,  and  cannot,  I  think,  be  too  rigorously 
insisted  upon,  namely:  "Every  steamship,  when  approach- 
ing another  ship,  so  as  to  involve  risk  of  collision,  shall  slacken 
her  speed,  or,  if  necessary,  stop  and  reverse."  Now,  however 
misled,  in  the  first  instance,  by  the  green  light  of  the  Brunette,, 
the  testimony  from  the  Santiago  de  Cuba  shows,  that  she  had 
time  to  observe,  and  did  observe,  the  constant  drawing.nearer 
and  nearer  of  the  two.  Whether  the  Brunette  was  or  was  not 
in  fault,  her  changing  bearings  from  the  Santiago  de  Cuba  cer-- 
tainly  showed  risk,  and  great  risk,  of  collision ;  and  yet  the. 
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Santiago  de  Cuba  made  no  effort  whatever  to  slow,  stop  or 
back.  The  importance  of  this  fault  is  intensified,  when  it  is 
seen,  that,  in  the  actual  position  of  the  vessels,  the  Santiago 
de  Cuba  was  coming  upon  the  other,  and  that  a  retardation 
equivalent  to  a  delay  of  less  than  ten  seconds  would. have 
cleared  her.    . 

I  cannot,  upon  all  the  evidence,  resist  the  conclusion,  that 
the  Santiago  de  Cuba  was  in  fault,  first,  in  not  making  sea- 
sonable and  correct  observation  of  the  situation  of  the  Bru- 
nette, in  not  properly  observing  her  approach,  in  continuing 
to  fall  off  to  the  westward,  when  proper  skill  and  attention 
would  have  taught  her,  although  misled  in  the  first  instance, 
that  that  course  was  running  into  danger,  and  in  not  slowing, 
stopping  and  backing  when  the  danger  became  dear  and  ob- 
vious. True,  one  of  the  witnesses  in  this  Court  states,  that  a 
signal  to  stop  was  given ;  but,  if  he  tells  the  truth,  he  concedes 
it  was  not  until  it  was  too  late  to  be  of  any  use,  and  the  en- 
gineer testifies  that  he  received  no  such  signal  before  the  blow. 

It  does  not,  however,  follow,  that  the  Santiago  de  Cuba  is 
alone  responsible  for  this  collision.  The  proof  seems  to  me 
to  establish,  that  those  in  charge  of  the  Santiago  de  Cuba 
were  actually  misled  by  the  improper  exhibition  of  the  Bru- 
nette's green  light ;  and,  if  so,  then,  although  it  be  true  that 
an  attentive  observation  of  its  motion  and  its  approach  might 
have  enabled  the  Santiago  de  Cuba  to  discover  her  error,  yet 
this  does  not  exonerate  the  Brunette,  when  it  is  shown  that 
she  led  the  other  vessel  into  the  error,  and  so  invited  the  very 
manoeuvres  which  proved  so  disastrous.. 

It  should  be  borne  in  mind,  that  the  rules  of  navigation, 
whether  by  statute  or  the  law  maritime,  are  founded  in  regard 
for  property  and  life,  and  in  that  public  policy  which  demands 
their  protection  ;  and  that  a  disregard  of  those  rules  is  not  to 
be  jusl^ed,  or  the  proper  penalty  therefor  evaded,  on  the  mere 
groimd,  that,  if  the  other  party  had  not  also  failed  in  duty,  no 
harm  would  have  resulted.  Hence,  where  there  is  concurring 
&nlt  on  both  sides,  both  contributing  to  injury  and  loss,  a 
Court  of  Admii*alty  visits  the  consequences  upon  both. 
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Is  it,  then,  shown,  that  the  lights  of  the  Brunette  were 
improperly  set,  and  did  that  operate  to  mislead  those  who 
were  in  control  of  the  Santiago  de  Cuba  ?  The  Eule  {Art.  8 
of  the  Act  already  cited)  requires,  that  the  lights,  (both  green 
and  red,)  ^'  shall  be  so  constructed  as  to  throw  an  uniform  and 
unbroken  light  over  an  arc  of  the  horizon  of  ten  points  of  the 
compass,  so  fixed  as  to  throw  the  light  from  right  ahead  to 
two  points  abaft  the  beam."  *  ♦  *  »<  The  said  green  and 
red  side  lights  shall  be  fitted  with  inboard  screens,  projecting 
at  least  three  feet  forward  from  the  light,  so  as  to  prevent 
those  lights  from  being  seen  across  the  bow."  Here  is  no 
permission  to  allow  the  range  of  the  two  lights  to  cross  at  the 
bow,  nor  in  fact  to  cross  at  all.  In  practice,  it  is,  no  doubt, 
true,  at  least,  it  is  often  so  testified,  that,  at  long  distances 
ahead,  both  lights  can  be  seen  on  a  vessel  approaching ;  but 
this  Bule  recognizes  no  necessity  for  the  crossing  of  the  lights 
anywhere.  It  requires  that  each  shall  be  so  screened,  that  it 
can  be  seen  only  from  right  ahead,  and  that  it  cannot  be  seen 
across  the  bow.  Here,  the  testimony  of  the  owner  of  the 
Brunette,  while  it  does  not  admit  that  the  range  of  the  lights 
crossed  at  the  bow,  does  concede  that  they  crossed  at  some 
short  distance  ahead ;  but,  the  other  witnesses  from  the  Bru- 
nette  warrant  the  inference  that  they  did  cross,  so  that  a  man 
standing  forward,  and  inside  the  bow  itself,  could  see  both 
lights,  by  the  mere  turn  of  the  head  towards  each,  and  their 
testimony  is  not  inconsistent  with  the  facts  testified  by  the 
witnesses  from  the  Santiago  de  Cuba  on  that  subject ;  and,  I 
may  add,  that  the  testimony  of  witnesses  to  what  they  actually 
saw,  is,  if  they  are  credible,  of  more  weight  than  the  opinions 
or  retrospective  judgment  of  any  witness.  Five  witnesses, 
the  officer  of  the  deck,  the  quartermaster  at  the  wheel,  the 
ship^s  carpenter,  and  two  seamen  on  the  lookout,  all  testify, 
unqualifiedly,  to  seeing  the  green  light  of  the  Brunette. 
Their  reasoning  on  the  subject,  and  conclusion  that  the  ap- 
proaching vessel  would  pass  to  their  starboard,  and  their 
actual  starboarding  on  and  after  seeing  the  green  light,  to  give 
her  a  wider  berth,  tend  to  confirm  their  statement.    I  cannot 
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conclude  that  they  are,  in  this,  all  perjared  witnesses,  nor  can 
they,  I  think,  be  mistaken.  Their  words  and  their  acts  con- 
cur herein ;  and  the  proofs  from  the  Brunette  itself  make  the 
truth  of  their  statements  not  only  possible  but  probable.  If, 
now,  the  testimony  given  in  behalf  of  the  Brunette,  on  her 
libel  itself,  be  taken  as  true,  in  respect  to  the  position  and 
course  of  the  vessels,  it  becomes  certain,  that  the  range  of  the 
Brunette's  lights  crossed  her  bows ;  and  the  obliquity  was 
much  greater  than  the  recollection  of  her  owner  suggests. 
Thus,  her  libel  states,  and  her  witnesses  testify,  that  the  San- 
tiago de  Cuba  was  seen  three  points  off  their  port  bow.  As 
already  shown,  in  considering  the  faults  of  the  Santiago  de 
Cuba,  that  statement  is  not  greatly  erroneous ;  and  yet,  the 
green  light  of  the  Brunette  was  seen  from  the  Santiago  de 
Cuba  then,  or  very  soon  after,  and  when  the  vessels  were  at  a. 
distance  apart  quite  sufficient  for  any  manoduvre  which  the 
appearances  called  for;  and,  influenced  thereby,  the  Santiago 
de  Cuba  was  turned,  first  slightly,  to  the  westward,  but  for 
which  the  collision  could  not  have  occurred.  The  observa- 
tions made  in  the  case  of  The  North  Star^  (8  Blatchf.  C.  0. 
J?.,  209,  218,  and  onward,)  are  apt  to  this  case,  on  that  point. 
Indeed,  on  more  than  one  point,  the  observations  in  that  case 
have  a  significantbearing  on  the  present. 

This  rule  in  regard  to  setting  and  screening  the  colored 
lights  cannot  be  too  highly  valued,  or  the  importance  of  its 
exact  observance  be  overstated.  Better  far  to  have  no  side 
lights,  than  to  have  them  so  set  and  screened  as  to  be  seen 
across  the  bow.  In  that  situation,  they  operate  as  a  snare,  to 
deceive  even  the  wary  into  error  and  danger;  and,  in  the 
present  case,  I  confess,  that,  were  it  not  very  clear,  that  the 
Santiago  de  Cuba  did  not  exercise  all  the  diligence  which  was* 
due,  I  must  have  held  this  the  actual  and  sole  cause  of  col- 
lision, subject  only  to  such  observations  on  the  duty  to  slow, 
stop  and  back  as  the  circumstances  called  for.  In  this  view, 
I  do  not  stop  to  consider  whether  the  Brunette's  red  light 
was  hidden  from  view  by  the  flow  of  her  stay-^ail,  or  whether 
it  was  or  was  not  seen  from  the  Santiago  de  Cuba  till  the  in- 
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fitant  before  the  collision.  It  is  possible  that  it  might  have 
been  so  hidden ;  but,  whether  it  was  or  not,  I  have,  upon 
other  grounds,  held  the  Santiago  de  Cuba  in  faulty  in  not 
making  more  diligent  and  more  accurate  observation  upon 
the  position  and  course  of  the  Brunette ;  and  no  determinar 
tion  of  the  question,  whether  the  sail  hid  the  red  light,  will 
change  the  fact,  that  the  green  light  was  seen  across  her  bows, 
and  misled  the  oiEcers  of  the  Santiago  de  Cuba  as  to  her 
course. 

Kor  am  I  satisfied  that  the  Brunette,  in  not  slowing, 
stopping  and  backing,  was  not  herself  in  like  fault  with  the 
Santiago  de  Cuba.  If,  instead  of  porting  her  wheel,  when 
she  saw  the  danger,  she  had  done  this,  and,  especially,  if,  be- 
sides and  before  porting,  she  had  slowed,  stopped  and  reversed, 
it  is  greatly  probable  that  no  collision  would  have  happened. 
True,  under  the  general  rule,  she  was  entitled  to  keep  her 
course,  but  the  time  did  come  when  she  saw  danger  of  col- 
lision, and  when  the  rule,  that  ^^  every  steamship,  Tfrhen  ap- 
proaching another  ship,  so  as  to  involve  risk  of  collision,  shall 
slacken  her  speed,  or,  if  necessary,  stop  and  reverse,''  becaiae 
applicable  to  her,  also.  She  did  see  the  danger.  She  did 
port,  in  order  to  escape.  If,  in  due  season,  she  had  slowed, 
stopped  and  reversed,  it  is  hardly  possible  that  the  two  would 
have  collided.  A  delay  equivalent  to  a  few  seconds  would 
have  permitted  the  Santiago  de  Cuba  to  go  clear.  As  already 
observed,  these  Rules  are  not  framed  as  the  mere  rule  of  obli- 
gation between  the  two  colliding  vessels.  They  are  not  based 
upon  the  idea  that  one  may  say  to  the  other — ^you  are  in  fault, 
and  I  will,  therefore,  do  as  I  will.  The  interests  of  human  life 
and  the  protection  of  property  demand,  that,  in  circumstances 
of  peril,  the  dictates  of  the  highest  prudence,  and,  especially 
aU  just  and  peremptory  rules  of  precaution,  shall  be  observed 
by  both,  and  their  disregard  shall  bring  both  under  condem- 
nation. Had  the  Brunette  made  even  an  ineffectual  endeavor, 
it  would  have  been  credited  to  her,  but,  on  the  contrary,  she 
rushed,  without  any  effort .  to  check  her,  full  speed,  upon  the 
destruction  which  she  encountered. 
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The  decree,  in  each  of  the  cases  founded  npon  this  collision, 
mnst  proceed  upon  the  basis  of  contribution,  by  both  the 
Brunette  and*  the  Santiago  de  Cuba,  to  the  whole  loss.  If, 
upon  the  ascertainment- of  the  whole  loss,  the  contribution 
due  from  the  Santiago  de  Cuba,  to  the  fond,  over  and  above 
her  own  loss,  shall  be  sufficient  to  indemnify  the  owner  of  the 
cargo  of  the  Brunette,  it  shall  be  applied  to  that  purpose. 
If  not,  then  the  owner  of  the  cargo  shall  be  at  liberty,  on  the 
ascertainment  of  the  fact,  to  apply  to  the  Court  for  further 
decree  or  direction,  or,  if  counsel  prefer,  I  will  hear  them 
further  on  the  question,  by  whom,  if  by  any  one,  the  defi- 
ciency shall  be  made  good. 

JoTm  E.  Parsons^  for  the  owner  of  the  Brunette. 

Thomas  E.  StiUman^  for  the  Santiago  de  Cuba  and  her 
owners. 

CharlcB  Donohuey  for  the  owner  of  the  cargo  of  the 
Brunette, 


The  Anna. 

A  vessel,  having  been  in  eoUlBion  and  injured,  was  abandoned  by  her  master 
and  orew,  as  sinking,  about  twenty  miles  to  the  eastward  of  Sandy  Hook. 
She  waa  afterwards  discovered  by  another  Teasel,  and  brooght  safely  into 
New  York,  with  her  cargo.  The  Talue  of  the  saved  vessel  and  her  freight 
and  cargo  was  $84,589  06.  The  District  Court  allowed  $6,000,  as  salvage, 
which  indaded  $600  paid  by  the  salvors  to  a  tog,  for  towing  the  saved  vessel; 
Hddt  that^  on  all  the  evidence,  the  allowance  waa  not  excessive. 

The  discretion  of  the  IHstrict  Ck>nrt,  in  fixing  the  amount  of  salvage,  is  not  to 
be  overruled,  when  no  principle  of  law  has  been 'violated,  unless  the  error  ia 
very  clear. 

(Before  Woonaurr,  J.,  Eastern  District  of  New  York;  February  26th,  18Y8.) 

WooDBTJFF,  J.    The  evidence  ghows,  that  the  brig  Anna, 
having  come  into  collision  with  another  vessel,  at  about  11 
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o'clock  in  the  night  of  the  9th  of  April,  1872,  and  been  in- 
jured, her  master  and  crew,  nnder  the  apprehenBion  that  she 
was  sinking,  escaped  from  her  to  the  colliding  vessel,  and 
were  brought  into  this  port,  to  which  she  was  bound.  At  the 
time  of  the  collision,  she  was  about  twenty  miles  to  the  east- 
ward of  Sandy  Hook,  the  night  was  very  foggy, "  the  thick- 
est," her  master  and  owner  testifies,  that  he  ever  saw,  it  was 
blowing  hard,  from  the  southwest,  and  she  was  under  ^^  close* 
reefs'."  Contrary  to  the  expectation  of  her  master  and  crew, 
she  did  not  sink,  but,  in  the  morning,  she  was  discovered  by 
the  master  and  crew  of  the  brig  Wiley  Smith,  tossed  by  the 
waves,  driven  off  ten  or  fifteen  miles  further  from  Sandy 
Hook,  and  near  to  the  Long  Island  shore,  and  in  great  danger 
of  going  on  the  Long  Island  beach,  upon  which,  the  master 
of  the  "Wiley  Smith  says,  she  would  have  driven  within  an 
hour.  The  wind  had  somewhat  abated,  but  it  was  still  blow- 
ing fresh  from  the  southwest.  Perceiving  that  she  was  a 
vessel  in  distress,  the  Wiley  Smith  was  hove  to,  and  sent  her 
mate  and  one  of  her  crew  on  board,  (the  Wiley  Smith  having, 
in  all,  captain,  mate,  and  four  seamen,)  and  it  was  agreed, 
that' the  mate  and  man  should  remain  onboard  and  endeavor 
to  save  the  injured  vessel.  They  succeeded  in  getting  her 
under  sail,  and  directed  her  towards  this  port,  and,  after  mak- 
ing some  progress,  were  hailed  by  a  tug,  with  the  master  of 
which  they  bargained  for  towage  to  New  York,  for  six  hun- 
dred dollars,  and  she  was  towed  in.  The  Wiley  Smith  also 
arrived  here  in  safety.  The  Anna  was  conceded  to  be  of  the 
value  of  $7,500,  though  she  was  afterwards  sold  for  less, 
and  the  net  value  of  her  cargo  was  $25,589  06,  and  the 
freight  was  $1,500,  as  was  also  conceded,  making,  in  all, 
$84,589  06.  The  libels  herein  being  filed  by  the  owners, 
master  and  crew  of  the  Wiley  Smith,  tor  salvage,  the  District 
Court  allowed  to  them  the  sum  of  $6,000,  (including  therein 
the  sum  paid  for  the  service  of  the  tug.)  The  claimants  of 
the  Anna  and  her  cargo  have  appealed  to  this  Court,  claiming 
that  the  allowance  is  excessive. 

The  discretion  of  the  District  Court,  in  fixing  the  amount 


458  EASTERN  DISTRICT  OF  NEW  YORK, 

The  Ann*. 

of  salvage,  is  not  to  be  overruled,  where  no  principle  of  law 
has  been  violated,  anless  the  error  is  very  clear.  The  amount 
allowed  is,  no  doubt,  liberal,  if  the  time  and  service  by  the 
Wiley  Smith,  or  even  her  danger,  were  alone  considered ; 
while,  on  the  other  hand,  considering  the  state  of  the  weather, 
the  probable  destruction  of  the  Anna,  the  diminution  of  hands 
on  the  Wiley  Smith,  the  hazard  of  her  own  insurance,  and 
•the  importance  of  the  service  to  the  owners  of  the  Anna  and 
her  cargo,  it  does  not  seem  to  me  extravagant.  Very  true, 
she  might  possibly  have  been  saved  by  other  means.  Possibly, 
her  master,  on  arriving  in  Kew  York,  in  the  morning,  might 
have  gone,  or  sent  a  vessel,  in  search  of  her,  and,  perhaps, 
have  procured  one  for  a  much  less  compensation.  But  this  is 
a  mere  conjecture.  He  and  his  crew  had  left  her,  believing 
that  she  was  sinking,  and  it  does  not  appear  that  they  thought 
otherwise,  until  they  saw  her  under  sail,  in  the  hands  of  the 
finders.  That,  whether  regarded  as  finders  of  a  derelict,  or 
salvors  of  a  vessel  being  driven  on  shore,  the  libellants  are 
entitled  to  salvage,  is  not,  and  cannot  be,  denied.  To  this  it 
is  not  necessary  to  cite  the  authorities,  numerous  as  they  are 
on  that  point. 

A  narrow  and  inadequate  appreciation  of  such  services  as 
were  here  rendered  would  not  sufficiently  encourage  vessels 
and  their  crews  to  depart  from  their  own  voyage,  to  save  the 
property,  and,  as  the  case  may  be,  the  lives  of  others.  Con- 
fessedly, the  share  of  the  property  allowed  is  greatly  less  than 
the  early  practice  of  Courts  of  Admiralty  would  have  sanc- 
tioned, and,  in  the  changed  condition  of  navigation,  it  is  prop- 
erly so ;  but,  I  do  not  feel  warranted  in*  saying,  that  the  share 
allowed,  (but  little  over  one-sixth,)  is  so  great,  that  this  Court 
should  reduce  it. 

Let  the  libellants  have  a  decree  for  the  sums  awarded, 
with  costs. 

William  B.  DarUng^  WHUam  W.  GoodHch^  and  Charies 
DonohvSy  for  the  libellants. 

Townaend  Scudder^  for  the  claimants. 
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A  collision  occurred  between  the  steamboat  A.  and  a  boat  in  tow  of  the  steam- 
tog  E.»  in  the  night,  in  the  Kills.  A  libel  was  filed,  in  the  District  Court, 
against  the  A.  alone,  to  recover  for  the  damages.  That  Court  held  both  yessels 
in  fault,  and  awarded  to  the  libellants,  against  the  A.,  only  one  half  of  such 
damages.    Both  parties  appealed:  EUd,  that  the  decree  was  right. 

The  K.  was  held  in  fault  for  not  porting,  when  meeting  the  A.  nearly  end  on,  and' 
for  starboarding,  and  crossing  the  course  of  the  A.,  and  for  not  slowing  and 
stopping. 

The  A.  was  held  in  Iknit  for  not  having  a  lookout,  in  view  of  her  speed,  such 
want  of  a  lookout  having  contributed  to  the  collision. 

It  ought  to  be  dear  that  the  want  of  a  lookout  has  wrought  no  mischief,  before 
it  can  be  excused. 

The  A.  and  the  K.  being  both  in  fault,  if  both  had  been  su^d,  each  would  have 
been  held  liable  for  one  half  of  the  damages ;  and  the  libellant  cannot,  by 
suing  the  A.  alone,  deprive  the  A.  of  any  rights  she  has  in  that  respect. 

Both  parties  having  appealed,  no  costs  of  appeal  were  allowed. 

(Before  Woodkutw,  J.,  Eastern  District  of  Kew  York,  February  26th,  1878.) 

This  suit  was  brought  in  the  DiBtrict  Court,  against  the 
steamboat  Atlas,  to  recover  for  the  damages  sustained  by  the 
loss  of  a  boat  in  tow  of  the  steamtug  Eate,  through  a  collision 
between  such  boat  and  the  Atlas.  That  Court  held  both  the 
Kate  and  the  Atlas  to  be  in  fault  for  the  collision,  (4  Bene- 
diet,  27,)  and  awarded  to  the  libellants,  against  the  Atlas,  one 
half  of  the  damages  reported.  The  claimants  appealed  from 
the  decree,  to  this  Court,  on  the  ground  that  the  Atlas  was  not 
in  fault,  and  the  libellants  appealed  on  the  ground,  that  the 
Atlas  was  wholly  in  fault,  and  the  Eate  not  at  all  in  fault, 
and  that,  even  if  both  vessels  were  in  fault,  the  decree  was 
wrong  in  not  awarding  to  the  libellants  a  decree  against  the 
Atlas  for  the  whole  damages  reported. 

Thomas  E.  StiUnum  and  Charles  Donoh/ue^  for  the  libel 
lants. 

Charles  jF.  Sanfardj  for  the  claimants. 
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WooDEiTFP,  J.  Without  going  into  the  detail  of  the  evi- 
dence in  this  case,  it  must  suffice  to  say,  that  the  n^lFgence 
and  mismanagement  of  the  persons  navigating  the  tug-boat 
Eate  are  fully  established.  On  the  testimony  of  the  wit- 
nesses called  from  her  by  the  libellants,  that  mismanagement 
was  so  gross  as  to  admit  of  no  excuse  or  palliation.  Her  own 
seamen,  as  well  as  the  master  of  one  of  her  tows,  prove,  that, 
putting  out  from  Kew  Brighton  on  Staten  Island,  bound 
^e8twardly,'up  the  EiUs,  she  had  crossed  diagonally  towards 
the  New  Jersey  side,  and  had  passed  the  middle  of  the  Kills, 
and  taken  her  course  westward,  still  slightly  quartering  on  the 
New  Jersey  shore.  The  witnesses  generally  say  she  was  two- 
thirds  over  towards  the  New  Jersey  shore.  Some  make  it  from 
one-half  to  tworthirds  over,  and  one  of  her  hands  says  she  was 
within  one  hundred  yards  of  the  New  Jersey  shore,  which  was 
more  than  two-tliirds  of  the  whole  distance.  She  was  proceed- 
ing up  the  Kills,  when  the  steamboat  Atlas  came  from  the  other 
direction.  All  of  the  witnesses  agree,  that  the  Atlas  was 
running  in,  or  very  nearly  in,  the  middle  of  the  Kills.  This, 
if  true,  shows,  that  there  was  an  erroneous  assumption  in  the 
opinion  of  the  Court  below,  namely,  that  the  Atlas  had  the 
Kate  and  her  tows  on  her  starboard  side.  It  proves  the  con- 
trary. This  is  not  all.  Every  witness  from  the  Atlas  testi- 
fies, positively,  that  they  sighted  the  Kate  and  her  tows,  or 
so  many  of  them  as  they  saw,  on  their  port  or  larboard  side. 
They  are  not  contradicted  by  other  witnesses,  nor  by  any  facta 
or  circumstances  not  in  harmony  with  their  statement.  I 
must  regard  that  fact  as  proved  beyond  any  doubt,  and  cor- 
roborated by  the  testimony  from  the  Kate  herself.  It  was, 
therefore,  erroneous  to  say,  that  the  rule  of  navigation  placed 
upon  the  Atlas  the  burthen  and  duty  of  keeping  out  of  the 
way  of  the  Kate.  But,  if  the  Atlas  had  been  within  the 
operation  of  that  rule,  it  would  in  no  wise  save  the  Kate  from 
the  imputation  of  gross  fault  and  negligence ;  for,  the  same 
rule  required  her  to  keep  her  course,  which  she  did  not  do 
nor  attempt  to  do. 

The  Kills  are  narrow,  not  so  narrow  but  that  the  vessels 
might  pass  each  other,  with  great  ease,  in  safety,  but  so  nar- 
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row  that  yigilanoe  and  care  were  due  from  both  vessels,  and 
in  the  night  season  especially,  and  the  pressure  of  the  proper 
rules  of  navigation  was  more  than  usually  stringent.  In  the 
course  and  direction  of  the  two  vessels,  it  'is  possible,  that,  if 
neither  had  done  anything,  they  would  have  passed  without 
colliding.  Such  is  the  opinion  expressed  by  some  of  the  wit- 
nesses ;  but,  it  IS  dear,  I  think,  that  their  approach  to  each 
other  was  so  nearly  end  on  as  to  bring  them  under  the  rule 
which  required  each  to  pass  to  the  right.  In  accordance  with 
that  rule,  the  Atlas  ported,  and  signified  her  conformity  to 
the  rule,  by  one  whistle.  The  Kate  disobeyed  the  rule.  She 
assumed  to  say,  that  she  would  go  to  the  left,  across  the  bows 
of  the  Atlas.    She  had  no  right  to  do  this,  upon  any  ground. 

.  The  proof  as  to  the  depth  of  the  water  shows,  that  the  sug- 
gestion that  it  would  have  been  imprudent  to  draw  a  few  feet 
nearer  the  New  Jersey  shore  is  a  mere  pretence ;  but,  if  not, 

,then,  surely,  she  had  no  right  to  assume,  that,  in  the  short 
interval  following  her  two  whistles,  the  Atlas,  which  was  act- 
ing in  obedience  to  what  the  Kate  knew  to  be  her  duty,  could 
herself  go  there  in  safety,  and  in  season  to  avoid  her.  If,  in 
the  judgment  of  her  master,  it  was  not  prudent  to  incline 
more  to  starboard,  she  should  not  have  gone  the  other  way, 
but  should  instantly  have  slowed,  and,  by  signals  indicating 
inability  to  conform  to  the  rule,  notified  the  Atlas  of  that 
judgment,  thus  leaving  the  Atlas  the  benefit  of  her  own  port 
ing,  and  enabling  her  to  pass,  as,  according  to  the  evidence, 
she  would,  to  the  southward  of  her.  If  the  Atlas  had  then 
failed,  the  Kate  would,  at  least,  have  been  free  of  the  charge 
of  thwarting  her  endeavor  by  her  active  misconduct.  But,  her 
blowing  of  two  whistles  was  a  double  assurance  to  the  Atlas, 
first,  that  the  Kate  was  about  to  cross  to  the  southward,  and, 
also,  that,  in  the  judgment  of  the  navigator  of  the  Elate,  it 
was  proper  for  the  Atlas  to  arrest  her  swing  to  starboard  and 
go  to  port.  Instantly  putting  her  wheel  to  starboard,  the 
Atlas  rang  to  slow,  stop  and  back,  and  it  was  done,  but  too 
late  to  avoid  the  collision. 

It  is  said,  that  the  Kate,  on  her  starboard  wheel,  had 
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Bwung  bat  little  to  the  southward,  across  the  bows  of  the 
Atlas.  It  was  to  be  expected,  that  her  witnesses,  in  view  of 
the  manifest  fault  in  that  manceavre,  and  in  the  endeayour 
which,  in  obvious  concert  with  the  libellants,  they  make,  to 
exonerate  the  tug,  would  be  tempted  to  make  this  representa- 
tion. The  proof  in  relation  to  their  lights,  greatly  prepon- 
derating against  them,  further  tends  to  impair  confidence  in 
their  testimony ;  and,  in  any  view,  it  is  clear,  that  their  move- 
ment to  the  south — ^to  their  left — ^whether  greater  or  less,  and 
.  their  wholly  unwarranted  arresting  the  southerly  movement 
of  the  Atlas,  were  the  fatal  and  inevitable  causes  of  the  col- 
lision. On  the  otlier  hand,  the  instant  the  two  whistles  were 
blown  by  the  tug,  the  Atlas  did  all  that  it  was  possible  to  do 
to  avoid  the  consequence  of  the  mismanagement  of  the  latter, 
namely,  stopped  and  backed,  and,  by  starboarding,  made  the 
best  effort  to  turn,  (under  some  headway,)  to  pass  by  the  stem 
of  the  tug,  then  on  her  swing  to  the  southward. 

The  case  is,  therefore,  this :  The  vessels  were  approaching 
nearly  end  on,  the  tug  already  on  the  port  bow  of  the  Atlas. 
Every  rule  of  navigation  required  them  to  pass  to  the  right  of 
each  other — ^port  to  port — ^and  their  position  and  courses  were 
such,  that,  even  without  change  by  either,  they  would  have 
passed  clear.  If  the  tug  could  not  have  inclined  farther  to 
her  right,  she  could,  at  least,  have  refrained  from  a  movement 
in  direct  defeat  of  the  intention  of  the  Atlas  to  conform  to  the 
rule  and  pass  to  the  southward.  Instead  of  doing  either,  and 
without  stopping,  or  even  slowing,  she  turns  across  the  coarse 
of  the  Atlas,  to  the  left,  and,  by  her  signal,  apprises  the  Atlas 
she  was  doing  so,  thus  arresting  and  thwarting  the  proper 
movement  of  the  Atlas,  and  placing  herself  and  her  tow  in  the 
way  of  the  latter.  To  the  tug  there  was  no  proper  confusion 
of  signals.  8he  herself  needlessly  created  it,  by  her  two 
whistles,  and  yet  did  not  even  slow.  The  Atlas  gave  the 
proper  signal  and  made  the  proper  change,  and,  on  the  in- 
stant the  two  i^histles,  improperly  blown  by  the  tug,  apprised 
her  of  the  faulty  movement  of  the  latter,  she  stopped  and  re- 
versed, and  did  all  that  was  possible  to  avoid  collision.    Had 
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the  tug  ported,  or,  even,  had  she  done  nothing,  the  Atlas  was 
passing  to  the  right  of  her,  and  wonld  have  passed  with  entire 
safety  to  both.  In  this  state  of  the  case,  the  collision  was 
clearly  and  chiefly  owing  to  the  mismanagement  and  fault  of 
the  tng. 

li  it  were  material,  I  should  say,  that  the  large  preponder- 
ance of  the  evidence  is,  that  the  tng  had  not,  at  the  time, 
proper  lights.  The  proofs  greatly  impair  confidence  in  the 
witnesses  whose  testimony  tends  to  the  contrary ;  and  the  uni- 
form testimony  of  the  other  witnesses  is,  that  no  lights  on  the 
Kate  were  visible,  save,  perhaps,  one  very  low,  either  near 
her  deck — ^possibly  there — or,  possibly,  at  the  rear  end  of  her 
hawser,  on  the  staff  of  one  of  her  tows.  But,  however  great 
this  fault,  and  though  clearly  subjecting  her  to  liability,  if  the 
want  of  sufSciently  early  sighting  of  the  vessels  by  either  had 
been  the  cause  of  the  collision,  the  observations  already  made 
show,  that  it  was  not  caused  so  much  by  the  want  of  her  lights, 
as  by  her  nodsmanagement,  when  each  vessel  had  seen  the 
other  in  ftill  time  for  doing  whatever  it  was  proper  each  should 
do.  Whether  the  Atlas  would  have  seen  her  sooner  if  her 
lights  were  up  and  burning,  or  not,  the  proof  is  conclusive, 
that  the  lights  of  the  Atlas  were  burning  and  bright ;  and  the 
tug  cannot  daim,  at  all,  that  she  had  not  the  fullest  oppor- 
tunity and  time  for  what  she  ought  to  have  done.  8he  can 
allege  no  hurry  or  unexpected  approach  of  the  Atlas,  excus- 
ing the  want  of  deliberation  or  judgment,  or  justifying  her 
faulty  mismanagement. 

But,  on  the  other  hand,  it  was  held,  in  the  District  Court, 
that  the  Atlas,  also,  was  in  fault,  and  that  such  fault  on  her 
part  contributed  to  the  collision.  That  she  was  in  fault  can- 
not be  denied.  Indeed,  the  counsel  for  the  claimants  hardly 
insists  that  she  was  acting  in  compliance  with  the  statute  re- 
quiring a  lookout,  {Act  ofAprU  29th,  1864,  Art.  20, 13  fZ.  S. 
Stat,  at  Lwrge,  61.)  Bhe  is  not  chargeable  on  the  ground 
that  her  conduct  after  the  tug  was  seen  was  not,  in  all  re- 
spects, judicious  and  prox>er,  and  such  as  would  have  avoided 
a  collision,  if  the  tug  had  not  improperly  done  what  she  did ; 
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but,  on  the  groimd  that  ehe  ought  not  to  have  come  down 
through  the  Kills,  in  the  night,  at  the  speed  with  which  she 
was  moving,  withont  a  lookont  at  the  bow,  vigQant  in  the 
performance  of  his  duty.  There  is  no  evidence  that  her  speed 
was  itself  an  unqsnal  or  improper  speed  for  such  a  night, 
where  vessels  withont  any  light  could  be  seen  at  a  very  con- 
siderable distance.  Indeed,  the  evidence  does  not  show  what 
her  speed  was  at  the  time.  It  is  only  claimed  to  be  presump- 
tively fixed  by  a  computation  based  on  the  time  when  she  left 
New  Brunswick,  and  the  distance  she  had  run  at  the  time  of 
the  collision.  The  proof  also  establishes,  fully,  that  her  own 
proper  lights  were  set  and  were  burning  and  bright. 

She  waSf  nevertheless,  navigating  the  Kills  without  a 
proper  lookout,  in  violation  of  the  rules  of  navigation ;  and 
thereupon,  the  question  arises — did  her  fault  in  that  respect 
contribute  to  the  collision  i  Upon  that  question  there  is  room 
for  doubt  and  difference  of  opinion.  The  claimants,*  with  great 
plausibility,  insist,  and,  I  think,  the  testimony  shows,  that  her 
officers  did  see  the  tug  in  season  to  do  what  it  was  the  duty  of 
the  Atlas  to  do  in  order  to  avoid  her,  and  in  season  to  do  what 
would  have  avoided  the  tug  if  the  latter  had  conformed  to  the 
rules  of  navigation,  by  porting  her  helm,*or,  even,  if  she  had 
done  nothing.  The  claimants  further  insist,  that  the  Atlas 
did,  in  fact,  what  she  ought  to,  aiid  would,  have  done,  had  she 
seen  the  tug  at  a  greater  distance,  and  however  far  off;  that 
there  was  no  danger  of  collision  when  the  Atlas  ported  as  the 
law  required,  and  none,  in  fact,  until  the  last  moment,  when 
the  tug  starboarded  and  threw  herself  in  the  way ;  that  there 
was  abundance  of  room  to  pass ;  that,  had  the  Atlas  seen  the 
tug  at  a  distance  of  a  mile  or  more,  she  would  have  approached, 
and  might  properly  approach,  as  she  did,  near  the  middle  of 
the  Kills,  and,  when  drawing  near,  would  have  ported,  to  pass 
to  the  right,  as  the  rule  required ;  that  this  is  just  what  she 
did  do ;  that  she  would  have  signalled  her  intention  to  pass, 
to  the  right,  by  one  whistle ;  that  this,  also,  she  did ;  that,  in 
either  case,  she  would  have  passed  in  safety  by,  had  not  the 
tug  violated  every  rule  governing  her  situation,  and  thrown 
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herself  in  the  waj  ;  that,  at  the  very  instant  the  intention  of 
the  tng  to  do  this  was  signalled,  the  Atlas  slowed,  stopped 
and  reversed,  and  made  every  possible  effort  to  avert  the  con- 
sequences of  the  other's  fault ;  that  she  could  not  have  known 
that  intention  any  earlier ;  that  not  one  of  the  movements  of 
the  Atlas  would  have  been  earlier,  nor  ought  it  to  have  been 
earlier,  or  different,  if  she  had  had  the  tug  under  observation 
for  a  mile  or  more ;  and  that  the  measures  to  avert  the  conse- 
quences of  the  fault  of  the  tug  could  not  have  been  taken  be- 
fore that  fault  occurred. 

There  is  much  force  in  the  argument  of  the  counsel  for  the 
claimants  on  this  point.  The  liability  of  the  Atlas  to  con- 
tribute is  not  to  be  tested  by  the  inquiry,  whether  she  ought 
to  have  had  a  lookout,  as  an  abstract  question.  Her  want  of 
a  lookout  is  not  to  operate  to  release  the  tug  from  the  conse- 
quences of  her  own  fault.  Such  want  of  a  lookout  must  be 
found  to  have  contributed  to  the  collision,  or  the  fact  is  not 
material  between  these  parties.  Suppose,  then,  the  Atlas  had 
had  a  lookout,  in  the  vigilant  discharge  of  his  duty,  who  had 
seen  and  reported  the  tug  at  a  distance  of  a  mile  or  more,  and 
yet  the  Atlas  had  done  just  what  she  did  do,  and  at  the  very 
time  when,  in  fact,  she  did  it,  could  it  be  said,  upon  the  evi- 
dence, that  she  was  in  any  fault  ?  This  question  is,  at  least,  a 
doubtful  one.  (See  The  Pennsylvania^  4  Benedict^  257,  and 
9  Blaichf.  C.  C.  -ff.,  451;)  If  she  did  what  it  was  right  to  do, 
and  this  was  done  when  and  as  it  ought  to  be  done,  and  her 
seeing  the  tug  sooner  would  have  only  made  it  more  certain, 
that,  acting  wisely  and  skilfully,  she  would  do  just  what  in 
fact  she  did,  then,  in  truth,  it  would  be  difficult  to  say  that 
her  want  of  a  lookout  contributed  at  all  to  the  collision. 

But,  this  view  of  the  responsibility  of  the  Atlas  proceeds 
upon  somewhat  dangerous  ground.  She  was  in  fault.  Al- 
though her  speed,  in  itself,  was  not  improper,  moving  at  her 
ordinary  and  proper  speed,  in  the  night,  without  a  lookout, 
was  improper.  Such  a  lookout  might,  certainly,  have  discov- 
ered the  tug  earlier,  and  would  have  a  better  opportunity  to 
discover  what  she  was  and  which  way  she  was  going.    The 
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evidence  is,  that,  even  without  lights,  a  vessel  could  be  seen, 
that  night,  at  a  much  greater  distance  than  the  tug  was  seen.* 
When,  in  fact  the  pilot  saw  and  reported  the  tug  to  the  cap- 
tain, they  were  in  doubt  what  the  object  in  view  was  and  what 
was  its  course.  They  did  not  see  her  at  all  until  very  near. 
Had  a  lookout  been  in  the  performance  of  his  duty,  their  in- 
formation would  have  been  earlier  and,  presumptively,  more 
full.  The  Act  of  Congress  requiring  a  lookout  assumes  this, 
as  the  general  rule.  There  would  have  been  more  time  for  ob- 
servation and  for  deliberation,  and  I  think  that  early  measures 
by  porting  would  have  been  taken,  which  would  have  tended 
to  avoid  the  collision.  This  might  even  have  prevented  the 
faulty  attempt  of  the  tug  to  pass  to  the  southward  of  the 
Atlas.  The  rule  is  a  very  important  one,  and  it  should  be 
clear  that  its  non-observance  wrought  no  mischief,  before  it 
should  be  excused.  It  is  difficult  to  avoid  the  conclusion, 
also,  that  such  early  sighting  of  the  tug  would  have  subjected 
the  Atlas  to  the  rule  requiring  her  to  slow,  until  it  became 
clear  that  she  could  pass  safely  by.  Early  precaution  is  the 
most  useful,  and,  it  is  safe  to  say,  that,  in  such  a  channel,  it 
was  peculiarly  important,  that,  by  a  vigilant  lookout,  the 
Atlas  should  be  apprised,  at  the  earliest  moment,  when  this 
precaution  was  called  for. 

Upon  the  question  raised  by  the  appeal  of  the  libellants, 
I  am  disposed  to  concur  with  the  District  Court,  and  upon 
the  grounds  assigned  in  the  opinion  there  delivered.  (4  Berir 
ediot,  27.)  It  is  an  interesting  and  important  question.  I 
add  to  what  was  said  in  that  opinion :  The  Eate  and  the 
Atlas,  upon  perfectly  well  settled  principles,  were,  for  the 
reasons  above  given,  bound  to  contribute  to  the  loss.  Had 
the  libellants,  instead  of  joining  hands  with  the  Kate,  to  visit 
the  consequences  upon  the  Atlas  alone,  brought  both  into 
Court,  to  be  dealt  with  upon  those  settled  principles,  each  must 
pay  one-half  of  the  damages  to  which  the  libellants  were  enti- 
tled, (unless,  possibly,  in  cases  supposable,  both  of  the  offend- 
ing vessels  were  injured  in  such  unequal  degree  that  an  equal 
apportionment  of  the  loss  would  give  rise  to  a  different  equity.) 
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The  libellantfl  came  into  this  Court  with  Ml  knowledge  of  the 
rules  goyeming  Gonrts  of  Admiralty  in  cases  of  contributing 
fault.  Those  rules  gave  the  Atlas  rights  of  which  the  libel- 
lants  could  not  deprive  her,  by  electing  to  proceed  against  her 
alone.  Even  if  it  be  conceded  that  the  libellants,  if  contribu- 
tion by  the  Kate  could  not  be  enforced,  might  then  have  re- 
course to  the  Atlas  therefor — which  concession  is  said  to  be 
called  for  by  the  decree  made  in  the  case  of  The  Washington 
and  the  D.  S.  Oregcry^  (9  TToZZ.,  618,)  where  the  point  does 
not  appear  to  have  been  made,  and  where  all  that  can  fairly 
be  said  of  the  decision  is,  that  the  Court  thought  no  wrong 
was  done  to  the  libellant  by  the  decree — ^if,  I  say,  such  con- 
cession be  made,  it  is  still  true,  that  the  libellants,  by  pro- 
ceeding in  this  Court,  eminently  a  Court  of  equity,  could  not 
deprive  the  Atlas  of  the  protection  which  results  from  such  a 
provisional  decree ;  and  it  is  just  and  equitable  that  they  be 
held  to  an  election  to  take  the  contribution  to  which,  with  all 
the  parties  concerned  before  the  Court,  the  Atlas  would  have 
been  subjected.  Upon  the  distinct  authorities  cited,  and  thrf 
reasons,  also,  given  by  the  District  Judge,  and,  also,  because 
it  is  in  accordance  with  what  is  equitable  and  just,  the  decree 
in  tliis  Court  must  proceed  in  affirmance  of  the  decree  ap- 
pealed from,  and  award  to  the  libellants  the  one-half  of  the 
damages  reported.  As  both  parties  appealed,  no  costs  of  ap- 
peal should  be  allowed  to  either. 


The  M.  M.  Caleb. 


A  steamtog  wib  towisg  two  sohoonen  lashed  alongaide  of  her,  through  Hell 
Gate.  One  of  them,  laden  with  coal,  on  freight,  atmck  the  rocka,  and  sank. 
The  tug,  being  saed  for  sach  lose,  set  up,  in  defence,  the  arising  of  a  Tiolent 
wind,  and  the  &Uare  of  the  schooner  that  sank  to  anchor,  when  directed  to, 
and  the  breaking  of  the  radder  chain  of  the  tog,  and  that  the  accident  was 
inevitable.  The  libel  specified  no  parUcular  negligence  in  the  tog,  bat  alleged 
her  negligence,  generally,  as  canring  the  loss :  Hdd,  that  the  breaking  of  the 
rodder  chain  was  the  immediate  cause  of  the  disaster,  that  no  excuse  was 
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■howD,  in  reject  of  the  yiolenoe  of  the  wind,  end  that  the  tng  was  liable,  the 
rudder  oham  haTing  brolren  from  an  imperfection  which  might  haye  been,  and 
oogbt  to  haye  been,  known. 

The  libellant  sold  the  wreclc  She  was  repaired  by  the  pnrehaser.  The  actual 
time  spent,  in  remoying  and  repairing  her,  was  thirty-ooe  days.  The  Com- 
missioner, in  the  District  Court,  reported,  as  damages,  the  cost  of  remoying 
and  repairing  her,  and  the  gross  freight  on  the  coal,  for  lier  whole  yoyage* 
and  interest  on  those  items,  and  an  allowance  for  the  yalue  of  the  use  of  the 
yessel,  during  the  thirty-one  days,  which  he  deoominated  **  demurrage." 
Exceptions,  by  the  clainuunt^  to  the  allowance  of  the  whole  freight,  and  of  the 
**  demurrage,"  were  oyerruled  by  the  IMstrict  Court  The  allowance  of  the 
entire  freight^  not  deducting  anything  for  the  time  and  expense  incident  to 
the  completion  of  the  yoyage,  was  made  by  the  Commissioner,  as  a  set-off  for 
the  time  which  he  supposed  the  libellant  would  haye  consumed  in  arranging  to 
raise  and  repair  the  yessel,  if  he  had  not  sold  her:  H^  that  it  was  correct, 
not  to  allow  as  for  a  total  loss,  and  not  to  allow  the  yalue  of  the  yessel,  less 
the  proceeds  of  sale,  and  that,  therefore,  it  was  proper  to  allow  for  the  loss  of 
the  use  of  yessel,  while  she  was  being  remoyed  and  repaired. 

Held,  also,  that,  it  not  appearing  what  became  of  the  coal,  except  that  it  was 
sayed,  the  allowance  of  the  full  freight,  on  the  principle  of  such  setoff,  was 
erroneous,  because  conjectural ;  and  that  the  claimant,  if  he  desired,  should  be 
allowed  to  elect,  whether  to  enquire  into  the  disposition  of  the  coal,  and  into 
the  actual  loss  of  freight  money,  (the  libellant  being  permitted  to  open  the 
question  of  "  demurrage,"  with  a  yiew  to  increase  its  amount,)  or  to  waiye  such 
enquiry  and  the  exception  as  to  the  allowance  for  freight  money,  in  which  latter 
ease,  the  decree  below  would  be  affirmed,  with  interest^  without  costs  of  appeal 

(Before  Woodsutf,  J.,  Eastern  District  of  New  York,  February  26th,  1873.) 

"Woodruff,  J.  The  libel  herein  alleges  an  undertaking 
by  the  master  of  the  steamtng  M.  M.  Caleb,  on  the  22d  of 
November,  1870,  to  safely  tow  and  pilot  the  schooner  Balti- 
more, (belonging  to  the  libellants,  and  then  at  anchor  in  the 
harbor  of  New  York,)  through  Hell  Gate  to  Biker's  island ; 
that  the  service  was  begun,  and  the  tug,  with  the  schooner  on 
her  port  side  and  another  on  her'  starboard,  had  reached  a 
place  known  as  Negrt)  Point,  when  it  was  discovered  that  the 
Baltimore  was  ashore  on  the  rocks ;  that,  after  some  time,  she 
was  got  off,  and  the  tug  proceeded  on,  and  had  reached  a  point 
about  off  the  sunken  marsh,  on  Ward's  Island,  when  it  was 
discovered  that  the  Baltimore  was  ashore  on  the  rocks  at  that 
point ;  that  the  master  of  the  tug  immediately  threw  off  the 
lashings,  saying  that  the  tug  was  itself  aground,  and  he  could 
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render  no  assistance;  that  the  Baltimore  settled  npon  the 
rocks,  and  was  so  broken  and  damaged  that  she  became  a  total 
wreck ;  that  she  still  lies  there,  sunken,  and  her  fragments 
will  not  produce  the  sum  of  five  hundred  dollars ;  that,  at  the 
time,  the  libellants'  vessel  was  controlled  by,  and  under  the 
management  of,  the  said  tug  and  those  navigating  her;  that 
the  master  of  the  tug,  instead  of  safely  towing  and  piloting 
the  said  vessel,  as  he  undertook  to  do,  so  negligently  and  care- 
lessly behaved,  in  the  premises,  as  to  cause  said  damages ;  and 
that  the  said  damages  are,  in  no  way,  the  fault  of,  nor  were  they 
caused  by,  the  libeUants,  or  their  agents,  but  "  were  solely 
the  fault  of,  and  caused  by,  the  negligent  acts  of  those  navi- 
gating the  said  tug  M.  M.  Oaleb."  The  libel  also  states,  that 
the  Baltimore  had  on  board  a  cargo  of  coal,  received  at  Phila- 
delphia, to  be  transported  to  Boston,  for  an  agreed  freight, 
amounting  to  six  hundred  and  eighteen  -^  dollars ;  that  the 
Baltimore  was  of  the  value  of  six  thousand  five  hundred  dol- 
lars ;  and  that  the  damages  are  the  sum  of  six  thousand  dol- 
lars, for  the  vessel,  besides  the  loss  of  the  said  freight,  amount- 
ing to  six  thousand  six  hundred  and  eighteen  ^^  dollars, 
besides  interest. 

The  answer  admits  that  the  steamtug  agreed  to  render 
her  services  in  towing  the  Baltimore  through  Hell  Gate,  and 
took  her  in  tow  for  that  purpose.  It  alleges  the  comimence- 
ment  of  a  violent  wind  from  the  east,  when  opposite  Astoria, 
which  continually  increased ;  that,  when  opposite  Negro  Point, 
the  tug  was  unable  to  tow  the  two  vessels,  with  the  wind  and 
tide  as  they  then  were,  and  her  master  requested  both  of  the 
schooners  to  anchor ;  that  those  on  board  the  starboard  vessel 
did  so,  but  those  on  the  Baltimore  neglected  to  comply  with 
the  request ;  that  the  anchor  of  the  one  schooner  would  not 
hold  the  tow,  and  they  drifted  towards  the  shore,  till  the  Bal- 
timore touched  bottom ;  that  the  tug  then  separated  .from 
both,  took  the  other  vessel  to  a  place  of  safety,  then  returned, 
drew  off  the  Baltimore,  and  was  proceeding  with  her  towards 
a  safe  anchorage,  when  the  rudder  chain  on  the  port  side  of 
the  tug  parted,  and  the  tug  became  thereby  unmanageable. 
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and  both  drifted  upon  the  Bunken  jnarsh  on  BandaH'e  Island ; 
that  the  disaster  was  not«cansed  by  any  careless,  negligent,  or 
unseamanlike  act  or  conduct  of  those  on  board  of  the  tug,  or 
any  of  them,  or  because  of  any  weakness  or  unseaworthiness 
in  her,  or  by  any  means  which  it  was  possible  for  those  on 
board  of  her  to  prevent ;  but,  that  the  same  was  caused,  solely, 
by  the  negligent,  improper,  and  unseamanlike  conduct  of  those 
on  board  of  said  schooner  Baltimore,  in  omitting  to  cast  her 
anchors  when  requested  to  do  so  by  those  on  board  the  tug, 
•  and  by  inevitable  accident. 

In  the  District  Court,  the  libellants  had  a  decree  for  their 
damages,  and  it  appeared,  on  an  enquiry  into  the  amount,  that 
the  libellants  sold  the  wreck,  on  the  recommendation  of  the 
port  wardens,  after  they  had  made  an  official  survey  thereof, 
and  she  brought  the  sum  of  seven  hundred  and  thirty  dollars, 
at  public  auction.  She  was  taken  off  the  rocks  by  the  pur- 
chasers, her  coal  was  taken  out,  and  she  was  again  sold.  The 
purchasers  at  this  second  sale  repaired  her.  The  time  actual- 
ly spent  in  her  removal,  and  in  the  actual  making  of  repairs, 
was  ascertained  to  be  thirty-one  days.  The  Commissioner  re- 
ported, as  damages,  the  cost  of  removing  her  from  the  rocks, 
the  cost  of  making  the  repairs,  (including  towage  to  the  place 
of  repair,)  the  whole  amount  of  freight,  above  stated,  and  in- 
terest on  these  items,  and,  also,  an  allowance  for  the  value  of 
the  use  of  the  vessel  during  the  thirty-one  days  actually  spent 
in  her  removal  and  repairs,  which  he  denominated  demurrage. 
On  exceptions  to  the  allowance  of  the  whole  freight,  gnd  to  the 
allowance  thus  called  demurrage,  the  District  Court  overruled 
the.  exceptions.  From  the  decree  thereupon  this  appeal  is 
taken. 

The  ground  upon  which  the  decision  proceeded  in  the 
Court  below,  as  appears  by  the  opinion  of  the  District  Judge, 
was,  that  the  breaking  of  the  rudder  chain  of  the  tug  was  the 
cause  of  the  wrecking  of  the  schooner ;  that  the  breaking  of 
that  chain  was  owing  to  a  palpable  defect  in  the  chain  itself, 
the  same  being  worn,  weak,  and  insufficient ;  that  this  was 
known  to  the  claimant,  when  he  took  the  libellants'  schooner 
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in  tow ;  and  that  it  was  manif  est  negligence  to  attempt  to  tow 
the  libellants'  schooner  with  such  a  chain. 

In  the  report  of  the  damages,  the  Commissioner  gives  a 
reason  for  allowing  to  the  libellants  the  full  freight  monej,  as 
follows :  ^^  As  to  demurrage,  I  take  into  account  only  the  time 
when  the  work  of  raising  the  vessel,  and  of  making  the  re- 
pairs at  Lissenden's  yard,  was  actually  being  proqpeded  with, 
namely,  thirty-one  days.  Some  additional  time  would,  of 
necessity,  have  been  consumed  in  arranging  for  this  work,  if 
the  libellants  had  undertaken  to  raise  and  repair  the  vessel, 
and,  to  ofbet,  I  have  allowed  the  entire  freight,  without  any 
deduction  for  the  time  and  expense  which  would  have  been 
incident  to  the  completion  of  the  voyage." 

The  facts  upon  which  the  conclusion  of  the  Court  below 
was  based  are,  I  think,  clearly  established  by  the  evidence. 
£v^n  taking  the  narrative  given  in  the  answer  of  the  claim- 
ant herein,  the  breaking  of  the  rudder  chain  was  the  imme- 
diate cause  of  the  disaster ;  and  it  is,  also,  plain,  I  think,  that 
the  wind  which  the  tug  encountered  was  not  of  such  unusual 
or  extraordinary  violence  as  to  excuse  her.  It  was  not  an 
exigency  which  ordinary  care  and  prudence  did  not  require 
her  to  be  prepared  to  meet,  before  she  assumed  the  duty  of  • 
conducting  two  other  vessels  through  a  difficult  and  danger- 
ous passage  such  as  Hell  Gate ;  and,  moreover,  there  is  great 
force  in  the  argument  of  the  libellants,  that  if  the  gale  was 
of  so  extraordinary  a  character  as  to  form  any  excuse  to  her, 
then  it  was  negligence  and  improper  management  in  her  not 
to  seek  shelter  and  safety  before  entering  that  channel,  which 
she  might  easily  have  done.  I  think,  also,  the  proof  estab- 
lishes that  the  chain  was  worn,  weak,  and  insufficient  for  the 
service ;  and  that  the  master  of  the  tug  had  such  knowledge 
of  its  condition  as  makes  him  chargeable  with  negligence  in 
relying  upon  it.  Besides,  it  was  his  duty  to  know  it,  when 
the  defect  was  apparent  on  inspection,  as  it  is  proved  it  was. 
The  claimant,  however,  insists,  that,  as  this  defect  in  the 
chain  was  not  specified  in  the  libel  as  a  cause  of  the  disaster, 
the  evidence  on  that  subject  should  be  disregarded.    The 
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charge  of  negligence  is,  in  the  libel,  very  geperaL  I  think, 
that,  if  the  libel  had  been  excepted  to,  for  want  of  proper 
Bpecifications,  such  exception  woald  have  been  snstained, 
and,  had  it  been  made  specific  without  mention  of  the  use 
of  an  insufficient  radder  chain,  the  case  of  MoKMay  y. 
Morriah^  (21  How,^  848,)  would  have  gone  very  far  to  sus- 
tain the  position  of  the  counsel  for  the  claimant  here.  But, 
even  then,  the  neglect  of  the  tug  to  come  to  anchor  below 
would  have  been  a  serious  hindrance  to  the  exoneration  of 
the  tug. 

The  proof  fails,  wholly,  to  establish  the  only  defences  which 
are  set  up  in  the  answer.  The  accident  was  not  inevitable.  Any 
attempt  to  urge  that  is  met,  at  once,  by  the  admission,  that 
the  rudder  chain  broke,  and  by  the  proof  of  its  imperfection. 
The  charge  of  negligence  in  the  schooner  rests  solely  on  the 
statement  that  she  was  requested  to  anchor  and  neglected  to 
do  so.  The  proof  makes  it  doubtful  whether  any  such  request 
was  made,  or  attempted  to  be  communicated  to  the  Baltimore, 
and  it  shows,  at  least,  that  no  such  request  was  heard  or  un- 
derstood by  those  on  board  the  Baltimore. 

The  amount  awarded  for  damages  to  the  schooner  was 
•properly  ascertained  without  reference  to  the  value  of  the 
vessel,  or  the  price  for  which  the  wreck  was  sold.  There  was 
no  sufficient,  proper  evidence  which  would  justify  the  libel- 
lants  in  claimiug  for  a  total  loss ;  and,  not  having  appealed 
from  the  decree,  the  libellants  are  concluded  upon  that  ques- 
tion. On  the  other  hand,  the  claimant  not  having  excepted 
to  the  mode  of  ascertainment,  nor  to  the  amount  allowed,  it 
is  not  open  to  him  to  object  thereto,  on  the  appeal.  In  fact, 
as  the  amount  is  much  less  than  would  be  awarded  on  the 
basis  of  a  .total  loss,  or  a  loss  of  the  value  of  the  vessel,  less 
the  proceeds  of  sale,  it  was  not  for  the  interest  of  the  claimant 
to  object  thereto.  The  mode  of  ascertainment  was,  however, 
upon  the  evidence,  correct,  and  it  is  material  so  to  declare, 
because  it  bears  upon  the  exception  to  the  allowance  for  the 
use  of  the  vessel  during  the  time  necessary  for  her  removal 
from  the  rocks,  and  for  the  repairing  of  her  injuries.    Having 
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been,  in  fact,  removed  and  repaired,  it  was  just  to  hold,  that 
the  yessel  bound  to  make  indemnity  for  the  injury  was  in  no 
worse  condition  than  if  the  libellants  had  removed  and  re- 
paired her ;  and,  on  the  other  hand,  if  the  offending  tug  was 
not  liable  for  the  full  value  of  the  vessel,  less  the  proceeds  of 
the  sale,  then,  surely,  to  ascertain  their  loss,  it  was  competent 
to  show  the  necessary  cost  of  removing  and  repairing ;  and 
this,  whether  it  was  done  or  not,  and  by  whomsoever  done, 
was,  at  least,  a  just  measure  of  the  damage  to  the  vessel,  sus-  * 
tained  by  the  injury.  Hence,  the  enquiry  on  this  point  prop- 
erly proceeded  as  if  the  libellants  had  themselves  removed 
and  repaired  the  vessel,  and  the  fact  of  a  sale  became  wholly 
immaterial.  It  necessarily  follows,  that  an  allowance  for  the 
loss  of  the  use  of  the  vessel  during  the  time  reasonably  neces- 
sary for  such  removal  and  repairs,  became  a  proper  element 
in  the  assessment  of  the  loss.  Denying  to  the  libellants  the 
value  of  the  vessel,  they  could  not  otherwise  be  indemnified. 
The  exception  to  such  allowance  was,  therefore,  properly 
overruled* 

The  claimant  also  excepted  to  the  allowance  of  the  full 
freight  which  would  have  been  earned  by  the  completion  of 
the  voyage  and  the  delivery  of  her  cargo ;  and,  on  that  sub- 
ject, there  is  some  embarrassment.  The  proofs  do  not  show 
what  became  of  the  cargo.  It  was  proved,  that  the  coal  was 
taken  out  of  the  schooner,  but  what  was  done  with  it  does  not 
appear.  Did  the  owners  of  the  cargo  accept  it,  when  taken 
out  of  the  schooner,  and  so  become  liable  for  freight  ^ro  rcUa 
itmeriat  Or,  did  the  libellants  send  on  the  cargo  by  some 
other  vessel,  and  so  become  entitled  to  full  freight  2  Or,  was 
the  cargo  detained  until  after  the  schooner  was  removed  and 
repaired,  and  (treating  the  libellants,  as  between  them  and  the 
owners  of  the  tug,  as  still  having  the  control  of  the  schooner,) 
might  they  have  reladen  the  cargo,  and  proceeded  on  the 
voyage,  and  made  delivery  thereof,  and  received  full  freight  ? 
Upon  these  questions,  no  information  is  furnished,  by  the 
proofs.  I  greatly  doubt,  that  farther  enquiry  on  this  subject 
will  be  of  any  benefit  to  the  claimants  of  the  tug ;  but,  I  fail 
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to  Bee  the  propriety  of  what  seems,  in  the  report  of  the  Com- 
miBsioner,  a  coDJecture,  that  what  he  might  properly  have  al- 
lowed as  further  necessary  time  of  detention  for  preparation 
for  removing  the  schooner,  is  equal  to  any  sum  which  oould 
have  been  saved  out  of  the  freight  money,  by  sending  or  car- 
rying the  coal'  to  Boston,  and  that  there  might  be  a  set-off 
based  on  that  conjecture.  There  was  no  such  proof.  Non 
constat  that  the  libellants  did  not  receive  freight.  I/vn  con- 
stat that  they  did  not  send  on  the  cargo,  as,  I  think,  it  was 
their  duty  to  do,  if  practicable,  and  receive  therefor  full  freight, 
in  which  case  their  necessary  expenses  of  sending  and  deliver- 
ing would  represent  their  loss  of  fr*eight.  While,  therefore,  I 
am  of  opinion  that  the  decree  below  was  correct,  in  all  re- 
spects, except  in  the  matter  of  this  set^n,  I  am  compelled  to 
say,  that,  if  the  claimant  desires  a  further  enquiry  into  the 
actual  disposition  made  of  the  cargo,  and  into  the  saving  which 
the  libellants  did  make,  or,  in  the  due  discharge  of  their  duty 
might  have  made,  out  of  the  freight  money,  (permitting  the  li- 
bellants, at  the  same  time,  to  open  the  question  of  allowance  in 
the  nature  of  demurrage,)  he  may  have  a  reference  to  the  Com- 
missioner, to  ascertain  the  further  facts,  and  to  determine 
thereupon  the  actual  loss  of  freight  by  the  disaster,  and 
whether  any  and  how  much  further  loss  is  due  to  the  greater 
time  of  detention  for  repairs,  if  any  competent  proof  can  be 
given  showing  that  the  aUowance  already  made  is  not  adequate. 
If  the  claimant  should  not  desire  such  a  reference,  and.  shall, 
within  twenty  days,  file  his  waiver  thereof,  and  of  his  excep- 
tion in  respect  to  the  allowance  for  freight,  then,  let  the  libel- 
lants have  a  decree  for  the  amoimt  awarded  by  the  decree  ap- 
pealed from,  with  interest,  without  costs  of  this  appeaL  If  no 
such  waiver  is  filed,  let  an  order  of  reference  be  entered.  A 
preliminary  or  interlocutory  order,  in  conformity  with  these 
directions,  may  be  entered. 

FranJdin  A.  Wilcox^  for  the  libellants. 

James  C.  Carter,  for  the  claimant. 
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Two  steamboats,  the  P.  and  the  N.,  bound  from  New  York,  to  go  through  Hell 
Gate,  proceeded  up  the  East  Riyer,  the  P.  astern.  On  entering  Hell  Gate, 
the  stem  of  the  P.,  which  was  the  faster  boat,  and  the  longer  boat,  had  reached 
to  a  few  feet  in  adyance  of  the  stem  of  the  N. ;  the  stem  of  the  P.  was  not  np 
to  the  stem  of  the  N.  The  two  vessels  collided,  and  the  P.  was  injured : 
ffeid,  under  Article  17  of  the  Rulee  in  the  Act  of  April  29th,  1864,  (18  U,  3, 
Biai,  at  Larg$,  61,)  that  tbe  P.,  as  the  overtaking  vessel,  was  bound  to  keep 
out  of  the  "wiy  of  the  N.,  and  that  the  P.  was  in  fiuilty  and  the  N.  was  not  in 
fault 

(Before  Woodbuiv,  J.,  Eastern  District  of 'Kew  York,  February  25th,  1878.) 

Woodruff,  J.  The  Btedniboat  Providence,  belonging  to 
the  libellant8,iand  the  Bteamboat  Narragansett,  were  freight 
and  passenger  boats,  running  from  the  port  of  .New  York, 
through  the  East  Biver  and  Long  Island'  Sound;  the  former 
to  Newport  and  Fall  Biver,  and  the  latter  to  Stonington. 
The  berth  or  dock  of  the  former  was  at  the  foot  of  Chambers 
street,  on  the  North  Biver,  and  the  berth  of  the  latter  was  at 
the  foot  of  Jay  street,  on  the  North  Biver,  two  piers,  or  about 
four  hundred  feet,  higher  up  the  river.  The  hour  of  depart- 
ure for  both  was  five  o'clock  in  the  afternoon.  On  the  24th 
day  of  April,  1869,  the  Providence  started  about  twenty 
minutes  after  five,  and,  when  partly  out  of  her  slip,  the  Nar- 
ragansett  started  fi-om  her  slip  above.  They  proceeded  to- 
wards the  Battery,  the  Narragansett  astern  of  the  Providence, 
but,  on  Bearing  the  Battery,  the  Providence,  meeting  a  tow 
and  other  vessels,  took  a  broad  circuit,  down  to  near  Govern- 
or's Island,  and  over  to  very  near  the  Brooklyn  wharves, 
and  then  took  her  course  up  the  East  Biver,  still,  however, 
near  the  Brooklyn  shore.  As  the  Narragansett,  much  the 
shorter  boat,  neared  the  Battery,*  an  opening  presented  itself, 
and  she  swung  around  close  to  the  Battery,  and  took  her 
course  up  the  East  Biver  near  the  New  York  side  of  the  river. 
The  Providence  was  the  faster  boat,  when  each  was  at  full 
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speed.  The  speed  of  neither,  while  making  their  turns  and 
passing  up  to  Hell  Gate,  is  given  with  mnch  precision,  by  the 
testimony,  bat  it  is  dear,  upon  all  the  evidence,  that,  when 
they  were  opposite  Thirty-fourth  street,  they  were  near  each 
other,  and  the  bow  of  the  Providence  lapped  the  after  part 
of  the  Karragansett.  There  is  great  conflict,  in  the  evidence, 
in  regard  to  the  relative  position  of  the  two  bows  before  that 
time,  as  well  as  thence  onward,  until  they  were  in  Hell  Gkite ; 
but,  although  the  stem  of  the  Providence  was,  while  passing 
along  Blackwell's  Island,  and  on  entering  Hell  Gate,  a  few 
feet  in  advance  of  the  stem  of  the  other  boat,  the  testimony 
will  not  warrant  the  conclusion,  that,  in  any  part  of  that  por- 
tion of  their  passage,  the  stem  of  the  Providence  was,  at  any 
time,  up  to  the  stern  of  the  other.  They  entered  Hell  Gute 
thus,  side  by  side,  the  stem  of  the  Providence  a  few  feet  in 
advance,  and  to  the  starboard,  of  the  Karragansett.  In  that 
dangerous,  narrow  and  crooked  channel,  jost  after  turning 
Hallett's  Point,  the  Narragansett  was  drawn  towards  the 
Providence  by  what  the  witnesses  call  the  suction  of  the  lat- 
ter, and  her  guards,  at  about  midships,  broke  into  the  side  of 
the  upper  works  of  the  Providence,  inflicting  upon  her  the 
injury  for  which  indemnity  is  sought  in  this  cause.  In  the 
District  Court,  the  libel  of  her  owners  was  dismissed,  and  the 
libellants  appealed  to  this  Court. 

There  is  evidence  tending  to  show  that  the  Providence 
unnecessarily  crowded  upon  the  Narragansett,  where  it  was 
eaay  and  safe  to  have  kept  off  more  to  the  starboard,  and  that 
the  ISfarragansett  was,  in  fact,  as  far  to  port  as  was  safe,  and 
further  than  was  ordinarily  prudent.  It  is,  on  the  other 
hand,  denied,  that  the  Providence  did  not  give  the  other  all 
the  room  consistent  with  safety  to  herself.  If  it  was  at  all 
material  to  the  decision,  I  should  be  constrained  to  find,  upon 
the  evidence,  that  the  Providence  brought  the  injury  upon 
herself,  by  needlessly  crowding  to  port,  and  upon  the  other 
boat,  and  ought  to  bear  the  consequences.  But,  in  truth,  the 
boats  ought  not  to  have  been  in  any  such  position,  in  so  nar- 
row and  difficult  a  passage,  among  the  rocks  of  Hell  Gate. 


FEBRUARY,  1878.  477 


The  KamgaxiBett 


I  concnr  fully  in  the  opinion  of  the  Judge  of  the  District 
Court,  which  places  the  decision  upon  other  and  conclusive 
grounds.  The  decided  preponderance  of  the  evidence  estab- 
lishes, that  the  Providence,  by  her  long  circuit  around,  near 
Governor's  Island  and  the  Brooklyn  wharves,  was  astern  of 
the  Narragansett,  when  the  boats  respectively  straightened 
up  the  East  Biver.  She  endeavored,  and  her  somewhat 
greater  speed  enabled  her,  to  come  up  with  the  other  boat,  so 
as  to  place  herself  in  the  position  first  above  described ;  but, 
she  at  no  time  passed  the  other.  She  was,  therefore,  under 
the  full  operation  of  Article  seventeenth  of  the  Bules  of 
navigation,  enacted  April  29th,  1864,  (18  U.  S,  Stat, 
at  Zarg€y  61 :)  "  Every  vessel  overtaking  any  other  ves- 
sel shall  keep  out  of  the  way  of  the  said  last-mentioned 
vessel."  It  was  her  duty  to  keep  out  of  the  way  of  the  Nar- 
ragansett;  and  the  next  following  Bule  made  it  the  duty  of 
the  latter  to  keep  her  course.  True,  it  is  not  the  duty  of  a 
faster  boat  to  remain  behind  when  she  overtakes  a  slower 
one ;  but  she  takes  upon  herself  the  risk  and  hazard  of  pass- 
ing. She  must  choose  a  safe  and  sufficiently  wide  place, 
where  it  may  be  done  with  safety  to  both,  the  slower  vessel 
doing  nothing  to  prevent,  other  than  keeping  her  own  course. 
It  is  not  enough,  that  the  faster  vessel  has  so  far  succeeded  as 
to  come  alongside,  or  even  project  her  bow  beyond  the  bow 
of  the  other,  so  as  to  make  it  probable  that  she  will  pass.  K 
she  does  this  and  persists,  she  does  it  at  her  peril.  The  Bule 
has  not  then  ceased  to  operate  upon  her.  That  Bule  is  ex- 
plicit, and  neither  greater  speed,  nor  an  attempt  to  dictate  to 
the  other,  will  excuse  her,  if  collision  ensues.  It  is  not  neces- 
sary to  enquire  whether  any  rule  of  the  supervising  inspectors 
would  relieve  her,  if  she  violate  this  express  statute ;  for, 
here,  it  is  proved,  that  no  rule  had,  at  the  time  of  this  colli- 
sion, been  promulgated,  which  is  in  conflict  with  this  view. 
It  is  unnecessary  for  me  to  repeat  the  further  views  of  the 
rights,  the  conduct  or  the  duty  of  the  two  vessels,  expressed 
in  the  opinion  of  the  Court  below.  They  are,  I  think,  con- 
clusive. 
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Let  the  libel  be  diBmissed,  with  coBtfi,  including  costs  of 
the  appeal. 

Ahbett  dk  FuUer^  for  the  libellants. 

Jo%eph  H.  ChoaU^  for  the  respondents. 


The  Johannes. 

A  barqae,  lying  at  a  pier,  fiMtened  by  chalnB  whioh  had  held  her  there  eecnrely 
for  three  monUui,  drew  oat  a  pile  to  which  one  of  the  chains  was  fastened, 
daring  a  late  period  in  a  storm  which  had  lasted  two  or  three  days,  so  that 
she  swung  aroand  and  against  a  tag  lying  near  and  Injared  the  tag :  EM^ 
that  the  ease  was  not  one  of  ineyitable  accident,  in  a  legal  sense. 

(Before  Woodbctt,  J.,  Eastern  District  of  New  York,  Febraaiy  26th,  1878.) 

WooDfiUFF,  J.  The  steamtng  E.  Palmer,  belonging  to 
the  libellanty  in  the  night  of  the  22d  day  of  fToyember,  1870, 
was  lying  in  the  slip  between  piers  50  and  61,  East  Eiver,  in 
the  harbor  of  New  Fork,  fastened  to  other  vessels,  which  lay 
between  her  and  the  bulkhead.  The  barqne  Johannes  was 
lying  along  the  southwesterly  side  of  pier  No.  61,  the  npper 
pier,  with  her  bow  near  the  bulkhead.  She  was  fastened  by  a 
chain  from  her  bow  hawser  hole  to  a  pile  on  the  dock,  several 
feet  within  the  bulkhead,  a  chain  from  about  midships  run- 
ning aft  twenty  or  thirty  feet  to  a  pile  on  the  pier,  and  two 
other  chains  from  near  her  stem  to  a  pile  on  the  pier  a  little 
aft  her  stem.  In  that  position,  and  with  those  fastenings,  she 
had  lain  from  the  previous  August.  Her  chains,  running 
obliquely  lengthwise  the  vessel,  permitted  her  to  swing  off 
and  on  three  or  four  feet,  according  to  the  direction  of  the 
wind  and  the  state  of  the  tide.  A  northeasterly  storm  com- 
menced a  day  or  two  prior  to  the  22d  of  November.    It  be- 
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came  more  violent,  blowing  all  the  forenoon  and  afternoon  of 
that  day,  and  rising,  at  evening,  to  a  heavy  gale,  at  the  same 
time  bringing  in  an  unusually  high  tide,  which,  the  barque 
being  light,  lifted  her  high  relatively  to  the  pier,  the  vessel 
being  "  eighteen  feet  out  of  the  water."  At  about  nine  or  ten 
o'dock  in  the  evening,  the  pile  to  which  the  forward  chain 
was  fastened,  was,  by  the  violence  and  force  of  the  wind  on 
the  side  of  the  vessel,  and  the  direction  of  the  strain  on  the 
pile,  drawn  out ;  and  the  bow  Of  the  vessel  was  swung  around 
twenty  or  thirty  feet  from  the  pier.  She  was  thereby  driven 
against  the  tug-boat,  which  was,  by  the  pressure,  broken  from 
her  fastenings  and  driven  against  another  vessel.  To  recover 
indemnity  for  the  damagp  done  thereby  to  the  tug-boat,  the 
libel  herein  was  filed,  and  the  libellant  had  a  decree  therefor 
in  the  District  Court. 

Such  indemnity  was  properly  awarded :  and,  although  the 
testimony  shows  more  than  one  offer  by  the  libellant  to  accept 
a  very  much  less  sum  in  satisfaction,  shortly  after  the  injury, 
it  is  not  claimed  that  the  proofs  laid  before  the  Oommissionjer 
by  whom  the  amount  of  indemnity  was  ascertained,  did  not 
justify  his  report  of  the  sum  awarded  and  decreed,  namely, 
$620  20.  Although  the  swinging  of  the  barque  upon  the 
steamtug  was  caused  by  the  violence  of  the  wind  and*  the 
height  of  the  tide,  it  cannot,  with  truth,  be  said  that  it  was' 
inevitable,  in  the  legal  sense  of  the  term.  Doubtless,  the 
proof  shows  that  the  fastenings  of  the  ship  were  sufficient  to 
hold  her  in  ordinary  circumstances.  •  The  fact  that  she  had 
lain  there  in  safety,  for  three  months,  with  just  those  fasten- 
ings and  no  others,  shows  this.  But,  the  proofs  go  far  to 
show,  that  a  prudent  judgment  forbids  that  such  longitudinal 
moorings,  permitting  her  to  swing  out  and  in  from  the  pier, 
with  no  breast  line  running  crosswise  to  the  pier,  to  hold  her, 
should  be  relied  upon.  However  this  may  be  in  ordinary 
weather,  it  is  clear,  that  extraordinary  exposure  to  violence 
demands  increased  care  and  precaution ;  and  occasional  storms 
and  gales  should  be  anticipated  and  guarded  against ;  and,  in 
that  view,  I  think  the  balance  of  the  testimony  shows,  that  it 
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was  not  proper  to  rely  upon  the  fastenings  which  she  had,  and 
that  a  crosswise  line,  to  hold  her  to  the  pier,  was  called  for. 

It  is  nrged,  as  an  excuse,  that  a  chain  could  not  be  passed 
crosswise  to  the  pier,  and  made  fast  to  any  pile  thereon,  so  as 
to  be  of  any  avail,  unless  it  was  carried  across  the  pier,  to  the 
side  thereof  most  remote  from  the  vessel,  which,  it  is  claimed, 
would  interfere  with  the  proper  use  of  the  pier  itself;  and 
that  the  vessel  was  so  high  out  of  the  water,  that  a  chain  to 
the  pile  on  the  side  of  the  pier  opposite  and  next  to  the  vessel 
would  have  drawn  nearly  perpendicularly  thereon«  It  cannot, 
surely,  be  claimed,  that  any  defect  in  the  pier,  or  its  facilities 
for  making  fast,  furnishes  an  excuse  to  the  vessel  lying  there, 
if  insufficiently  secured ;  and  the  addition  of  two  chains  or 
lines  since  the  accident,  one  of  them  secured  crosswise,  as 
above  suggested,  while  it  does  not  show,  or  even  amount  to 
an  admission,  that  the  fastening  was  insufficient  before,  does 
show  that  additional  fastenings  were  practicable.  As  forcibly 
suggested  in  the  opinion  of  the  Court  below,  those  in  the 
care  of  the  vessel  had  abundant  warning — such  warning  as 
should  have  awal^ened  them  to  the  highest  vigilance,  and 
even  to  the  use  of  unusual  precautions.  If  no  other  means 
were  at  hand,  the  running  of  a  breast  line  across  the  pier, 
temporarily,  or  a  line  to  the  nearer  pile,  which,  though  nearly 
perpendicular  when  the  vessel  was  against  the  pier,  would  fur- 
nish protection  when  and  if  the  other  lines  permitted  her  to 
fall  off  a  few  feet  therefrom,  or  both  of  these  precautions, 
might  have  been  adopted  without  difficulty  or  objection. 

The  claim  of  the  appellant,  that  the  steamtug  was  in  the 
slip  without  lawful  permission,  or  that  her  position  was  im- 
proper, if  it  be  not  wholly  overcome  by  the  evidence,  will  not 
avail.  She  in  no  wise  interfered  with  the  barque,  or  any  op- 
portunity or  privilege  to  which  she  was  entitled.  She  violated 
no  duty  which  she  owed  the  barque,  in  being  where  she  was, 
and  she  was,  therefore,  entitled  to  all  the  protection  which 
proper  precaution  against  the  breaking  loose  of  the  barque 
would  afford  her. 

It  was  upon  these  grounds  that  a  decree  in  favor  of  the 
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libellant  was  awarded  in  the  District  Court.  Upon  the  au- 
thority of  The  Louisianay  (3  Wallace^  164,)  Union  Steamship 
Co.  V.  N.  Y.  and  Virginia  Steamship  Co.^  (24  Hovnyrdy  807,) 
The  Petrel^  (6  McLean^  491,)  Luca>e  v.  The  Thomas  Sfkoam/a^ 
{Id.y  282,)  and  the  principles  there  stated,  the  libellant  is  en- 
titled to  a  decree,  in  affirmance  of  the  decree  below,  for  his 
damages  and  costs,  with  costs  of  the  appeal. 

FrankUn  A.  WUcoXy  for  the  libellant. 

James  K.  SiU,  for  the  claimants. 


Thomas  J.  W.  Bobebtson 

vs. 

The  Seoohbe  MANUFAoruRma  Cokpany.    In  EQumr. 

The  rebetaed  letters  patent  gnmted  to  Thomae  J.  W.  Robertson,  December  12th, 
1871,  for  an  "  improTement  in  band  stamps/'  the  original  patent  haying  been 
granted  to  him  September  SSd,  1867,  and  extended  for  seren  years  from  Sep- 
tember 22d,  1871,  are  ralid. 

The  introdoctlon  of  a  eomm*  into  the  spedfioation  of  the  reissue,  in  a  sentence 
found  in  the  original  specification,  and  aUeged  to  be  an  interpolation,  and  to 
introduce  a  new  idea,  held  to  be  accidental,  and  a  clerical  error. 

A  paper  which  the  Commissioner  of  Patents  had  declared  to  form  no  part  of  a 
Cftveat,  because  it  had  been  adjudged,  by  a  commission  appointed  by  him,  to 
be  fraudulent^  and  to  have  been  surreptitiously  introduced  into  the  file  of  such 
careat,  held  to  fbfrm  no  part  of  such  careat 

(Before  BLATOBrou),  J.,  Southern  District  of  New  York,  February  27th,  1878.) 

Blatohfobd,  J.  This  snit  is  brought  on  reissued  letters 
patent  granted  to  the  plaintiff,  December  12th,  1871,  for  an 
*^  improvement  in  hand  stamps,''  the  original  letters  patent 
having  been  granted  to  the  plaintiff  September  22d,  1857, 
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and  extended  for  seven  years  from  September  S2d,  1871. 
The  reissued  letters  patent  are  granted  for  twjBntj-one  years 
from  the  22d  of  September,  1857.  The  specification  says : 
<(  My  invention  relates  to  the  construction  of  stamps  for  pro- 
ducing an  impression,  such  as  a  postmark  or  other  analogous 
device,  a  part  of  which  requires  to  be  frequently  changed, 
such  as  the  date,  and  part  requires  to  remain  the  same,  as  the 
name  of  the  post  office.  In  order  to  give  such  stamps  any 
considerable  utility,  the  impression  must  be  readily  made,  and 
that  part  of  the  type  which  requires  frequent  change  must  be 
always  on  hand.  This  result  I  secure  by  combining,  in  a  hand 
stamp,  fixed  type  for  producing  that  part  of  the  inscription 
designed  to  be  always  the  same,  and  a  series  of  combined 
changeable  types,  bearing  the  necessary  characters  to  allow  of 
any  desired  change,  which  shall  be  connected  with,  and  form 
piui;  of,  the  stamp.  These  types  are  connected  and  arranged 
to  revolve  in  substantially  the  same  manner  as  the  combined 
types  used  in  book-paging  machines,  but  differing  therefrom 
in  having  an  arrangement  by  which  the  desired  inscription 
may  be  printed  repeatedly,  without  changing  at  each  impres- 
sion. Prior 'to  my  invention,  dating  stamps  were  made  with 
loose  types,  book-paging  machines  were  used  with  combined 
types  in  the  form  of  wheels  and  chains,  and  machines  for 
printing  tickets,  &c.,  had  type  wheels  combined  with  perma- 
nent inscription  forms ;  but,  these  last  machines  were  so  made 
as  to  produce  the  impression  only  on  the  under  suiface  of  the 
materials,  and  to  change  the  type  wheels  at  every  stroke.  So 
far  as  I  am  aware,  no  dating  stamp  was  ever  made  previous  to 
mine,  with  wheel  type,  or  its  equivalent,  nor  a  fixed  inscrip- 
tion plate  or  form  combined  with  such  type,  in  such  a  manner 
that  the  latter  could  be  readily  turned  without  changing  the 
relative  positions  of  the  said  wheels  and  permanent  inscrip- 
tion, and  yet  be  capable  of  printing  simultaneously  the  com- 
bined inscriptions  in  a  small  space,  as  is  necessary  in  cancelling 
revenue  stamps ;  nor  could  an  impression  be  readily  made  by 
such  machines  on  the  upper  surface  of  the  paper.  My  inven- 
tion^ therefore,  consists,  mainly,  in  the  construction  of  a  stamp 
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in  which  combined  changeable  dating  type  are  used  in  com- 
bination with  a  fixed  inscription  form  or  printing  die,  and  in 
BO  arranging  these  parts  in  connection  with  a  stem  or  handle, 
that  the  dating  types  may  be  easily  changed  and  thoroughly 
secured,  and  that  the  impression  may  be  readily  made,  in  a 
small  compass,  on  the  upper  surface  of  the  material."  The 
specification  then  describes  the  construction  and  arrangement 
of  the  parts  of  the  stamp,  with  references  to  three  figures  of 
drawings  annexed.  There  is  a  handle,  to  the  bottom  of  which 
is  attached  a  metallic  forked  shank.  To  the  bottom  of  this 
shank  is  attached  a  metallic  ring,  said  ring  being  secured  to 
the  shank  by  means  of  screw  bolts.  The  lower  part  of  the 
shank  is  also  notched,  in  order  to  receive  the  ring  and  form  a 
front  bearing  for  it ;  but,  it  is  stated  that  various  other  meth- 
ods may  be  adopted,  at  the  pleasure  of  the  maker,  for  attach- 
ing the  ring  to  the  shank,  and  that,  when  the  stamp  is  intended 
for  a  letter  stamp,  the  name  of  the  post  ofSce  may  be  engraved 
on  the  face  of  the  ring.  A  shaft  passes  horizontally  through 
the  shank.  On  this  shaft  are  placed  three  type  wheels,  which 
revolve  independently  of  each  other,  on  the  shaft.  It  is 
stated,  that  the  faces  of  these  type  wheels  may  be  provided, 
respectively,  with  ^'  the  names  of  the  months,  of  the  year,  and 
also  ten  numerals."  The  shaft  is  arranged  at  such  a  distance 
from  the  face  of  the  ring,  that  the  three  type  wheels  may  be 
turned  so  that  the  types  upon  said  wheels  will  come  in  line, 
or  form  a  horizontal  plane,  with  the  types  on  the  ring ;  and 
thus,  when  the  face  of  the  stamp  is  inked  over  by  any  suitable 
inking  device,  and  the  stamp  duly  pressed  upon  a  letter,  or 
other  suitable  substance,  an  impression  will  be  left  thereupon 
of  the  types  contained  on  the  ring,  and  also  of  those  types  of 
the  three  type  wheels  that  are  in  line  with  the  types  on  the 
ring.  Only  one  line  of  types  upon  the  type  wheels  can  simul- 
taneously come  into  a  horizontal  plane  with  the  types  on  the 
ring,  the  remaining  types  being  distributed  around  the  periph- 
eries of  the  type  wheels,  so  that  they  cannot  touch  th^  paper 
on  which  the  impression  is  to  be  made.  A  lock-pin  passes 
horizontally  through  the  shank,  and  also  through  the  three 
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type  wheels.  The  object  of  this  pin  is  to  lock  the  type 
wheels,  so  that,  when  any  one  line  of  types  has  been  tamed, 
and  brought  into  a  horizontal  plane  with  the  types  upon  the 
ring,  snch  line  of  types  will  be  held  fast,  and  prevented  from 
getting  ont  of  place.  By  removing  the  pin,  the  combination 
of  letters  on  the  type  wheels  may  be  changed  at  pleasure. 
The  stamp  shown  in  the  drawings  has  the  face  of  its  ring 
made  in  circular  form ;  but  it  is  stated  to  be  obvious,  that  the 
shape  of  the  ring  may  be  changed  to  suit  the  pleasure  of  the 
purchaser,  without  changing  the  general  construction  of  the 
stamp.  It  is  also  stated,  that  the  type  wheels  and  ring  may 
be  engraved  with  any  suitable  letters  or  figures,  and  that  the 
device  is  particularly  useful  for  stamping  letters,  tickets,  &c., 
where  the  words  or  numbers  have  to  be  frequently  changed. 
It  is  also  stated,  that,  instead  of  the  pin  for  locking  the  type 
wheels,  small  springs  may  be  used,  one  end  of  each  being  at- 
tached to  the  shank,  and  the  other  ends  pressing  into  the 
interstices  between  the  lines  of  types  upon  the  type  wheels, 
and  so  made  as  to  prevent  accidentsJ  movement  of  the  wheels 
in  either  direction;  and  that,  although  either  the  pin  or 
springs  may  be  used  separately  for  locking  the  type  wheels, 
the  patentee  should  prefer  to  use  them  in  combination,  as  the 
springs  may  hold  the  day  wheels  in  position  when  the  month 
wheel  is  being  turned,  which  the  pin  will  not  do,  and,  when 
the  wheels  are  properly  arranged,  the  pin  may  be  screwed 
fast,  and  the  wheels  much  more  securely  locked  than  by  the 
use  of  springs  alone.  The  claims  are  as  follows :  '^  1.  In 
combination  with  a  handle,  and  a  series  of  printing  wheels, 
or  their  equivalents,  for  printing  dates,  a  fixed  type  form,  or 
printing  die,  for  dating  purposes,  substantially  as  described. 
2.  A  hand  stamp  having  a  permanent  inscription  form  or  die, 
provided  with  an  aperture  through  which  the  type  wheels 
work,  when  so  arranged  that  the  said  type  wheels  may  be 
turned,  for  changing  the  dates,  without  shifting  the  fixed 
form  or  die,  substantially  as  specified.  3.  A  hand  stamp, 
having  a  series  of  type  wheels  provided  with  holes  to  receive 
a  locking-pin,  E,  substantially  as  specified." 
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The  Patent  Office,  in  examining  the  question  of  the  novelty 
of  the  invention,  on  the  application  for  the  extension  of  the 
patent,  which  was  opposed,  referred  to  the  English  and  Amer- 
ican patents  on  the  subject.  There  is  an  English  patent  of 
C.  M.  Hannington,  in  1831,  which  has  a  series  of  type  wheels 
pivoted  on  a  shaft,  and  entering  an  opening  in  a  plate,  which 
plate  has  engraved  or  formed  upon  it,  on  one  side  of  the  open- 
ing, the  date,  and,  on  the  other  side,  in  a  semi-circular  form, 
"  two  pence."  The  type  on  the  type  wheels  are  figures  or 
numbers.  The  article  to  be  stamped  is  pressed  down  on  the 
type  by  screw  pressure.  The  object  of  the  device  is  described 
as  being  for  producing  government,  commercial,  or  law  stamps, 
numbering  documents,  and  stamping  fabrics  with  number  and 
date,  to  prevent  fraud.  It  was  a  combination  of  tjrpe  wheels 
for  numbering,  with  a  fixed  type  form  for  dating  and  print- 
ing ;  but  it  had  no  handle,  and  was  not  a  hand  stamp,  and 
the  impression  was  made  on  the  under  surface  of  the  ma- 
terial. On  an  examination  of  all  the  prior  patents,  the  Patent 
Office  arrived  at  the  conclusion,  that  type  wheels  for  number- 
ing and  lettering  were  old  ;  that  type  forms  for  stamping  or 
printing  the  name  of  a  post  office,  or  other  matter,  were  old ; 
that  type  forms,  combined  with  ordinary  type  for  dating,  were 
old;  and  that  type  wheels  for  numbering,  (requiring  the 
change  of  one  or  more  type  wheels  at  every  stroke,)  combined 
with  type  forms  for  dating  and  printing,  were  old.  The  con- 
clusion of  the  Patent  Office  was,  that  there  was  novelty  in 
using  the  type  wheels  for  dating  purposes,  in  combination 
with  a  fixed  type  form  for  impressing  the  name  of  a  post 
office,  or  other  matter,  and  a  handle ;  and  that  this  was  a  sub- 
stantial improvement,  in  view  of  the  numerous  applications 
made,  and  patents  granted,  subsequently  to  the  date  of  the 
Robertson  patent,  embracing  such  combination.  The  use  of 
a  handle,  for  holding  the  entire  apparatus,  enables  the  impres- 
sion to  be  made  by  pressing  the  handle  downward  perpendic- 
ularly, carrying  with  it  the  apparatus,  and  enables  this  to  be 
done  by  the  hand,  with  great  facility  and  rapidity,  resulting 
in  having  the  impressions  made  on  the  upper  side  of  the  ma- 
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tefial,  thus  dispeDsiiigwith  the  use  of  mechanical  pressure  to 
press  the  material  down  upon  the  type ;  and,  combined  with 
this,  is  the  facility  of  changing  the  date,  when  required,  by 
turning  the  type  wheels,  without  moving  or  shifting  the  fixed 
plate,  while  as  many  impressions  of  the  aame  date  as  are  de- 
sired can  be  had,  and  an  impression  from  fixed  type,  in  con- 
nection, can  be  had  at  the  same  time.  Ko  apparatus,  present- 
ing these  combined  features,  is  shown  to  have  existed  before 
the  invention  of  Robertson.  The  utility,  and,  hence,  the 
patentability  of  this  new  combination,  is  shown  by  the  exten- 
sive demand  for,  and  use  of,  stamps  containing  these  combined 
features. 

There  is  no  foundation  for  the  claim  that  the  plaintiff 
abandoned  his  patent  after  it  was  issued  to  him.  It  is  shown, 
that  he  used  every  effort  within  his  power  to  introduce  the 
invention  into  use,  and  it  is  not  shown  that  he  ever  acquiesced 
in  the  infringement  of  his  patent. 

It  is  urged,  that  the  reissued  patent  is  not  for  the  same  in- 
vention as  the  original  patent,  and  that  there  are  material  va- 
riations between  the  specifications  of  the  two  patents.  The 
drawings  of  the  original  patent  and  of  the  reissue  are  identi- 
cal. The  description  of  the  construction  and  arrangement  of 
the  apparatus,  with  the  references  to  the  drawings,  is  the 
same  in  the  two  specifications.  The  specification  of  the  reis- 
sue contains  a  more  full  statement  than  the  specification  of 
the  original  patent  did,  of  the  state  of  the  art,  of  the  nature 
of  the  improvements  developed  in  the  patentee's  arrangement, 
and  of  the  advantages  secured  by  the  use  of  such  improve* 
ments.  This  is  entirely  within  the  purpose  and  scope  of  a 
reissue. 

It  is  contended,  that  the  specification  of  the  reissue  de- 
scribes a  year  dating  wheel,  not  found  in  the  specification  or 
drawings  of  the  original  patent,  and  which  is  found  in  the  de* 
fendants'  stamp.  The  drawings,  in  both  patents,  show  three 
type  wheels,  one  of  which  appears  to  have  on  it  the  names  of 
the  months,  in  succession  ;  another,  the  three  figures,  1,  2,  3, 
in  succession ;  and  the  third  one,  the  nine  figures,  1,  2,  3,  4, 
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5y  6,  7 J  6y  and  9,  and  the  cypher,  0,  in  snccession.  By  the  use 
of  the  three  type  wheels,  any  day  of  any  month  can  thos  be 
stamped.  The  specification  of  the  original  patent  says :  ."  The 
faces  of  these  type  wheels  may  be  provided,  respectively,  with 
the  names  of  the  months  of  the  year,  and  also  the  ten  numer- 
als." It  also  says :  ^^  The  type  wheels  and  ring  may  also  be  en- 
graved with  any  suitable  letters  or  figures.'^  The  specificatipn 
of  the  reissue  says :  ^'  The  faces  of  tibese  type  wheels  may  be 
provided,  respectively,  with  the  names  of  the  months,  of  the 
year,  and  also  ten  numerals."  The  document  which  reads 
thus  is  a  printed  paper,  annexed  to  the  reissued  patent  xmder 
the  seal  of  the  Patent  Office.  It  also  says:  ^^The  type 
wheels  and  ring  may  also  be  engraved  with  any  suitable 
letters  or  figures."  In  the  course  of  the  testimony  of  one  of 
the  witnesses  for  the  defendants,  it  is  stated,  that  a  printed 
copy  of  the  reissued  patent  is  put  in  evidence.  Such  printed 
copy  is  then  copied  in  writing,  and,  in  such  written  copy,  the 
following  language  is  found :  ^^  The  faces  of  these  type  wheels 
may  be  provided,  respectively,  with  the  names  of  the  months, 
of  the  year,  and  also  the  ten  numerals."  It  is  contended,  that 
the  patentee  intended,  by  inserting  a  comma  after  the  word 
^*  months,"  to  introduce  into  his  reissued  specification  the  sug- 
gestion, that  a  type  wheel,  with  a  succession  of  figures  upon 
it  for  the  years,  could  be  used ;  that  the  specification  of  the 
original  patent  has  no  such  comma,  and  no  such  suggestion ; 
aud  that  therein  there  is  a  fraudulent  interpolation.  This 
view  is  not  sustainable.  Ther«  is  nothing  to  show  that  the 
interposition  of  the  comma  was  not  an  accidental  or  an  arbi- 
trary punctuation;  and  everything  in  the  context  and  lan- 
guage shows  that  it  was.  Three  type  wheels,  and  only  three, 
are  shown  or  described.  One  has  the  months  on  it ;  and,  if 
another  has  on  it  the  years,  and  the  third  has  only  the  ten 
numerals,  only  nine  days  in  any  month  could  ever  be  repre- 
sented. There  is  no  suggestion,  in  this  connection,  of  four 
wheels,  or  that  the  third  wheel  shall  have  on  it  all  the  days 
of  the  month.  The  expression,  ^^  the  names  of  the  months  of 
the  year,"  is  a  sensible  expression.    Tlie  expression,  ^'the 
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names  of  the  year/'  is  a  meaningless  expression.  The  fact, 
that,  in  all  respects,  the  descriptive  part  of  the  specification 
of  the  reissue  seems  to  follow  the  language  of  the  descriptive 
part  of  the  specification  of  the  original  patent,  and  the 
further  fact,  that,  in  the  specification  annexed  to  the  original 
patent,  the  words,  ^'  the  ten  numerals,"  are  found,  while,  in 
the  printed  specification  annexed  to  the  reissued  patent  under 
seal,  the  words  are,  '^  ten  numerals,"  and  not  '^  the  ten  num- 
erals," would  indicate,  that  the  use  of  the  comma  after  the 
word  "  months,"  is  a  clerical  error,  and  purposeless,  and  im- 
proper. There  was  no  need  of  making  any  suggestion  of  the 
use  of  a  wheel  for  the  years.  The  use  of  such  a  wheel,  in 
the  patentee's  combination,  was  obvious,  if  desired,  and  was 
no  invention,  whether  added,  as  a  fourth  wheel,  or  made  one 
of  three  wheels,  by  putting  all  the  days  of  the  month  on  one 
wheel.  The  suggestion,  in  both  specifications,  that  the  type 
wheels  could  be  engraved  with  any  suitable  letters  or  figures, 
covered  the  use  of  one  of  them  for  the  years.  It  is  well 
known,  that,  at  the  date  of  Kobertson's  patent,  in  1857,  it 
was  not  common,  in  the  United  States,  to  put  on  a  post  office 
stamp,  for  which,  from  his  specification  and  drawings,  his 
stamp  would  seem  to  have  been  especially  designed,  the  fig- 
ures of  the'  year,  or  anything  but  the  name  of  the  month, 
and  the  figure  or  figures  of  the  day  of  the  month,  and  the 
name  of  the  post  office,  as  shown  in  the  specification  and 
drawings  of  the  patent.  Everything  tends  to  show,  that  the 
use  of  the  comma  after  the  wor^'^  months,"  is  not  one  to  which 
any  meaning  or  effect  can  be  attached. 

The  claims  of  the  reissue  are  fully  warranted  by  what  ap- 
pears in  the  text  and  drawings  of  the  specification  of  the 
original  patent.  Is  is  urged,  that  the  original  specification 
says  nothing  as  to  printing  "  dates,"  or  as  to  "  dating  "  pur- 
poses, and  that  that  is  made  a  prominent  feature  in  the  speci- 
fication and  claims  of  the  reissue.  But,  the  original  specifica- 
tion states,  that,  when  the  stamp  is  intended  for  a  post  office 
or  letter  stamp,  that  is,  a  stamp  to  stamp,  on  a  letter  in  a  post 
office,  the  name  of  the  post  office,  and  the  month  and  day  of 
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the  month,  the  name  of  the  poet  office  is  to  be  on  the  fixed 
ring,  and  the  type  wheels  are  to  have  the  names  of  the  months 
and  the  nnmerals  which  are  to  make  the  days  of  the  month ; 
and  that  the  nsefahiess  of  the  device  consists  particnlarlj  in 
the  lacility  of  changing  the  impression  to  be  made  by  the 
type  wheels,  that  is,  the  month  and  day,  which  is,  the  date. 
The  drawings  show  all  this.  A  month  and  a  day  of  such 
month  make  a  date,  although  no  year  is  added.  The  addition 
of  the  year  makes  a  more  full  date ;  and  so  does  the  addition 
of  the  hour  and  minute  of  the  day.  But  the  month  and  day 
are,  in  common  parlance,  a  date. 

The  principal  defence  set  up  in  this  case  is,  that  the  im- 
provements claimed  by  the  plaintiff  in  his  reissued  patent 
were  previously  invented  by  one  Marcus  P.  Norton,  of  Troy, 
New  York.  So  far  as  regards  the  contents  of  a  caveat  filed 
in  the  Patent  Office  by  said  Norton,  on  the  21st  of  June,  1855, 
it  is  sufficient  to  say,  that  the  improvements  claimed  by  the 
plaintiff  are  not  found  in  that  caveat  So  far  as  regards 
the  contents  of  the  paper  called  ^^  an  additional  caveat,"  and 
purporting  to  be  dated  August  21  st,  1855,  and  set  up  in  the 
answer  as  having  been  filed  in  the  Patent  Office  on  the  25th 
of  August,  1855,  in,  and  with,  and  as  part  of,  the  said  caveat 
filed  June  21st,  1855,  it  is  sufficient  to  say,  that,  after  due 
notice  to  said  Norton,  and  a  trial  had  before  a  commission 
appointed  by  the  Commissioner  of  Patents,  the  said  paper 
was,  in  September,  1871,  adjudged  by  the  said  commission  to 
be  fraudulent,  and  to  have  been  surreptitiously  introduced 
into  the  caveat  file  of  said  Norton,  filed  June  2lBt,  1855,  and 
that,  thereupon,  the  Commissioner  of  Patents  endorsed  on 
said  paper  a  memorandum,  signed  by  him,  that  said  paper 
does  not  form  a  valid  portion  of  said  caveat. 

There  remains  the  evidence  as  to  the  prior  existence,  in 
fact,  as  completed  inventions,  made  by  Norton,  of  the  plaint- 
iff's improvements.  As  to  this,  the  burden  of  proof  is  on  the 
defendants,  and  they  do  not  establish  the  fact  satisfactorily. 
Norton's  own  evidence  is,  manifestly,  not  to  be  relied  upon. 
The  circumstances  attending  the  taking  of  his  deposition  in 
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this  Biiit,  the  contradictions  in  sworn  statements  he  has  made 
at  different  times  regarding  the  alleged  caveat,  and  the 
manner  in  which,  as  shown  by  the  record,  he  caused  wit- 
nesses to  testify,  in  exports  depositions,  to  matters  of  which 
thej  had  no  recollection,  make  it  impossible  to  rely  on  his 
testimony. 

But,  the  evidence  of  fforton,  and  that  of  the  other  wit- 
nesses for  the  defendants,  shows  nothing^  done  by  Korton, 
prior  to  the  plaintiff's  invention,  which  amounted  to  more 
than  an  unsuccessful  experiment.  The  plaintiff  made  the  first 
successful,  practical  working  machine. 

The  infringement  of  the  patent  is  admitted.  There  must 
be. a  decree  for  the  plaintiff,  for  a  perpetual  injunction,  and  an 
account  of  profits,  and  an  ascertainment  of  damages,  with 
costs. 


Frederio  H.  BetU^  for  the  plaintiff. 
NeUon  Crosa^  for  the  defendants. 


Thomas  J.  W.  Eobebtson 
John  Ga^bbtt  and  Michael  Holihan.    In  EQunr. 

The  reiBsned  letters  patent  granted  to  Thomas  J.  W.  Rohertson,  for  an  ''iflOk 

proTement  in  hand  stamps/'  unrolyed  in  the  suit  of  JMertoMi  t.  Tht  Secombt 

Manufacturing  Go.,  {anU,  p,  481,)  again  sastidned. 
The  objections,  that  the. inyention,  as  described  in  the  spedfication,  will  not 

work,  and  that  the  defendants  nae,  in  addition  to  a  handle^  a  gnide  or  plunger, 

considered,  and  ovemded. 
The' good  fiutii  of  the  defence,  qnestioned. 

(Before  Blatcbvobd,  J.,  Southern  District  <tf  New  York,  Febmaiy  27th,  1878.) 
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BlatohfobD)  J.  The  letters  patent  sued  on  in  this  case, 
being  reissned  letters  patent  granted  to  the  plaintiff,  Decern^- 
ber  12th,  1871,  for  an  'improvement  in  hand  stamps,"  the 
original  letters  patent  having  been  granted  to  him  September 
22d,  1857,  and  extended  for  seven  years  from  the  22d  Sep- 
tember, 1871,  are  thd  same  that  were  involved  in  the  suit  of 
the  same  plaintiff  against  The  Secombe  Mannfaetnring  Com- 
pany, {antey  p.  481^)  in  this  Court.  The  only  defences  set  np 
in  the  answer  in  this  suit  are,  that  letters  patent  for  inven- 
tions embracing  substantially  the  same  devices  and  combina- 
tions that  are  described  in  the  plaintiff's  patent,  were  granted, 
in  Europe,  to  three  different  persons,  at  dates  prior  to  the 
date  of  the  plaintiff's  patent ;  and  that  the  plaintiff's  inven- 
tion is  of  no  use,  «id  has  never  been  introduced  into  public 
use,  and  the  combination  of  devices  described  in  his  patent 
has  never  been,  and  cannot  be,  successfully  used,  as  a  hand 
printing  and  dating  stamp,  or  for  any  of  the  purposes  set 
forth  in  his  patent. 

No  evidence  as  to  the  European  patents  referred  to  has 
been  put  in. 

To  say,  that  the  plaintiff's  invention  is  of  no  use,  and  has 
never  been  introduced  into  public  use,  and  that  the  combina- 
tion of  devices  described  in  his  patent  has  never  been,  and 
cannot  be,  successfully  used,  as  a  hand  printing  and  dating 
stamp,  or  for  any  of  the  purposes  set  forth  in  his  patent,  when 
it  appears  that  the  defendants  have  made  and  sold  large  num- 
bers of  stamps  containing  the  inventions  set  forth  in  the 
claims  of  the  plaintiff's  patent,  and  have  introduced  them  into 
use,  and  that^  in  such  stamps,  the  combination  of  devices  de- 
scribed in  the  plaintiff's  patent  is  used  in  the  manner  di- 
rected by  the  plaintiff  in  the  specification  of  his  patent,  is  to 
overlook  the  true,  state  of  the  evidence  in  the  case,  when 
considered  in  view  of  the  proper  construction  of  such  specifi- 
cation. 

The  defendants'  stamps  contain  precisely  what  the  claims 
of  the  plaintiff's  patent  set  forth  and  claim  ;  and  this  is  not 
denied,  in  argument.     Yet,  it  is  said,  that  the  plaintiff's 
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apparatus  will  Dot  work  with  such  inking  process  as  he  de- 
scribes in  his  patent,  and  will  only  work  with  such  an  inking 
ribbon  as  the  defendants  use.  But,  the  plaintiff  describes  no 
particular  inking  process.  He  says :  ^'  When  the  face  of  the 
stamp  is  inked  over  by  any  suitable  inking  device,  and  the 
*Btamp  duly  pressed  upon  a  letter  or  otlfer  suitable  substance, 
an  impression  will  be  left  thereupon  of  the  types  contained 
on  the  ring  0,  and  also  of  those  types  of  the  type  wheels  c,  d^  e^ 
that  are  in  line  with  the  types  on  the  ring  0."  He  does  not 
show,  by  description  or  drawing,  any  form  or  arrangement  of 
inking  device.  His  invention  does  not  concern  an  inking  de^ 
vice.  He  states,  that  his  stamp  will  work  with  a  suitable 
inking  device.  The  defendants  show  that  it  will  work  with 
a  suitable  inking  device,  and  that  they  make  and  sell  stamps, 
containing  the  plaintiff's  inventions,  which  do  work  with  an 
inking  ribbon,  as  an  inking  device.  All  of  their  evidence  is 
directed  to  show  that  the  plaintiff's  stamp  will  not  work  with 
an  unsuitable  inking  device,  which  is,  in  effect,  what  he  him- 
self says,  in  his  specification;  and  such  evidence  clearly 
shows,  that  the  plaintiff's  stamp,  when  used  with  an  inking 
ribbon,  as  a  suitable  inking  device,  will  do  what  the  specifi- 
cation says  it  will  do.  It  is,  therefore,  useful.  It  is  shown, 
that  an  inking  ribbon,  as  an  inking  device,  was  well  known 
at  the  date  of  the  plaintiff's  patent.  So  was  an  inking  pad, 
and  so  was  an  inking  roller.  Any  of  them  falls  under  the 
head  of  a  suitable  inking  device,  referred  to  in  the  specifica- 
tion. One  may  give  less  trouble  than  another.  The  pad 
may  require  care  to  be  used  in  keeping  the  type  wheels  clean, 
where  the  stamp  is  frequently  used.  But,  all  this  has  nothing 
to  do  with  the  completeness  of  the  invention,  in  a  legal  sense. 
So,  in  regard  to  the  use  of  a  guide  or  plunger  in  connec- 
tion with  the  handle.  The  specification  says,  that  the  stamp 
is  to  be  "  duly  pressed  "  upon  the  substance  on  which  the  im- 
pression is  to  be  made.  It  shows  no  guide  or  plunger^  or  any 
'  means  of  pressing  or  guiding,  except  that  of  the  hand,  di- 
rected by  the  skill  of  the  will.  The  evidence  shows,  that, 
for  some  uses,  it  is  desirable  not  to  have  a  guide  or  plunger. 
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Buty  a  handle  in  a  guide,  although  the  guide  may  make  it 
more  useful  for  some  purposes,  is  none  the  less  the  handle  of 
the  plaintiff,  carrying  the  apparatus,  for  the  purposes  set  forth 
by  the  plaintiff. 

T!tie  other  objections  suggested  by  the  evidence  have  no 
force  and  require  no  consideration. 

The  good  &ith  of  the  defence  in  this  case  is  more  than 
questionable,  in  view  of  the  statement,  in  a  circular  issued  by 
the  defendants,  that  the  arrangement  of  dates  on  revolving 
cylinders  was  "an  improvement  which  revolutionized  the 
manufacture  and  use  of  stamps,"  by  superseding  the  type-set- 
ting stamps,  formerly  in  use.  That  improvement  is  conceded 
to  the  plaintiff,  by  the  absence  of  all  evidence  attacking  the 
novelty  of  the  patent. 

There  must  be  a  decree  for  the  plaintiff,  for  a  perpetual 
injunction,  and  an  account  of  profits,  and  an  ascertainment  of 
damages,  with  costs. 


JFrederio  H.  BeUs^  for  the  plaintiff. 
James  B.  Rdbh^  for  the  defendants. 


ElOHABD   WaSBEN   and   OTHERS,    AsSIONBES    OF    EdMTTND   P. 

Sangeb  and  others,  Banxsttfts 

The  Tenth  National  Bane  and  Matthew  T.  Bbennan, 

Sheriff,  &o.    In  Equtiy. 

Knowledge  of  the  non-payment  of  the  coomiercial  paper  of  a  merchant,  at  ma- 
tority,  fomiahes  reaaonable  canae  to  beUeye  that  he  ia  inaolyent. 

Inability  to  pay  oommeroial  paper,  in  the  doe  conrae  of  hnaineaa,  ia,  in  the  caae 
of  a  merchant,  iaaolyeney. 
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A  creditor  holding  the  oommeroial  ^tapw  of  hia  debtor.  In  reapeet  to  which  the 
debtor  haa  committed  an  act  of  bankmptcf  ,  by  anffering  it  to  remain  unpaid 
in  the  hands  of  anoh  creditor,  for  more  than  two  months  after  its  maturity, 
must  be  held  to  know  that  the  debtor  is  inaolyent  and  haa  committed  an  act 
of  bankruptcy,  if  such  creditor,  inatead  of  putting  the  debtor  into  bankruptcy 
for  snch  act,  prooeeda  to  take  meaaurea  to  secure  a  preference  oyer  other 
creditors. 

What  constitutes  insolyency  in  a  debtor,  and  knowledge  by  him  of  his  inadT- 
ency,  considered. 

If  a  debtor  suffers  a  creditor  to  do  acta  which  will  secure  a  preference,  and 
knows  the  oonsequenoee  of  aneh  acta,  he  intenda  such  consequences,  because 
he  can  prevent  them,  by  using  the  means  proyided  to  effect  an  equal  dMri* 
bution  of  his  property  among  his  creditors. 

What  constitutes,  on  the  part  of  a  creditor,  reaaonable  cause  to  belleye  that  he 
ia  obtaining  a  preference. 

Where  a  debtor  has  committed  no  act  of  bankruptcy,  and  will  not  yoIuntarHy 
petition,  a  creditor  may  aue  him,  so  as  to  force  him  to  commit  an  act  of  bank- 
ruptcy, and  then  himself  proceed  against  him,  for  such  act,  in  Involuntary 
bankruptcy. 

Motive  and  intent  distinguished.  To  do  an  act,  with  knowledge  of  ita  conse- 
quences, Ib  to  intend  the  consequences. 

Where  a  preference  is  obtained  through  a  judgment,  and  a  levy  of  execution,  an 
assignee  in  bankruptcy  may  proceed,  by  a  suit  in  equity,  to  set  aside  the  lien, 
and  may  make  the  sheriff,  aa  well  as  the  creditor,  a  party,  if  the  proceeda  of 
the  execution  be  stUl  in  the  hands  of  the  sheriff^ 

On  awarding  such  proceeds  to  the  assignee  in  bankruptcy,  the  sheriff  was  al- 
lowed his  legal  feea,  and  hia  costs  of  suit,  and  snch  costs  were,  with  the  costs 
of  the  assignee,  charged  on  the  creditor. 

(Before  Woonaurr,  J.,  Southern  District  of  New  York,  March  Sd,  1878.) 

WooDBTjFP,  J.  The  bankrupts  were,  in  and  prior  to  the 
month  of  September,  1870,  merchants  and  traders,  in  the  city 
of  New  York.  In  August,  1870,  their  bank  checks,  drawn  in 
their  firm  name  of  E.  P.  Sanger  &  Company,  on  the  Central 
National  Bank  in  the  city  of  New  York,  dated,  one,  August 
23d,  1870,  for  $4,891  64,  and  one,  August  24th,  1870,  for 
$4,651  37,  were  received  in  the  regular  course  of  business,  and 
were  held  by  the  defendant,  the  Tenth  National  Bank,  and, 
upon  presentation  thereof  to  the  bank  on  which  they  were 
drawn,  payment  was  refused,  and  the  same  remained  unpaid, 
the  drawers  soliciting  and  obtaining  delay  of  prosecution  there- 
on, by  the  assurance  of  a  hope  that  they  should,  by  a  successful 
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continnance  of  their  baBinees,  be  able  to  pay  them.  It  is 
proved,  also,  bj  the  testimony  of  one  of  the  bankrupts,  that, 
in  September,  1870,  the  firm  failed,  and  never  afterwards  re- 
sumed payment  '^  generally  "  of  their  debts.  By  this  qualifi* 
cation,  the  witness'  explanation  shows  that  he  meant  that 
they,  after  their  failure,  bought  a  few  bills  for  cash,  and  paid 
certain  of  their  notes,  open  accounts,  or  checks,  which  were 
specially  arranged  for  and  absolutely  necessary  to  carry  on 
their  business.  They  owed,  when  they  failed,  from  $150,000 
to  $200,000.  The  distinct  and  only  reason  why  they  did  not 
pay  the  checks  held  by  the  defendant,  the  Tenth  National 
Bank,  was,  that  they  had  no  money,  and  the  proofs  show 
that,  in  fact,  they  were  insolvent.  I  do  not  deem  it  very 
material,  but  it  is  also  proved,  that  the  firm  of  E.  P. 
Sanger  &  Co.  had  also  failed  some  time  previously,  and  had 
compromised  with  some  of  their  creditors ;  and  it  was  repre* 
sented  to  the  president  of  the  bank,  by  the  person  from  whom 
the  checks  were  received,  as  an  inducement  to  delay  the  pros* 
ecution  of  the  checks,  that  the  firm  had  compromised  with 
their  creditors,  and  that  his  brother,  (£•  P.  Sanger,)  was  in  a 
'^most  excellent  condition,"  and  would  be  able  to  make  a 
satisfactory  arrangement  in  the  fall.  The  president  of  the 
bank,  in  his  testimony,  shows,  that,  in  his  apprehension,  the 
non-payment  of  the  checks  indicated, ^r  se^  inability  to  pay; 
and  the  negotiations  for  delay,  and  the  urgency  employed  to 
gain  an  extension  of  time,  and  the  assurance  of  expected 
future  ability,  show,  conclusively,  that  he  knew  that  the 
debtors  had  not  then  present  ability  to  pay  the  checks, 
and  he  was  distinctly  told,  that  *'  any  pressure  on  the  part  of 
the  bank  would  embarrass  £.  P.  Sanger."  In  September,  as 
testified,  the  firm  failed,  which  must  mean,  I  think,  that  they 
were  unable  to  meet  their  other  obligations,  and  suffered 
them  to  remain  unpaid,  as  herein  above  stated.  The  checks 
remained  unpaid,  and,  on  the  3d  of  November,  the  bank 
commenced  suits  thereon,  in  which  judgments  were  recovered 
against  the  bankrupts  on  the  12th  of  January,  1871,  by  de« 
fault.    The  defendants  therein,  having  no  legal  defence,  sub- 
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mitted  to  such  recovery  without  opposition^  and  without 
taking  any  measures  to  prevent  the  bank  from  obtaining  any 
advantage  which  might  be  gained  bj  snch  judgment  and 
the  execution  thereof  by  seizure  and  sale  of  their  goods ;  and, 
on  the  same  day,  executions  were  issued  and  levied  upon  the 
goods  of  the  debtors.  After  such  levy,  the  debtors,  who  ap- 
pear to  have  been  engaged  in  an  endeavor  to  compromise 
again  with  their  creditors,  urged  the  bank  to  withdraw  the 
levy,  they,  apparently,  still  hoping,  that,  by  a  compromise 
wiUi  their  creditors,  at  45  cents  on  the  dollar,  they  might  ex- 
tricate themselves  from  their  difficulties;  and,  yielding  to 
solicitation,  the  bank  delayed  a  sale  under  the  executions. 
During  this  delay,  and  while  the  goods  were  in  the  custody 
of  the  sheriff  under  the  levy  of  such  executions,  a  petition  was 
filed  by  other  creditors,  on  the  24th  of  February,  1871,  in  the 
District  Court,  upon  which  the  debtors  were  adjudged  bank- 
rupts, and  the  complainants  in  this  suit  were  appointed 
assignees.  The  District  Court  issued  an  injunction,  restrain- 
ing the  bank  and  the  sheriff  from  disposing  of  the  goods  of 
the  debtors  so  held,  which  injunction  appears  to  be  in  fuU 
force,  except  so  far  as  modified  by  an  order  which  permitted 
the  sale  of  the  goods,  the  sheriff  to  hold  and  retain  the  pro- 
ceeds of  sale,  and  the  said  injunction  to  apply  thereto,  with 
the  same  force  and  effect  as  it  applied  to  the  property  before 
such  order  was  made.  This  suit  was  thereupon  commenced 
against  the  bank,  to  avoid  the  lien  of  the  executions  and 
levy,  establish  the  title  of  the  assignees  in  bankruptcy,  and 
obtain  possession  of  the  moneys  so  held,  and  the  sheriff  is 
made  a  party  defendant,  as  the  custodian  of  the  fund  in  dis- 
pute, and,  in  order  that  the  adjudication  herein  may  be  con- 
clusive upon  both,  and  as  protection  to  the  sheriJOT  against 
any  claim  of  the  bank  upon  him,  but,  otherwise,  or  be- 
yond this,  no  personal  claim  is  made  on  the  sheriff.  The 
bill  herein  was  dismissed,  with  costs,  in  the  District 
Court,  on  the  ground,  that  it  did  not  appear  that  the  bank, 
when  the  levies  were  made,  had  reasonable  cause  to  believe 
that  the  debtors  intended,  by  suffering  the  executions  to  be 
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levied,  to  give  the  bank  a  preference,  or  that  the  bank  in- 
tended to  obtain  a  preference,  or  that  any  fraud  on  the  bank- 
rapt  law  was  intended  by  either.  The  assignees  have  appealed 
to  this  Coart,  and  here  the  claim  of  the  assignees  to  the  fund 
in  question  is  resisted  upon  various  grounds,  which,  so  far  as 
I  think  material,  will  be  briefly  noticed,  or,  at  least,  be  cov- 
ered by  the  conclusions  which  will  be  stated. 

I.  (1.)  Before  the  suits  were  commenced,  the  bank  had  rea- 
sonable cause  to  believe  that  the  debtors  were  insolvent.    The 
non-payment  of  their  commercial  paper  at  maturity  was,  of 
itself,  sufficient  cause  for  such  a  belief,  as  has  more  than  once 
been  held,  in  this  Circuit.    But,  added  to  this,  the  proofs 
above  recited  show,  that  the  president  of  the  bank  knew  that 
the  non-payment  was  by  reason  of  inability  to  pay ;  and,  in- 
ability to  pay,  in  due  course  of  business,  is,  in  fact,  in  the  case 
of  a  merchant,  insolvency,  within  the  meaning  of  that  term. 
This  has  been  so  often  adjudged,  in  giving  a  construction  to 
the  bankrupt  law,  that  it  has  passed  into  a  maxim.    Nor  is 
this  all.    The  president  of  the  bank  was  informed,  before  the 
suits  were  commenced,  that,  if  the  bank  should  press  the 
debtors  for  payment,  it  would  embarrass  the  debtors.    This 
was  a  singular  expression  to  apply  to  debtors  who,  as  he  knew, 
were  already  in  a  condition  in  which  they  could  not  meet  their 
bank  checks,  and  were  urging  for  delay ;  and  it  could  only 
mean,  that,  if  the  bank  attempted  coercion,  it  would  break  up 
their  business.    I  am  aware,  that  it  was  represented  that  the 
debtors  were  ^^  in  excellent  condition,"  and  that,  if  not  pressed 
for  payment,  there  was  ground  of  expectation  that  they  would 
soon  be  able  to  pay.    But,  this  does  not  make  it  less  certain, 
that  they  were,  in  fact,  then  insolvent,  and  that  the  president 
of  the  bank  knew  the  facts  constituting  insolvency  in  the  law ; 
and  it  is  quite  impossible  to  hold,  upon  all  these  proofs,  that 
the  bank  had  not,  when  the  suits  were  commenced,  reason- 
able cause  to  believe  such  insolvency.    The  contrary  is  inevit- 
able, from  facts  which  are  proved  and,  in  substance,  admitted 
by  the  president  of  the  bank  himself. 

(2.)  Before  the  commencement  of  the  suits,  the  debtors 
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had  committed  an  act  of  bankmptcj,  and  the  bank  knew  it. 
Non-payment  of  the  checkB^  (which  were  commercial  paper,) 
and  neglecting  to  pay  them  for  more  than  two  months,  was, 
itself,  an  act  or  acts  of  bankmptcj.  It  is  trne,  that  a  solvent 
man  can  commit  an  act  of  bankmptcj,  bnt,  it  is  not  according 
to  the  nsnal  conrse  of  events,  for  solvent  persons  to  commit 
snch  acts  of  bankruptcy  as  these ;  and  the  bank  should  be  held 
to  the  just  and  reasonable  inferences  from  such  acts,  when, 
instead  of  proceeding,  as  the  bank  might  have  done,  to  have 
the  debtors  adjudged  bankrupt,  and  compel  that  equal  distri- 
bution which  the  bankrupt  law  aims  to  secure,  it  adopted 
measures  which,  if  successful,  must  result  in  giving  itself  a 
preference  over  other  creditors. 

(3.)  All  the  facts  of  which  the  bank  had  knowledge,  and 
those  which  the  bank  had  reasonable  cause  to  believe,  were 
perfectly  and  fully  known  to  the  debtors  themselves.  They 
knew  they  were  insolvent  within  the  meaning  of  the  law,  and 
they  were,  m  tact,  insolvent,  in  every  sense  of  the  term. 

(4.)  The  debtors  also  knew,  that,  if  they  submitted  to  suits, 
judgments,  levies  and  sale  of  their  goods,  for  the  payment  of 
the  bank,  it  would  give  the  bank  a  preference  over  other 
creditors,  whom  they  could  not  pay.  It  is  very  true,  that  they 
were  reluctant  to  be  sued ;  they  implored  further  delay ;  they 
begged  to  have  the  levies  withdrawn ;  they  earnestly  desired 
to  struggle  on  yet  longer,  for  the  purpose  of  an  endeavor,  at 
least,  to  make  such  profits  in  their  business  as  would  enable 
them  to  pay  the  bank,  and  enable  them  to  compromise  with 
their  creditors.  Possibly,  they  deemed  such  a  result  probable, 
if  time  were  given  them ;  but,  from  the  moment  suits  were 
brought,  they  knew — they  must  have  known — ^that,  if  those 
suits  were  carried  to  judgments,  executions,  sales,  and  the  re- 
ceipt of  the  money,  this  would  give  to  the  bank  a  preference 
over  other  creditors.  In  this  condition  of  things,  if  they  had 
themselves  sold  a  portion  of  their  goods,  for  the  purpose  of 
paying  the  bank  in  full,  and  had  made  that  payment,  it 
would  have  been  an  illegal  preference,  plainly  and  intention- 
ally so.  Standing  by  and  suffering  the  same  result,  with 
certain  knowledge  of  the  consequence,  was  suffering  the  bank 
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to  gain  such  preference ;  and  it  is  doing  violence  to  reason, 
good  sense  and  the  proper  meaning  of  language,  to  saj,  that 
debtors  do  not  intend  the  necessary  consequence  of  their  acts, 
or  of  the  acts  which  they  permit  or  snffer  to  be  done,  and 
which  they  can  prevent,  if  they  will,  by  the  means  which  the 
law  places  at  their  command,  to  effect  a  legal  and  equal  dis- 
tribution among  their  creditors. 

(5.)  The  like  observations,  in  the  particulars  last  named, 
apply  to  the  bank.  Having  the  knowledge  it  possessed,  it  is 
very  little  to  say,  that  it  had  reasonable  cause  to  believe  that 
the  necessary  consequence  of  success  in  its  suits,  if  it  obtained 
a  levy  and  sale  and  collected  its  judgments,  would  be  to  gain 
a  preference,  and  that  the  debtors  would  not  be  able  to  pay 
their  other  creditors.  In  this  view,  it  is  wholly  immaterial 
whether  other  debts  were  then  due  and  payable,  or  not. 
From  the  moment  the  suits  were  begun,  and  begun,  as  they 
were,  with  the  express  notice  above  mentioned,  that,  if  there 
was  any  pressure,  the  debtors  would  be  *^  embarrassed,"  or,  in 
other  words,  would  be  in  no  situation  to  pay  their  debts,  they 
acted  in  disregard  of  the  duty  of  the  debtors  to  provide  for 
the  equal  distribution  of  their  property,  in  like  disregard  of 
the  right  of  other  creditors  to  such  distribution,  and  with  the 
single  purpose  to  compel  payment  to  themselves,  at  all  events. 
They  had  not  the  apology  for  bringing  suit,  which  creditors 
often  have,  where  the  debtor  has  committed  no  act  of  bank- 
ruptcy, and  will  not  himself  voluntarily  apply  to  be  declared 
a  bankrupt,  and  so  commit  his  estate  to  that  distribution 
which  the  law  provides  for.  Such  a  creditor  may  properly 
sue,  and,  by  so  doing,  force  his  debtor  into  an  act  of  bank- 
ruptcy, upon  which  proceedings  in  bankruptcy  may  be  taken 
against  him  by  the  creditor  himself  so  suing.  Here,  an  act  of 
bankruptcy  had  been  committed,  and  it  was  known  to  the 
bank.  Why  did  they  not  proceed  thereupon  ?  Plainly,  be- 
cause they  were  seeking  to  compel  payment  to  themselves, 
without  regard  to  other  creditors.  Both  the  president  and 
the  debtor  deny  an  intent  to  prefer  the  bank.  This  is  not 
unusual.    The  debtor  mayy  no  doubt,  truthfully  say,  that  the 
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motive  whicli  governed  him  was  not  a  preference  for  the  bank 
over  other  creditors.  As  to  both  of  the  witnesses,  it  is  plain, 
that  thej  regard  motive  and  intent  as  identical.  Kot  so.  An 
intent  often  exists,  where  motive  is  wholly  wanting,  and  mere 
indifference  exists.  When  a  man  does  an  act,  or  omits  to  do 
an  act,  with  knowledge  of  the  consequences,  he  intends  the 
consequences,  just  as  truly  as  he  intends  to  do,  or  to  omit,  the 
thing  done  or  omitted. 

(6.)  These  conclusions  make  the  conduct  of  the  bank  and 
of  the  debtors  a  fraud  upon  the  bankrupt  law.  The  bank  in- 
tended to  prcK^ure  payment,  without  regard  to  the  other  cred- 
itors. The  debtors  knowingly,  and,  therefore,  intentionally, 
suffered  the  bank  to  go  on  to  secure  this  object,  knowing  and, 
therefore,  intending  this  result.  Otherwise,  they  would,  as 
easily  they  might,  have  prevented  it.  All  this  was,  of  course, 
known  to  the  bank. 

(7.)  These  views  bring  the  present  case  distinctly  within 
the  decision  of  this  Court  in  Smith  v.  Bucha/naUy  (8  BlatcJif. 
C.  C.  It.j  153,)  and  within  the  opinion  of  the  Supreme  Court, 
recently  pronounced,  {Btichancm  v.  Smithy  5  Chioago  Legal 
NewB^  277,  and  7  Nat.  Bank.  Reg.^  513,)  aflSrming  the  de- 
cision in  that  case.  The  facts  are,  in  every  material  particu- 
lar, identical.  Cases  might  be  multiplied,  similar  in  principle. 
(See  Haskell  v.  IngaUs^  (5  Nat.  Bank  Beg.y  205 ;)  and  the 
opinion  of  Dillon,  Circuit  Judge,  in  Wilson  v.  City  Ba/nk^ 
(Id.^  270,)  expresses  like  views.)  I  find  no  ground  for  sus- 
taining the  claim  of  the  bank  to  the  fund  in  question,  with- 
out retracting  very  much  that  has  been  announced  in  the 
opinions  of  this  Court,  «nd  rejecting  the  opinions  of  most  of 
the  judges  called  to  administer  the  bankrupt  Act.  The  opin- 
ion of  the  Supreme  Court,  on  aflirming  the  decision  of  this 
Court  in  Smith  v.  Btushaman^  is  very  full  in  support  of  the 
views  above  expressed.  It  denominates  the  silent  acquiescence 
of  the  debtors,  without  invoking  the  protecting  shield  of  the 
bankrupt  Act, ''  the  passive  assistance  "  rendered  by  the  debt- 
ors to  the  procurement  of  the  lien  which  would  necessarily,  if 
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not  defeated,  give  the  creditors  an  illegal  preference,  and 
woald  be  a  frand  upon  the  Act. 

II.  It  is  urged,  that  the  remedy  of  the  assignees  was  at  law, 
and  not  in  equitv ;  and  that  the  bill  should  have  been  dis- 
missed upon  that  ground,  also.  The  object  of  the  bill  was, 
to  set  aside  the  lien  of  the  judgments  of  the  bank,  and  of  the 
executions  upon  the  personal  property  of  the  debtors.  Until 
that  was  done,  the  sheriff,  who  made  his  levy  before  the  pro* 
ceedings  in  bankruptcy  were  commenced,  was  acting  in  the 
clear  line  of  his  duty.  He  ought  not  to  be  proceeded  against, 
or  called  upon  to  settle  the  question  in  conflict  6n  his  own  re- 
sponsibility, nor  without  such  a  proceeding  as  would,  by  con- 
cluding the  bank,  protect  him  in  delivering  the  property 
levied  upon  to  the  assignees.  Without  asserting  that  the  as- 
signees could  not  maintain  trover  or  replevin  against  the 
sheriff,  I  am  of  opinion,  that  a  bill  in  equity  was  the  most 
convenient  and  effectual.  It  enables  the  Court  to  settle  the 
rights  of  all  the  parties  in  one  suit,  and  not  leave  the  sheriff 
to  a  further  litigation  with  the  bank.  Had  trover  been 
brought  against  the  sheriff,  he  might,  with  great  propriety, 
have  applied  to  a  Court  of  equity  to  protect  him,  by  bringing 
the  real  parties  to  the  controversy  into  actual  contest,  for  his 
protection.  The  sale  of  the  property  by  order  of  the  Bank- 
rupt Court  does  not  change  the  case  in  that  respect.  The 
order  of  that  Court  substituted  the  money  in  the  hands  of  the 
sheriff  for  the  property  itself,  to  be  held  by  him  under  the 
injunction  previously  granted,  and  with  the  like  effect,  directly 
and  incidentally,  as  he  held  the  property  before  the  sale. 
Smith  V.  Buohanom  was  a  suit  in  equity,  like  the  present,  and 
numerous  other  like  suits  have  been  brought  and  sustained  in 
the  several  Circuits. 

III.  On  behalf  of  the  sheriff,  it  is  insisted,  that  he  is  an 
oflScer  of  the  State  Courts,  and  held  the  property  by  virtue  of 
their  mandate ;  that  this  is  an  interference  with  the  authority 
and  jurisdiction  of  the  State  Courts ;  and,  therefore,  that  the 
sheriff  ought  not  to  be  made  a  party.  There  is  nothing  in 
this.    The  proceeding  no  more  interferes  with  him,  or  with 
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the  State  Conrts,  than  would  an  action  of  trover  or  replevin, 
when  he  levies  npon  and  retains  property  which  he  has  no 
right  to  apply,  to  pay  an  execution.  He  is  made  a  party  for 
his  own  protection,  and  because  he  holds  the  subject  of  the 
controversy.  No  decree  is  sought,  and  none  should  be  made, 
affecting  him,  otherwise  than  as  the  custodian  of  the  fund,  and 
to  secure  the  control  of  the  Court  over  it.  He  has  in  no  other 
sense  any  personal  interest  in  the  controversy,  and  ought  not 
to  be  prejudiced,  in  any  manner,  by  the  decree.  If  he  had 
been  sued  at  law,  he  would  have  been  in  a  worse  position,  and 
might  have  found  it  necessary  himself  to  apply  to  a  Court  of 
equity  for  protection.  Having  actually  taken  the  property, 
he  would  have  had  no  bond  or  other  indemnity  from  the  bank, 
against  the  claim  of  the  assignees. 

The  proofs  show,  that  the  sheriff  has  the  money  in  his  pos- 
session. His  counsel,  on  the  argument,  stated,  that,  by  direc- 
tion of  the  State  Court,  he  had  paid  the  money  to  the  other 
defendant.    But,  no  such  fact  is  before  the  Court 

The  decree  of  the  District  Court  must  be  reversed,  and  a 
decree  be  entered  awarding  to  the  complainant  the  proceeds 
of  the  sale  of  the  property  in  question,  but  allowing  the  sheriff 
any  legal  fees  which  have  not  been  paid  to  him,  and,  also,  his 
costs  in  this  suit,  but  charging  the  other  defendant  with  such 
costs,  and  also  with  the  costs  of  the  complainants  herein. 

Alexander  Blvmienetidy  for  the  plaintiffs. 

Henry  E.  Tremam^  for  the  Tenth  National  Bank. 

Brown^  Hall  db  Vomderpod^  for  the  sheriff. 
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N.  sold  to  Li,  and  deliTered  into  bis  possession,  certain  cbsttels,  taking  tlierefor 
the  note  of  L.,  payable  one  day  after  date,  without  gpraee,  and  a  mortgage  on 
the  chattels,  to  secure  the  note,  and  renewals  of  it,  endorsed  on  it  Four  notes, 
as  one  renewal  of  it,  made  three  days  after  its  date,  were  endorsed  on  it,  the 
latest  of  which  became  dae  in  six  months.  The  mortgage  was  not  renewed, 
within  twelye  months,  under  the  law  of  New  York,  by  filing  it  in  the  town 
where  L.  resided.  Afterwards,  L.  was  adjudged  a  bankrupt  The  chattels 
were  never  taken  back  into  the  possession  of  N.,  and  passed  into  the  hands  of 
the  assignee.  N.  claimed  their  proceeds,  the  notes  not  haying  been  paid : 
EM: 

(1.)  That  N.  had  no  lien  as  Tender,  apart  from  the  mortgage  lien,  because  he  had 
parted  with  the  possession  of  the  chattels,  and  the  sale  was  not  on  an  agree- 
ment that  the  title  should  not  pass,  or  that  the  deliyery  of  possession  should 
be  other  than  absolute ; 

(2.)  That  the  mortgage,  because  not  so  filed,  was  yoid  as  against  creditors,  and 
as  against  the  assignee  in  bankruptcy,  representing  them; 

(3.)  That,  so  long  as  N.  did  not  take  possession  of  the  chattels,  the  statute  as  to 
filing  the  mortgage  operated,  although  the  first  note  was  not  paid  at  maturity, 
and  the  other  notes  were  not  given  until  two  days  afterwards. 

Although  the  title  of  the  mortgagee  of  the  chattels  becomes  absolute  as  between 
him  and  the  mortgagor,  by  forfeiture,  on  default  of  payment  of  the  mortgage 
debt,  it  ii^  nevertheless,  necessary  to  file  the  mortgage,  if  the  possession  of 
the  mortgagor  is  suffered  to  continue. 

The  assignee  in  bankruptcy  represents  all  the  creditors;  and,  whatever  right 
they  might  assert  as  creditors,  if  they  had  obtained  Judgments,  he  may,  for 
their  benefit,  assert^  whether  it  be  to  set  aside  conveyances  by  the  bankrupt 
which  are  fraudulent  and  void  as  against  oreditorai,  or  which  are  otherwise,  as 
against  them,  invalid. 

(Before  Woodkufv,  J.,  Southern  District  of  New  York,  March  8d,  18Y8.) 

This  was  a  petition  by  John  H.  Piatt,  assignee  in  bank- 
ruptcy of  Simon  Leland  and  others,  to  review  and  reverse  an 
order  of  the  District  Court,  directing  such  assignee  to  pay  to 
Kicol  &  Davidson  the  proceeds  of  certain  chattels  found  in 
the  possession  of  two  of  the  bankrupts,  which  the  said  Nicol 
&  Davidson  claimed  under  and  by  virtue  of  a  chattel  mort- 
gage, and  also  by  virtue  of  a  lien  for  tlie  unpaid  price  of  the 
chattels,  on  a  sale  thereof  to  the  bankrupts. 
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Thomas  JbT.  Norih^  for  the  assignee. 

Amos  O.  BttU  and  Henry  E.  DavieSy  for  Nicol  &  David- 
son. 

WooDBUTF,  J.  In  the  soramer  of  1870,  and  on  or  before 
the  17th  of  Jnne,  the  claimants,  Nicol  &  Davidson,  sold  to 
two  of  the  bankrupts,  Warren  Leland  and  Charles  Leland, 
then  doing  business  and  conducting  a  hotel  at  Saratoga 
Springs,  under  the  firm  name  of  "  Leland,  Brothers,"  certain 
chandeliers  and  gas  fixtures,  for  use  in  the  said  hotel,  and,  on 
the  said  17th  of  June,  they  received,  for  the  price,  or  the  chief 
portion  of  the  price,  the  promissory  note  of  the  said  Leland, 
Brothers,  for  $4,537  75,  dated  June  17th,  1870,  payable  one 
day  after  date,  without  grace ;  and,  at  the  same  time,  they 
also  received,  from  the  said  purchasers,  their  mortgage,  ex- 
ecuted by  each  in  his  proper  name,  by  which  they  mortgaged 
the  same  chattels,  to  secure  the  payment  of  the  note,  describ- 
ing the  sum  secured  as  being  the  purchase  money  of  the  chat- 
tels. The  condition  of  the  mortgage  is,  that  the  mortgagors 
pay,  on  or  before  the  18th  of  June,  1870,  the  sum  of  $4,537  76, 
"  according  to  the  condition  of  a  promissory  note,  bearing 
even  date  therewith,  and  according  to  the  renewals  of  said 
note  above  described,  endorsed  on  the  back  of  said  note," 
with  a  provision,  that,  until  default,  the  mortgagors  may  re- 
main in  the  possession  of  the  said  goods  and  chattels,  and  in 
the  full  and  free  enjoyment  of  the  same.  Upon  the  back  of 
the  said  note  appears  the  following  endorsement :  ''  This  note 
is  renewed,  by  the  execution  of  four  notes  as  follows,  (three 
of  which  are  also  subject  to  be  renewed,)  and  are  each  dated 
June  20th,  1870,  one  for  $1,009  72,  payable  forty-five  days; 
$1,012  13,  sixty  days;  $1,300  18,  four  months;  $1,315  51, 
six  months.  Nicol  &  Davidson."  This  mortgage  was  filed 
in  the  town  of  Saratoga  Springs,  and,  before  the  expiration  of 
twelve  months,  a  copy  thereof,  with  the  statement  specified  in 
the  statute  of  New  York  requiring  the  filing  of  chattel  mort- 
gages, was,  also,  there  filed ;  but,  it  is  admitted,  as  part  of  the 
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proof  in  the  case,  that,  although,  during  a  portion  of  the  sum- 
mer, the  mortgagors  attended  personally  to  the  conduct  and 
management  of  the  hotel  at  Saratoga  Springs,  they,  each  of 
them,  resided,  with  their  respective  families,  in  Westchester 
county,  where  each  claimed  to  reside,  paid  taxes,  and  voted  as 
a  resident,  visiting  and  remaining  at  Saratoga  temporarily, 
for  the  conduct  and  superintendence  of  the  hotel,  between 
June  and  September. 

It  is  claimed  and  insisted  by  the  assignee,  that  such  mort- 
gage is  void,  under  the  statute  of  New  York  which  declares, 
that  mortgages  of  chattels  are  void,  as  against  creditors,  unless 
filed  Jn  the  town  in  which  the  mortgagor  resides.  On  the 
other  hand,  it  is  claimed  and  insisted  by  the  mortgagees,  Ist, 
.  that,  irrespective  of  the  question,  whether  the  mortgage,  as 
such,  is  valid,  they  have  a  valid  lien  upon  the  chattels  in 
qnestion,  as  vendors,  for  the  unpaid  purchase  money ;  and, 
2d,  that,  by  the  non-payment  of  the  principal  note,  due  one 
day  after  date,  the  title  of  the  mortgagors  was  forfeited,  and 
the  title  of  Nicol  &  Davidson  thereupon  became  absolute, 
and  that,  therefore,  it  is  immaterial  whether  the  mortgage  was 
filed  in  the  proper  office,  or  not,  and  the  title  of  the  mort- 
gagors is  good. 

I.  There  is,  no  doubt,  a  lien,  in  favor  of  the  seller  of  per- 
sonal property,  for  the  price  of  the  sale ;  and,  notwithstand- 
ing a  sale  which  is  perfected  so  as  to  vest  the  title  in  the  pur- 
chaser, the  seller  may  retain  the  possession,  in  virtue  of  his 
Ben,  nntil  the  price  is  paid.  If  nothing  be  agreed  between 
seller  and  purchaser,  which  operates  as  a  waiver  or  modifica- 
tion of  this  lien  and  right  of  possession,  the  right  of  the 
seller  is  not  unlike  that  of  a  pledgee  of  personal  property. 
He  has  a  lien  accompanied  by  possession ;  but,  possession  is 
necessary  to  support  the  lien,  and,  if  possession  be  surrendered, 
the  lien  is  gone.  In  the  case  of  the  seller,  there  is  an  ap- 
parent, but  only  an  apparent,  modification  of  this  rule,  where 
the  purchaser  becomes  insolvent  after  the  sale,  and  although 
the  seller  has  parted  with  the  possession,  while  the  goods  are 
in  course  of  transportation  to  the  buyer,  in  which  case  the 
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seller  has  the  right  of  stoppage  in  transitu^  by  the  exercise  of 
which  he  may  resume  the  actual  possession  of  the  goods. 
This  right  is  sometimes  called  an  extension  of  his  lien  for  the 
price.  But,  if  the  goods  are  actually  delivered  to  the  buyer, 
or,  being  forwarded  to  him,  actually  reach  him,  so  as  to  come 
to  his  possession,  as  buyer,  the  lien  is  gone.  Kon-payment  of 
the  price,  in  such  case,  does  not  entitle  the  seller  to  reclaim 
the  goods,  there  being  no  fraud  vitiating  the  sale  itself.  So 
that,  the  sellers,  in  the  present  case,  had  not,  independent  of 
any  special  agreement,  any  lien  entitling  them  to  claim  or 
hold  the  goods  as  against  the  assignee  in  bankruptcy.  They 
could  not,  unless  by  special  agreement,  have  reclaimed  them 
from  the  bankrupts  themselves. 

It  is,  however,  competent  for  buyer  and  seller  to  agree 
upon  a  conditional  delivery,  so  that,  although  the  title  and 
possession  pass  to  the  buyer,  the  seller  may,  nevertheless, 
assert  a  lien,  and  reclaim  the  goods,  if  the  price  be  not  paid 
according  to  the  terms  of  sale.  Such  an  arrangement  is,  how- 
ever, not  to  be  confounded  with  a  conditional  sale.  Where  it 
is  agreed  that,  though  the  price  is  fixed,  the  title  shall  remain 
in  the  seller,  or  shall  not  pass  or  vest  in  the  buyer,  unless  and 
until  the  price  is  paid,  according  to  the  terms  agreed  upon, 
there  the  property  remains  in  the  seller,  as  against  all  the 
world,  if  such  price  be  not  paid.  But,  an  actual  sale  in  form 
and  effect  to  pass  the  title,  followed  by  a  merely  conditional 
delivery,  is  a  totally  different  transaction ;  and  whether,  in 
such  case,  the  seller  can  reclaini,  will  depend  upon  other  con- 
siderations. As  against  the  buyer,  he  undoubtedly  may,  if 
the  price  is  not  paid  at  the.  time  agreed  upon.  But,  the  rights 
of  creditors  or  of  purchasers  may  intervene,  to  cut  off  such 
right  of  reclamation. 

Without  discussing  every  supposable  case  in  which  there 
is  an  absolute  sale,  but  with  a  conditional  delivery,  for  the 
purpose  of  preserving  the  lien  of  the  seller,  it  must  suffice  to 
say,  first,  that  in  the  present  case,  the  sale  by  Nicol  & 
Davidson  was  not  a  conditional  sale.  The  title  passed  to  the 
bankrupts.    There  was  no  agreement  that  it  should  not  pass 
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until  the  price  was  paid,  and  they  are  not  entitled  to  claim 
the  goods,  or  the  proceeds  thereof,  on  the  ground  that  thej 
never  parted  with  the  title.  Second,  seeking  to  establish 
their  lien  for  the  price,  by  virtue  of  a  special  agreement  with 
the  buyers,  they  must  abide  by  the  actual  agreement  made, 
and  the  instrument  executed  in  conformity  with  that  agree- 
ment. There  is  no  proof  of  any  other  agreement,  and,  if  the 
instrument  expressing  their  agreement  is  not  effectual,  by 
reason  of  the  failure  of  the  buyers  to  do  what  is  by  law 
necessary  for  their  protection,  they  fail  to  obtain  any  benefit 
therefrom.  They  received  from  the  buyers  a  mortgage  of  the 
goods.  That  was  what  the  buyers  agreed  to  give  them.  The 
delivery  of  the  goods  was,  in  all  other  respects,  absolute,  and 
vested  a  perfect  title  in  the  buyers,  only  subject  to  such  mort- 
gage. Tlie  sellers  cannot  now  fall  back  upon  any  other  sup- 
posed or  possible  agreement,  qualifying  the  delivery,  and 
securing  to  them  a  lien  for  the  price.  Their  whole  right  and 
interest  depends  upon  the  terms  of  the  mortgage,  its  validity 
and  its  effect. 

II.  Does  the  mortgage  entitle  them  to  reclaim  the  goods  ? 
Unquestionably,  it  does,  as  between  them  and  the  mortgagors, 
on  default  of  payment  according  to  the  condition  thereof. 
But,  it  not  having  been  filed  where  the  mortgagors  resided, 
the  statute  of  the  State  of  Kew  York  declares  it  void  as  against 
creditors ;  and  that  statute  is  equally  controlling  in  this  Court 
and  in  the  Courts  of  the  State. 

It  is  claimed  that,  because  it  is  valid,  without  being  prop- 
erly filed,  as  against  the  bankrupts,  it  is,  therefore,  good  as 
against  their  assignee  in  bankruptcy,  and  that  no  creditor  but 
a  judgment  creditor  can  impeach  or  deny  its  validity.  If  it 
were  material,  it  would  be  sufficient  to  say,  that,  in  this  case, 
it  is  proved,  that  there  are  judgment  creditors,  and  that  the 
assignee  in  bankruptcy  is  acting  herein  in  their  behalf,  as 
well  as  in  behalf  of  all  others.  But,  the  claim  is  erroneous, 
on  a  broader  ground.  The  proceedings  in  bankruptcy  arrest 
the  ordinary  proceedings  of  creditors  to  obtain  judgments, 
and  thereby  to  secure  an  appropriation  of  the  debtor's  prop- 
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ertj  to  their  use,  and  tlie  assignee  in  bankrnptcj  represents 
them.  He  is~  trustee  for  them ;  and,  whatever  right  thej 
might  assert  as  creditors,  if  thej  had  obtained  jadgraen|;s,  he 
may,  for  their  benefit,  assert^  whether  it  be  to  set  aside  oon- 
vejances  by  the  bankrupts,  which  are  fraudulent  and  void  as 
against  creditors,  or  which  are  otherwise,  as  against  them, 
invalid. 

It  is  next  claimed,  that,  in  this  case,  the  title  of  the  mort- 
gagors was  forfeited  by  the  non-payment  of  the  note  due  one 
day  after  its  date ;  that,  therefore,  the  title  of  Nicol  &  David- 
son became  absolute  on  the  lapse  of  that  day,  so  that,  after 
the  18th  of  June,  1870,  the  title  to  the  chattels  was  vested  in 
them,  and  the  subsequent  possession  of  the  mortgagors  was 
as  mere  bailees  of  the  mortgagees ;  and  that,  so,  no  title  could 
pass  to  the  assignee  in  bankruptcy.  The  general  proposition, 
that,  on  breach  of  the  condition  of  a  chattel  mortgage,  the 
legal  title  of  the  mortgagee  becomes  absolute,  as  between  the 
mortgagor  and  mortgagee,  is  incontrovertible,  Numerous 
cases  from  the  Courts  of  this  State  are  cited  to  that  proposi- 
tion. But,  it  is  to  be  observed,  that,  in  all  of  them,  the  mort- 
gage itself  is  assumed  to  be  valid  as  against  creditors,  and  the 
questions  were,  whether  any  right  remained  in  the  mortgagor, 
after  default  of  payment,  which  could  be  reached  by  execution 
or  like  procedure ;  and  they  by  no  means  hold,  that  mere 
non-payment  cuts  off  the  equitable  right  to  redeem  the  goods* 
It  may  be  added,  further,  that,  in  the  absence  of  any  statute  on 
the  subject,  it  would,  I  think,  be  clear,  that,  after  forfeiture, 
the  title  would  be  so  fully  vested  in  the  mortgagee,  that  it 
could  only  be  impeached  on  the  ground  upon  which  any  sale 
or  transfer  of  chattels  by  a  debtor  may  be  impeached,  if  the 
debtor  is  permitted  to  remain  in  possession  thereof.  After 
forfeiture,  the  mortgagee  would  be  in  no  better  condition 
than  an  assignee  or  purchaser  who  took  no  possession  of  the 
goods. 

But,  here,  the  statute  is  the  test  of  the  right  of  the  mort- 
gagee. That  declares,  that  a  mortgage,  unaccompanied  by  a 
delivery  and  a  continued  change  of  possession,  shall  be  void, 
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as  against  Creditors,  unless  the  mortgage  be  filed  as  therein 
prescribed.  Without  at  present  denying,  that  if,  after  forfeit- 
nre,  the  mortgagee  iakes  possession  of  the  goods,  he  may 
hold  them  against  subsequent  creditors,  though  the  mortgage 
be  not  filed,  I  think  it  clear,  that,  while  no  suoh  possession  is 
taken,  and  the  goods  remain  in  the  possession  of  the  mort- 
gagors, they  are  subject  to  the  operation  of  this  statute.  The 
mortgagors  have  the  possession,  with  a  right  to  redeem  by 
paying  the  debt — a  right  in  equity  only,  but,  nevertheless,  a 
right  which  leaves  the  title  still  within  the  category  contem- 
plated by  the  statute.  The  provision  of  the  statute  requiring 
the  filing  of  a  copy  of  the  mortgage  within  twelve  months  after 
it  is  first  filed,  together  with  a  statement  of  the  interest  of  the 
mortgagee  under  the  same,  plainly  indicates  this.  It  is  in- 
tended by  the  statute,  that,  wher?  a  creditor  claims  title  to 
chattels  under  or  by  virtue  of  a  mortgage,  but  the  possession, 
use  and  enjoyment  are  in  the  mortgagor,  who  is,  by  virtue  of 
such  possession  and  use,  the  apparent  owner,  creditors  and 
others  shall  be  informed,  by  the  filing  of  the  mortgage,  and 
by  the  filing  of  a  copy  thereof  from  year  to  year,  not  merely 
that  such  chattels  are  subject  to  a  mortgage,  but  shall  be  in- 
formed of  the  nature  and  extent  of  the  interest  therein 
claimed  by  the  mortgagee.  This  construction  of  the  statute 
is  essential  to  its  usefulness  for  the  purpose  for  which  it  was 
enacted ;  for,  otherwise,  it  could  be  rendered  wholly  useless, 
and  its  operation  evaded,  by  making  mortgages  payable  on  de- 
mand, making  an  immediate  demand,  and  thence  onward 
suffering  the  goods  to  remain  in  the  possession  of  the  mort- 
gagor, without  filing  the  mortgage  at  all.  The  maxim,  once 
a  mortgage  always  a  mortgage,  must,  under  this  statute,  apply 
to  the  relations  of  the  parties  until  the  mortgagee  takes  pos- 
•session.  I  apprehend,  that  mortgages  payable  on  demand, 
and  mortgages  payable  in  one  year,  or  at  a  less  period,  after 
date,  have  been  very  common  in  this  State ;  and  that  it  is  the 
generally  received  construction  of  the  statute,  that,  if  the 
mortgagee  desires  to  preserve  his  rights  under  the  mortgage, 
he  must  refile  it  at  the  end  of  each  year,  notwithstanding  it 
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has  become  payable,  and  the  mortgagor  has  paid  nothing,  or 
has  paid  a  part  only.  It  is  in  accordance  with  the  views  above 
expressed,  that  the  opinion  in  My  r.*Camleyj  (19  Jff.  Y^ 
496,  499,)  in  the  Court  of  Appeals  of  this  State,  with  the  con- 
corrence  of  all  the  judges,  states :  ^^  When  the  title  to  the 
property  has  absolutely  vested  in  the  mortgagee,  by  failure  to 
perform  the  condition,  a  refiling  is  necessary  to  preserve  the 
title  of  the  mortgagee,  when  there  has  been  no  change  of  pos- 
session. Once  a  mortgage,  it  so  continues  for  the  purpose  of 
filing,  until  the  rights  of  the  parties  have  been  changed  by 
some  new  act  or  contract  in  relation  to  the  property."  The 
Court  of  Common  Pleas  held  the  same,  in  Gould  v.  Bowne^ 
(4  N.  T.  Leg.  Ohs.j  424.)  On  this  ground,  therefore,  I  am 
constrained  to  hold,  that  the  mortgage  was  invalid,  as  against 
the  assignee. 

III.  It  was  earnestly  insisted,  on  the  argument  herein, 
that  it  was  error  to  hold  that  the  title  of  the  mortgagors  was 
forfeited  at  law  by  the  non-payment  of  the  note  of  June  17th, 
1870,  payable  one  day  after  date,  because  the  mortgage  itself 
contemplated  the  renewals  a  memorandum  of  which  was  en- 
dorsed on  the  note,  and  showed,  in  and  by  the  terms  of  the 
mortgage  itself,  that  there  was,  and  could  be,  no  forfeiture, 
by  breach  of  the  condition,  until  the  renewal  notes  or  one  of 
them  became  due.  For  this  reason,  it  was  insisted,  that  the 
title  of  Nicol  &  Davidson  was  that  of  mortgagees  before  for^ 
feiture,  and  was  most  clearly  within  the  statute,  and  void. 

Taking  the  whole  language  of  the  mortgage  into  view,  I 
am  decidedly  of  opinion,  that  there  was  no  forfeiture  on  the 
expiration  of  the  one  day  after  the  date  of  the  principal  note* 
The  very  instrument  which  provides  for  the  forfeiture  recog- 
nizes, in  terms,  the  right  of  renewal,  and  the  endorsement  on 
the  note  shows  the  fact  of  renewal.  There  was,  therefore,  no 
breach  while  the  mortgagors  exercised  the  right  which  the 
mortgage  itself  recognized.  Nicol  &  Davidson  could  not, 
as  between  them  and  the  mortgagors,  have  insisted  on  taking 
possession  of  the  property,  unless  and  until  the  mortgagors 
made  default  in  the  payment  of  one  of  the  renewal  notes ; 
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and,  iLDtil  then,  there  was  no  forfeiture  at  law.  The  necessity 
of  filing  the  mortgage,  to  preserve  the  lien,  was,  therefore, 
nnquestionahle.  Bat,  I  do  not  find  in  the  papers  submitted 
to  me  anything  to  show  that  this  distinction  is  material  in 
this  case.  None  of  the  papers  inform  me  when  the  petition 
was  filed  upon  which  the  mortgagors  were  adjudged  bankrupt. 
If  that  was  after  the  renewal  notes,  or  one  of  them,  became 
due,  then  the  condition  of  the  mortgage  was  broken,  and  it  is 
wholly  immaterial  whether  forfeiture  be  deemed  to  result 
from  that,  or  from  the  non-payment  of  the  principal  note, 
which  by  its  terms,  was  payable  one  day  after  date.  The  fore- 
going conclusions  apply  to  either.  If  the  petition  was  filed, 
and  possession  was  taken  by  the  assignee,  before  the  renewal 
notes,  or  either  of  them,  became  due,  then  the  case  is  clearly 
within  the  statute,  and  the  mortgagees  are  in  the  ordinary 
condition  of  a  mortgagee  of  chattels  whose  mortgage  is  not 
filed  as  the  statute  requires. 

The  case  is,  apparently,  a  hard  one.  Both  mortgagors  and 
mortgagees  appear  to  have  acted  in  good  faith.  But,  if  mort- 
gagees do  not  file  their  mortgages  as  the  statute  requires,  the 
Court  cannot  relieve  them  when  the  statute  declares  their 
mortgage  void.  The  order  must  be  modified,  so  as  to  exclude 
them  from  taking  the  property  as  mortgi^es,  and  leave  them 
to  prove  their  debt  as  general  creditors,  but  without  costs. 


Ths  Eledona. 

The  master  of  ft  veaeel  made  a  written  oontraot  with  persona  described  in  it  as 
shipwrights  and  spar  makers^  to  ftimish  a  mast  to  the  vessel,  for  an  agreed 
price.  He  had  the  money  to  pay  for  it.  The  contractors  ordered  it  from  the 
libellant»  and  took  it  firom  his  yard,  and  pot  it  into  the  vessel,  and  the  master 
paid  the  contractors  for  it,  but  they  did  not  pay  the  Ubellant:  H$H  that  the 
libellant  had  no  Uen  on  the  vessel  for  the  value  of  the  mast 

(Before  Woodkotf,  J.,  Southern  District  of  New  York,  March  8d,  1878.) 
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Woodruff,  J.  The  decreo  herein,  (2  Benedioty  81,)  shoiild 
be  affirmed.  The  master  of  the  brig  made  a  contract  for  the 
mast  in  question,  with  third  parties.  He  made  no  contract, 
express  or  implied,  with  the  libellant.  He  did  not  procure, 
nor  attempt  to  procure,  the  mast  upon  credit ;  certainly  not 
from  the  libellant.  With  money  in  his  possession,  he  bar- 
gained with  third  persons  for  the  mast,  to  be  made  and  pat  in 
npon  his  indi\ridual  personal  responsibility.  The  contract 
bound  him  to  pay  on  performance  of  the  contract.  There 
was  no  idea  of  credit  to  anyone,  save  that  necessarily  in- 
volved  in  beginning  the  making  of  the  mast,  and  placing  it  in 
the  vessel,  in  confidence  that  the  purchaser  will  thereupon 
make  payment.  That  payment  the  master  made  with  funds 
in  hand. 

Had  the  contractors  gone  to  a  ship  yard,  and  purchased  a 
mast,  without  mentioning  the  ship  into  which  it  was  to  be 
placed,  there  could  be  no  pretence  that  the  seller  could,  on 
ascertaining  what,  in  performance  of  their  own  agreement, 
they  had  done  with  it,  proceed  against  the  vessel  therefor,  and 
recover,  notwithstanding  the  master  had  paid  therefor  to  the 
parties  with  whom  he  contracted.  The  master,  by  entering 
into  the  agreement  which  he  made,  did  not  constitute  the  con- 
tractors his  agents  to  purchase  a  mast  on  the  credit  of  either 
himself  or  the  vesseL  Kor  did  the  master,  by  going  to  the 
yard  at  which  the  mast  was  made,  or  by  anything  which,  I 
think,  the  proofs  establish,  create  a  liability  to  the  libellant, 
either  on  his  own  part  or  that  of  'the  vessel.  All  that  he  did 
was  in  entire  harmony  with  his  relation  to  the  contractors. 
They  took  him  to  the  yard  where  the  mast  was  to  be  made. 
It  had,  in  fact,  been  already  ordered.  Of  course,  he  had  an 
interest  in  the  subject.  He  would,  of  course,  state,  if  enquired 
of,  the  dimensions  of  the  spar,  though  I  greatly  doubt  that  he 
did  that.  Those  dimensions  had  already  been  given,  and  been 
furnished  by  the  contractors  to  the  libellant,  and,  from  the 
memorandum  furnished  by  the  contractors,  they  were  entered 
in  his  book,  with  the  price  at  which,  on  the  application  of  the 
contractors,  the  libellant  had  agreed  to  make  it.    The  libellant 
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was  informed  that  the  master  of  the  brig  would  come  up  to 
see  the  stick ;  and  he  testifies  that  he  went  np,  with  Fowler, 
to  see  the  stick.  He  knew  nothing  of  the  relations  between 
the  contractors  and  the  libellant.  There  was  nothing  to  sug- 
gest to  him  that  the  contractors  were  not  simply  performing 
their  contract.  That  contract  described  them  as  shipwrights 
and  spar  makers,  and  nothing  appears  to  have  indicated  to  the 
master  that  the  spar  was  not  in  progress  at  a  yard  which  was 
under  their  own  direction  or  control.  Certainly,  there  was 
tothing  to  suggest  that  the  person  he  saw  at  the  yard  was  act- 
ing independently  of  those  contractors  and  looked  to  him  in 
any  wise  for  payment.  Even  the  libellant,  in  his  own  testi- 
mony, does  not  show  that  the  master  had  any  negotiations 
with  him,  or  that  the  price  of  the  mast  was  at  any  time^  men- 
tioned to  the  master.  Had  that  been  mentioned  by  the  libel- 
lant, it  would,  obviously,  have  led  to  explanation,  and  the 
master  would  have  been  apprised,  if,  in  fact,  it  was  true,  that 
the  libellant  proposed  to  look  to  him,  or  to  the  vessel,  for  the 
payment  of  $150  for  a  mast  for  which  he  had  agreed  to  pay 
other  parties. 

The  libellant  was,  possibly,  misled ;  but,  if  so,  it  was  his 
own  fault.  Yery  slight  diligence,  indeed,  very  natural  and 
obvious  inquiry,  would  have  informed  him  that  the  master 
had  funds ;  that  he  had  agreed  with  other  parties  for  the 
mast ;  and  that  the  purpose  of  his  call  at  the  yard  was  pre- 
cisely what  the  libellant  had  been  informed  he  would  come 
for,  namely,  not  to  buy  a  mast,  not  to  negotiate  for  a  mast^ 
but  to  see  the  stick,  and  so  judge  of  its  fitness  for  the  purpose, 
and  nothing  else.  Again,  the  libellant  was  directed  by  the 
person  who  ordered  the  mast  to  send  the  bill  to  Pierce  &  Co., 
Ko.  9  South  street ;  and  this  was  assented  to.  They  are  not 
shown  to  have  had  any  connection  with  the  vessel  or  the 
master.  In  short,  the  libellant  did  not  furnish  the  mast  to 
the  vessel,  nor  to  the  master,  but  to  those  who  had  agreed 
with  the  master  to  furnish  it,  who  ordered  it  from  the  libel- 
lant, and  who  received  it  at  the  yard  and  placed  it  in  the 

vessel.  » 

VOL.  z.-'83 
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If  the  libellant  acted  under  any  mistake,  it  was  due  to  his 
o«wn  careleBBnesB.  He  did  not  pat  the  mast  in  the  vessel 
He  learned  that  those  who  ordered  it  had  taken  it  awaj. 
He  oonld  not  have  supposed  that  the  master  of  the  vessel 
was  abont  to  put  in  the  mast  himself.  Kor  does  it  appear 
that  he  intended  to  give  credit  to  any  one.  He  did  not  de- 
liver it.  He  was  not  bound  to  deliver  it  until  paid  for. 
The  mast  appears  to  have  been  taken  without  his  actual 
knowledge  at  the  time.  If  he  had  then  followed  the  mast, 
and  made  known  to  the  master  that  the  mast  had  not  been 
paid  for,  or  if,  without  that,  he  had  notified  those  on  board 
that  he  had  not  delivered  the  mast,  and  had  demanded  it,  he 
might  have  protected  himself. 

The  case  is  not  at  all  within  the  cases  of  The  Grape  Skat, 
(9  WaUaoe,  129,)  and  The  Lulu,  (10  M,  192.)  In  each  of 
those  cases,  the  master  had  no  funds  in  fact,  and,  in  each,  the 
master  did  order  the  supplies  on  credit 

The  conclusions  I  have  thus  stated,  from  the  evidence  of 
the  actual  transaction,  render  it  unnecessary  to  consider  the 
other  grounds  urged  for  the  dismissal  of  the  libel,  or  those 
fully  stated  in  the  opinion  of  the  Court  below. 

A  decree  dismissing  the  libel,  with  costs,  must  be  entered, 
in  affirmance  of  the  decision  of  the  District  Court. 

AugMslMe  F.  Smith,  for  the  libellant. 

Cha/tlee  Donohue,  for  the  claimant. 
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^  In  re  Fbsdebigk  S.  Eibtland,  a  Bankrupt. 

The  qnestioii  as  to  what  is  proper  notioe  to  a  person  holding  a  lien  on  land  of  a 
bankrapt,  of  an  application^  by  the  assignee  of  the  bankrupt,  for  leave  to  sell 
the  land  free  from  the  lien,  and  transfer  the  lien  to  the  proceeds  of  sale,  con- 
sidered. 

The  District  Court  has  power,  under  §  20  of  the  bankruptcy  Act»  to  order  such 
a  sale. 

finch  an  order  may  be  made  by  such  Court,  in  the  exercise  of  its  summary 
jurisdiction,  under  the  Act,  provided  the  order  does  not  assume  to  provide, 
without  the  consent  of  the  lien  holder,  for  a  determinaUon,  in  a  sununary  way, 
and  without  a  regpilar  suit,  as  to  the  validity  of  the  lien. 

Such  an  order  should  not  authorise  a  sale  of  the  land  at  private  sale,  fbr  a  sum 
less  than  the  amount  claimed  to  be  due  to  the  claimant  of  the  lien,  nor  a  sale 
upon  credit,  without  the  knowledge  or  consent  of  the  lien  holder,  unless  the 
price  and  terms  of  sale  be  first  submitted  to  the  Court,  on  notice  to  the  lien 
holder,  for  approval  and  confirmation,  but  it  may  authorize  public  sales,  not 
on  credit,  on  notice  to  the  lien  holder. 

<Before  Woodbuft,  J.,  Southern  District  of  New  York,  Ifarch  8d,  1878.)  ' 

This  was  a  petition  by  Frederick  Butterfield,  for  the  re- 
view and  reversal  of  an  order  directing  the  assignee  to  sell 
certain  real  estate,  which  the  petitioner  claimed  to  own,  sub- 
ject to  the  right  of  the  bankrupt  to  redeem  the  same  bj  the 
payment  of  certain  moneys  due  to  the  petitioner. 

Andrmo  Bowdman^  for  Butterfield. 

Thcmas  M.  Narth^  for  the  assignee. 

WooDEUFF,  J.  (1.)  There  was  no  want  of  jurisdiction  in 
the  District  Court  to  entertain  the  application  for  an  order  of 
sale  and  proceed  upon  such  application.  Without  conceding 
that  the  power  of  the  Court  to  proceed  in  the  settlement 
of  the  estate  of  a  bankrupt,  and  the  disposition  of  the 
property,  can  be  hindered  by  the  absence,  in  Europe,  of  one 
who  has  a  lien  thereon,  or  that  such  power  to  sell  free  of  any 
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lien,  or  subject  to  the  lien,  can  be  bo  delayed  by  reason  of 
anch  absence,  it  is  sufficient,  in  this  case,  to  say,  that  it  appears 
that  the  petitioner,  claiming  an  interest  in  the  lands  in  qnes- 
tion,  being  oommnnicated  with  on  the  sabject,  referred  the 
parties  in  interest  to  Messrs.  Boardman  &  Boardman,  attorn- 
eys and  counsellors  at  law,  as  his  agents  and  attorneys*  in 
the  premises.  The  CJoort  ordered  notice  of  the  application 
to  be  served  upon  them.  They  appeared  for  Batterfield,  and 
answered  the  application  for  the  order  to  sell  the  lands,  and 
were  fully  heard  on  the  sabject.    This  was  sufficient. 

(2.)  On  the  merits.  There  is  no  doubt  of  the  power  of 
the  Court  to  order  a  sale  of  lands  free  of  the  incumbrances 
thereon ;  and  the  proceeds  will  stand  as  a  substitute  for  the 
lands  themselves,  for  the  benefit  of  those  holding  liens,  to 
the  extent  of  their  interest  therein,  and,  as  to  the  surplus,  for 
the  benefit  of  the  general  creditors.    {Bankrupt  Acty  §  20.) 

It  is,  also,  clear,  that,  taking  the  account  given  in  the  an- 
swer of  Butterfield  to  be  true,  his  interest  in  the  lands  is  a 
lien  only.  He  does  not  hold  the  legal  title,  and  his  possession 
of  the  deeds,  under  the  agreement  which  he  alleges,  gives  to 
the  bankrupt  and  his  assignee  a  right  to  redeem  by  paying 
the  sum  of  $10,000,  with  interest.  At  most,  he  has,  there- 
fore, a  mortgage,  in  equity,  to  secure  the  payment  of  that 
amount. 

Had  this  proceeding  been  taken  for  the  purpose  of  con- 
testing the  claim  of  Butterfield  to  an  interest  in  the  property, 
and  had  the  Court  assumed,  in  this  summary  proceeding,  to 
determine  such  a  contest,  there  would  be  force  in  the  objec- 
tion, that  it  was  not  within  the  summary  jurisdiction  con- 
ferred upon  the  Court,  as  a  Court  of  bankruptcy.  Contro- 
versies between  the  assignee  and  tliird  persons  who  chum 
adverse  interests  in  property  of  the  bankrupt,  are  provided 
for  in  the  second  section ;  and  a  proceeding  in  denid  of  But- 
terfield's  interest  as  mortgagee,  and  seeking  to  bar  him  of 
any  assertion  of  his  claim  thereto,  should  be  prosecuted  by 
formal  suit,  as  contemplated  in  that  section.  Now,  it  is  true^ 
the  assignee,  in  his  application  for  a  sale,  denied  the  validity 
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of  Batterfield'fl  claim,  but  the  Court  did  not  asBume  to  deter- 
mine Bummarilj  whether  it  was  valid  or  not.  That  the  claim 
was  contested  was  an  important  and  nseful  fact  to  be  brought 
to  the  attention  of  the  Coart.  Without  knowledge  of  such 
fact,  tbe  Oourt  might,  with  great  propriety,  have  assumed  its 
validity,  and  directed  the  assignee  to  pay  it  out  of  the  pro- 
ceeds of  sale.  What  the  Oourt  did  was,  to  direct  a  sale  of 
the  premises  free  of  all  liens,  and  that  the  money  arising 
therefrom  be  brought  into  Oourt.  The  right  of  the  claimant 
is  not  afiected  thereby.  His  lien,  if  any  he  has,  follows  the 
fund,  and  must^be  asserted  and,  if  contested,  be  settled,  in  an 
appropriate  proceeding,  to  be  hereafter  taken. 

(8.)  As  to  the  manner  of  sale'  and  the  extent  of  the  author- 
ity therein  conferred  on  the  assignee.  The  Act  gives  general 
directions  to  the  Oourt  touching  the  manner  of  sale ;  and,  in 
executing  the  order,  it  is  to  be  assumed,  that  the  assignee,  as 
an  officer  of  the  Oourt,  will  act  in  good  faith,  and  according* 
to  his  judgment  of  the  best  interests  of  all  who  are  concerned. 
But,  there  are  some  particulars  in  the  order,  which,  it  seems 
to  me,  interfere  with  the  rights  of  the  lien-holder.  For  all 
the  purposes  of  this  proceeding,  his  lien  must  be  assumed  to 
be  '\niilid,  to  the  full  amount  claimed.  There  is  no  allegation 
or  proof  that  the  lands  are  sufficient  in  value  to  satisfy  that 
lien.  To  restrain  the  lien-holder  from  proceeding  to  enforce 
his  lien  and  collect  his  debt,  and  to  authorize  the  assignee  to 
sell  the  lands  in  parcels,  or  otherwise,  at  private  sale,  without 
the  knowledge  or  consent  of  the  party  apparently  most  largely 
interested,  thus  depriving  him  of  the  power  to  become  a  com- 
petitor and  protect  himself,  by  buying  the  property  at  its 
fair  market  value,  and,  especially,  to  authorize  the  assignee  to 
sell  on  a  credit  of  one  year,  thus  depriving  the  lien-holder  of 
a1}  power  to  sooner  realize  what  is  due  to  him,  and,  practically, 
to  extend  the  credit  he  gave  to  the  bankrupt  to  a  fixed  term 
of  one  year  yet  to  come,  are  giving  authority  to  the  assignee 
of  which  the  lien-holder  may  reasonably  complain,  even  if  it 
be  not  in  violation  of  his  strict  rights.  True,  the  assignee  is 
bound  to  act  for  the  interest  of  all  concerned,  but,  in  this 
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case,  he  is  in  an  attitude  of  hostility  to  the  claimant  of  the 
lien.  He  denies  the  right  of  the  latter.  He  can  hardly  be 
regarded  as  a  master  in  Chancery,  or  a  sheriff,  or  even  as  a 
receiver ;  and  neither  of  such  officers  is  permitted  to  make 
sales  in  his  discretion,  at  private  sale,  without  submitting 
them  to  the  Court  for  approval,  before  final  consununation. 
In  this  case,  I  think,  the  assignee  ought  not  to  be  permitted  to 
make  private  sales,  or  sales  upon  credit,  (unless  Butterfield 
shall  approve  of  the  same,  and  unite  therein,)  without  first 
submitting  the  price  and  terms  of  sale  to  the  Court,  on  notice 
to  Butterfield,  for  approval  and  confirmation.  » I  perceive  no 
reasonable*  objection  to  the  public  sales,  not  on  credit,  on 
notice  to  Butterfield,  authorized  by  the  order.  The  order 
should  be  modified,  to  conform  to  the  views  here  expressed. 


LuGT  D.  Fisk,  as  Executrix,  d?o.,  of  Jaicss  Fisx,  Jr.^ 

Decrased 

vs. 

The   Union    Pacific   Eailroad    Company,    The    CREDrr 

MOBILIER  of  AhERIOA,  AND   OTHERS.      In  EqUITT. 

a  corporfttion,  defendant  in  a  niit  in  equity,  and  which  might  be  held  liable  to 
respond  peenniarily  to  the  plaintiff,  in  the  suit^  and  which  had  made  one 
attempt  to  procure  its  own  diaaolntion,  was  enj<^ed  from  taking  any  pro> 
ceedings  for  its  own  dissolution,  or  for  the  appointment  of  a  reoeiyer  of  its 
effects,  or  for  the  distribution  thereof  among  its  stockholders,  or  any  other 
persons,  and  from  making  any  distribution  or  transfer  of  any  of  its  effects. 

The  provision  of  §  6  of  the  Act  of  March  2d,  1798,  (1  V.  &  Stat,  at  Laiye,  8S4, 
886,)  tliat  a  writ  of  injunction  shall  not  be  granted  to  stay  proceecUngs  in  any 
Court  of  a  State,  has  application  only  to  proceedings  conunenced  in  a  Ck>iirt 
of  a  State  before  the  proceedings  are  commenced  in  the  Federal  Court. 

Under  the  power  given  to  the  Federal  Courts,  by  §  14  of  the  Act  of  September 
a4th,  1789,  (1  U.  B,  Stat  at  Large,  81,  82,)  to  issue  all  writs  which  may  be 
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neceBMuy  for  the  exerdBe  of  their  respective  juriediclions,  it  may  properly 
be  considered  as  necessary  for  the  continued  exercise  of  the  jorisdiction  of  a 
Federal  Court  oyer  a  corporation,  that  the  corporation  shoidd  be  restrained 
from  taMng  steps,  in  a  State  Court,  to  pot  itself  ont  of  existence. 

(Before  Blatghpord,  J.,  Soathem  District  of  New  Torlc,  March  8th,  1878.) 

Blatohfobd,  J.  It  appears  from  the  papers  that  the 
profits  growing  ont  of  one  of  the  contracts  mnst  have  reached 
those  who  received  them  throngh  the  medinm  of  the  Credit 
If  obilier  of  America,  as  assignee  and  owner  of  such  contract^ 
80  as  to  make  that  corporation,  as  snch,  liable  to  respond  in 
this  suit  to  the  plaintiff,  and  to  those  on  whose  behalf  the 
snit  is  brought,  and  to  tiie  Union  Pacific  Bailroad  Company, 
as  creditors  of  snch  corporation,  for  snch  profits,  if  any  defend* 
ant  is  liable  so  to  respond.  It  also  satisfactorily  appears,  that 
the  Credit  Mobilier  of  America  has  some  property,  and  that 
it  has  made  one  attempt  to  procure  its  dissolution.  The 
property  of  corporations  is  held  in  trust  for  creditors,  and 
may  be  pursued  by  them  into  whosesoever  hands  it  may 
come,  as  well  after  as  before  the  dissolution  of  the  corporation^ 
unless  it  may  have  come  to  the  hands  of  lonafide  purchasers. 
Hence,  the  capital  stock  of  a  corporation  is  deemed  a  trust 
fund  for  all  the  debts  of  the  corporation,  and  no  stockholder 
can  entitle  himself  to  any  dividend  or  share  of  such  capital 
stock,  until  all  the  debts  are  paid.  If  the  capital  stock  should 
be  divided,  leaving  any  debts  unpaid,  every  stockholder,  re- 
ceiving his  share  of  the  capital  stock,  would,  through  a  remedy 
in  equity,  be  held  liable  pro  rata  to  contribute  to  the  dis- 
charge of  such  debts  out  of  the  fand  in  his  hands.  Upon  the 
principle,  that  the  property  of  a  corporation  is  held  by  its 
officers  in  trust,  to  be  applied  to  the  discharge  of  the  legal 
debts  of  such  corporation.  Courts  of  equity  interfere  to  restrain 
such  officers  from  applying  such  property  to  any  illegal  pur* 
pose,  and  to  compel  restitution  when  any  illegal  application 
has  been  made.  (2  Story's  Ej.  Juris.,  §§  1252, 1252  a.)  The 
pursuit  of  the  stockholders  may  make  it  necessary  to  retain 
jurisdiction  over  the  corporation.    It  cannot  be  permitted^ 
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that,  after  jurisdiction,  in  this  snit,  over  this  corporation  has 
been  acquired  bj  this  Oourt,  the  corporation  should  be  suf- 
fered to  take  steps  to  evade  such  jurisdiction  by  procuring  its 
own  dissolution. 

The  provision  of  section  5  of  the  Act  of  March  2d,  1798, 
(1  U.  S.  Stat,  at  Lofgge^  834,  885,)  that  a  writ  of  injunction 
shall  not  be  granted  to  stay  proceedings  in  any  Court  of  a 
State,  has  never  been  held  to  have,  and  cannot  properly  be 
construed  to  have,  any  application  except  to  proceedings  com- 
menced in  a  Court  of  a  State  before  the  proceedings  are  com- 
menced in  the  Federal  Court.  Otherwise,  after  suit  brought 
in  a  Federal  Court,  a  party  defendant  could,  by  resorting  to  a 
suit  in  a  State  Court,  defeat,  in  many  ways,  the  effective 
jurisdiction  and  action  of  the  Federal  Court,  after  it  had  ob- 
tained full  jurisdiction  of  person  and  subject-matter.  More- 
over, the  provision  of  the  Act  of  1793  must  be  construed  in 
connection  with  the  provision  of  section  14  of  the  Act  of  Sep- 
tember 24th,  1789,  (1  U.  8.  Stat,  at  Lwrge,  81,  82,)  that  the 
Federal  Courts  shall  have  power  to  issue  all  writs  which  may 
be  necessary  for  the  exercise  of  their  respective  jurisdictions. 
It  may  properly  be  considered  as  necessary  for  the  continued 
exercise  of  the  jurisdiction  of  this  Court  over  the  corporation 
in  question,  that  it  should  be  restrained  from  taking  steps,  in 
a  State  Court,  to  put  itself  out  of  existence. 

The  injunction  asked  for  is  proper,  to  restrain  the  corpora- 
tion from  taking  any  proceedings  for  its  own  dissolution,  or 
for  the  appointment  of  a  receiver  of  its  effects,  or  for  the  dis- 
tribution thereof  among  its  stockholders,  or  any  other  per- 
sons, and  from  making  any  distribution  or  transfer  of  any  of 
its  effects.  If  this  injunction  shall  at  any  time  interfere  with 
the  doing  by  the  corporation  of  anything  which  it  ought 
properly  to  be  allowed  to  do,  application  may  be  made  to 
modify  it. 

David  Dudley  JPtddy  for  the  plaintiff. 

tTames  Emott  and  Albert  Stichney^  for  the  defendaDts. 
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William  H.  Bliss 
vs. 

* 

The  Cmr  of  Brooklyn.    In  Equttt. 

'The  relmed  letters  patent^  gpranted  to  Willkm  H.  Blias,  December  21it^  1869, 
for  an  "  improTement  in  hoee  ooapUDge,"  the  origioal  patent  haying  been 
granted  to  William  H.  BUas  and  Robert  B.  Lawton,  February  22d,  1869,  are 
Toid,  becanae  the  inrention  claimed  therein  is  worthless. 

It  is  of  no  utility  without  the  addition  of  •  log,  in  combination. 

The  addition  of  the  lug  is  not  merely  an  improTement 

{^Before  Bsmmior,  J.,  Eastern  District  of  New  Tork,  March  18th,  1878.) 

Benedict^.  J.  This  action,  which  has  been  before  me  on  ^ 
a  fonner  occasion,  (8  BlcUchf.  G.  C.  R.^  533,)  upon  other 
pleadings  and  proofs,  having  been  reopened,  now  comes  np 
for  determination  upon  liew  pleadings  and  different  proo&. 
It  is  an  action  to  recover  damages  from  the  city  of  Brooklyn 
Sox  using  certain  hose  couplings,  which  are  claimed  to  be  an 
infringement  upon  a  certain  patent  for  hose  couplings,  orig- 
inallj  issued  to  Bobert  B.  Lawton  and  William  H.  Bliss,  on 
lihe  22d  of  February,  1859,  and  reissued  to  the  plaintiff,  De- 
cember 21st,  1869. 

The  object  of  the  invention  is  stated  in  the  original  patent 
4»  follows :  ^'  The  object  of  this  invention  is,  to  connect  hose 
together  in  such  a  .manner  that  a  swivel  joint  will  be  attained, 
and,  at  the  same  time,  certain  provision  made  for  compensating 
iorthe  wear  attending  such  connection,  so  that  the  coupling 
may  always  be  kept  water-tight,  by  the  mere  act  of  adjusting 
x>r  connecting  the  parts  together."  The  claim  of  the  original 
patent  is  as  follows :  ^^  The  two  thimbles,  C,  D,  attached  to 
4;he  ends  of  the  hose,  A,  B,  the  thimble  0  being  provided 
with  the  shoulder  &,  and  ground  seat  or  packing  (?,  and  the 
thimble  D  provided  with  the  groove  €,  with  inclined  sides^ 
oind  fitted  within  thimble  C,  the  above  parts  being  used  in 
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coDDection  with  the  conical  roller  or  rollers  g^  fitted  in  the^ 
screw  caps  ^,  and  the  whole  arranged  to  operate  as  and  for  the 
purpose  set  forth." 

In  the  reissue,  upon  which  this  suit  is  based,  the  object  of 
the  invention  is  stated  as  follows :  '^  The  object  of  this  inven- 
tion is,  to  connect  hose  together  in  such  a  manner  as  to  secure 
a  tight  joint,  and  admit  of  their  being  connected  and  dis* 
connected  with  greater  facility  than  was  previously  done." 
The  claim  in  this  reissue,  which  is  the  subject  of  this  con* 
troversy,  is  as  follows :  ''  The  combination  of  the  two  thim- 
bles, C  and  D,  by  means  of  a  pin,  operating  longitudinally,, 
through  the  outer  thimble  C,  and  against  the  inclined  side  of 
the  groove  in  the  thimble  D,  so  that  the  two  thimbles  will  be 
forced  together  by  the  inward  movement  of  the  pin,  and  be 
liberated  by  its  outward  movement,  substantially  as  described.''' 

It  will  be  observed,  that  the  idea  which  is  put  forth  in  the- 
original  patent,  as  the  new  idea  embodied,  as  there  described, 
namely,  the  formation  of  a  hose  joint,  which,  by  means  of  a 
revolving  pin,  could  swivel,  and,  at  same  time,  remain  tight^ 
is  omitted  from  the  reissued  patent.  In  the  reissue,  the  only 
object  of  the  invention,  as  there  stated,  is  the  formation  of  a 
tight  hose  joint,  by  means  of  the  combination  of  certain  old 
and  well-known  devices,  in  the  manner  described. 

In  opposition  to  the  patent,  as  thus  reissued,  several 
grounds  of  defence  have  been  hero  taken.  One  of  them  is, 
that  the  invention  which  the  reissued  patent  describes  is 
worthless,  and  the  patent,  for  this  reason,  invalid ;  and  thia 
defence  appears  to  me  to  be  supported  by  the  proofs.  Thi& 
law  upon  the  subject  of  utility  is  not  in  doubt.  No  particu- 
lar amount  of  utility  is  required  to  render  an  invention  pat* 
entable,  but  there  must  be  some.  When  the  invention  is 
shown  to  be  worthless,  the  patent  must  fail.  Such  appears  to 
be  the  case  in  the  present  instance.  The  evidence  fails  to 
disclose  any  instance  where  the  combination  described  in  the 
reissued  patent  of  1869  has  been  successfully  used.  The 
plaintiff  himself  testifies,  that  he  does  not  know  of  any  such 
coupling  having  been  found  to  be  of  practical  use.    Although. 
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he  BelU  couplings,  he  never  sold  any  such,  and  only  recollects 
three  instances  where  their  nse  has  been  attempted.  His  tes- 
timony satisfies  me  that  the  combination  described  in  the  pat- 
ent here  relied  on  proved  inof>erative  and  worthless. 

It  is  tme,  that  couplings  containing  all  the  elements,  in 
combination,  which  are  described  in  the  plaintiff's  reissue  of 
1869,  are  in  use,  and  such  are  those  used  by  the  defendant ; 
but,  in  these  couplings,  another  essential  element  is  present  in 
the  combination,  which  additional  element  is  not  to  be  found 
in  the  plaintiff's  reissue  of  1869.  This  additional  feature  is  a 
lug,  which  is  placed  upon  the  inside  of  the  outer  thimble, 
opposite  to  the  pin,  in  such  a  manner,  that,  when  the  pin  is 
forced  inward  upon  the  inner  thimble,  the  inclined  side  of  the 
groove  of  that  thimble  is  pressed  upon  the  lug,  and  that  part 
of  the  inner  thimble  is  thus  forced  up  to  the  shoulder  of  the 
outer  thimble,  at  the  same  time  that  the  pin  itself,  by  pressing 
the  inclined  groove,  where  it  is  touched  by  the  pin,  forces  that 
side  of  the  inner  thimble  up  to  the  shoulder  of  the  outer 
thimble,  thus  making  a  tight  joint,  which  cannot  tilt,  although 
the  inner  thimble  be  smaller  than  the  inside  of  the  outer 
thimble,  and  which  can  swivel  or  turn,  and  be  tight.  The 
introduction  of  this  element  makes  the  combination  a  different 
combination  from  that  described  in  the  plaintiff's  patent  of 
1869.  This  combination,  into  which  the  lug  enters  as  an  ele- 
ment, is  the  subject  of  another  patent,  obtained  by  the  plaintiff 
on  the  25th  of  February,  1862,  which  he  has  not  proved  here, 
and  in  which  he  states  that  the  lug  is  ^'  very  essential."  This 
latter  patent  of  1862  has  been  put  in  evidence  by  the  defence, 
and  it  affords  strong  support  to  the  position,  that  the  combi- 
nation described  in  the  reissue  of  1869  proved  worthless. 

But,  it  is  said,  that  the  introduction  of  the  lug  is  simply 
an  improvement.  I  cannot  so  consider  it.  The  two  combi- 
nations are  distinct,  because  they  have  different  elements  and 
attain  a  different  result.  In  the  one  combination,  no  lug  ap- 
pears, and  no  practical  result  is  attained.  The  introduction 
of  the  lug,  for  the  first  time,  produced  a  combination  which 
accomplished  any  useful  result.    An  added  element,  which  in- 
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creaBes  the  efficiency  of  a  combination,  of  itself  effectire,  is  of 
the  nature  of  an  improvement ;  but,  when  the  added  element 
is  essential  to  the  production  of  any  useful  result,  such  an  ad- 
dition is  not  an  improvement,  but  its  use  gives  birth  to  the 
only  patent&ble,  because  the  first  useful,  combination.  Not- 
wit^tanding,  then,  the  conceded  fact,  that  the  combination 
which  includes  the  lug  with  other  elements  which  are  de- 
scribed in  the  reissue  of  1869,  is  useful,  it  is,  neyertheless, 
necessary,  in  order  to  sustain  the  reissue,  that  it  should  appear 
that  the  device  there  described,  which  does  not  contain  the 
lug,  is  of  some  utility.  As  before  stated,  the  contrary  here 
appears,  and,  for  this  reason,  the  patent  must  be  declared  in- 
valid. 

George  Qifford^  for  the  plaint;  flf. 
JBenjamm  E.  Valentine^  for  the  defendant. 


8adib  £.  Wilkinson  w.  Mark  M.  Pomeroy. 

TIm  proper  plea  to  a  ooaat  on  a  breaeli  of  promUe  of  inArriag«,  iB  ooii  usnmpait, 
and  not  not  {piQtj;  and  a  pUa  of  not  guilty  wUl  be  stricken  out^  on  opecial 
demurrer,  as  bad. 

A  writ  which  requires  the  defendant  to  answer  to  the  plaintiff  in  a  plea  of  tres- 
pass, and,  also,  to  a  certain  bill  of  tlie  plaintiff  against  the  defendant^  for  dam- 
ages, in  a  som  named,  for  deceit  and  breach  of  promise  of  marriage,  sets 
forth,  in  the  action  for  deceit,  an  action  in  trespass  on  the  case,  and  the  rest 
of  the  M  «<uim  dai^  may  be  regarded  as  explanatory  of  the  subject-matter 
to  which  the  deceit  was  applied,  or  may  be  rejected  as  surplnsage ;  and,  there- 
fore, the  writ  is  not  incongmoas. 

A  Tariance  between  the  writ  and  the  declaration  cannot  be  taken  adrantage  of 
by  a  demurrer. 

A  count  in  assumpsit^  for  a  breach  of  promise  of  marriage,  and  a  count  in  tort, 
to  recorer  damages  for  deceit,  cannot  be  joined,  and  the  defect  can  be  reached 
by  demurrer. 

An  objection,  that  a  declaration  shows  that  the  cause  of  action  is  barred  by  the 
statute  of  limitations,  cannot  be  taken  by  demurrer. 

(Before  Sbipiiam,  J.,  Southern  District  of  New  York,  March  14th,  1678.) 
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Shipican,  J.  The  questions  presented  for  consideration 
in  the  present  stage  of  this  case,  and  now  to  be  disposed  of, 
arise  on  the  special  demurrer  interposed  by  the  pkintijff  to 
the  first  plea  of  the  defendant.  The  demurrer  is,  in  sub- 
stance, that  the  plea  should  have  been  ^^  non  assumpsit,''  in- 
stead of  ^'  not  guilty."  It  appears,  from  the  record,  that  the 
defendant  had  been  ordered  by  the  Court  to  file  the  general 
issue,  and  that,  under  such  order,  he  filed  the  plea  of  ^^  not 
guilty,"  to  the  first  count  in  the  declaration. 

(1.)  The  plaintiff  claims,  that  the  first  count  in  the  declara- 
tion is  a  count  in  assumpsit,  and  that  the  general  issue  proper 
to  be  pleaded  to  such  a  count  is  non  assumpsit.  This  claim 
is,  undoubtedly,  correct.  The  first  cpnnt  sets  forth  a  promise 
of  marriage,  made  by  the  defendant,  to  the  plaintiff.  May 
80th,*1866,  the  breach  of  such  promise  by  the  defendant,  his 
subsequent  marriage  to  another  woman,  and  a  claim  for  dam- 
ages, of  twenty-five  thousand  dollars.  This  count  is  based 
upon  a  breach  of  contract,  and  isj  properly,  a  count  in  assump- 
sit. The  general  issue  appropriate  to  such  a  count  is  non 
assumpsit.  The  plea  of  not  guilty,  to  this  count,  is,  therefore, 
bad,  and  must  be  stricken  out.  (Chitty^a  Pl.j  vol.  8,^.  908, 
note). 

(2.)  The  defendant,  on  the  other  hand,  claims,  that  the  de- 
murrer reaches  back  through  the^  whole  record,  and  attaches 
to  the  first  substantial  defect,  and  that  there  are  defects  of 
this  character,  both  in  the  writ  and  in  the  declaration ;  that 
one  count  in  the  declaration  is  in  tort,  and  the  other  is  in 
contract,  while  the  writ  is  an  action  in  trespass,  and  for  deceit 
and  breach  of  promise  of  marriage ;  and  that  the  whole  is  in- 
congruous.  These  objections,  certainly,  deserve  consideration. 

The  £rst  question  is,  whether  any  incongruity  in  the  writ, 
or  any  variance  between  the  writ  and  the  declaration,  is 
reached  by  a  demurrer.  The  writ  requires  the  defendant  to 
answer  unto  the  plaintiff,  ^'  in  a  plea  of  trespass,  and,  also,  to 
a  certain  bill  of  the  said  plaintiff  against  the  said  defendant, 
for  damages,  in  the  sum  of  twenty-five  thousand  dollars,  for 
deceit  and  breach  of  promise  of  marriage."    Does  this  Ian- 
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goage  describe  a  valid  cause  of  action ;  and,  if  so,  is  that 
cause  of  action  variant  from  the  first  count  in  the  declaratioii  i 
It  is  to  be  observed,  that  the  writ,  in  this  case,  was  served 
upon  the  defendant  as  a  separate  process  from  the  dedaration, 
which  was  filed  afterwards.  This  practice  has  come  to  ns 
from  English  parentage.  We  shonld,  therefore,  look,  for 
light  upon  these  questions,  at  the  common  law  practice,  aa  it 
existed  when  our  American  colonies  became  separated  from 
the  mother  country. 

Under  the  old  English  practice,  the  whole  original  writ 
was  repeated  in  the  declaration,  and,  if  a  material  variance  ap- 
peared between  the  writ  and  the  declaration,  the  defendant 
might  take  advantage  of  it,  either  by  motion  in  arrest  of 
judgment,  writ  of  error,  plea  in  abatement,  or  demurrer. 
But,  this  was  altered  by  rule  of  Court,  in  1654,  ordering  that 
declarations  in  actions  upon  the  case  and  general  statutes, 
other  than  debt,  should  not  repeat  the  original  writ,  but  only 
the  nature  of  the  action.    After  this  rule  was  made,  the  only 
way  in  which  the  defendant  could  take  advantage  of  a  bad  orig- 
inal, or  of  a  variance  between  the  original  and  the  declaration, 
was  by  praying  oyer  of  the  writ,  or,  in  case  of  a  bad  original, 
by  writ  of  error.    But,  the  practice  of  praying  oyer  of  the 
original  having  been  much  used  for  deky,  the  Courts  came  to 
a  resolution  not  to  grant  oyer  of  the  original  writ,  so  that  no 
advantage  whatever  could  Se  had  of  a  defective  original,  or  of 
a  variance  between  it  and  the  declaration.    (1  Saund.,  318, 
note  3.)    The  effect  of  this  rule  was  to  abolish  all  pleas  in 
abatement  for  any  variance  between  the  writ  and  the  ooimt, 
and  it  extended  to  all  pleas  in  abatement  which  could  not  be 
proved  without  an  examination  of  the  original  writ.  {GtyuUPs 
PI,  ch.  V,  §  64,  noU  9,  and  §§  82, 101.)  By  statute  of  18  Car. 
II,  Stat  2,  ch.  2,  it  was  provided,  that  ^^  the  certainty  and  true 
cause  of  action  "  should  be  ^^  expressed  particularly,"  in  writs, 
bills  and  process  issuing  out  of  the  Courts  of  King's  Bench 
and  Common  Fleas,  and  in  all  bailable  actions,  where  the 
penalty  exceeded  the  sum  of  forty  pounds.    If  this  provision 
was  not  complied  with,  the  defendant  was  to  be  bailed  upon 
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liis  own  bond  for  appearance.  Blackstone  says :  ^^  This  stat- 
ute (witbont  any  such  intention  in  tbe  makers)  bad  like  to 
bare  ousted  tbe  Eing^s  Bencb  of  all  its  jarisdiction  over  civil 
injuries  witbont  force;  for,  as  tbe  bill  of  Middlesex  was 
iramed  only  for  actions  of  trespass,  a  defendant  conld  not  be 
iirrested  and  beld  to  bail  tberenpon  for  breaches  of  civil  con- 
tracts. Bat,  to  remedy  tbis  inconvenience,  tbe  o£Scers  of  tbe 
[King's  Bencb  devised  a  method  of  adding  what  is  called  a 
clause  of  ae  etiam  to  tbe  nsnal  complaint  of  trespass,  tbe  bill 
of  Middlesex  commanding  tbe  defendant  to  be  brought  to  an- 
swer the  plaintiff  of  a  plea  of  trespass,  and,  also,  to  a  bill  of 
debt,  the  complaint  of  trespass  giving  cognizance  to  tbe 
Oourt,  and  that  of  debt  authorizing  tbe  arrest.  (3  Black. 
K)omm.^  288.)  Tbe  same  pratice  was  afterwards  extended  to 
the  Court  of  Common  Pleas. 

A  question  very  similar  to  tbe  one  now  under  considera- 
tion was  decided  in  1769,  in  tbe  case  of  CaUaghcm  y.  Harris^ 
•{2  WiUcn^  392.)  Tbe  sheriff  was  commanded  to  attach  tbe 
defendants  to  answer  tbe  plaintiff  '^  in  a  plea  of  trespass,  and, 
iilso,  that  tbe  defendants  answer  tbe  plaintiff,  according  to  the 
custom  of  tbe  said  Court,  in  a  certain  plea  of  trover,  and  for 
converting  of  tbe  goods  and  chattels  of  tbe  said  plaintiff,  ifec" 
The  defendants  having  been  arrested  upon  tbis  writ,  and 
beld  to  special  bail,  a  motion  was  made  for  a  rule  to  show 
cause  why  a  common  appearance  should  not  be  accepted  for 
tbe  defendants,  alleging  that  the  ac  ettam  in  tbe  writ  did  not 
particularly  express  tbe  cause  of  action,  as  tbe  statute  of  13 
Car.  II,  Stat.  2,  ch.  2,  directs,  for  that  there  is  no  such  cause 
of  action  as  a  plea  of  trover,  but,  it  ought  to  have  been,  in  a 
certain  plea  of  trespass  upon  the  case,  for  converting  tbe  goods 
And  chattels  of  tbe  plaintiff,  &c.  But,  it  was  resolved  by  tbe 
Court,  that  tbe  cause  of  action  was  fully  and  clearly  expressed, 
and  that,  although  tbe  ao  etiam  was  not  exactly  clerical,  yet 
nobody  who  read  it  could  doubt  of  tbe  cause  of  action.  So, 
in  tbe  case  under  consideration,  although  the  cause  of  action 
•expressed  in  tbe  ao  etiam  clause  is  ^^  for  deceit  and  breach  of 
promise  of  marriage,"  which  is  not  exactly  clerical,  yet,  actions 
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for  deceit  belong  to  a  class  of  actions  well  known  as  actions 
on  the  case,  and  the  words,  "  breach  of  promise  of  marriage,'' 
may  be  regarded  as  explanatory  of  the  snbject-matter  to 
which  the  deceit  was  applied,  or  they  may  be  rejected  as  sor- 
plnsage.  {Govld^B  Pl.j  ch.  III^  aec.  170.)  The  writ,  then, 
may  be  regarded  as  disclosing  a  caase  of  action  in  trespass  on 
the  case. 

Upon  the  question  of  variance  between  the  writ  and  the 
first  connt,  the  authorities  already  cited  show  that  a  defect  of 
this  character  cannot  be  reached  by  a  demurrer.  In  Thofnp^ 
son  y.  DioaSy  (2  Dowl.  Pr.  Ca^ses^  93,)  the  writ  was  trespass 
on  the  case,  and  the  declaration  was  trespass.  On  a  rule  for 
setting  aside  the  declaration  for  variance,  the  Court  held,  that, 
under  the  uniformity  Act,  the  declaration  must  be  conform- 
able to  the  writ ;  -  and  the  declaration  was  set  aside,  with  leave 
to  the  plaintiff  to  declare  properly  under  the  writ,  if  he  could 
do  so.  But,  the  Court  held,  by  Bayley,  B.,  that  the  variance 
could  not  be  taken  advantage  of  on  demurrer,  because  it  was> 
a  ^'mere  irregularity."  Chitty  lays  down  the  rule  in  such 
cases  as  follows :  ^^  Before  the  uniformity  of  process  Act,  4 
W.  lY,  c.  39,  upon  common  .process,  the  plaintiff  might  de- 
clare in  any  cause  of  action  whatever.  But,  in  bailable  actions, 
the  declaration  must  have  corresponded  with  the  cause  and 
form  of  action  in  the  affidavit,  and  the  cbo  eUam  part  of  the 
latitat  or  other  process ;  for,  otherwise,  the  defendant  would 
be  discharged  on  filing  common  bail,  and  the  Court  would 
not  allow  the  declaration  to  be  amende^  in  that  respect ;  but, 
that  was  the  only  consequence,  for  the  Court  would  not,  m 
such  case,  set  aside  the  proceedings  for  irregularity."  {CAdttj/^s 
PI.J  vol.  1,  i?.  253.)  ^^  If  the  body  of  the  declaration  state  a 
cause  of  action  that  is  not,  nor  could  be,  properly  declared  for, 
in  the  form  of  action  stated  in  the  writ,  then  the  deviation 
would  constitute  an  irregularity  and  ground  for  setting  aside 
the  declaration,  but  not  a  ground  for  demurrer."  (/£.,  p. 
254.)  In  our  own  Courts,  it  has  been  decided,  that  a  variance 
between  the  writ  and  declaration  must  be  pleaded  in  abate- 
ment.    {Wilder  V.  MoOormickj  2  Blatchf.  C.  CiJi.^  31; 
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DuvaZ  V,  Craig^  2  Wheat^^  45.)    But,  in  this  case,  the  defend- 
atit  has  pleaded  to  the  merits,  and,  therefore,  it  is  now  too 
late  for  him  to  plead  in  abatement.    {Prosser  v.  Chcupmcm^ 
'29  Conn.,  616.) 

(3.)  It  remains  now  to  consider  the  objections  raised  by  the 
defendant  to  the  declaration.  Some  of  these  objections  are 
merely  formal,  and,  not  having  been  pointed  out  in  the  special 
demurrer,  are  not  reached  by  it.  Only  defects  of  substance 
in  the  declaration  can  be  taken  advantage  of  imder  a  special 
demurrer  to  a  plea.    {fiouWs  PI.,  ck.  IX,  part  1,  sec.  20.) 

It  is  claimed,  that  there  is  a  misjoinder  of  counts  in  the 
declaration,  one  count  being  in  contract,  and  the  other  in  tort 
If  such  misjoinder  exists,  it  is  a  radical  fault,  and  is  reached 
by  the  demurrer.    {OoulcPs  PI.,  ck.  IV,  sec.  98.) 

As  has  already  been  remarked,  the  first  count  is  in  assump- 
sit. The  second  coant  sets  forth  the  deceit  of  the  defendant, 
in  representing  that  he  was  a  single  man,  when,  in  fact,  he 
was  married,  and,  under  that  misrepresentation,  entering  into 
a  promise  of  marriage  with  the  plaintiflF,  and  thereby  prevent- 
ing her  from  receiving  the  attentions  of  other  men  and  mak- 
ing a  suitable  marriage,  and  keeping  her  a  single  woman  for 
the  last  six  years,  and  injuring  her  good  name,  and  hurting 
her  feelings,  &c.  This  is  a  count  in  trespass  on  the  case,  (1 
Ch.  PI.,  137,)  or,  as  It  is  generally  denominated,  an  action  on 
the  case.  It  sounds  in  tort.  So  that  there  is  a  count  in  as- 
sumpsit, and  a  count  in  case,  joined  in  the  same  declaration. 
These  counts  cannot  be  so  joined,  at  common  law.  {^GouliPs 
PI.,  ch.  IV,  sees.  87,  88,  91.)  If  the  writ  be  regarded  as 
substantially  for  trespass  on  the  case,  and  the  second  count 
for  the  same  cause  of  action,  then  the  first  count,  being  in  as- 
sumpsit, is  manifestly  out  of  place.  The  first  count,  there- 
fore, should  be  stricken  out.     {OoidcTs  PI.,  ch.  IV,  sec.  101.) 

As  both  parties  have  been  greatly  in  fault  in  pleading,  and 
as  a  portion  of  the  pleadings  of  both  parties  is  to  be  stricken 
out,  this  may  be  done  by  both  parties  without  costs. 

A  further  objection  is  raised  to  the  declaration,  that  it 

shows,  upon  its  face,  that  the  cause  of  action  arose  more  than 
VOL.  X. — 84 
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BIX  years  before  suit  brought,  and  is,  therefore,  barred  by  the 
statute  of  limitations  of  New  York.  But,  the  date  mentioned 
in  the  declaration  is  not  material,  and,  as  the  plaintiff  can 
prove  any  date  within  the  statutory  period,  such  objection 
cannot  be  raised  on  demurrer. 

Sidney  DeKay^  for  the  plaintifi. 
James  D.  Meymert^  for  the  defendant. 


Joseph  Bensusan,  Jr.  vs.  Thomas  Murphy. 

B.  imported  444  bottles  of  wine,  containiog  88^  commercial  gaUoDB,  and  of  the 
dutiable  value  of  $96.  The  2l8t  section  of  the  Act  of  July  14th,  1870,  (16  U, 
8.  Stat,  at  Large f  262,)  proTides,  that  wines  imported  in  casks,  yalued  at  not 
exceeding  40  cents  per  gallon,  shall  pay  25  cents  duty  per  gaUon,  valued  at 
over  40  cents,  and  not  over  $1,  shall  pay  60  cents,  and  valued  at  over  $1 
shall  pay  $1,  and,  in  addition  thereto,  26  per  cent,  ad  valorem  ;  and  that  winea 
imported  in  bottles,  shaU  pay  "  the  same  rate  per  gallon  as  wines  imported  in 
casks,  but  all  bottles  containing  one  quart,  or  less  than  one  quart,  and  more 
than  one  pint,  shall  be  held  to  contain  one  quart^  and  all  bottles  containing 
one  pint,  or  less,  shall  be  held  to  contain  one  pint,  and  shaU  pay,  in  addition, 
three  cents  for  each  bottle/'  The  collector  exacted  a  duty  on  111  gaUons,  at 
|1  per  gallon,  and  a  duty  of  26  per  cent  ad  valorem  on  $96,  and  a  duty  of  three 
cents  on  each  bottle.  In  a  suit  by  B.  to  recover  back  an  excess  of  duty, 
Heldf  that  the  wine,  being  imported  in  bottles,  was  not  liable  to  the  26  per 
cent,  ad  valorem  duty,  but  only  to  the  duty  per  gallon ;  that,  as  each  bottle 
contained  more  than  one  pint,  and  not  more  than  one  quarts  each  bottle  must 
be  held  to  contain  one  quart,  and  the  444  bottles  must  be  held  to  contain  111 
gallons,  for  the  purpose  of  arriving  at  its  value  per  gaUon,  to  ascertain  the 
proper  rate  of  duty  per  gallon,  as  well  as  for  the  purpose  of  fixing  the  number 
of  dutiable  gallons ;  that  the  value,  therefore,  was  over  40  cents,  and  not  over 
$1,  per  gallon,  and  the  proper  rate  of  duty  per  gallon  was  60  cents,  on  111 
gallons ;  and  that  the  bottles  were  each  subject  to  8  cents  duty. 

(Before  Shipman,  J.,  Southern  District  of  New  York,  March  14th,  1878.) 

The  plaintiff  imported  from  Bordeaux,  in  France,  and  en- 
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tered  at  the  Custom  House  at  New  York,  for  consumption, 
37  cases  of  claret  wine,  in  bottles,  on  the  3d  of  April,  1871. 
The  invoice  presented  on  entry  stated  the  cost  of  the  wine  to 
be  337  francs  and  50  centimes,  and  the  price  of  the  bottles  and 
the  amount  of  charges  due  to  be  166  francs  and  60  centimes, 
and  the  commissions  to  be  12  francs  and  90  centimes,  making 
the  total  value  516.90  francs,  or  $96  in  United  States  coin. 
The  charge  of  13  francs  for  consul's  certificate  was,  also,  in- 
cluded in  the  invoice,  but  was  not  stated  in  the  entry.     The 
appraisers  returned  the  invoice  to  the  collector,  noting  thereon, 
"  wine,  in  cases,  of  12  bottles  each,  2i  gallons  to  the  case,  $1 
— 26% — 3  cts."      The    collector   caused  the  entry  to    be 
liquidated  as  follows:  111  gallons  of  wine,  at  SI  per  gallon, 
$111 ;  $96,    (value    claimed,)    at    25%    ad   valorem,    $24; 
444  bottles,  at  3  cents  each,  $13  32 ;  total  duty,  $148  32— ex- 
acting a  duty  of  $68  40  in  excess  of  the  duty  estimated  on  en« 
try,  which  was  paid  under  protest,  before  the  commencment 
of  this  suit,  to  get  the  goods.    Each  case  contained  2^  stand- 
ard gallons.     The  plaintiff  made  protest  and  appeal,  in  due 
time,  against  the  rate  and  amount  of  duty,  pursuant  to  the  pro- 
visions of  sections  14  and  15  of  the  Act  of  June  30th,  1864„ 
(13  U.  S.  Stat,  at  La/rge,  214,  215.)    The  Secretary  of  the 
Treasury  having  affirmed,  on  said  appeal,  the  decision  of  the 
collector,  this  action  was  brought  within  90  days  after  such 
affirmance,  against  the  collector,  to  recover  $68  40,  gold,  duty . 
claimed  to  have  been  illegally  exacted.    The  invoice  did  not 
separate  the  price  of  the  bottles  from  the  charges,  but  it  was 
admitted,  that  the  dutiable  value  of  the  bottles  was  at  the  rate 
of  20  francs  per  100,  and,  for  the  444  bottles,  88.80  francs, 
being  $16  51,  in  coin.     It  was  admitted,  thaj  the  37  cases  of 
claret  winC;  and  the  bottles  containing  the  same,  were  liable 
to  duty,  as  "  wines  of  all  kinds,  imported  in  bottles,  and  not 
otherwise  herein  provided  for,"  under  section  21  of  the  Act 
of  July  14th,  1870,  (16  U.  6\  Stat,  at  large,  262.)    The  pro- 
tests were  as  follows :  "New  York,  May  6th,  1871.     Sir:  I 
*  hereby  protest  against  your  assessment  of  duty  at  $1  per  gal- 
Ion,  and  26  per  cent,  ad  valorem,  on  certain  wine  in  bottles, 
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(not  champagne  or  sparkling,)  imported  in  the  Daniel  Web- 
ster, from  Bordeaux,  and  entered  by  the  undersigned  for  con- 
sumption, April  3d,  1871,  because,  (1.)  The  Act  of  July  14th, 

1870,  section  21,  under  which  duty  is  assessed,  imposes  no 
ad  valorem  duty  on  wines  in  bottles  ;  (2.)  Because  the  quan- 
tity of  said  wine  is  fixed  under  said  law  at  three  gallons  per 
case,  (owing  to  the  size  of  the  bottles,)  but,  in  estimating  the 
value  per  gallon,  you  have  taken  a  less  quantity  than  three 
gallons,  as  the  contents  of  each  ease,  thereby  increasing  the 
value  of  said  wine  per  gallon,  beyond  one  dollar,  and  ille- 
gally increasing  the  rate  of  duty  from  60  cents  to  $1  per 
gallon,  with  the  farther  addition,  illegally  made  by  you,  of 
26  %  ^  valorem.  "We  pay  the  excess  exacted  under  compul- 
sion, solely  |to  get   the  goods."    "New  York,  May  13th, 

1871.  Sir :  In  addition  to  the  objection  named  in  my  protest 
of  the  6th  inst.,  against  the  rate  and  the  amount  of  duty  as- 
sessed by  you  on  my  entry  of  wine  in  bottles,  per  Daniel  Web- 
ster, for  consumption,  dated  April  3d,  1871, 1  protest,  also, 
against  the  value  of  the  bottles  being  included  in  the  dutiable 
value  of  the  wine,  as  they  pay  a  separate  duty  as  bottles,  and 
against  the  inclusion  of  the  price  of  the  consular  certificate  in 
said  dutiable  value.  I  have  paid  the  amount  exacted  over 
60  cents  per  gallon  duty  on  said  wine,  under  compulsion,  to 
get  the  goods." 

Edward  Hartley^  for  the  plaintiff*. 

I^oah  Davisy  {District  Attorney y)  for  the  defendant. 

Shipman,  J.  ^  The  duties  on  the  merchandise  in  question 
were  levied  under  the  2l8t  section  of  the  Act  of  July  14th, 
1870,  (16  U.  S.  Stat,  at  Large^  262,)  which,  so  far  as  applicable 
to  this  class  of  goods,  is  as  follows :  "  After  the  thirty-first 
day  of  December,  eighteen  hundred  and  seventy,  in  lieu  of 
the  duties  now  imposed  by  law  on  the  articles  hereinafter 
enumerated  or  provided  for,  imported  from  foreign  countries^ 
there  shall  be  levied,  collected,  and  paid  the  following  duties 
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and  rates  of  duties,  that  is  to  say  :  *  *  *  On  all  wines  imported 
in  casks,  containing  not  more  than  twenty-two  j:>«/*  centum  of 
alcohol,  and  valued  at  not  exceeding  forty  cents*per  gallon, 
twenty-five  cents  per  gallon  ;  valued  at  over  forty  cents,  and 
not  over  one  dollar  per  gallon,  sixty  cents  per  gallon  ;  valued 
at  over  one  dollar  per  gallon,  one  dollar  per  gallon,  and,  in 
addition  thereto,  twenty-five  per  centum  ad  valorem.  On 
wines  of  all  kinds,  imported  in  bottles,  and  not  otherwise 
herein  provided  for,  the  same  rate  per  gallon  as  wines  im- 
ported in  casks,  but,  all  bottles  containing  one  quart,  or  less 
than  one  quart,  and  more  than  one  pint,  shall  be  held  to  con- 
tain one  quart,  and  all  bottles  containing  one  pint,  or  less,, 
shall  be  held  to  contain  one  pint,  and  shall  pay,  in  addition, 
three  cents  for  each  bottle." 

The  first  question  raised  by  the  protest  is,  whether  this 
wine  in  bottles  is  subject  to  an  ad  valorem  duty.  The  statute 
provides,  that  "  wines  of  all  kinds,  imported  in  bottles,  and 
not  otherwise  herein  provided  for,"  shall  be  subject  to  "  the 
same  rate  per  gallon  as  wines  imported  in  casks,  but,  all  bot- 
tles containing  one  quart,  or  less  than  one  quart,  and  more 
than  one  pint,  shall  be  held  to  contain  one  quart,  and  all 
bottles  containing  one  pint,  or  less,  shall  be  held  to  contain 
one  pint,  and  shall  pay,  in  addition,  three  cents  for  each 
bottle."  I  think  it  very  clear,  that  the  words, "  the  same  rate 
per  gallon,"  refer,  exclusively,  to  the  specific  duty  imposed 
on  wine  in  casks,  and  do  not  include  the  ad  valorem  duty. 
The  latter  can,  in  no  just  sense,  be  regarded  as  a  ^'  rate  per 
gallon."  The  rate  per  gallon  is  specific,  and  fixed,  by  the 
clause  regulating  the  duty  on  wine  imported  in  casks,  at 
twenty-five  cents,  sixty  cents,  and  one  dollar,  per  gallon,  the 
specific  rate  to  be  applied  to  each  gallon  to  be  ascertained  by 
fixing  the  commercial  value  of  the  gallon.  The  Act  then 
adds  to  all  wines  imported  in  casks  an  ad  vaUorem  duty  of 
twenty-five  j>^  cent.  These  specific  rates  imposed  on  wines 
imported  in  casks  are  then  applied  to  wines  imported  in  bot- 
tles, but  the  ad  valorem  duty  is  not  referred  to  in  connection 
with  the  latter.    If  Congress  had  intended  to  impose  on  wine 
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imported  in  bottles  both  the  specific  and  the  cui  valorem  duties 
laid  on  wine  imported  in  casks,  they  certainly  would  have  so 
declared  in  unambiguous  terms.  That  could  have  been  done 
by  simply,  in  so  many  words,  subjecting  wine  in  bottles  to 
the  same  rates  of  duty  as  wine  in  casks.  I  am  satisfied,  that 
the  words,  "  the  same  rate  per  gallon,"  were  used  only  with 
reference  to  the  specific  rate  applied  to  each  gallon,  and  kre 
limited,  by  plain  terms,  to  that,  and  that,  consequently, 
the  wine  in  question  was  only  liable  to  the  same  specific 
duty  on  the  gallon  as  it  would  have  been  had  the  im- 
portation been  in  casks  instead  of  bottles.  (Lawrence  v. 
CaeweUy  13  Sow.^  488.)  The  exaction,  therefore,  of  the 
twenty-five  per  cent,  ad  valorem  was  not  warranted  by  the 
statute,  and  the  plaintiff  is  entitled  to  recover  it  back  in  this 
suit. 

The  remaining  question  is,  whether  the  rate  of  duty  levied 
by  the  collector  on  each  gallon  is  the  one  prescribed  by  the 
statute.  He  required  the  plaintiff  to  pay  one  dollar  upon 
each  gallon.  The  plaintiff  insists,  that  sixty  cents  per  gallon 
was  the  rate  to  which  this  wine  was  subject.  By  the  state- 
ment of  facts  agreed  upon,  it  is  undeniable,  that  the  total 
value  of  the  wine  in  question  was  $96.  There  were  111 
gallons.  The  value  per  gallon  was,  therefore,  less  than 
one  dollar ;  and,  if  this  statement  is  as  correct  as  it  is  sim- 
ple, it  is  obvious,  that  sixty  cents  is  the  rate  of  duty  which 
the  law  applies  to  each  gallon,  instead  of  one  dollar,  applied 
by  the  collector.  Now,  the  statement  of  facts,  after  giving 
the  total  dutiable  value  of  the  37  cases,  including  the  price  of 
the  bottles,  and  the  amount  of  charges,  as  $96,  states,  that 
"  the  appraisers  returned  the  invoice  to  the  collector,  noting 
thereon^ '  wine  in  cases,  of  12  bottles  each,  2}  gallons  to  the 
case,  $1  —  25%  —  3  cts.' "  The  collector  then  proceeded  to 
liquidate  the  entry.  In  conformity  to  the  statute,  he  fixed 
the  number  of  gallons  at  three  in  eaph  case  of  twelve  bottles, 
in  lieu  of  two  and  a  quarter,  noted  by  the  appraisers.  The 
appraisers  had  evidently  given  the  number  of  standard  or 
commercial  gallons,  and  the  number  of  bottles  in  each  case, 
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m  order  to  enable  the  collector  to  fix  the  number  of  gallons 
which  they  were  to  be  held  to  contain,  under  tins  statute,  for 
the  purpose  of  levying  the  duty  prescribed.  The  return  of 
the  appraisers  showed  that  each  bottle  contained  more  than 
one  pint  and  less  than  one  quart.  By  the  statute,  the  col- 
lector was  to  hold  them  as  containing  one  quart  each,  and  he 
thus  fixed  the  quantity  at  three  gallons  for  each  case.  111 
gallons  in  all.  On  this  quantity  he  levied  a  duty  of  $111, 
one  dollar  per  gallon.  Obviously,  he  took  the  value  of  the 
^^onmiercial  or  standard  gallon,  as  noted  by  the  appraisers, 
which  was  one  dollar,  and  then  applied  the  value  of  that  gal- 
lon to  the  statutory  gallon,  as  arbitrarily  fixed  by  this  Act. 
There  is  no  pretence  that  there  was  any  reappraisement  or 
revaluation.  The  whole  process  was  arithmetical.  The 
noting  on  the  invoice,  by  the  appraisers,  of  "$1,"  is  of  no 
importance.  It  was  erroneous,  and  in  conflict  with  the  other 
part  of  their  return.  It  was  based  upon  the  value  of  the 
commercial  or  standard  gallon^  and  was  arrived  at  by  taking 
that  as  the  measure  of  quantity  by  which  the  value  of  the 
wine  per  gallon  was  to  be  ascertained,  for  the  purpose  of  levy- 
ing the  duty.  But,  the  duty  prescribed  by  the  statute  upon 
each  gallon  is  to  be  ascertained  by  arbitrary  rule  fixed  by  the 
law  itself.  Ifothing  can  be  clearer  than  that  the  appraisers 
took  the  standard  or  commercial  gallon  as  the  rule  of  deter- 
mining the  quantity.  The  number  of  such  gallons  in  the 
whole  importation  was  83^.  The  value  of  the  whole  importa- 
tion was  $96.  Therefore,  the  value  of  each  gallon  was  over 
one  dollar.  But,  applying  the  rule  prescribed  by  the  statute, 
which  declares,  that  '^  all  bottles  containing  one  quart,  or  less 
than  one  quart,  and  more,  than  one  pint,  shall  be  held  to  con- 
tain one  quart,"  this  importation  contains  111  gallons.  The 
collector  so  held,  in  fixing  the  quantity  upon  which  he  levied 
the  duty.  But,  the  value  of  the  whole  invoice  was  but  $96. 
The  value  of  the  gallon,  upon  which  duty  was  to  be  levied, 
must,  therefore,  have  been  less  than  one  dollar,  and,  con- 
sequently, liable  to  a  duty  of  only  sixty  cents.  It  will 
be  noted,  that  the  value  of  the  whole  importation  is  not 
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odIj  fixed,  by  the  agreed  statement  of  facts,  at  $96,  but 
the  collector,  In  estimating  the  amoant  of  the  (id  valorem 
duty  which  he  levied,  took  that  sum  as  the  basis  of  hia 
calculation. 

It  is  obvious,  that  .this  plain  reading  of  the  statute  works 
neither  injustice  to  the  Government,  nor  any  unequal  discrim- 
ination between  wine  imported  in  casks  and  that  imported  in 
bottles.  It  is  a  fact,  within  the  common  knowledge  of  all  en- 
gaged in  this  branch  of  trade,  and  equally  within  the  knowl- 
edge of  Congress,  when  it  passed  this  Act,  that  bottles  in 
which  wines  are  imported  do  not  contain  exactly  a  pint  or  a 
quart ;  that  what  are  called  '^  pints,''  contain  less  than  a  pint, 
and  those  called  ^^ quarts"  less  than  a  quart;  and,  conse- 
quently, the  statute,  arbitrarily  and  justly,  enacted,  that^ 
though,  in  fact,  these  bottles  might  contain  less  than  a  pint 
or  quart,  respectively,  still,  they  should  be  held,  in  the  eye  of 
the  law,  for  the  purpose  of  levying  duty,  to  severally  hold  the 
fiiU  measures  which  their  denomination  would  indicate. 
Some  such  rule  is  necessary,  to  avoid  the  useless  trouble  of 
gauging  the  contents  of  each  bottle.  Thus,  in  importations  of 
wine  in  bottles  of  this  character,  the  Government  secures  a 
duty  of  about  twenty-five  j?^  cent,  beyond  what  it  would  re- 
ceive by  way  of  specific  duty  on  wine  in  casks.  This  is  equiv- 
alent to  the  ad  valorem  duty  levied  on  wine  in  casks,  but 
omitted  on  wine  in  bottles,  and  shows  both  the  equality  and 
harmony  of  this  view  of  the  different  clauses  of  the  Act  under 
consideration. 

On  applying  the  statute  governing  this  case  to  the  agreed 
statement  of  facts  submitted,  the  conclusion  is,  that  the  duties  • 
levied  should  have  been  on  the  111  gallons  of  wine  in  the 444: 
bottles,  sixty  cents  per  gallon,  making  $66  60,  and  three 
cents  each  on  the  bottles,  amounting  to  $13  82,  making  a 
total  of  $79  92,  and  no  more.  The  excess  which  the  collector 
levied  over  this  sum,  to  wit,  $68  40,  was  illegally  exacted, 
and  the  plaintiff  is  entitled  to  recover  it  back,  with  costs^ 
Let  judgment  be  entered  accordingly. 
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The  Nabbaqansett  Steamship  Compact 

ve. 
John' Ponton*  and  others. 

If  A  steamboat  coDtlnnee  her  coarse  at  very  nearly  her  highest  speed,  in  a  fog- 
so  dense  that  an  approaching  ressel,  with  all  proper  lights,  cannot  be  seen 
at  a  distance  of  800  feet,  and  a  collision  ensnes,  the  steamboat  must  be  held 
to  haye  been  in  fault.       ' 

A  vessel  was  sank  by  a  collision,  in  LonglsUnd  Sound,  and  abandoned,  bat  waa 
afterwards  discoyered,  and  raised,  and  libelled  for  salvage,  and  sold,  and  re- 
paired by  the  purchaser.  There  was  nothing  to  show  that  it  was  evident 
that  the  cost  of  raising  and  repairing  her  woald,  with  the  loss  of  her  use, 
amount  to  more  than-  she  would  be  worth  after  being  repaired.  It  did,  in  fact,, 
cost  more  to  raise  and  repair  her  than  she  was  worth  after  she  was  repaired ; 
Held,  that  it  was  proper  to  allow,  as  damages  for  her  loss,  her  full  value  at  the.* 
time  she  was  sunk. 

The  finding  of  the  Commissioner,  as  to  the  amount  of  such  value,  allowed  to 
stand. 

(Before  Woodeuff,  J.,  Southern  District  of  New  York,  March  15th,  1878). 

Woodruff,  J.  1.  I  cbncnr  folly  with  the  District  Judge, 
(4  Benedict^  3^7,)  in  his  conclusion  npon  the  merits  in  these 
cases ;  and,  on  that  branch  of  the  controversy,  I  only  desire 
to  reiterate  the  denial  of  the  claim  made  in  behalf  of  the 
steamboat,  that,  in  a  fog  so  dense  that  an  approaching  vessel, 
with  all  proper  lights,  cannot  be  seen  at  a  distance  of  300 
feet,  (which,  in  this  case,  is  less  than  the  length  of  the 
steamer,)  a  steamboat  may  continue  her  course  at  full  speed, 
or  very  nearly  at  her  highest  speed,  without  being  charged 
with  l^e  damages,  if  collision  is  caused  thereby.  The  strug- 
gle made  here  is  not  new,  and  this  Court  is  gravely  urged  to 
excuse  the  steamboat,  by  proof  that  masters  of  steamboats  do, 
in  fact,  run,  in  a  fog,  at  the  same  speed  as  in  clear  weather. 
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that  the  navigation  of  the  Bteamer  is  conducted  more  safelj 
by  80  doing,  and  that  the  profitable  conduct  of  the  business  of 
a  passenger  steamboat  requires  it,  for,  otherwise,  it  could  not 
make  its  proper  time,  and  patronage  would  be  wanting. 
Utter  disregard  of  the  safety  of  other  vessels  is  thus  made  the 
rule  of  navigation  by  such  steamboats,  ^o  such  considera- 
tions can  be  permitted  to  justify  conduct  so  reckless,  so  at 
war  with  the  settled  rules  of  navigation  by  the  maritime  law, 
and  clearly  in  the  face  of  an  express  statute,  which  requires 
steamships,  in  a  fog,  to  go  at  a  moderate  speed,  and  which  the 
Court  is  asked  to  practically  repeal.  {Act  of  April  29^A, 
1864:,  art.  16,  13  fT*.  JS.  Stat,  at  Large,  61).  The  proof  here,^ 
from  the  steamboat  herself,  is,  that  she  was  running  at  the 
rate  of  16  miles  an  hour,  her  usual  ^eed,  her  maximum 
speed  being  only  18,  uninfluenced  by  a  fog  so  dense  that 
her  navigators  could  not  see  an  approaching  vessel  less  than 
her  own  length  distant,  and  this,  too,  when  the  wind  was 
blowing  from  behind  her,  and  greatly  diminishing  the  chance 
,that  she  would  hear  any  signals  from  such  approaching  ves- 
sels. It  is  not  necessary  to  enlarge  upon  the  recklessness  of 
this  conduct ;  and  I  only  add,  that,  upon  the  other  questions 
at  issue  on  the  merits,  the  decree  of  the  Court  below  was 
clearly  in  accordance  with  the  weight  of  the  evidence. 

2.  As  to  the  damages.  Since  the  decision  of  the  two  cases 
cited  by  counsel,  {The  CatKarine,  17  How.^  170,  and  The  BaJr 
timore^  8  WaUaee,  377,)  there  ought  not,  I  think,  to  be  any 
doubt  as  to  the  rule  governing  the  ascertainment  of  damages 
in  this  case.  The  barque  was  sunk  by  the  collision,  in  Long 
Island  Sound.  To  save  their  lives,  the  master  and  crew  were 
taken  on  board  of  the  steamboat  and  brought  to  New  York. 
The  sunken  vessel  was  discovered  by  the  master  of  another 
vessel,  who,  with  the  assistance  of  a  wrecking  company,  raised 
her,  and  took  her  to  the  port  of  New  Haven,  where  they 
libelled  her  for  salvage,  and  she  was  sold,  and  the  purchaser 
repaired  her,  so  far  as  he  deemed  it  practicable  or  expedient. 
The  collision,  and  an  injury  to  the  vessel,  nor  even  the  sink- 
ing of  the  vessel,  did  not,  j>er  se,  give  to  her  owners  a  right 
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to  abandon  her  and  claim  from  the  steamboat  her  full  value. 
On  the  other  hand,  if,  as  matter  of  fact,  to  be  established  by 
proper  evidence,  the  vessel  could  not  be  raised  and  repaired 
except  at  an  expense  exceeding  her  value  when  raised  and  re- 
paired, then  the  steamboat  which  caused  that  condition  of 
things  is  liable  for  such  value,  as  of  the  date  of  the  injury, 
whether  such  vessel  is  raised  or  not.  This  is  not  upon  any 
theory  of  the  right'of  abandonment,  as  known  in  the  law  of  in- 
surance, but  is  because,  both  in  fact  and  in  law,  the  loss  is 
total.  How  such  a  state  of  things  is  to  be  established,  when 
a  vessel  is  not  raised,  or  by  what  evidence,  it  is  unnecessary 
.here  to  consider.  If  the  fact  be  proved  by  competent  evi- 
dence, then  it  is  for  the  interest  of  the  party  in  fault  that  he  be 
permitted  to  indemnify  the  owners  by  paying  such  total 
value,  and  the  owners  cannot  be  required  to  accept  less  than 
than  that  value.  If  the  vessel  be,  in  fact,  raised  and  repaired 
by  her  owners,  the  party  in  fault  must  pay  the  amount  which 
it  costs  to  repair  her,  so  that  she  shall  be  as  good  as  she  was 
before  the  collision,  together  with  a  just  compensation,  in  the 
nature  of  demurrage,  for  the  loss  of  her  use  for  the  period 
necessary  to  raise  and  repair  her.  It  is  not  necessary,  for  the 
purposes  of  this  case,  to  say,  whether,  if  such  expense  of  re- 
pairs and  loss  of  use  exceed  the  value  of  the  vessel  before  the 
collision,  the  wrong-doer  can  reduce  the  recovery  to  such 
value  and  interest.  A  case  may  occur  in  which  the  folly  of 
attempting  to  raise  and  repair  the  vessel  may  be  so  obvious, 
and  the  injustice  to  the  wrong-doer,  of  cliarging  him  with  ex- 
penses which  ordinary  care  and  prudence  would  show  to  be 
unwise  and  unprofitable,  so  apparent,  that  nothing  more  than 
the  original  value  and  interest  should  be  allowed;  and,  on 
the  other  hand,  there  may  be  cases  in  which  the  owner,  act- 
ing in  good  faith,  and  with  the  care  and  prudence  of  prudent 
men  in  the  conduct  of  their  own  affairs,  deems  it  best  to  raise 
and  repair  the  vessel,  in  the  honest  belief  that  something  of 
value  will  be  saved  thereby,  and  yet  the  actual  cost,  together 
with  the  loss  of  the  use  of  the  vessel,  may  be  so  great,  as  to 
show,  in  the  end,  that  it  would  have  been  a  saving  had  he  left 
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the  yeesel  where  she  Ifty,  and  purchased  another  yesBel  for  his 
use.  How  far  his  good  faith  and  exercise  of  care,  prudence 
and  judgment  may  avail  to  enable  him  to  claim  full  reim- 
bursement and  complete  indemnity,  in  such  case,  it  is  not 
here  material  to  say.  Bringing  these  contingencies  into  view 
may,  nevertheless,  be  of  use  to  illustrate  the  case  now  pre- 
sented. Here,  the  vessel  was,  in  fact,  raised  and  was  repaired. 
The  proofs  do  not  show  a  condition  of  things,  at  and  imme- 
diately after  the  collision,  which  will  warrant  the  owners  of 
the  steamboat  in  saying  that  the  vessel  ought  not  to  have  been 
raised  and  repaired.  They  do  not  claim  that  she  ought  to 
have  been  left  where  she  lay,  but  the  contrary.  Now,  one  of 
two  alternatives  was  before  her  owners — 1st,  to  leave  her, 
and  assume  the  burthen  of  showing  a  justification,  by  proof 
that  it  would  cost  more  to  raise  and  repair  her,  so  as  to  be  as 
good  as  she  was  before  the  collision,  than  she  would  be  worth 
when  repaired,  or,  at  least,  that  such  cost  and  the  loss  of  her 
use  would  exceed  such  value ;  or,  2d,  to  raise  and  repair  her, 
or  cause  her  to  be  raised  and  repaired,  and  look  to  the  wrong- 
doer for  the  expense  and  for  such  loss.  Here  the  owners  of 
the  vessel  did  nothing,  themselves.  (1).  If  they  have  proved^ 
that  raising  and  repairing,  properly  conducted,  would  cost 
more  than  her  value,  then,  as  above  stated,  they  are  entitled 
to  such  value.  The  Commissioner  has  found  the  fact,  that  it 
did  actually  cost  more  to  raise  and  repair  her,  so  &r  as  she 
was  repaired,  than  she  was  worth  when  the  repairs  were 
done,  and,  although  counsel  have  criticised  some  of  the  items 
included  by  him  in  estimating  such  expenses,  I  think  the 
proofs  sustain  his  finding ;  and  this,  it  will  be  seen  by  his  re- 
port, is  without  any' allowance  for  the  use  of  the  vessel  during 
the  time  in  which,  had  the  owners  themselves  made  the 
repairs,  they  must  have  lost  such  use.  True,  the  value  of  such 
use  was  not  proved,  so  as  to  furnish  a  ground  of  estimate ; 
but,  this  leaves  the  naked  finding,  that  the  cost  of  repairs 
alone  exceeded  her  value  when  those  repairs  were  finished. 
Besides  this,  the  proofs  show,  that,  if  the  purchasers  had 
made  the  repairs  so  extensive  as  to  put  her  in  the  same  condi- 
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tion  as  she  was  in  before  the  collision,  the  expenses  would 
have  very  greatly  exceeeded  her  value  at  that  time,  and  would 
have  been  much  more  than  the  Commissioner  reported  as  her 
value.    (2).  The  owners  themselves,  having  done  nothing,  and 
having  undertaken  to  show,  that,  to  raise  and  repair  the  ves- 
sel would  cost  more  than  she  would  be  worth  when  repaired, 
it  was  entirely  competent  for  the  owners  of  the  steamboat  to 
insist  that  she  was,  in  fact,  raised  and  repaired.     They  do  so, 
and  that  it  was  the  duty  of  her  owners  to  raise  and  repair 
her.;  It,  therefore,  becomes  immaterial,  whether  the  raising 
and  repairing  was  actually  done  by  the  owners  or  by  third 
persons.     They  may  adopt  the  act,  so  far  forth  as  actual  ex- 
perience proved  that  it  cost,  and  would  have  cost  them,  at 
least  her  value,  to  raise  and  repair  her.    It  is  for  that  pur- 
pose, and  to  justify  them  in  claiming  her  full  value,  as  an  in- 
demnity, or,  rather,  in  claiming  that  nothing  less  than  her 
full  value  could  be  an  indemnity,  that  the  experience  of  the 
purchasers  becomes  important ;  and  it  is  just  as  important  and 
influential,  to  that  extent,  as  if  all  that  they  did  was  done  as 
the  agents  of  the  former  owners.    No  rule  of  law  was, 
therefore,  violated,  in  allowing  to  the  owners  the  full  value  of . 
their  vessel. 

Upon  the  amount  of  that  value  there  was  a  great  conflict 
of  evidence.  I  do  not  think  that  the  testimony  taken  in  this 
Court  materially  changes  the  state  of  the  proofs,  in  that  re- 
spect. No  doubt,  the  Commissioner  has  allowed  full  value. 
Possibly,  on  an  original  examination  of  all  the  proofs,  I  might 
have  thought  an  amount  somewhat  less  would  be  an  indem- 
nity to  the  owner,  but,  the  witnesses  were  many  of  them 
examined  in  the  presence  of  the  Commissioner,  and  he  had  an 
opportunity  to  see  them,  and  judge  of  their  manner  of  testi- 
fying, and,  so,  of  their  credibility,  and  the  weight  to  be  ac- 
corded to  what  they  testified.  I  do  not  think,  that,  either 
upon  the  value  of  the  vessel,  or  of  the  articles  lost  by  the  ofli- 
cers  and  crew,  the  finding  of  the  Commissioner  should  be 
disturbed. 

The  result  is,  that  the  decree  of  this  Court,  in  aflSirmance 
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of  the  decree  of  the  Court  below,  muflt  award  to  the  ownera 
of  the  barque  the  damages  and  costs  decreed  below,  and  the 
suit  against  such  owners  must  be  dismissed,  with  costs  of  the 
appeal. 

Charles  Dorwhue^  for  the  barque. 

Dudley  FieMy  for  the  steamboat. 
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Prooeedinos  bt  the  Bar  of  the  United  States  CotrRTS  for  the 
Second  Circuit,  on  the  Retirement  of  Mr.  Justice  Nelson 
FROM  the  Supreme  Court  of  the  United  States. 

The  Bar  of  the  United  States  Courts  for  the  Second  Circuit  will 
meet  in  the  United  States  Circuit-  Court  room,  on  Friday,  January 
17th,  1873,  at  2  o'clock,  p.  m^  to  take  action  upon  the  retirement  of 
Mr.  Justice  Nelson  from  the  Supreme  Court  of  the  United  States. 

Edwards  Pierrepont,  Geo.  Ticknor  Curtis,  George  GifFord,  Mur- 
ray Hoffman,  Erastus  C.  Benedict,  William  M.  Evarts,  James  W. 
Gerard,  Theo.  W.  Dwight,  Charles  O'Conor,  Edwin  W.  Stoughton, 
Joshua  M.  Van  Cott. 

At  a  meeting  held  in  pursuance  of  the  foregoing  notice,  and  on 
motion  of  Joseph  S.  Bosworth,  Charles  O'Conor  w^as  elected  Presi- 
dent. 

On  motion  of  Sidney  Webster,  the  following  gentlemen  were 
chosen  to  be  Vice-Presidents :  James  W.  Gerard,  Murray  Hoffman, 
Edgar  S.  Van  Winkle,  Joseph  S.  Bosworth,  Welcome  R.  Beebe, 
Henry  Nicoll,  John  McKeon,  Erastus  C.  Benedict,  John  K.  Porter, 
Henry  E.  Davies,  Edward  J.  Phelps,  John  Ganson,  George  B.  Hib- 
bard,  Lyman  Tremain,  Francis  Keman,  Henry  R.  Selden,  Samuel 
Hand,  Richard  D.  Hubbard,  Charles  R.  Ingersoll  and  Henry  E. 
Stougfaton.  Clarence  A.  Seward  named-  as  Secretary  of  the  meet- 
ing, Sidney  Webster. 

The  meeting  having  been  thus  organized,  the  President  said : — 
Brethren  of  (he  Bar : 

The  great  lawyer  who  for  half  a  centxury  has  been  practicaUy  the  very  life 
and  light  of  oor  jurisprudence;  has  retired  from  active  doty.  His  illostrationa 
of  practical  justice  remain  for  our  enlightenment  and  will  descend  to  posterity. 
In  these— his  gifts  to  man— the  present  and  the  future  are  participants  alike; 
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bat  in  some  things  we  are  ezclnMrely  his  beneficiAriea.  Hia  magnificent  de- 
meanor on  the  Bench  was  a  model  of  all  the  judicial  graces.  In  that  high  place 
his  princely  bearing  and  lion  front  inspired  erery  honeet  soitor  with  confidence, 
while  it  paralysed  the  most  andacions  g^ailt  These  things  we  haye  witnessed 
and  will  erer  remember;  bot  neither  toogae  nor  pen  can  convey  to  future  times 
an  adequate  portraiture  of  them.  These  memories  and  the  pleasure  of  contem- 
plating him  in  the  serenely  tranquil  retirement  which  closes  his  great  career  are 
our  own.  The  Augustan  sge  of  our  jurisprudence,  when  Wells  and  Emmet  ar- 
gued the  causes  which  Kent  and  Spencer  decided,  is  happily  connected  in  his- 
tory with  all  that  is  now  recognixed  as  best  and  purest  by  the  period  wUch 
NsLsoif  adpmed.  Patriotism  and  professional  pride  can  hope  for  no  more  than 
that  the  rising  lawyers  of  to-day  may  sustain  and  transmit  to  Worthy  successors 
ihe  great  fame  derired  by  their  class  from  such  high  sources  and  tlirough 
such  a  noble  channel. 

Edwin  W.  Stoughton  then  moved  that  a  committee  of  five  be 
appointed  by  the  Chair  to  prepare  an  address  to  be  presented  to  Mr. 
Justice  Nelson,  which  motion  having  been  adopted,  the  following 
gentlemen  were  named  by  the  President  as  such  committee :  Edwin 
W.  Stoughton,  Benjamin  D.  Silliman,  Theodore  W.  D wight,  George 
Gifibrd,  Cornelius  Van  Santvoord. 

The  committee,after  consultation,  presented  the  following  address: 

To  the  HonorMe  Saxukl  Nbubon: 

8iB : — ^Your  retirement  from  the  Bench  of  the  Supreme  Court  of  the  United 
States,  after  a  judicial  service  of  more  than  forty-nine  years,  is  an  event  whidi 
the  members  of  the  Bar  of  the. Federal  Courts  cannot  allow  to  pass  into  history 
without  connecting  therewith  the  expression  of  their  profound  sense  of  the  solid 
benefits  conferred  by  your  labors  and  example  upon  the  Bar  and  people  of  this 
country. 

Appointed  at  an  early  age  to  the  Bench  of  the  Circuit  Court  of  the  State  of 
Kew  York,  you  commenced  your  judicial  career  under  a  system  which  pledged 
to  yon  a  long  and  independent  tenure ;  in  return  for  which,  you  devoted  to  the 
discharge  of  your  responsible  duties,  faculties  and  acquirements  which  singu-  i 

larly  fitted  you  to  administer  justice  among  men.    Tou  brought  to  this  work  I 

great  energy,  a  noble  ambition,  an  earnest  love  of  justice,  absolute  impartiality, 
■an  elevated  conception  of  all  the  duties  of  a  magistrate,  united  with  a  judgment 
of  unsurpassed  soundness.  Acknowledging  responsibility  only  to  your  con- 
science, to  the  law,  and  to  your  God,  yon  early  won  the  confidence  of  ar  Bar, 
among  whose  members  were  numbered  some  of  the  greatest  lawyers  of  the  last 
generation.  From  the  Circuit  Court  of  the  State  you  were  advanced  to  the  Su- 
preme Court,  and  there  you  proved  yourself  worthy  to  sit  in  the  place  of  the 
great  Masters  of  jurisprudence  who  had  preceded  you,  and  whose  reputations 
will  endure  forever.  Again  you  were  advanced,  and  the  Bar,  with  pride»  saw 
you  robed  as  Chief  Justice  of  the  State.  As  such  you  presided  for  many  years, 
and  had  your  judicial  career  terminated  with  the  resignation  of  that  office,  the 
records  of  jurisprudence  would  have  transmitted  your  name  to  posterity  as  that 
of  a  great  and  just  judge. 
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Tour  kbors  were  not  thus  to  end.  Yon  had  adminiatered  jastice  for  the 
-period  of  twenty-two  years.  Daring  that  time  yon  had  'mourned  the  departure 
of  many  members  of  Uiat  illostrions  Bar,  which  had  greeted  your  entrance  into 
Judicial  life.  Aroond  yoo  had  grown  op  a  younger  Bar,  to  whom  you  were  an 
object  of  admiration  and  reverence.  Ton  liad  served  the  State  of  your  nativity 
well,  and  well  had  you  maintained  the  State  and  even  national  fame  of  the 
<k>urt  over  which  you  presided.  Your  opinions  there  delivered  will  long  stand 
as  examples  of  the  right  application  of  established  legal  principles,  exact  learn* 
Ing  and  sound  common  sense  to  the  cases  presented  for  judgment 

More  than  twenty-seven  years  ago,  in  ;bhe  full  maturity  of  your  powers,  you 
were  appointed  an  Associate  Justice  of  the  Supreme  Court  of  the  United  States. 
There,  and  at  the  Circuit,  you  encountered  new  and  untried  questions.  ■  The  law 
of  nations,  of  admiralty,  of  prise,  of  revenue,  and  of  patents,  you  mastered,  and, 
as  tUoee  who  now  address  you  can  bear  testimony,  administered  with  unsur- 
passed ability.  With  critical  accuracy  you  studied  and  applied  a  yast  amount 
of  legislation  and  a  multitude  of  rules,  comprised  within  the  spedal  branches  of 
jurisprudence  you  were  compelled  to  administer. 

The  benefits  you  conferred  did  not  consist  solely  in  bringing,  as  yon  did,  to 
the  investigation  and  decision  of  causes,  a  deep  insight— a  judgment  matured  by 
long  and  varied  experience, and  solid  learning — ^the  fruit  of  a  life  of  study  and 
reflection.  Your  kind  and  generous  treatment  of  young  lawyers  ever  encour- 
aged them  to  renewed  exertion ;  and,  in  struggling  to  deserve  your  approval, 
they  were  inspired  by  a  worthy  ambition,  for  they  knew  that  your  standanl  of 
professional  excellence  was  high,  and  that  to  win  your  approval  was  an  earnest 
of  future  distinction. 

Beyond  all  this,  you  have  affbrded  to  the  Bench  of  this  country  an  example 
by  which  the  wisest  and  best  of  its  members  have  profited,  and,  by  your  long 
and  spotless  life  as  a  mag^rate,  you  have  added  dignity  and  lustre  to  the 
history  of  our  jurisprudence ;  for,  whilst  the  d^adation  and  corruption  of  the 
judges  of  a  naUon  inflict  upon  it  an  ofiensive,  a  revolting  blot>  their  independ- 
ence, their  purity  and  thdr  learning  have  ever  written  the  proudest  annals  of 
national  life. 

There  are  among  those  who  now  address  you,  many  who  have  so  long  been 
.  accustomed  to  your  presence  upon  the  bench,  that  they  ¥dll  never  be  quite  rec- 
onciled to  your  absence.  They  will  sometimes  earnestly  wish  that  you  could 
have  remained  to  steady  them  in  the  performance  of  theb  duties,  until  the  dose 
of  their  professional  career.  Nevertheless,  all  who  now  address  you  will  never 
cease  to  be  thankful,  that  upon  your  retirement  to  your  family  and  home,  it  can 
be  said  of  you  as  was  said  of  Lord  Ifansfield :  "  It  has  pleased  God  to  allow  to 
the  evening  of  an  useful  and  illustrious  life,  the  purest  enjoyments  which  nature 
has  ever  allotted  to  it,  the  unclouded  reflections  of  a  superior  and  unfading 
mind  over  its  varied  events,  and  the  happy  consdonsness  that  it  hath  been 
Csithfully  and  eminently  devoted  to  the  highest  dutiea  of  human  sodety." 

Earnestly  hoping  that  these  blessings  may  be  enjoyed  by  you  fo^  many 
years,  the  members  of  the  Bar  who  unite  in  this  tribute  to  your  worth,  remain 
iorever  your  friends. 
VOL.  X — 85 
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Edwards  Pierrepont,  in  xnoving  the  aoceptaaoe  of  this  report^ 
addressed  the  Chair  as  follows  : 

Mr.  Chairman: 

When  emlDent  men  baye  died,  it  h»m  been  the  custom  among  civilized 
nations  to  take  some  public  notice  of  the  erent.  But  the  number  of  thoae  who 
bare  yoluntarily  retired  from  a  great  office  are  so  few,  that  it  can  hardly  be- 
said,  that  any  custom  touching  such  retirement  has  been  established ;  the  rarity 
of  this  occasion  makes  it  the  more  noted,  and  for  every  reason  it  was  moet  fit 
that  you,  Mr.  Chairman,  should  have  been  selected  to  preside  at  this  iiniisual 
meeting  of  the  Bar. 

When  a  man  in  his  early  prime  resigns  a  high  office  to  enter  some  broader 
field  of  ambition,  or  to  seek  new  gratifications  in  the  pursuit  of  wealth,  he 
neither  deserves  nor  receives  any  especial  marks  of  approbation  from  his  fellow- 
men.  But  when  one  has  spent  a  long  life  in  the  public  service,  and  has  so 
borne  himself  in  his  great  office  as  to  command  the  respect  of  every  honest 
citizen,  and  at  the  call  of  duty  lets  go  his  hold  on  power,  while  all'  his  fiiculiies 
remidn,  he  is  a  man  so  rare  as  to  attract  more  than  a  passing  notice;  and  we 
have  met  to  say  something  of  this  grand  old  man  who  was  eighty  years  old  the 
8th  of  November  last,  and  who,  by  continuing  three  months  longer,  would  have- 
had  an  uninterrupted  career  of  judicial  life  full  fifty  years.  We  search  in  vain 
for  a  career  like  this !  How  nobler  is  it,  than  to  have  clung  feebly  to  his  place 
until  death  pulled  him  reluctant  from  his  seat.  Hpw  like  the  man,  how  in 
harmony  with  his  high  sense  of  duty,  was  his  retirement  from  an  office  in  which 
he,  sooner  than  others,  felt  that  the  burden  of  his  years  might  possibly  diminish 
his  usefulness.  No  pride,  no  love  of  power,  no  vanity  stood  for  a  moment  in  his 
way ;  a  lofty  sense  of  duty  governed  him  in  the  end  as  at  the  beginning,  and  as 
all  through  his  life.  It  was  well  known,  if  Judg^  Nslson  retained  his  office 
until  April  next,  that  the  half  century  of  his  judicial  life  would  then  be  com- 
plete, and  many  supposed  that  the  natural  desire  to  fill  up  the  fifty  years  would 
prolong  his  stay  upon  the  bench;  but  those  well  acquainted  with  Judge  Nclsok 
knew  that  the  high  tone  of  his  character  would  not  allow  htm  to  retain  the 
ofiice  one  day  after  he  became  satisfied  that  he  could  not  fully  dischaige  its  duties. 

.Lord  Mansfield,  the  Chief  Justice  of  the  King's  Bench,  resigned  at  the  age 
of  eighty-three.  He  had  been  upon  the  bench  thirty-two  years.  Between 
Judge  NxLSON  and  the  Lord  Chief  Justice  there  were  some  striking  points  of 
resemblance.  So  noted  was  Lord  Mansfield  for  preferring  substantial  justice  to 
musty  precedent,  and  so  firmly  did  he  believe  in  the  flexibility  of  the  common 
law,  and  that  its  rigid  rules  should  bend  to  new  exigencies  in  the  advancement 
of  commerce,  of  science,  of  civilization  and  humanity,  that  it  was  a  common 
thing  for  the  old  lawyers  to  sneer  at  what  they  called  "  Lord  Mansfield's  Equity 
Judgments  ;**  and  Junius,  in  a  letter  addressed  to  the  Lord  Chief  Justice, 
November  14th,  1770,  says :  "  Even  in  matters  of  private  property,  we  see  the 
same  bias  and  inclination  to  depart  from  the  decisions  of  your  predecessors, 
which  you  certainly  ought  to  receive  as  evidence  of  the  common  law.  Instead 
of  those  certain  positive  rules  by  which  the  judgment  of  a  Court  of  law  should 
invariably  be  determined,  you  have  fondly  introduced  your  own  unsettled 
notions  of  equity  and  substantial  justice.    Decisions  given  upon  such  principles 
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do  not  alarm  the  pnbHc  as  much  as  they  ought"  The  pul^c  were  not  alarmed  ; 
the  public  saw  that  Lord  Mansfield  was  right,  and  that  "  equity  and  substantial 
justice  "  was  what  good  men  desired,  and  not  inequity  and  injustice,  in  defer- 
ence to  worn-out  precedents  unsnited  to  the  advancing  times.  In  earlier  years 
we  heard  the  same  criticisms  from  old  lawyers  about  the.  rulings  of  Judge 
NsLSON,  and  almost  in  the  same  language ;  but  the  names  of  those  who  censured 
Lord  Mansfield  and  Judge  Nelson  for  their  adherence  to  "  equity  and  substan> 
tial  justice  "  are  already  forgotten,  while  both  of  these  great  jurists  will  be  held 
in  rererence  so  long  as  tiie  common  law  continues  to  be  administered. 

In  the  construction  of  statute  of  the  United  States,  subtie  and  unsubstantial 
technicalities,  interposed  to  defeat  justice,  had  small  chance  of  success  where 
Judge  NxLsoN  was  presiding.  At  tiie  trial  of  the  great  frauds  of  Kohnstamm* 
I  was  employed  by  the  GoTemment  to  conduct  the  prosecution ;  several  of  the 
eminent  lawyers  here  present  were  engaged  for  the  defence,  and  one,  now  no 
more — the  lamented  and  much  beloved  James  T.  Brady — ^whose  great  legal 
abilities  would  have  made  him  distinguished  without  the  aid  of  his  more  bril- 
liant and  unparalleled  rhetorical  powers.  Mr.  Brady,  with  his  usual  eloquence 
.  and  skill,  summed  up  the  case  for  the  accused ;  but  the  jury  found  the  defend- 
ant guilty;  and  upon  remarking  to  Mr.  Brady  that  the  jury  were  prompt,  and 
that  I  feared  a  disagreement^  "  I  had  hoped  it,"  said  Mr.  Brady,  **  until  the' 
charge,  but  what  could  I  do  against  that  old  lion  there  ?  "  turning  towards  tii& 
Judge,  as  he  sat  kingly  upon  the  Bench,  and  looking  like  a  veritable  old  lion,  aa 
he  was. 

Nature  did  much  to  make  Judge  Nklsov  what  he  has  been.  Nature  gave 
him  a  commanding  presence,  a  strong  constitution,  an  even  balance  of  the  pas« 
sions  and  the  intellectual  faculties,  a  genial  soul  and  great  vital  forces,  a  natural 
love  of  right  and  substantial  justice,  a  resolute  will  and  an  honest  heart ;  a  mind,, 
body,  and  a  moral  tone,  healthy,  manly  and  robust.  Culture  did  greatiy  aid  him  ^ 
but  his  naturtf  endowments  were  vast.  He  did  not  deserve  much  credit  for 
being  a  great,  just  man ;  he  could  not  help  it  very  well  It  was  natural  and 
easy ;  and  his  life  flowed  on  as  the  strong  current  of  a  river.  It  would  be  inter « 
esting  and  instructive  to  have  his  brother  judges  of  the  Supreme  Court  give 
their  estimates  of  Judge  Nilbon's  characteristics  and  judicial  abilities.  I  have- 
frequently  heard  several  of  them  speak  of  their  eminent  associate,  and  quite  re^ 
centiy  the  Chief  Justice  has  expressed  unmeasured  admiration  of  the  easy  fa* 
dlity,  wisdom,  ability,  and  remarkable  character  of  him  whose  retirement  from 
the  Bench  tiie  Chief  Justice  considers  an  irreparable  loss  to  himself  personally,, 
and  to  the  public  service  generally. 

The  influence  of  Judge  Nelson  upon  the  New  York  Bar  has  been  very  great. 
The  tone  and  manners  of  the  Bar  will  always  depend  upon  the  tone  andmaonera 
of  the  Bench.  Good  temper,  courteous  manners,  and  dignity  of  deportment  ap» 
very  important,  if  not  essential,  in  the  administraton  of  justice.  The  Bar  and 
the  Bench  will  ever  go  hand  in  hand  and  quite  abreast  in  every  respect,  and  the- 
community  are  quick  to  discover  the  fact ;  and  great  merchants  and  men  of  busi> 
ness  will  not  entrust  their  important  interests  to  a  Bench  and  a  Bar  composed  of 
inferior  men ;  and  so  sure  as  you  degrade  the  Bench,  you  degrade  the  Bar ;  and^ 
with  equal  certainty,  yon  thus  drive  the  important  business  from  the  lawyers  and 
the  Courts,  and  other  means  of  adjusting  differences  of  magnitude  will  be  found. 
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Jad^  Nbjbon  took  no  ACtiye  part  in  politics ;  bat  no  man  was  a  more  doae  or 
more  interested  observer  of  public  affurs.  In  the  distracted  times  of  I860,  when 
the  Democratic  party  looked  around  for  a  candidate  who  coald  unite  the  North  and 
South,  and  command  the  confidence  of  the  entire  country,  Judge  Nbubon  seemed 
to  be  the  only  man ;  the  sole  difficulty  in  the  way  was  the  fact  that  he  was  a 
member  of  the  Supreme  Court;  and  the  sentiment  of  the  people  seemed  then,  as 
now,  to  be,  that,  when  a  man  enters  that  temple  of  justice,  and  puts  on  the  robes 
of  office,  he  shall  nerer  make  the  sacred  seat  a  stepping-stone  from  which  to  aa- 
oend  to  any  political  place. 

When  the  Goyemmnnts  of  Great  Britain  and  of  the  United  States  undertook  a 
negotiation  which  resulted  in  the  treaty  of  Washington,  our  sagacious  Secretary 
of  State,  with  that  good  judgment  for  which  he  is  distinguished,  selected  (by 
the  approral  of  the  President)  Judge  Nklson  as  one  of  the  High  CommisslonerB ; 
and  the  crowning  act  of  a  great  career  in  the  public  sendee  was  the  prominent 
part  he  took  in  concluding  that  treaty,  by  which  enduring  peace  between  these 
two  great  nations,  speaking  the  same  language,  goTcrned  by  similai  laws,  and 
worshipping  the  same  God  through  the  same  religious  forms,  was  secured. 

The  Lord  Chief  Justice  Mansfield  lived  five  years  after  resignation  of 
his  office.  May  our  equally  great  and  equally  respected  Judge  liye  many  times 
those  years,  if  he  so  vdshes,  and  God  wills ;  "  and  when  old  Time  shall  lead  him 
to  his  end,  Gk>odness  and  he  fill  up  one  monument.** 

Oq  the  conclusion  of  the  remarks  of  Mr.  Pierrepont,  the  meeting 
was  addressed  by  Clarence  A.  Seward,  who  said : 

Mr,  PrMident: 

It  is  with  unfeigned  satisfaction  that  I  concur  in  the  adoption  of  the  pro- 
posed address.*  It  is  meet  and  right  that  the  evening  of  a  well-spent  life  should 
be  brightened,  ere  its  dose,  by  the  commendation,  "  Well  done,  good  and  £aiih> 
ful  servant"  The  utterances  of  approval  are  more  timely  now  than  if  pos^>oned 
tin  sorrow  tempered  them.  Better  is  it  to  say  to  the  living,  **  Thou  art  worthy 
of  honor,"  than  to  reserve  the  recognition  for  eulogy  and  mausoleum. 

For  thirty  years  have  respect  and  friendship,  formed  in  school-boy  days  at 
Cooperstown,  grown  stronger,  and  with  them  both  is  mingled  an  aflSoction  which, 
to-day,  finds  cause  for  regret  that  professional  intercourse  must  henceforth  cease. 
For  many  repeated  words,  kindly  suggestive  of  patience,  hope  and  prcHnise,  I 
am  to^ay  the  debtor  of  him  in  whoee  honor  we  are  gathered  here.  Therefore 
it  is  that  I  appreciate  the  privilege  of  acknowledging  my  obligations,  and  of 
uniting  with  those  who  are  here  assembled,  to  testify  to  him  the  high  regard  in 
which  he  has  been  held  by  those  among  whom  his  lifetime  has  been  spent 

Ko  one  feels  more  grateful  than  Tdo,  that  we  are  not  assembled  here  as  a 
brotherhood  in  mourning,  but  to  testify  our  affectionate  regard  for  one  who  still 
lives,  as  is  so  felicitously  stated  in  the  address,  "  to  enjoy  the  happy  conscious- 
ness that  his  Ufe  has  been  faithfully  and  eminentiy  devoted  to  the  highest  duties 
of  human  society." 

It  is  not  necessary  that  one  should  have  passed  away  to  insure  an  example 
worthy  of  emulation.  There  are  three  characteristics  of  Mr.  Justice  Nblson, 
which  conspicuously  marked  his  judicial  career,  and  which  may  be  mentioned 


APPENDIX.  549 

in  his  UfetixDe,  without  trenching  npon  propriety,  as  worthy  of  observance. 
They  are  his  calmness,  courtesy  and  dignity. 

His  calmness  was  imperturbable,  and  nerer  deserted  him.  Procrastination 
and  ignorance  could  not  disturb  it.  Ill  temper  could  not  ruffle  it  It  held 
himself  in  check,  and  restrained  the  ebullitions  of  others.  It  permeated  the 
atmosphere  of  the  forum,  and  insured  confidence  and  decorum.         * 

His  courtesy  was  natural,  and  therefore  always  manifest  It  insured  a 
patient  hearing,  and  its  ulent  influence,  teaching  by  example,  secured  the  cour- 
tesy of  all.  If  it  failed  in  so  doing,  a  Mndly  word  from  him  restored  the  broken 
hannony. 

His  dignity  was  his  own,  not  borrowed.  It  was  nature's  outward  dothiog 
of  the  gentleman  within.  It  repelled  familiarity,  as  it  forbade  insult,  and  it 
imparted  itself  alike  to  counsel,  witnesses  and  jurors.  It  "  grew  with  his  illus- 
trious reputation,  and  became  a  sort  of  pledge  to  the  public  for  security." 

These  three  qualities  are  said  to  have  been  the  attributes  of  Lord  Mansfield, 
but  his  biographer  assures  us,  "  that  he  had  a  serious  defect,  a  want  of  heart" 
No  biographer  of  Samubl  Nslbon  will  ever  make  that  charge  against  him. 
Contemporaries  and  tradition  will  alike  refute  it  That  he  has  a  large  heart, 
filled  with  human  kindness,  those  who  knew  him  best  can  ]i>est  attest  It  acted 
like  a  magnet  in  the  court  room,  and  drew  from  every  one  respect,  which, 
longer  oontinned,  ripened  into  afiectionate  regard.  It  insured  for  the  younger 
members  of  the  Bar  a  manifestation  of  attention,  precisely  equal  to  that  which 
was  bestowed  upon  older  and  more  able  advocates.  It  sympathised  with  nervous 
inexperience,  and  was  itself  too  tender  to  wound  by  biting  sarcasm  or  harsher 
jest  It  could  be  just  to  one  not  liked ;  more  than  that^-lt  could  be  just  to  a 
friend,  and  in  so  doing,  rise  superior  to  apprehensions  of  possible  hostile  oom- 
ment 

Of  his  logical  understandiug,  quick  perception,  judicial  abilities  and  juridical 
knowledge,  there  is  no  occasion  now  to  speak.  They  are  evidenced  for  our- 
selves and  for  posterity  in  the  **  Reports,*'  and  need  no  encomium  now. 

I  never  heard  but  one  criticism  upon  his  conduct  as  a  judge,  and  that  was 
the  old  one  made  of  a  celebrated  English  judge,  that  "  he  did  not  despatch  mat- 
ters quick  enough."  This  complaint  is  to  be  answered  now,  as  it  was  answered 
when  made  two  hundred  years  ago:  ^*  But  the  great  care  he  used  to  put  suits 
to  a  final  end,  as  it  made  him  slower  in  deciding  then^  so  it  had  the  good  effect 
that  causes  tried  before  him  were  seldom,  if  ever,  tried  again."  When  they 
were  decided,  whether  verbally  or  in  writing,  the  decision  was  couched  in  a 
few  apt  and  expressive  words,  for  he  seemed  to  believe  in  the  maxim  of  Lord 
Bacon,  that  **  a  much-speaking  judge  la  not  a  well-tuned  cymbaL" 

Our  regret  here  to-day  is,  that  he  will  no  longer  preside  among  us ;  that  he 
has  asked  for  his  "  writ  of  ease,"  and  to  be  relieved  from  the  duties  of  his  office, 
and  almost  in  the  language  of  one  of  the  Chief  Justices  of  England,  addressed  to 
Charles  II,  because  "  he  could  not,  in  good  conscience,  continue  in  it,  sinoe  he 
was  no  longer  able  to  discharge  the  duty  belonging  to  it" 

In  his  retirement,  so  honorably  sought,  he  carries  with  him  the  respect,  the 
veneration,  and  the  affection  of  that  Bar  which  knew  him  best 

Mr.  President,  when  Sir  Matthew  Hale  died,  his  friend  Baxter  purchased  a 
Bible,  in  which  he  placed  a  print  of  the  deceased  judge,  and  underneath  it  he 
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wrote  these  words:  "  Sir  Matthew  Hale :  That  pillar  and  bftsia  of  jasldce,  who 
wonld  not  hare  done  an  nnjnat  thing  for  any  worldly  prize  or  motiTe,  entered 
on,  uaed,  and  yolantarily  surrendered  his  place  of  judicature  with  the  most 
oniyersal  love,  and  honor,  and  praise  that  ever  did  English  subject  in  this  8g«, 
or  any  that  just  history  does  record."  What  was  true  of  Englan^s  most  Ten> 
erated  Chief  Justice  is  equally  true  now  of  New  York's  most  venerated  Judge. 

Professional  ties  are  broken  here  today,  never  to  be  reunited.  Those  of 
friendship  still  remain,  and  across  them,  as  across  the  cable,  we  send  our  New 
Year's  greeting  to  our  retired  Chief  in  his  country  home,  with  our  benedictioos 
for  his  instruction  and  example.  We  can  see  the  frosts  of  eighty  years  gather- 
ing upon  his  honored  brow.  It  is  our  gratification,  as  it  is  his,  to  know  that 
their  whiteness  and  purity  are  rivalled  by  his  judicial  robes,  worn  for  lialf  a 
century,  without  spot  or  blemish. 

In  seconding  the  motion  for  acceptance,  William  M.  Evarts 

spoke  as  follows : 

It  is  our  expectation,  Mr.  Chairman,  that  appropriate  committees  will  be 
appointed  to  present  this  Address  to  Judge  NnsoN,  in  the  name  of  his  brethren 
«t  the  Bar,  to  the  United  States  Circuit  Court  of  this  District,  and  to  the 
Supreme  Court  at  Washington,  and,  in  connection  with  the  Address  and  with 
these  dispositions  of  it,  appropriate  to  our  feelings  and  our  duty,  I  may  be  per- 
mitted to  say  a  few  words.    When  you  notice  that,  in  the  year  1821,  Judge 
Nblson  was  a  member  of  the  Constitutional  Convention  of  this  State,  end  that  in 
the  year  1871  he  was  a  member  of  the  great  diplomatic  body  which  disposed  of 
•U  differences  between  Great  Britain  and  his  own  country,  you  have  included, 
«s  between  the  points  of  the  compasses,  a  great  span,  I  will  not  say  in  the  life  of 
m  man,  but  in  the  life  of  this  nation.    And,  in  naming  these  two  great  public 
trusts  that  he  has  discharged,  you  have  exhausted  the  lijt  of  aU  his  public 
duties,  all  his  public  services,  and  all  his  public  honors  that  do  not  belong  ex- 
clusively to  the  profession  of  the  law  and  the  distinctions  of  the  judiciary.   Now, 
we  must  consider  how  large  a  combination  of  what  constitutes  the  fame  of  very 
many  celebrated  men  is  united  in  the  fiune  and  the  services  of  Mr.  Justice  Nxl- 
eoN.    As  the  Address  has  noticed,  while  exhausting  the  honors  and  filling  out 
the  services  of  the  highest  judicial  stations  of  the  State,  he  justly  earned,  by 
the  manner  in  which  he  discharged  these  great  duties,  a  place  by  the  side  of  the 
most  eminent  lawyers  an<f  judges  whom  the  State  has  produced.    From  the 
moment  that  he  was  transferred  to  the  Federal  judiciary,  until  his  retirement, 
the  general  judgment,  not  only  of  this  Bar  and  of  this  community,  but  of  the 
Bar  of  the  United  States,  and  the  sense  of  the  country  at  large,  confirm  his 
position  as  on  a  level  with  that  of  the  most  celebrated  judges  of  the  nation. 
Again,  if  we  compare  him  with  those  who  have  gained  great  fame,  among  our- 
eelves  or  in  the  mother  country,  in  the  different  departmento  of  the  law— as 
common-law  judges,  as  equity  judges,  as  admiralty  judges — who  is  there  but 
must  concede  that  in  the  number  of  his  causes,  in  the  magnitude  of  his  judg- 
ments, in  the  wide  comprehension  of  the  principles  which  he  applied  in  each  of 
these  different  departmento  of  the  law,  he  stands  now,  in  his  old  age,  to  be  com- 
pared with  such  masters  in  those  separate  departments  as  Sir  William  Scott, 
Lord  Bldon,  Lord  Mansfield,  Dr.  Lushington,  Kent,  Spencer,  Tilghman  and 
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^Shaw.  We  find  also,  in  this  extraordinary  life,  no  defect  apparent,  and  nothing 
wanting.  We  mark  a  coIleotiTe  force  and  strength  of  yaried  and  prolonged 
^aerrioe  and  of  sostained  credit  in  his  career,  which  are  not  to  be  conceded  to  any 
'Single  life  of  jodidal  distinction,  either  in  England  or  with  as.  He  had,  by  the 
lofty  discharge  of  the  great  trosts  confided  to  him,  in  the  language  of  Lord 
Bolingbroke,  "  bnilt  np  about  him  that  opinion  of  manldnd,  which,  fame  alter 
death,  is  superior  strength  and  ^wer  in  life."  Wherever  he  moTes,  in  what- 
ever  attitude  he  is  regarded,  these  traits  of  dignity  and  force  of  character  must 
always  be  accorded  to  him. 

My  own  personal  obserration,  Mr.  Chairman,  covers  the  whole  period  of 
« Judge  KsLson'a  sendees  in  the  judiciary  of  the  nation,  and  carries  me  back 
through  a  few  years  of  his  latest  service  as  Chief  Justice  of  this  State.  He 
ogned  the  warrant  for  my  practice  as  an  attorney.  My  first  knowledge  of  him, 
probably,  was  at  the  term  of  the  Court  at  which  I  received  it^  and  subsequently 
durmg  the  three  or  four  years  .while  he  renudned  on  that  Bench,  I  had  the  good 
fortune  to  make  his  personal  acquaintance,  and  the  honor  to  make  arguments 
before  him  in  several  suits.  I  argued,*!  think,  before  him  one  of  the  very  first 
•causes  of  much  importance  after  he  took  his  seat  here,  in  the  Circdit  Court  of 
the  United  States,  being  a  re-argument  of  a  cause  which  I  had  argued  before 
Judge  Thompson,  and  his  'death  had  left  undecided.  From  that  time  to  this, 
in  New  York,  in  Vermont,  and  at  Washington,  socially  and  professionaUy,  I 
have  enjoyed  his  kind  IHendship,  and  he  has  ever  been  present  to  my  personal 
«nd  professional  admiration. 

Mr.  Chairman,  Archbishop  Whately,  in  his  Notes  to  Lord  Bacon's  Essa]^— 
which,  I  believe,  scholars  and  moralists  regard  as  a  not  unworthy  commentary 
on  so  celebrated  a  text — has  drawn  a  contrast  between  the  relations  to  the 
community  of  a  great  lawyer  and  of  a  great  judge,  that  is  more  pointed  than  it 
is  flattering  to  those  of  us  who  adhere  to  the  Bar— more  pointed,  perhaps,  than 
IS  just  He  Buyn,  in  substance,  for  I  quote  only  from  distant  memory,  that  when 
^  pre-eminently  great  advocate  dies,  or  is  withdrawn  from  the  service  of  the 
law,  it  by  no  means  follows  that  the  public  or  the  administration  of  justice 
thereby  suffers  a  loss.  For,  as  he  suggests,  the  great  interests  of  society 
-demanding,  and  the  whole  judicial  establishment  existing  for,  the  perfection  of 
the  administration  of  justice  among  men,  where  an  advocate  has  so  fue  outgrown 
his  fellows  as  greatly  to  overmaster  them  by  his  eloquence,  by  his  learning,  by 
his  will,  by  his  fame,  and,  so,  suitors  find  at  their  service  no  equal  weight  to 
throw  into  the  scales  of  justice  against  him,  perhaps  the  community,  instead  of 
ioeing,  gains  something  by  the  subtraction  of  this  disturbing  force.  But,  this 
critic  adds,  with  regard  to  a  great  and  eminent  judge,  there  arises  no  such 
•  question.  His  talents,  his  powers,  his  authority,  his  name,  his  fame,  are  wholly 
committed  to  the  general  interests  of  the  whole  community,  and  when  he  is 
withdrawn  from  the  scene  of  his  labors,  and  from  their  beneficent  distribution 
and  activity,  it  is,  for  the  moment,  as  if  the  sun  were  taken  from  the  heavens. 
I>o  we  not  all  agree  that,  if  this  be  true  of  any  judge,  it  is  true  of  Judge 

JNXLSON? 

Now,  Mr.  Chairman,  may  we  not  all  be  permitted  to  feel,  at  this  point  in 
this  remarkable  life,  and  before  the  end,  death,  has  set  its  coronation  to  its 
illustrious  work,  that  we  may  assign  to  Judge  Nelsox  a  place  by  the  side  of 
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Eldon  and  Manifield,  of  Kent  and  Spencer,  of  Shaw,  of  Manhall,  and  Taney,, 
among  those  who  share  the  lustre  of  the  Homeric  enlogy  of  men  *'  renowned 
for  justice,  and  for  length  of  days."    Indeed,  sir,  in  free  of  the  classic  caution 
against  prematnre  judgment,  we  still  fear  no  imputation  of  rashness  in  phK 
nouncing  this  life  fortunate,  although  it  has  not  reached  its  close. 

The  Address  presented  by  the  committee  having  been  adopted^ 
it  was  then  resolved,  on  motion  of  Edwards  Pierrepont,  that  it  be 
signed  by  the  offioers  of  this  meeting,  and  presented  to  Mr.  Justice 
Nelson.  The  following  Committee  of  Presentation  was  appointed 
by  the  President:  Edwards  Pierrepont,  Edwin  "W.  Stonghton^ 
Clarence  A.  Seward,  Edward  H.  Owen,  Charles  M.  Keller,  William 
M.  Evarts,  Sidney  Webster,  Thomas  C.  T,  Buckley,  Joshua  M. 
Van  Cott,  John  E.  Ward,  Samuel  L.  M.  Barlow,  Aaron  J.  Vander- 
poel,  James  Thomson,  Augustus  F.  Smith,  John  Sherwood. 

It  was  then  moved  by  Edwin  W.  Stoughton,  that  a  committee 
be  appointed  by  the  President  to  present  the  Address  and  the  pro- 
ceedings of  this  meeting  to  the  United  States  Circuit  Court  for  the 
Southern  District  of  New  York. 

An  amendment  thereto  was  offered  by  Clarence  A.  Seward,  that 
the  President  of  this  meeting  be  Chairman  of  this  Committee,, 
which  having  been  put  to  vote  by  Mr.  Seward,  and  accepted  by  the 
meeting,  and  the  original  motion  having  been  adopted,  the  Presi- 
dent, in  pursuance  thereof  added  the  following  gentlemen  as  mem- 
bers thereof :  James  W.  Gerard,  John  McKeon,  Daniel  D.  Lord, 
Benjamin  D.  Silliman,  Joseph  H.  Choate,  Stephen  P.  Nash,  James 
C.  Carter,  Charles  Donohue,  George  Bliss,  Jr.,  Charles  M.  Da 
Costa. 

A  motion  of  William  M.  Evarts  was  then  adopted,  that  a  com- 
mittee be  appointed  by  the  President,  to  present  the  Address  and 
the  proceedings  of  this  meeting  to  the  Supreme  Court  of  the  United 
States  at  Washington  ;  and  the  following  gentlemen  were  appointed 
to  form  such  committee :  William  M.  Evarts,  Edwards  Pierrepont,, 
Edwin  W.  Stoughton,  George  Ticknor  Curtis,  Samuel  J.  Tilden,. 
George  Gifford,  Charles  M.  Keller,  Charles  F.  Blake,  Sidney 
Webster. 

John  K.  Porter  moved  that  a  committee  be  selected  by  the 
President,  of  which  Edwin  W.  Stoughton  be  chairman,  to  present 
the  Address  and  proceedings  of  this  meeting  to  the  Court  of  Appeals 
of  the  State  of  New  York,  at  Albany,  which  having  been  carried,  a 
subsequent  motion  was  made  by  Mr,  Pof  ter  and  adopted,  that  the 
Chair  be  authorized  to  name  the  members  of  this  committee  afler 
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the  adjournment  of  this  meeting.    The  following  gentlemen  were 

subsequently  selected  by  the  President:    Edwin  W.  Stoughton,. 

John  E.  Porter,  Francis  Eernan,  Lyman  Tremain,  Samuel  Hand. 

On  motion  of  George  GifTord,  the  meeting  adjourned. 

Charles  O'Conor,  PretidenL 
Sidney  Webster,  Secretary. 

PRESENTATION  OF  THE  ADDRESS. 

In  fulfilment  of  the  agreeable  duty  imposed  upon  the  Committee 
appointed  to  present  the  foregoing  Address,  Mr.  Stoughton,  Mr. 
Seward,  Mr.  Owen,  Mr.  Eeller,  Mr.  Webster,  Mr.  Buckley,  Mr. 
Vanderpoel,  and  Mr.  Thomson,  waited  upon  Mr.  Justice  Nelson  at 
his  residence  in  Cooperstown,  on  Wednesday,  the  12th  day  of 
February,  1873.  The  Committee  invited  the  Circuit  and  District 
Judges  of  the  Federal  Courts  for  the  Second  Circuit  to  accompany 
them  as  their  guests.  Judge  Woodruff  (the  Circuit  Judge),  and 
Judges  Benedict  and  Blatchford  (District  Judges),  accepted  the 
invitation.  Judges  Shipman,  Hall,  and  Smalley  were  unable  to  be- 
present.  Mr.  Justice  Nelson  informed  the  Committee  that  he 
would  be  pleased  to  receive  them  and  the  Judges  in  his  house  at 
two  o'clock.  The  attendance  of  Mr.  Pierrepont,  the  chairman  of 
the  Committee,  having  been  prevented  by  illness,  Mr.  Stoughton 
was  chosen  in  his  place,  and  introduced  the  Committee,  and  the 
purpose  of  its  presence,  by  the  following  remarks  : 

ffonored  Sir : 

We  appear  before  yon  to-day  as  a  Committee  of  the  Bar  of  the  Second  Cir- 
eoit,  appointed  at  a  large  meeting  of  the  members  thereof,  lately  held  in  the  city 
of  New  York,  for  the  purpose  of  taking  action  npon  yonr  retirement  from  the 
Bench  of  the  Snpreme  Court  of  the  United  States,  after  an  uninterrupted  judicial 
service  of  nearly  fifty  years.  That  meeting  was  presided  over  by  the  leader  of 
the  Bar,  Mr.  Charles  (yConor,  and  the  members  of  the  Bar  composing  it  nnanl> 
monaly  adopted  an  Address,  which,  with  their  entire  proceedings,  as  there 
recorded,  they  have  instructed  the  Committee  to  present  to  you.  We  are  here 
to  dischaige  that  agreeable  duty.  "We  are  here  upon  a  mission  of  deep  interest 
to  the  Bar  we  represent,  and,  as  we  beHeve,  to  the  Bench  and  to  the  country— 
to  the  Bar,  because  it  owes  to  yon  reverence  and  honor  for  your  long,  unwearied 
serrice  in  encouraging  and  instructiDg  them;  to  the  Bench;  because  it  is  your 
debtor  for  the  noble  judicial  example  you  have  recorded  for  its  guidance ;  to  the 
country,  because  you  deserre  its  gratitude  for  the  devotion  of  your  life  to  ite 
service,  in  the  performance  of  duties  the  most  arduous  and  the  most  usefhl  which 
man  can  perform  for  his  fellow-man.  That  distinguished  members  of  the  Bench 
share  these  sentiments  with  us,  is  illustrated  by  the  appearance  before  you  upon 
this  occasion,  of  Judges  Woodruff,  Blatchford,  and  Benedict,  whose  reputations 
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hare  already  become  national,  and  who,  laying  adde  other  pressing  engagements 
and  duties,  hare  oome  to  yon  from  afar,  at  this  inclement  season  of  the  year,  to 
manifest  by  their  presence  the  interest  which  they  feel  in  this  meet  unusual 
ceremony.  The  other  Federal  Judges  of  tHe  Circuit  in  which  you  eo  long  ad- 
ministered justice  would  hare  also  been  here,  had  not  imperatiye  engagements 
elsewhere  prerented,  as  they  have  signified  by  letters  which  this  Gomndttee  will 
hand  you.  The  Comndttee  regret  that  the  sudden  illness  of  their  chairman. 
Judge  Pierrepont,  has  preyented  his  attendance  here.  In  opnsequenoe  of  this, 
he  who  addresses  you  has  been  ^>pointed  in  his  place ;  and  now,  in  discharge 
of  the  duty  imposed  upon  the  Conunittee,  we  read  to  you  the  Address  of  the 
Bar,  which  we  are  instructed  to  present. 

Mr.  Stoughton  here  read  the  Address,  and,  in  delivering  it  to 
Judge  Nklson,  with  a  copy  of  the  proceedings  of  the  meeting, 
added: 

In  delirering  this  to  you,  as  we  now  do,  we  tender  to  you  our  most  heartfelt 
respect  and  rererence. 

Judge  Woodruff  then  addressed  Mr.  Justice  Nelson  as  follows : 

The  members  of  the  Bench  of  the  Circuit  oyer  which.  Honored  8ir,  you  haye 
BO  long  presided,  desire  to  express  their  cordial  concurrence  in  the  sentiments  of 
the  Address  tendered  to  you  by  the  Bar  of  that  Circuit 

So  truthfully  and  so  well  those  sentiments  are  expressed  in  that  Address, 
that  we  should  weaken  its  force  and  gracefulness,  and  diminish  the  pleasure  of 
this  occasion,  if  we  were  to  attempt  a  reiteration,  on  our  own  behalf,  of  what  has 
been  there  stated.  As  members  of  the  Bench,  we  may,  howeyer,  add,  that  your 
long  experience  and  the  learning  and  wisdom  you  haye  brought  to  the  discharge 
of  tiie  duties  of  your  high  position  haye  lessened  our  labors,  enlightened  our  un- 
derstandings, eased  the  burden  of  our  responsibilities,  and  greatly  furnished  us 
for  the  performance  of  the  duties  we  haye  yet  to  discharge ;  wldch  we  haye  to 
discharge,  I  regret  to  say,  without  the  present  aid,  counsel  and  adyice  we  should 
receiye  from  you  had  you  deemed  it  wise  to  continue  in  the  position  from  which 
you  haye  now  retired. 

Tour  learning  has  instructed  us ;  your  example  has  stimulated  and  encour- 
aged us  to  a  higher  estimate  of  judicial  worth,  and  has  awakened  a  nobler  ambi- 
tion to  do  what  belongs  to  our  seyeral  duties  so  as  to  gain  a  kindred,  though  it 
be  a  humbler,  appreciation  when  our  work  shall  be  finished. 

By  that  example  our  pathway  is  made  luminous,  and  the  grace  and  dignity 
which  adorn  the  judicial  office  is  constantly  presented  to  us.  A  judicial  life  of 
fifty  years !  marked,  all  along  its  array  of  days  and  months  and  years,  by  learn- 
ing, integrity  and  a  pare  conscience,  and  by  the  honor,  respect  and  confidence 
of  your  fellow-men.  Our  sincei^est  wish  can  offer  to  you  no  higher  or  warmer  ex- 
pression of  our  admiration  and  reg^ard  than  the  earnest  prayer  that  we  may  be 
able,  in  our  stations,  to  deserye  some  reasonable  proportion  of  the  esteem  now 
BO  justly  and  so  cordially  felt  for  you. 

I  haye,  further,  only  to  say :  may  the  days  be  yet  many  in  which  you  shall 
go  in  and  out  before  us  in  reyerence  and  in  honor.  May  your  last  days  be  your 
best  days ;  and  may  they  be  crowned  with  that  reward  which  is  the  true  aspi- 
ration and  the  blessed  hope  of  a  Christian  life. 
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Mr.  Justice  Nelson  made  the  following  reply  : 

Otntlemen  of  the  Committee : 

I  cannot  but  feel  extremely  honored  by  this  Address  of  my  brethren  of  the 
Bar,  on  the  occasioa  of  my  retirement  from  the  Bench,  not  more  from  the 
friendly  and  complimentary  opinions  therein  expressed  than  on  acooont  of  the 
nnnsoal  and  extraordinary  mark  of  respect  and  affection  with  which  it  has  been 
presented ;  and  I  am  the  more  deeply  impressed  with  this  manifestation  from 
the  consideration  that  the  gentlemen  of  the  Bar  who  haye  originated  and  pro- 
moted this  honor,  some  of  whom  are  before  me,  hare  been  themselycs  not  only 
eye-witnesses  of  the  judicial  administration  which  they  so  fisTorably  commend, 
but  in  which  many  of  them  largely  participated  in  their  professional  capacity. 
I  shall  erer  recur  to  the  sessions  of  the  United  States  Circuit  Court  held  in  the 
dty  of  New  York,  extending  oyer  a  period  of  more  than  a  quarter  of  a  century, 
with  pride  and  pleasure.  The  calendar  was  large,  and  many  of  the  causes  im- 
portant, iuTolTing  great  Ubor  and  responsibility.  As  an  eyidenoe  of  the  magnt 
tude  of  the  business  for  many  years,  the  Court  was  held  three  monthef  in  the 
Spring  and  three  in  the  Autumn  of  the  year,  and  still  left  an  unfinished  calendar. 
But  the  gentlemen  of  the  Bar  concerned  in  the  trials  were  iotellSgent,  fidthful  to 
their  clients  and  to  the  Court,  whose  learning  and  diligence  in  the  preparation 
greatly  relieyed  the  Judge  of  his  labors,  and  whose  professional  deportment  and 
respect  banished  ftvm  the  Court  room  eyery  disturbing  element,  leaying  free 
the  full  and  undiyided  exercise  of  the  fkculties  of  Court  and  counsel  in  their  in- 
quiry after  the  truth  and  ju^^ce  of  the  case.  No  one  knows  better  than  the  pre- 
dding  Judge  how  essential  this  state  of  feeling  between  the  Bench  and  the  Bar 
is,  not  only  to  the  ease  and  pleasure,  but  to  the  sound  and  successftil  administra- 
tion of  the  law.  I  haye  said  that  the  gentlemen  of  the  Bar  who  haye  originated 
this  unusual  honor  hare  been  eye-witnesses  of  the  judicial  seryices  so  highly 
commended.  On  the  other  hand,  I  can  say  that  I  haye  witnessed  their  profes- 
sional career  firom  the  beginning,  and  until  their  present  eminence,  many  of 
whom  hold  my  license  to  practice  when  Chief  Justice  of  the  Supreme  Court  of 
the  State.  The  eminent  chairman  of  the  meeting,  Mr.  CConor,  the  eldest  of 
them,  is  scarcely  an  exception.  The  first  session  of  the  Supreme  Court  of  the 
State, 'after  my  appointment  as  Associate  Justice,  was  the  May  Term  of  1831, 
held  in  the  city  of  New  York,  more  than  forty-one  years  ago.  He  was  then  a 
young  counsellor,  just  rising  in  the  profession.  He  held  a  good  many  briefs  in 
oases  before  the  Court  from  the  young  attorneys,  and  was  struggling  upward 
manfnlly  and  with  youthfiQ  ardor,  contending  for  the  mastery,  against  the  aged 
and  elder  counsellors  at  the  Bar^— Jay,  Ogden,  Colden,  Munro,  the  elder  Slosson, 
Sherwood,  Anthon,  Duer  and  others,  who  then  held  almost  a  monopoly  of  the 
business  before  the  Courts.  The  preyailing  impression  had  been,  and  to  a  quali- 
fied extent  was  then,  among  the  junior  members  of  the  Bar,  that  the  experienced 
seniors  had  the  ear  of  the  Court.  This,  according  to  tradition  among  them,  had 
been  undisguisedly  so,  and  to  a  much  larger  extent,  before  the  old  and  reyered 
Supreme  Court  of  the  State.  But  eyen  at  the  time  I  speak  of,  this  feeling  in  the 
Court,  and  which  was  perhaps  not  unnatural,  had  not  entirely  disappeared.  It 
required,  therefore,  ability,  courage,  and  resolution  on  the  part  of  the  junior  to 
encounter  this  impression,  which  he  must  ia  some  degree  haye  felt  in  the  trial  of 
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Btreng^  against  the  experienced  and  favored  senior.  In  the  country,  wbere  I 
hare  always  resided,  Talcott,  a  young  counsellor,  reniarkable  for  inteUectoal 
power  and  legal  learning  at  his  age,  led  the  way,  under  some  dLsooumgements, 
in  the  trial  and  argument  of  causes  before  the  Circuits  and  in  ha$te.  Other  jun- 
iors, taking  courage  from  his  example,  followed.  He  was  afterward  Attorney- 
General  of  the  State,  the  youngest  counsellor,  I  belicTe,  ever  appointed  to  tiiai 
office  in  New  York  at  the  time,  with,  perhaps,  the  exception  of  Josiali  Ogden 
Hofhnan,  among  the  earliest  of  the  Attomey^^enerals.  I  was  still  yoozig  when 
advanced  to  the  Bench  of  the  State,  and,  as  was  perhaps  natural,  my  sympathies 
inclined  toward  the  younger  members  of  the  Bar,  struggling  upward  and  onward 
in  their  profession,  and,  as  far  as  was  fit  and  proper,  they  had  my  favorable  con- 
sideration and  kindness.  I  would  do  injustice  to  my  feelings  and  convictions  if 
I  closed  these  few  observations  without  making  my  acknowledgements  to  the 
Bar  of  the  Second  Circuit,  of  my  great  indebtedness  to  them  for  any  judicial 
standing  to  which  I  may  be  entitled.  Since  my  first  advancement  to  the  Bench, 
nearly  half  a  century  ago,  I  have  had  their  uniform  good-will  and  friendship, 
have  been  instructed  by  their  learning  and  encouraged  by  the  expression  of  their 
favorable  opinions.  They  have  ever  been  not  only  ready  but  forward  to  econo- 
mize and  lighten  the  labors  of  the  Court  when  the  amount  of  the  business  pressed 
the  hardest,  e?en  at  the  expense  of  their  own  personal  convenience.  So  uniform 
and  habitual  were  these  exhibitions  of  respect  and  friendship,  that  I  felt,  when 
in  Court  and  engaged  in  the  administration  of  the  law,  thai  I  was  surrounded, 
not  in  courtesy,  but  in  reality,  by  professional  brothers,  and  that  every  error 
would  be  charitably  considered,  and  every  act  woithy  of  commendation  would 
receive  its  full  reward.  This  Address  of  the  Bar  of  New  York  on  the  termina- 
tion of  my  judicial  labors,  and  in  approbation  of  them,  I  look  upon  as  the  crown- 
ing reward,  which  will  be  a  source  of  perpetual  consolation  in  the  decline  of  life, 
and  so  long  as  a  kind  Providence  shall  permit  the  speaker  to  linger  here  on 
earth  in  the  enjoyment  of  faculties  unimpidred. 
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11. 

JRuU  of  the  Circuit  Court  of  the  United  States  for  the  District  of  Connecticut, 
adopted  since  the  publication  of  the  ninth  volume  of  these  Reports, 

September  Term,  1872. 

Either  party  to  any  civil  cause  pending  in  the  Circuit  Court,  desiring  to 
hare  the  same  tried  at  any  term  thereof,  shall  give  written  notice  of  such  desire 
to  the  derk  of  said  Court,  by  filing  the  same  in  his  office,  at  least  tvelre  days 
before  the  opening  of  said  term,  before  which  opening  the  clerk  shall  make  a 
list  of  the  causes  concerning  which  he  has  receiyed  notice  as  aforesaid,  in  the 
order  in  which  they  stand  upon  the  docket.  Such  notice  shall  not  be  reyoked, 
and  such  list  shall  constitute  the  list  of  ciyil  causes  to  be  tried  at  said  term. 
These  causes  shall  stand  assigned  for  trial  in  their  order.  If  either  party  to 
any  cause  4n  said  list  shall  not  be  prepared  to  try  the  same  when  reached  in 
order,  he  may  be  defaulted  or  nonsuited,  as  the  case  may  be,  or  said  cause  may 
be  postponed  or  continued,  for  cause  shown  upon  affidayit  or  stipulation,  at  the 
discretion  of  the  Court  Causes  not  noticed  as  herein  proTided  shall  be  con- 
tinued as  of  course.  All  new  causes  shall  be  called  at  the  first  term  for  which 
they  are  returned,  for  purposes  of  appearance  or  default  Writs  of  error  and 
4ippea]s  from  the  District  Court  are  exempt  from  this  Rule,  and  shall  be  placed 
at  the  head  of  the  list  Causes  to  which  the  United  States  is  a  party,  and 
which  are  required  by  law  to  be  tried  at  the  first  term  to  which  they  are  return- 
able, shall  also  be  exempt  from  this  Rule. 


JRulee  of  the  GircuU  Court  of  the  United  States  for  the  Southern  JHetriet  of  New 
Torkf  adopted  since  the  publieation  of  the  ninth  volume  of  these  Reports, 

FsBRUABT  26th,  1873. 

In  order  to  &eilitate  the  di^atch  of  business  at  the  criminal  terms  of  the 
Circuit  Court  of  the  United  States  for  the  Southern  District  of  New  York,  the 
following  Calendar  Rules  are  adopted  for  those  terms : 

1.  Four  days  prior  to  the  commencement  of  each  criminal  term,  the  clerk  of 
the  Court  shall  prepare  a  calendar  of  all  the  causes  which  shall  have  been 
designated  by  the  District  Attorney,  in  a  written  notice,  as  causes  which  the 
GoTemment  is  ready  to  try  at  such  term.  The  causes  will  be  arranged  upon 
the  calendar  in  the  order  designated  in  the  notice  of  the  District  Attorney,  and 
no  cause  not  so  designated  shall  be  placed  upon  the  calendar ;  proTided,  that 
indictments  found  after  the  commencement  of  any  criminal  term  may  be  placed 
upon  the  calendar  of  such  term,  upon  special  order  of  the  Judge. 
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2.  At  the  opening  of  each  criminal  term,  all  the  causes  upon  the  calendar 
for  that  term  will  be  called,  for  the  purpose  of  enabling  counsel  to  fix  upon 
days  of  the  term  on  which  the  rarious  causes  are  to  be  tried.  In  case  of  failure 
of  counsel  in  any  cause  to  agree  upon  a  day  of  trial,  the  day  wiU  be  fixed  by 
the  Ck>urt 

8.  When  a  day  has  been  asogned  for  the  trial  of  any  cause,  such  eanae  will 
not  thereafter  be  postponed  for  the  term  on  the  application  of  a  defendant,  ex- 
cept upon  showing  facta  to  hare  arisen  since  the  asdgnment  of  the  cause,  wiuch 
entitle  the  defendant  to  pos^wne  the  trial  for  the  term. 

4.  Every  cause  placed  upon  the  calendar  of  any  term  upon  the  request  of 
the  District  Attorney,  which  shall  not  be  tried  during  such  term  for  dther  of 
the  following  reasons,  to  wit,  because  of  the  failure  of  the  District  Attorney  to 
apply  to  hare  a  day  in  such  term  assigned  for  the  trial,  or  because  of  the  omis- 
sion of  the  District  Attorney  to  move  the  trial  at  the  time  when  the  cause  is 
called  for  trial,  shall  be  stricken  off  the  calendar,  as  for  want  of  prosecution,  and, 
unless  otherwise  spedally  ordered,  shall  not  thereafter  be  placed  upon  any  calen- 
dar, except  by  permission  of  the  Judge,  obtained  on  notice  to  the  defendant,  or 
his  attorney,  and  upon  showing  proper  reasons  for  the  failure  to  try  the  cause 
when  upon  the  calendar. 

6.  All  asdgned  causes  which  are  not  reached  for  trial  during  the  term  of 
their  assignment  shall,  without  further  notice  to  the  clerk,  be  placed  at  the  head 
of  the  calendar  of  the  next  criminal  term,  in  the  order  of  their  assignment,  and 
shall  stand  as  causes  assigned  in  that  order,  to  be  tried  upon  the  first  day  of  the 
said  next  term. 

6.  Motions  to  quash  the  indictment  in  any  cause  upon  the  calendar  of  any 
term  must  be  made  upon  the  opening  day  of  the  term,  unless  otherwise 
ordered. 

7.  The  clerk  will,  for  the  information  of  the  Court,  attach  to  eadi  calendar 
a  list  of  the  names  of  aU  persons  under  indictment  in  the  Ck>urt,  who  are  in 
custody. 


INDEX. 


A. 

ABATEMENT. 

1.  A  libel  WM  filed,  in  the  District 
Court,  andDst  a  Yesael.  D.  appeared, 
and  filed  a  claim  to  the  vessel,  as 
owner,  and,  with  E.  and  M.,  as  sure- 
ties, ffaye  a  bond  for  the  yalue  of  the 
▼ess^,  and  she  was  released.  D.  an- 
swered the  libel,  putting  in  a  defence. 
Afterwards,  and  oefore  the  trial,  D. 
died.  No  notice  was  taken  of  his 
death.  The  trial  was  had,  conneel 
appearing  for  D.  A  final  decree  was 
rendered  against  the  vessel,  and  a 
summary  judgment  against  D.,  E. 
and  H.  An  appeal  to  this  Court  was 
taken,  on  behalf  of  D.,  the  sureties  on 
the  bond  for  a  stay  being  E.  and  M. 
The  District  Court  was  not  advised 
of  the  death  of  D.,  although  his  proc- 
tors knew  of  it.  No  letters  of  a^in- 
istration  on  the  estate  of  D.  were 
taken  out,  until  after  such  final  decree 
was  entered.  On  the  triid  in  this 
Court,  counsel  appeared  for  D.,  as 
appellant,  and  ureed,  as  ground  for  a 
reversal  of  the  decree,  that,  by  the 
death  of  D.,  the  suit  abated,  and  the 
decree  against  him  was  erroneous; 
Heldy  that  the  suit  did  not  abate  by 
the  death  of  D.    TheJameaA.WrigJU, 

160 

2.  Whether  the  appeal  was  properly 
taken  in  the  name  of  D.,  after  his 
death,  ^uere,  td 

ff.  This  Court,  in  decreeing,  on  the 
merits,  for  the  appellee,  oraered  tliat 
the  death  of  D.  oe  suggested,  and 


that  the  judgment  be  against  E.  and 
M.  id. 

ACTION. 
See  CoBPORATiOM,  4. 


ADMIRALTY. 

1.  A  vessel,  which  has  once  been  ar- 
rested,  in  the  Admiralty,  and  dis- 
charged on  stipulation  for  her  value, 
cannot  be  arrested  again,  in  the  Ad- 
miralty, for  the  same  cause  of  action. 
The  TTuUes,  208 

2.  A  libellant,  in  a  suit  in  Admiral^, 
had  a  decree  against  two  vessels,  for 
damages,  which  contained  no  provis- 
ion for  an  apportionment  of  the  dam- 
ages between  the  two  vessels,  or 
otherwise  settling  the  equities  be- 
tween their  claimants.  After  decree, 
it  being  shown  that  the  claimant  of 
one  vessel,  and  his  sureties,  stood  in 
the  relation  of  sureties  for  the  claim- 
ant of  the  other  vessel  and  his  sure- 
ties, and  that  the  latter  had  assumed 
the  litigation  and  agreed  to  indem- 
nify the  former,  the  Court,  on  the  ap- 

Slication  of  the  former,  miade  an  or- 
er  that  the  libellant  ftrst  issue  exe- 
cution against  the  latter,  and  that 
proceedings  against  the  former  be 
stayed  until  the  return  of  such  exe- 
cution.    The  Helen  R,  Cooper,      212 

See  AsATEmNT. 
Collision. 
LuN. 
Salvaoi. 
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AMENDMENT. 

8e4  Equitt,  Q  to  7. 


APPEAL 

See  ABAnMCHT. 

B^KRUPTOT,  24  to  80: 


B. 

BAILMENT. 
See  CovMov  Caekiee,  4  to  9. 

BANKRUPTCY. 

1.  In  general,  a  mort^ageee,  holding  a 
mortgage  on  real  estote  of  a  bank- 
rupt, sbonld  not  be  permitted  to  fore- 
close Buch  mortgage  in  a  State  Court 
In  re  Saeehi,  29 

2.  The  Courts  of  the  United  States 
have  ample  power  to  protect  all  the 
rights  of  the  mortgagee.  id, 

Z.  If  necessary  to  secure  the  equitable 
rights  of  a  mortgagee,  the  Court  in 
bankruptcy,  as  a  Court  of  equity, 
may  haye  the  rents  separated  from 
the  general  estate  of  the  oankrupt,  to 
be  specially  applied  on  the  mort- 
gage, id. 

4,  The  mortgagee,  if  the  yalidity  of 
the  mortgage  is  not  denied,  may  in- 
Toke  the  summary  power  of  the 
Court,  to  sell  the  mortgtted  prem- 
ises; or,  if  such  validity  be  denied, 
he  m%y  himself  proceed,  by  bill,  in 
the  District  or  Circuit  Court  of  the 
United  States.  id 

6.  Circumstances  stated,  in  which  pro- 
ceedings on  the  mortgage,  in  the 
State  Court,  may  be  allowed.         id 

6.  What  commissions  will  not  be  al- 
lowed to  an  outgoing  assignee  in 
bankruptcy.  id, 

7.  H.  held  valid  mortgages  on  land  of 
E.,  amounting,  principal  and  interest, 
to  more  than  the  value  of  such  land. 
E.  conveyed  the  land  to  H.,  by  deed, 
the  wife  of  £.  joining  in  the  deed. 


the  consideration  of  the  conveyance 
befaig  a  sum  proved  to  be  the  fair 
value  of  the  land.  At  that  time,  H. 
was  a  creditor  of  £.  in  respect  of 
other  matters  besides  the  mortgagee, 
but  did  not  know  that  E.  owed  any 
one  but  himself,  and  had  no  knowl- 
edge or  suspicion  that  E.  had  not 
property  sumclent  to  pay  all  that  he 
ow^.  E.,  in  fact,. owed  other  debts, 
and  was  insolvent.  H.  learned  this 
after  receiving  the  deed,  and  then 
offered  to  the  other  creditors,  to  give 
up  any  priority  and  share  equally 
with  inem.  Alter  that,  and  within 
four  months  after  the  giving  of  such 
deed,  a  petition  in  bankruptcy  was 
filed  sfamst  E.,  on  which  he  was  ad- 
judged a  banlorupt,  and  an  assignee 
of  us  estate  was  appointed.  H.  then 
offered  to  the  assignee  to  reconyey 
the  land/  subject  to  the  mortgages. 
But  the  assignee  brought  suit,  to 
compel  H.  to  convey  the  land  to  him 
discharged  of  the  mortgafi;es;  Held, 
that  H.  obtained  no  preference,  by 
means  of  the  deed;  that  it  would 
have  been  no  preference,  even  if  H. 
had  known  that  E.  was  insolvent; 
that  the  value  of  the  land  must  be 
charged  ai^nst  the  mortgage  debt; 
and  that  £L  must  be  peroutted  to 
prove  against  the  estate  the  balance 
doe  on  such  debt  at  the  date  of  the 
deed,  with  interest  thereon.  Coxe  v. 
Bale,  56 

8,  A  creditor,  who  knows  his  debtor  to 
be  insolvent,  may  sue  him,  and  pro- 
ceed to  judgment  and  take  his  prop- 
erty, on  legal  process,  in  such  manner 
as  would  operate  to  e;ive  a  preference 
to  himself^  if  carried  into  full  execu- 
tion, and  may  then  allege  these  facts 
as  an  act  of  bankruptcy,  and  have  the 
debtor  adjudged  a  oankrupt.         id 

9.  A  creditor,  who  is  not  aware,  until 
after  he  levies  an  execution  on  the 

Sroperty  of  his  debtor,  that  the 
ebtor  owes  other  debts,  and  who, 
when  he  learns  that  fact,  offers  to 
the  other  creditors  to  give  up  his 
priority  and  come  in  on  an  equal 
footing  with  them,  and  who,  after  the 
debtor  has  been  aidjudged  bankrupt^ 
on  the  petition  of  another  creditor, 
because  of  the  levying  of  such  exe- 
cution, offers  to  the  asiugnee  in  bank- 
ruptcy to  relinquish  all  priority,  and 
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tenders  a  proof  of  debt,  with  a  Tiew 
to  share  pro  rata  only  In  the  estate, 
does  not  rorfeit  his  right  to  share  in 
the  estate.  id. 

10.  Bin  dismissed,  with  costs  to  be  paid 
OQt  of  the  estate  in  the  hands  of  the 
assignee,  on  the  ground  that  the  cir- 
cumstances were  not  so  dear  as  to 
require  any  imputation  on  the  good 
faith  of  the  assignee,  in  prosecutiufi^ 
the  suit.  id. 

11.  The  mere  giring  of  security,  on  a 
loan  of  money,  is  not  an  illegal  pref- 
erence, under  the  bankruptey  Act 
Clark  T.  I$elin,  204 

12.  A  creditor,  holding  a  warrant  to 
confem  judgment,  who  enters  judg- 
ment on  It,  and  levies,  under  such 
judgment,  an  execution  on  the  prop- 
erty of  his  debtor,  at  a  time  when 
the  debtor  knows,  and  the  creditor 
has  cause  to  believe,  that  the  debtor 
is  insolvent,  obtains  an  illegal  prefer- 
ence, under  said  Act,  even  though 
the  debtor  was  not  insolvent  when 
the  warrant  was  given.  id. 

13.  If  a  creditor  releases  the  goods  of  a 
debtor  from  the  lien  of  an  execution 
in  favor  of  such  creditor,  and  takes  a 
transfer  of  other  assets  from  the 
debtor,  in  pa3rmentof  the  debt,  when 
the  debtor  is  insolvent,  and  the  cred- 
itor has  cause  to  believe  so,  the  pref- 
erence is  an  illegal  one,  under  said 
Act  id. 


14.  The  inability  of  a  merchant  to  meet 
his  engagements,  in  the  usual  course 
of  business,  constitutes  insolvency, 
within  the  meaning  of  the  bankrupt- 
cy Act     Mayer  v.  Hermann,        266 

15.  The  fact,  that  a  merchant,  in  a  mer- 
cantile community,  who  has  no  de- 
fence to  debts  maturing  in  his  current 
business,  submits  to  be  sued,  to  com- 
pel payment  of  such  debts,  is  very 
nigh  evidence  of  inability  to  pa, 
them. 


n 


■16.  The  sale  of  the  debtor's  property, 
on  an  execution  issued  in  such  a  suit. 
Is  a  disposition  of  the  debtor's  prop- 
erty, for  the  benefit  of  the  creditor, 
out  of  the  usual  course  of  business, 
and  is  evidence  that  the  creditor  has 

VOL.  X.— 86 


reasonable  cause  to  believe  in  the 
debtor's  insolvency,  and  contemplates 
a  preference.  id. 

17.  Although  a  debtor  is  not  known  to 
have  yet  committed  an  act  of  bank- 
ruptcy, his  creditor,  although  he  has 
reasonable  cause  to  believe,  or  even 
knows,  the  debtor  to  be  insolvent, 
may  sue  him,  and  proceed  to  judg- 
ment, execution  and  levy,  for  the  pur- 
pose of  proceeding  against  him  in  in- 
voluntary bankruptcy.  id, 

18.  A  creditor  employed  an  attorney  to 
collect  his  debt  by  suit  All  the  facts 
made  necessary  oy  the  bankruptcy 
Act  to  invalidate  a  preference  gained 
by  such  suit,  were  made  known  to 
each  attorney  after  he  entered  on 
such  employment,  and  while  enga^d 
in  collecting  such  debt  by  suit  The 
suit  proceeded  to  execution  and  levy: 
Seldf  that  the  knowledge  of  the  at- 
torney was  the  knowledge  of  the  cred- 
itor, id, 

19.  ffeldj  also,  that  it  made  no  differ- 
ence, that  the  information  was  re- 
ceived by  the  attorney  after  he  had 
been  retained  by  the  debtor,  and 
while  he  was  advising  the  debtor 
what  course  to  pursue,  such  retainer 
by  the  debtor  being  after  the  employ- 
ment by  the  creditor  and  before  the 
recovery  of  judgment  id, 

20.  Where  several  creditors  enter  into 
a  composition  arrangement  with  their 
debtor,  by  deed.  It  is  a  constructive 
fraud  on  the  other  creditors  signing 
the  deed,  for  one  creditor  who  signs 
to  enter  into  a  secret  arrangement 
with  the  debtor,  for  an  advantage 
over  the  other  creditors  in  respect  to 
his  debt    Bean  v.  Ammnek,         861 


21.  Securing  50  per  cent,,  in  cash,  at 
once,  instead  of  'JO  per  cent,  on  time, 
is  such  an  advantage,  when  obtaioed 
secretly,  where  the  taking  of  the  cash 
payment  so  embarrasses  the  debtor 
as  to  make  it  impossible  for  him  to 
meet  his  payments  to  the  other  cred- 
itors, as  they  mature.  id. 


Where  such  a  fraud  has  been  com- 
mitted, and  the  debtor  afterwards  is 
adjudged  a  bankrupt  his  assignee  in 
bankruptcy  may  recover  from  the 
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creditor  recelTing  tnch    ctsh  pay- 
ment, the  amoimt  so  paid.  id. 

28.  In  this  caae,  it  was  held,  that  the 
fiust,  that  the  composition  deed  was, 
by  its  terms,  not  to  be  binding  on 
any  creditor  unless  all  the  creditors 
signed  it,  and  all  did  not  sign  it»  and 
the  farther  fact,  that  the  agent  who 
signed  it  for  the  fsYored  creditor  was 
authorized  to  sign  it  only  after  all 
the  oUier  creditors  had  signed  it,  did 
not,  on  the  facts  of  this  case,  exempt 
such  foyored  creditor  from  his  liabil- 
ity to  repay  the  money  to  the  as- 
signee in  baokruptcy.  id, 

24.  The  review,  by  the  Circuit  Court, 
of  an  order  made  by  the  District 
Court,  in  the  exercise  of  its  summary 
jurisdiction  in  bankruptcy,  under  the 
Ist  section  of  the  bankruptcy  Act  of 
March  2d,  1867,  (14  U.  8,  Stat  at 
Large,  617,)  cannot  be  had  by  means 
of  an  appeal,  taken  under  the  8th 
section  of  said  Act^  Jn  re  Casey,  876 

26.  The  practice  in  general  use,  in  the 
Second  Circuit,  for  the  review  of  such 
an  order,  is  by  a  petition  to  the  Clr- 
cait  Court,  setting  forth  so  much  of 
the  proceeding  in  the  District  Court 
as  is  necessary  to  show  the  order 
complained  of,  and  the  facts  on  which 
it  was  based,  or  the  evidence,  where 
the  facts  are  in  dispute,  pointing  out 
specifically  the  supposed  error  or 
errors,  and  asking  a  review  and  re- 
versal, or  modification,  of  the  order 
complained  of.  id. 

26.  A  mere  notice  of  appeal  is  not 
"  proper  process,"  for  invoking  a  re- 
view of  such  an  order.  id. 

27.  Semhle,  that  the  review  of  such  an 
order  may  be  applied  for  at  any  time 
before  the  supposed  erroneous  order 
is  carried  into  execution.  id. 

28.  A  summary  proceeding,  by  order 
to  show  cause,  based  upon  a  petition 
in  the  District  Court,  in  banlnruptcy, 
askiDg  that  the  assignee  in  bankrupt- 
cy be  directed  to  pay  the  mortgage 
debt  out  of  the  estate,  and  that,  in  de- 
fault of  payment,  the  assignee  and  a 
subsequent  mor^agee  be  foreclosed 
of  all  equity  of  r^emption  in  the 
mortgaged  premises,  cannot,  for  the 


purpoaea  of  an  appeal  from  an  order 
made  thereon,  directing  that  a  decree 
of  foreclofure  be  made  in  favor  of 
the  petitioner  upon  one  mortgage, 
and  m  favor  of  such  subsequent  mort- 
gagee on  .another,  and  ordering  a  ref- 
erence, to  ascertain  the  amount  due 
on  those  mortgages,  and  dismisdng 
the  petition  as  to  a  third  mortgage, 
but  not  settling  the  terms,  or  condi- 
tions, or  times,  when  the  foredoanre 
shall  beoome  operative,  be  regarded 
as  a  suit,  so  as  to  sustun  an  appeal 
taken  from  such  order,  under  the  8th 
section  of  said  Act  id, 

29.  Such  an  order,  if  regarded  as  made 
in  a  suit,  is  not  a  final  decree  there- 
in. iiL 

SO.  The  appeal  provided  for  by  the  said 
8th  section  can  be  taken  only  firom  a 
final  decree.  id. 

81.  Jurisdiction  to  foreclose  a  mortgage 
on  the  estate  of  a  bankrupt,  at  £e 
instance  of  the  mortgagee  or  holder^ 
is  not  included  in  Uie  powers  to  be 
exercised  summarily  under  the  Ist 
section  of  said  Act  tdL 

82.  Knowledge  of  the  non-payment  of 
the  conmiercial  paper  of  a  mer- 
chant at  maturity,  ramishes  reason- 
able cause  to  believe  that  he  is  in- 
solvent. Warren  v.  Tenth  NatiwMl 
Bank,  493 

83.  Inability  to  pay  commercial  paper, 
in  the  due  course  of  business,  is,  in 
the  case  of  a  merchant,  insolven- 
cy, id, 

m 

84.  A  creditor  holding  the  conomerdal 
paper  of  his  debtor,  in  respect  to 
which  Uie  debtor  has  committed  an 
act  of  bankruptcy,  by  suffering  it  to 
remain  unpaid  in  the  hands  oi  such 
creditor,  for  more  than  two  montha 
after  its  maturity,  must  be  held  to 
know  t^at  the  debtor  is  insolvent 
and  has  committed  an  act  of  bank- 
ruptcy, if  such  creditor,  instead  of 
putting  the  debtor  into  bankruptcy 
for  such  act,  proceeds  to  take  meas- 
ures to  secure  a  preference  over  other 

*  creditors.  tdL 

36.  What  constitutes  insolvency  in  a 
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debtor,  and  knowledge  by  him  of  his 
insolyeDcy,  considered.  id. 

86.  If  a  debtor  Buffers  a  creditor  to  do 
acts  which  will  secure  a  preference, 
and  knows  the  >K)n  sequences  of  such 
acts,  be  intends  such  consequences, 
because  he  can  prevent  them,  by 
using  the  means  provided  to  effect 
an  equal  distribution  of  his  property 
among  his  creditors.  id. 

37.  What  constitutes,  on  the  part  of  a 
creditor,  reasonable  cause  to  believe 
that  he  is  obtaining  a  preference,  id, 

38.  Where  a  debtor  has  committed  no 
act  of  bankruptcy,  and  will  not  vol- 
untarily petition,  a  creditor  may  sue 
him,  so  as  to  force  him  to  commit  an 
act  of  bankruptcy,  and  then  himself 
proceed  against  him,  for  such  act, 
in  involuntary  bankruptcy.  id. 

89.  Motive  and  intent  distinguished. 
To  do  an  act,  with  knowledge  of  its 
consequences,  is  to  intend  the  conse- 
quences, id. 

40.  Where  a  preference  is  obtained 
through  a  judgment,  and  a  levy  of 
execution,  an  assignee  in  bankruptcy 
may  proceed,  by  a  suit  in  equity,  to 
set  aside  the  lien,  and  may  make  the. 
sheriff,  as  well  as  the  creditor,  a 
party,  if  the  proceeds  of  the  execu- 
tion be  still  in  the  hands  of  the 
sheriff.  id. 

41.  On  awarding  such  proceeds  to  the 
assignee  in  bankruptcy,  the  sheriff 
was  allowed  his  legal  fees,  and  his 
costs  of  suit,  and  such  costs  were, 
with  the  costs  of  the  assignee,  charged 
on  the  creditor.  id. 

42.  N.  sold  to  L.,  and  delivered  into  his 
possession,  certain  chattels,  taking 
therefor  the  note  of  L.,  payable  one 
day  after  date,  without  grace,  and  a 
mortgage  on  tha  chattels  to  secure 
the  note,  and  renewals  of  it,  endorsed 
on  it.  Four  notes,  as  one  renewal  of 
it,  made  three  days  after  its  date, 
were  endorsed  on  it,  the  latest  of 
which  became  due  in  six  months. 
The  mortgage  was  not  renewed,  with- 
in twelve  months,  under  the  law  of 
New  York,  by  filing  it  in  the  town 
where  L.  resided.    Afterwards,  L. 


was  adjudged  a  bankrupt.  The  chat- 
tels were  never  taken  back  into  the 
possession  of  N.,  and  passed  into  the 
hands  of  the  assignee.  N.  claimed 
their  proceeds,  the  notes  not  having 
been  paid  :  Held : 

(1.)  That  N.  had  no  lien  as  vendor, 
apart  from  the  mortgage  lien,  because 
he  liad  parted  with  the  possession  of 
the  chattels,  and  the  sale  was  not  on 
an  agreement  that  the  title  should  not 
pass,  or  that  the  delivery  of  possession 
should  be  other  than  absolute ; 

(2.)  That  Uie  mortgage,  because 
not  so  filed,  was  void  as  against  cred- 
itors, and  as'  against  the  assignee  in 
bankruptcy,  representing  them ; 

(8.)  That,  BO  long  aa  N.  did  not 
talce  possession  of  the  chattels,  the 
statute  as  to  filing  the  mortgage  ope- 
rated, although  the  first  note  was  not 
paid  at  matunty,  and  the  other  notes 
were  not  riven  until  two  days  after- 
wards.    In  re  Leland,  508 

43.  Although  the  title  of  the  mortgagee 
of  the  chattels  becomes  absolute  as 
between  him  and  the  mortgagor,  by 
forfeiture,  on  default  of  payment  of 
the  mortgage  debt,  it  is,  nevertheless, 
necessary  to  file  the  mortgage,  if  the 
possession  of  the  mortgagor  is  suf- 
fered to  continue.  id. 

44.  The  assignee  in  bankruptcy  repre- 
sents all  the  creditors;  and,  whatever 
right  they  mifipht  assert  as  creditors, 
if  thev  had  obtained  judgments,  he 
may,  for  their  benefit,  assert,  whether 
it  be  to  set  aside  conveyances  by  the 
bankrupt  which  are  fraudulent  and 
void  as  against  creditors,  or  which 
are  otherwise,  as  against  them,  in- 
valid, id, 

45.  The  question  as  to  what  is  proper 
notice  to  a  person  holding  a  Uen  on 
land  of  a  bankrupt,  of  an  application, 
by  the  assi^ee  of  the  bankrupt,  for 
leave  to  sell  the  land  free  from  the 
lien,  and  transfer  the  lien  to  the  pro- 
ceeds of  sale,  considered.  In  re  Kirt- 
land,  515 

46.  The  Dlitrict  Court  has  power,  un- 
der §  20  of  the  bankruptcy  Act,  to 
order  such  a  sale.  id. 

47.  Such  an  order  may  be  made  by 
such  Ck)urt,  in  the  exercise  of  its 
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sommarT  jurisdiction,  under  the  Act, 
proTided  the  order  does  not  assnme 
to  provide,  without  the  consent  of  the 
lien  holder,  for  a  determination,  in  a 
summary  way,  and  without  a  reg^r 
suit,  as  to  the  ralidity  of  the  lien.   id. 

48.  Such  an  order  should  not  authorize 
a  sale  of  the  land  at  priyate  sale,  for 
a  sum  less  than  the  amount  claimed 
to  be  due  to  the  claimant  of  the  lien, 
nor  a  sale  upon  credit,  without  the 
knowledge  or  consent  of  the  lien 
holder,  unless  the  price  and  terms  of 
sale  be  first  submitted  to  the  Court, 
on  notice  to  the  lien  holder,  for  ap- 
proval and  confirmation,  but  it  may 
authorize  public  sales,  not  on  credit, 
on  notice  to  the  lien  holder.  id. 

BOND. 
See  Corporation,  0. 


c. 

CARRIER. 

See  Common  Carrier. 

CASES  COMMENTED  ON. 

1.  United  States  v.  Reed,  (2  Blatchf.  C. 
C.  R.,  436.)  UfiUed  States  v.  Tall- 
man,  21 

CIRCUIT  COURT. 
See  Banrrtjptct,  24  to  80. 


COLLISION. 

1.  A  collision  occurred  in  the  East  river, 
between  a  steamboat  bound  from  the 
Wallabont  to  the  North  river,  and  a 
ferry-boat  crossing  from  New  York 
to  Brooklyn,  on  the  Fulton  ferry 
route :  Held,  on  the  facts,  that  the 
ferry-boat  was  solely  in  fault  The 
America,  156 

2.  Although,  at  the  time,  Ae  steam- 
boat was  in  the  sole  charge  of  her  pi- 
lot and  the  assistant  engineer,  and  her 
master  and  engineer,  and  the  rest  of 
the  hands,  were  in  the  cabin,  at  sup- 
per, and  such  inattention  was  inex- 


cusable, yet  it  did  not  contribute  to 
the  collision.  id. 

8.  The  two  vessels  approached  each 
other  so  nearly  end/>n,  as  to  require 
each  to  keep  to  the  rightw  The 
steamboat  did  so,  and  the  ferry-boat 
did  not.  id, 

4.  A  vigilant  look  out  on  ferry-boats 
crossing  the  East  river  is  required,  id. 

6.  Where  a  libel,  in  rem.  for  a  collision, 
alleged,  that  the  collision  occurred 
because  the  vessel  sued  shifted  her 
helm  from  starboard  to  port,  and  it 
was  not  clear,  on  the  evidence,  that 
that  was  the  fact,  but  the  libel  also 
alleged  that  the  vessel  sued  could 
easUy  have  avoided  the  coUimon, 
but  was  so  negligently  and  carelessly 
navigated,  that  3ie  ran  into  the  other 
vessel,  which  was  lyine  disabled,  and 
the  evidence  sustained  such  allega- 
tion :  Held,  that  the  failure  to  prove 
the  alleged  mode  in  which  the  col- 
lision occurred  was  no  ground  for  re- 
fusing a  decree  to  the  libellants. 
The  Martin  Wyneoop,  167 

6.  Observations  as  to  the  navigation  of 
ferry-boats  on  the  ferries  oetween 
New  York  and  Brooklyn,  and  of 
other  vessels  with  reference  to  such 
ferry-boats,  and  as  to  their  reciprocal 
riglits  and  duties.      The  ExcKange, 

168 

7.  A  vessel  anchored,  in  the  afternoon, 
in  the  track  of  one  of  such  ferries. 
She  was  requested,  by  the  ferry 
boats,  to  remove,  but  did  not.  In 
the  night,  a  fog  arose.  The  vessel 
used  no  audible  means  to  give  notice 
where  she  was,  and  a  ferry-boat, 
ufiin^  all  caution,  and  giving  proper 
audible  signals,  collided  with  the 
vessel,  and  damaged  her.  On  a  libel 
by  her  owner,  against  the  ferry- 
boat: Hvld,  (1.)  That  the  vessel 
should  not  have  anchored  where  she 
did  ;  (2.)  Ihat  she  should,  on  re- 
quest, have  changed  her  anchoraee ; 
(3.)  That  she  was  in  fault,  in  giving 
no  audible  signals;  (4.)  That  the 
ferry-boat  was  not  in  fault  id. 

8.  In  a  collision  between  two  steam 
vessels,  the  S.  and  the  B.,  t^e  14th 
Rule,(^c<o/^p-i/29M,  1864, 18  U.  8. 
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Stat,  at  Large,  60,)  that,  "  if  two 
sbips.  under  steam  are  crossing,  bo 
as  to  iDTolTe  risk  of  collision,  the 
ship  which  has  the  other  on  her  own 
starboard  side  shall  keep  out  of  the 
way  of  the  other,*'  was  applied  to 
the  a,  and  the  18th  Rule,  {Id.  61,) 
that,  where  "one  of  two  ships  is 
to  keep  out  of  the  way,  the  other 
shall  keep  her  oourse,**  was  applied 
to  the  B.    Tlie  Santiago  de  Cvha,  444 

9.  The  B.  having  changed  her  course, 
it  was  held  &at  such  change  was 
made  in  the  jaws  of  peril,  and  was 
justified  by  the  circumstances,  and 
tended,  in  some  slight  degree,  to  in- 
crease the  chances  of  escape.  id. 

10.  The  presumption  of  fault,  under  the 
14th  Rule,  was  held  to  be  against  the 
S.,  throwing  the  burthen  on  her  of 
ezcofiing  herself  for  the  collision,  id, 

11.  It  was  held,  that  the  S.'  was  in 
fault,  in  not  making  seasonable  and 
correct  obseryation  of  the  situation 
of  the  B.,  in  not  properly  obserring 
her  approach,  in  changing  to  a  course 
which  promoted  danger,  when  proper 
attention  would  have  so  informed 
her,  and  in  not  slowing,  stopping  and 
backing  when  the  danger  became 
obvious.  id, 

12.  It  was  held,  that  the  B.,  also,  was 
in  fault,  in  not  haying  her  green 
light  so  screened  that  it  could  not  be 
seen  across  her  port  bow,  it  having 

•  been  so  seen  by  the  S.  as  to  mislead 
the  S. ;  and  in  not  slowing,  stopping 
and  backing.  id. 

18.  In  a  Court  of  Admiralty,  a  disre- 
gard of  the  rules  of  navigation,  by 
one  vessel,  cannot  be  justified,  on  the 
mere  ground,  that,  if  the  other  ves- 
sel, abo,  had  not  violated  her  duty, 
no  harm  would  have  resulted.        id. 

14.  The  rule  in  regard  to  setting  and 
screening  colored  lights  must  be 
strictly  observed.  id. 

15.  The  B.  and  her  cargo  havinj^  been 
lost  by  the  collision,  and  the  S.  dam- 
aged, and  the  owner  of  the  S.  having 
sued  the  owner  of  ihe  B.,  and  the 
owner  of  the  B.  having  sued  the  S., 
and  the  owner  of  the  cargo  on  the 


B.  having  sued,  in  one  suit,  both  the 
S.  and  the  owner  of  tiie  B.,  the  de- 
cree was,  that  both  the  B.  and  the  S. 
must  contribute  to  the  whole  loss; 
that,  if,  on  ascertaining  the  whole 
loss,  the  contribution  due  from  the 
S.,  to  the  fund,  over  and  above  her 
own  loss,  shoidd  be  sufficient  to  in- 
demnify the  owner  of  the  cargo  on 
the  B.,  it  should  be  applied  to  that 
purpose ;  and  that,  if  not,  the  parties 
would  be  heard,  on  the  question  as 
to  by  whom,  if  by  any  one,  the  defi- 
ciency should  be  macfe  good.         id, 

16.  A  collision  occurred  between  the 
steamboat  A.  and  a  boat  in  tow  of 
the  steam-tug  K.,  in  the  night,  in  the 
Kills.  A  libel  was  filed,  in  the  Dis- 
trict  Court,  against  the  A.  alone,  to 
recover  for  the  damages.  That  Court 
held  both  vessels  in  fault,  and  awarded 
to  the  libellants,  against  the  A.,  only 
one-half  of  such  damages.  Both  par- 
Uea  appealed :  HM,  that  the  decree 
was  right.     The  Atlat,  409 

17.  The  E.  was  held  in  fault  for  not 
porting,  when  meeting  the  A.  nearly 
end  on,  and  for  starboarding,  and 
crossing  the  course  of  the  A.,  and  for 
not  slowing  and  stopping.  id, 

18.  The  A.  was  held  in  fault  for  not 
haying  a  lookout,  in  view  of  her 
speed,  such  want  of  a  lookout  having 
contributed  to  the  collision.  id, 

19.  It  ouffht  to  be  clear  that  the  want 
of  a  lookout  has  wrought  no  mischief, 
before  it  can  be  excused.  id, 

20.  The  A.  and  the  E.  being  both  in 
fault,  if  both  had  been  sued,  each 
would  have  been  held  liable  for  one- 
half  of  the  damages;  and  the  libel- 
lant  cannot,  by  suing  the  A.  alone, 
deprive  the  A.  of  any  rights  she  has 
in  that  respect.  id, 

21.  Both  parties  having  appealed,  no 
costs  of  appeal  were  allowed.         id 

22.  A  steamtug  was  towine  two  schoon- 
ers  lashed  alongside  of  her,  through 
Hell  Gate.  One  of  them,  laden  with 
coal,  on  fireiff ht,  struck  the  rocks, 
and  sank.  Tne  tug,  being  sued  for 
such  loss,  set  up,  in  defence,  the  aris* 

I     ing  of  a  violent  wind,  and  the  fiulnre 
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of  the  schoooer  that  sank  to  anchor, 
when  directed  to,  and  the  breaking 
of  the  mdder  chain  of  the  tng,  and 
that  the  accident  was  inevitable.  The 
libel  specified  no  particular  negli- 
gence in  the  tug,  out  alleged  her 
negligence,  generally,  as  causing  the 
loss :  Held,  that  the  breaking  of  the 
rudder  chain  was  the  immediate 
cause  of  the  disaster,  that  no  excuse 
was  shown,  in  respect  of  the  ylolenoe 
of  the  wind,  and  that  the  tug  was 
liable,  the  rudder  chain  having 
broken  from  an  imperfection  which 
might  have  been,  and  ought  to  have 
been,  knowo.     The  M.  M,  CaUb,  467 

23.  Tlie  libellant  sold  the  wreck.  She 
was  repaired  by  the  purchaser.  The 
actual  time  spent,  in  removing  and 
repairing  her,  was  thirty-one  days. 
The  Commissioner,  in  the  District 
Court,  reported,  as  damages,  the  cost 
of  removing  and  repairing  her,  and 
the  gross  freight  on  the  coal,  for  her 
whole  voyage,  and  interest  on  those 
items,  and  an  allowance  for  the  value 
of  the  use  of  the  vessel,  during  the  81 
days,  which  he  denominated  **  de- 
murrage." Exceptions,  by  the  claim- 
ant, to  the  allowance  of  the  whole 
freight,  and  of  the  "demurrage," 
were  overruled  by  the  District  Court. 
The  allowance  of  the  entire  freight, 
not  deducting  anything  for  the  time 
and  expense  mdaent  to  the  comple- 
tion of  the  voyage,  was  made  by  the 
Commissioner,  as  a  set-off  for  the 
time  which  he  supposed  the  libellant 
would  have  consumed  in  arranging 
to  raise  and  repair  the  vessel,  if  he 
bad  not  sold  her :  Held,  that  it  was 
correct,  not  to  allow  as  for  a  total 
loss,  and  not  to  allow  the  value  of 
the  vessel,  less  the  proceeds  of  sale, 
and  that,  therefore,  it  was  proper  to 
allow  for  the  loss  of  the  use  of  vessel, 
while  she  was  being  removed  and 
repaired.  id. 

24.  Held,  also,  that,  it  not  appearing 
what  became  of  the  coal,  except  that 
it  was  saved,  the  allowance  of  the 
full  freight,  on  the  principle  of  such 
set-off,  was  erroneous,  because  con- 
jectural ;  and  that  the  claimant,  if  he 
desired,  should  be  allowed  to  elect, 
whether  to  inquire  into  the  disposi- 
tion of  the  coal,  and  into  the  actual 
loss  of  freight  money,  (the  libellant 


being  permitted  to  open  the  question 
of  "  demurrage,"  witn  a  view  to  in- 
crease its  amount,)  or  to  waive  such 
inquiry  and  the  exception  as  to  the 
allowance  for  freight  money,  in  which 
latter  case  the  decree  below  would 
be  affirmed,  with  interest,  without 
costs  of  appeal.  id. 

26.  Two  steamboats,  the  P.  and  the  N., 
bound  from  New  York,  to  go  through 
Hell  Gate,  proceeded  up  the  East 
River,  the  r.  astern.  On  entering 
Hell  Gate,  the  stem  of  the  P.,  which 
was  the  (kster  boat,  and  the  longer 
boat,  had  reached  to  a  few  feet  in  ad- 
vance of  the  stem  of  the  N. ;  the 
stt-rn  of  the  P.  was  not  up  to  the 
stern  of  the  N.  The  two  vessels  col- 
lided, and  the  P.  was  injured ;  Mdd, 
under  Article  17  of  the  Rules  in  the 
Act  of  April  29th,  1864,  (13  IT.  8. 
8iat.  at  Large,  61,)  that  the  P.,  as 
the  overtaking  vessel,  was  bound  to 
keep  out  of  the  way  of  the  N.,  and 
that  the  P.  was  in  fault,  and  the  N. 
was  not  in  fault     The  NarraganKtt, 

475 

26.  A  barque,  lying  at  a  pier,  fastened 
by  chains  which  had  held  her  there 
securely  for  three  months,  drew  out 
a  pile  to  which  one  of  the  chains  was 
fastened,  during  a  late  period  in  a 
storm  which  haS  lasted  two  or  three 
days,  so  that  she  swung  around  and 
against  a  tug  lying  near  and  injured 
the  tug;  Jidd,  that  the  case  was  not 
one  of  inevitable  accident,  in  a  legal 
sense.     The  Johannes,  ^478' 

27.  If  a  steamboat  continues  her  course 
at  very  nearly  her  highesjb  speed,  in 
a  fog  so  dense  that  an  approaching 
vessel,  with  all  proper  lights,  cannot 
be  seen  at  a  distance  of  300  feet,  and 
a  collision  ensues,  the  steamboat 
nAust  be  held  to  have  been  in  £Emlt. 
Tfije  Bristol,  537 

28.  A  vessel  was  sunk  by  a  collii^ion, 
in  Long  Island  Sound,  and  aban- 
doned, out  was  afterwards  discov- 
ered, and  raised,  and  libelled  for 
salvage,  and  sold,  and  repaired  by 
the  purchaser.  There  was  nothing 
to  show  that  it  was  evident  that  the 
cost  of  raising  and  repairing  her 
would,  with  the  loss  of  her  use, 
amount  to  more  than  she  would  be 
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worth  after  being  repaired.  It  did, 
in  fact,  cost  more  to  raise  and  repair 
her  than  she  was  worth  after  she  was 
repaired;  Held,  that  it  was  proper 
to  allow,  as  damaffes  for  her  loss^  her 
ftill  value  at  the  time  she  was  sunk. 

id. 

'29.  The  finding  of  the  Commissioner, 
as  to  the  amount  of  snch  yalne,  d- 
lowed  to  stand.  id 


COMMON  CARRIER. 

1.  In  an  action  against  a  common  car- 
rier, to  recoTer  for  the  loss  of  laces 
contained  in  a  trunk,  the  baggage  of 
the  plaintiff,  as  a  passenger,  it  ap- 
peared that  none  of  the  laces  had 
been  purchased  by  the  plaintiff,  and 
that  they  were  purchased  by  no  one, 
at  least  within  Hying  memory,  but 
were  inherited  or  received  by  ^ft, 
and  were  many  years  old :  Held^  nev- 
ertheless, that  their  value  must  be 
ascertained  by  a  money  standard, 
based  on  evidence,  and  could  not  be 
assessed  upon  conjecture,  and  that,  in 
the  absence  of  such  evidence,  nomi- 
nal damages  only  could  be  given. 
FraloffYM,  Y,  Central  R.  R.  Co.,  16. 

:2.  The  action  was  properly  brought  in 
the  name  of  the  plaintifi!,  she  being  a 
married  woman.  id. 

8.  The  laces  w'ere  reasonable  apparel 
and  baggage,  reference  beine  had  to 
the  socifu  position  and  wealtn  of  tbe 
plaintiff,  the  atate  of  her  health,  and 
the  object  of  her  ionmey  to  this 
country  from  abroad.  id. 

m 

4.  An  obligation  of  the  United  States, 
commonfy  caUed  a  seven-thirty  note, 
issued  under  the  Act  of  March  3d, 
1865,  (18  U.  8.  Stat,  at  Large,  468,] 
payable  to  the  order  of  ,  ana 

not  having  the  name  of  any  person 
filled  into  such  blank  space,  is  in  the 
same  condition  aa  if  payable  to  bear- 
er, and  is,  therefore,  negotiable  by 
delivery.     Uniied  Statee  v.  Vermilye, 

280 

'5.  The  writing  of  anything  on  the  back 
of  snch  note,  while  such  blank  is  not 
filled  up  with  the  name  of  a  payee, 
does  not  amount  to  an  endorsement 


on,  or  of,  such  note,  in  the  sense  of 
that  word,  in  the  law  merchant,  so  aa 
to  restrict  the  negotiability  of  the 
note,  or  to  make  it  non-negotiable  by 
delivery  merely.  id. 

6.  A  person  who  purchases  such  a  note 
after  its  maturity,  and  after  the  time 
for  its  conversion  into  bonds  has 
passed,  takes  nothing  but  the  actual 
right  and  title  of  its  vendor.  id 

7.  Such  a  note  is  not  money,  but  is  only 
evidence  of  the  indebtedness  of  the 
United  States  for  money  borrowed. 

id. 

• 

8.  A  carrier  of  such  a  note,  for  hire, 
has  such  a  special  property  in  it, 
that,  if  it  be  stolen  from  him,  and  be 
found  in  the  possession  of  a  person 
who  took  it  after  maturity,  and  who 
shows  no  better  title  to  it  than  the 
title  of  the  thief,  the  carrier  may  re- 
cover it  from  such  person,  by  action. 

id. 

9.  The  carrier,  on  paying  the  value  of 
the  note  to  his  bailor,  becomes  the 
equitable  assignee  of  the  title  of  the 
bailor  to  the  note.  id 


COMPOSITION  DEED. 
See  Bankruptcy,  20  to  28. 


CORPORATION. 

1.  B.,  as  trustee  under  a  will,  held  five 
shares  in  the  stock  of  a  Massachusetts 
corporation,  represented  by  a  certifi- 
cate issued  to  him,  as  "  B.,  trustee," 
in  1857.  In  1868,  a  Court  of  Massa- 
chusetts, in  a  suit  against  B.,  in  which 
he  appeared,  removed  him  from  his 
trusteesbdp,  and  appointed  another 
trustee  in  his  place,  and  ordered  the 
certificates  of  stock  of  the  trust  es- 
tate to  be  delivered  and  assigned  by 
B.  to  the  new  trustee,  and,  in  default 
thereof,  the  assignment  of  the  shares 
to  be  made  by  a  master.  Tbe  master 
assigned  the  five  shares  to  the  new 
trustee,  who  exhibited  the  assign- 
ment to  the  corporation,  and  de- 
manded a  transfer  of  the  shares  on 
its  books  and  a  certificate  therefor  to 
him.    The  corporation  had  notice  of 
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the  mitt  and  of  the  proceedings  end 
decree  Id  it,  and  pud  dividends  on 
the  sbsres  to  the  new  trustee.  After- 
wards, and  in  1866,  EL  obtained  from 
S.  a  loan  of  money  on  a  delivery  and 
pledge  of  the  certificate  issued  to  B. 
It  had  annexed  to  it  a  form  of  assign- 
ment, with  no  name  of  an  assignee, 
and  a  power  of  attorney  to  transfer 
the  shares,  dated  in  1868,  and  signed, 
"B.,  trastee,'*  and  witnessed,  but 
with  no  name  of  an  attorney  in  it. 
S.  made  the  loan  withoat  notice  of 
the  proceedings  in  Massachosetts,  or 
of  any  breach  of  trust  by  B.  After- 
wards, S.,  with  the  assent  of  H.,  in- 
serted his  own  name,  as  assignee  and 
attorney,  in  the  power,  and  presented 
it  to  the  corporation,  and  asked  for  a 
transfer  of  the  shares  to  himself,  and 
a  certificate  therefor.  It  was  re- 
fused. S.  then  sued  the  corporation 
to  recover  the  value  of  the  shares : 
£«ld,  that  the  suit  could  not  be  main- 
tained.   SpraffueY,  Cocheco  M/ff,  Co.f 

173 

2.  A  certificate  for  shares  of  stock  in  a 
railroad  corporation  declared  that 
such  stock  should  be  entitled  to  pre- 
ferred dividends,  out  of  the  net  earn- 
ings, not  to  exceed  a  specified  rate, 
after  pavment  of  mortgage  interest  in 
full.  After  the  certificate  was  is- 
sued, the  corporation  borrowed  mon- 
ey and  issued  bonds  therefor  bear- 
ing interest,  and  also  took  leases,  on 
rent,  of  connecting  railroads:  Held, 
that  the  holder  of  the  certificate  was 
not  entitled  to  be  paid  a  dividend, 
before  payment  of  the  interest  on 
such  bonds,  or  of  such  rent.  St.  John 
V.  £rie  Railway  Co.,  271 


8.  The  meaning  of  the   words, 
earnings,"  denned. 


"net 
id. 


4.  The  first  section  of  the  Act  of  May 
4th,  1858,  (11  U.  S.  Stat,  at  Large, 
272,)  which  provides,  that  a  suit  not 
of  a  local  nature,  broughtf  in  a  Dis- 
trict in  a  State  containing  more  than 
one  District,  against  a  single  defend- 
ant, shall  be  brought  in  the  District 
in  which  the  defendant  resides,  does 
not  apply  to  a  case  where  the  single 
defendant  is  a  corporation  created  oy 
such  State.  Locomotive  Engine  Safety 
Tntck  Co.  V.  Erie  Railway  Co.,     292 


5.  The  mortgage  bond  of  a  railroad 
corporation,  bearing  a  number,  and 
payable  to  bearer,  with  coupons  at- 
tached, payable  to  bearer,  coAtained, 
on  its  face,  a  statement,  that  the  cor- 
poration agreed  "  to  make  the  scrip 
preferred  stock  attached  to  this  bond 
full  paid  stock,"  at  specified  times, 
upon  surrender  to  the  oorporation,  of' 
the  bond  and  the  unmatured  coupons^ 
and  that  it  was  issued  in  conformity 
with  the  articles  of  association  of  the 
corporation.      H.,  the    owner    and 
possessor  of  such  bond,  was  also  the 
possessor    of  a    certificate    for    ten 
shares  of  the  scrip  preferred  stock  of 
the  corporation,  certifying  that  he 
was  entitled  to  such  shares,  and  de- 
claring, that,  on  the  surrender    of 
such  certificate,  and  of  such  mort- 
g^age  bond,  deagnated  by  its  number, 
and  of  all  unmatured  coupons  there- 
on, at  specified  times,  he  would  be 
entitled  to  ten  shares  of  fuQ  paid  pre- 
ferred stock.    The  bond  and  the  cer- 
tificate of  stock,  attached  together  bv 
a  pin,  were  stolen  firom  H.  The  bond, 
unaccompanied    by    the    certificate, 
went  into  the  hands  of  T.,  who,  in 
good  faith,  and  without  any  oliier 
notice  than  was  imported   by  the 
bond,  advanced  money  on  the  bond : 
Held, 

(1.)  That  T.  had  notice  of  whatever 
was  contained  in  the  articles  of  asso- 
ciation, in  respect  to  the  bond. 

(2.)  That  neither  the  articles,  nor 
the  bond,  nor  the  certificate,  required 
the  bond  to  be  registered,  or  to  be 
transferable '  solely  on  the  books  of 
the  corporation,  or  that  the  debt 
evidenced  by  the  bond  and  the  cou- 
pons should  be  transferable  other- 
wise than  by  delivery. 

(S.)  That  fl.  could  part  with  the 
bond  by  delivery,  witnout  transfer- 
ring the  scrip  stock. 

(4.)  That  tne  promise,  in  the  bond, 
to  pay  money,  was  a  separate  obliga- 
tion trom  the  agreement  in  regard  to 
converting  the  scrip  stock  into  full 
paid  stock. 

(6.)  That  T.  was  entitled,  as  against 
H.,'  to  retain  the  bond,  as  having* 
taken,  before  maturity,  for  a  valuable 
consideration,  in  the  usual  course  of 
business,  without  notice  of  any  de-- 
fect  of  title,  a  coupon  bond,  payable 
to  bearer.  Hotckkiu  v.  7Vade9men*i 
National  Bank,  884 
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/Sm  Fraud. 

iNJUMCnON. 


COSTS. 


1.  In  the  taking  of  the  acconnt  of 
profits  in  this  case,  a  patent  suit,  in 
equity,  before  the  master,  the  plaintiff 
greatlv  exaggerated  his  claim,  and 
caused  a  g^at  waAte  of  time,  and  in- 
troduced a  large  amount  of  irrelevant 
evidence,  and  recovered,  in  the  end, 
a  comparatively  smaU  sum:  Held, 
that  neither  party  should  recover, 
against  the  other,  any  costs  or  ex- 
penses that  accrued  before  the  mas- 
ter, embracing  the  fees  of  witnesses, 
the  taking  and  printing  of  the  evi- 
dence, and  all  disbursements  before 
him,  but  each  party  should  bear  his 
own;  and  that  the  compensation  of 
the  master,  as  fixed  by  the  Court, 
should  be  paid  equally  by  the  parties. 
Troy  Iron  and  A  ail  /factory  v.  Corn- 
inyy  223 

See  Bankruptct,  41. 
Collision,  21,  24. 
Practice,  2. 


D. 

DAMAGES. 

See  Collision,  20,  28,  24. 
Common  Carribb,  1. 
Patent,  10. 
Towage,  6. 

DISTRICT  COURT. 

See  Bankruptct,  28  to  31. 
Writ  of  Error. 

DUTIES. 

1.  "Teme  tin,"  in  strips  formed  by 
turning  over  the  edffes  of  short  plates 
of  the  article,  and  locking  them  to- 
gether, and  rolling  down  the  edges 
thus  Joined,  and  coating  them,  in  the 
process,  with  the  same  metal  as  all 


other  teme  plates,  is  liable  to  a  duty 
of  25  per  cent,  ad  valorem,  under  the 
last  paragraph  of  §  8  of  ti^e  Act  of 
July  14th,  1862.  (12  U,  S,  Stat,  at 
Large,  662,)  and  not  to  a  duty  of  86 
per  cent,  ad  valorem,  as  a  manufacture 
or  article  "not  otherwise  provided 
for,  of  •  •  •  tin  or  other  metal,** 
under  g  18  of  said  Act,  {Id,  667.) 
Brttee  v.  Murphy,  229 

2.  B.  imported  444  bottles  of  wine,  con- 
taining 88^  commercial  «dlons,  and 
of  the  dutiable  value  of  $96.  The 
2l8t  section  of  the  Act  of  July  14th, 
1870.  (16  27.  /&  Stat  at  Large,  262,) 
provides,  that  wines  imported  in 
casks,  valued  at  not  exceeding  40 
cents  per  gallon,  shall  pay  26  cents 
duty  per  gallon,  valued  at  over  40 
cents,  and  not  over  $1,  shall  pay  60 
cents,  and  valued  at  over  $1  shall  pa|r 
$1,  and,  in  addition*  thereto,  26  mr 
cent,  ad  valorem  ;  and  that  wines  im- 
ported in  bottles,  shall  pay  "the 
same  rate  per  gallon  as  wines  im- 
ported in  casks,  but  all  bottles  con- 
taining one  quart,  or  less  than  one 
quart,  and  more  than  one  pint,  shall 
be  held  to  contain  one  quart,  and  all 
bottles  oontaining  one  pint,  or  less, 
shall  be  held  to  contain  one  pint,  and 
shall  pay,  in  addition,  three  cents  for 
each  bottle."  The  collector  exacted 
a  duty  on  111  gallons,  at  $1  per  gal- 
lon, and  a  duty  of  26  per  cent,  ad 
valorem  on  $96,  and  a  duty  of  three 
cents  on  each  bottle.  In  a  suit  by  B. 
to  recover  back  an  excess  of  duty, 
Held,  that  the  wine,  being  imported 
in  bottles,  was  not  liable  to  the  26 
per  cent  ad  valorem  duty,  but  only  to 
the  duty  per  gallon;  that,  as  each 
bottle  contained  more  than  one  pint, 
and  not  more  than  one  quart,  each 
bottle  must  be  held  to  contain  one 
quart,  and  the  444  bottles  must  be 
held  to  contain  111  gallons,,  for  the 
purpose  of  arriving  at  its  value  per 
gallon,  to  ascertain  the  proper  rate  of 
duty  per  gallon,  as  well  as  for  the 
purpose  of  fixinff  the  number  of  duti- 
able gallons;  that  the  value,  there^ 
fore,  was  over  40  cents,  and  not  over 
|1,  per  gallon,  and  the  proper  rate  of 
duty  per  gallon  was  60  cents,  on  111 
gallons;  and  that  the  bottles  were 
each  subject  to  8  cents  duty.  Ben- 
euean  v.  Murphy,  680 
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E. 

EQUITY. 

1.  A  patent  was  grmnted  to  W.,  in  1867, 
(Applied  for  in  1865,)  with  a  claim 
idcntieftl  with  that  contained  in  a 
patent  granted,  in  1864,  to  M.  In  a 
suit  in  equity,  brought  by  W.,  aeainat 
M.,  for  infiringing  such  claim,  t£e  an- 
swer of  M.  insisted  on  the  yididitv  of 
such  claim  in  the  patent  to  M. :  Held, 
that  M.  oonld  not,  on  the  hearing, 
take  the  ground  that  the  claim  of  the 
patent  to  W.  did  not  claim  patentable 
subject  matter.  Ruuell  d:  £rwiH 
Mfg.  Co.  V.  Malhry,  140 

2.  A  special  allowance  made  to  a  mas- 
ter, for  his  services  in  executing  a 
decree.    JSWe  Railway  Co,  v.  Heath, 

«  214 

8.  A  plaintiff,  in  a  salt  in  eqaity,  can 
recover  onlv  apon  the  case  made  by 
his  bill,  and  not  upon  that  made  in 
the  evidence.  BaiUe  v.  Mutual  Life 
Jnt,  Co.,  417 

4.  An  admission  in  the  answer  will  be 
of  no  use  to  the  plaintiff,  unless  it  is 
Dut  in  issue  by  some  charge  in  the 
bilL  id. 

6.  On  final  hearing,  the.  Court  an- 
nounced, that,  on  the  pleadings  and 
proofs,  as  they  stood,  it  waa  impossi- 
ble to  nant  to  the  plaintiff  the  relief 
prayeafor.  The  plaintiff  then  moved 
lor  leave  to  amend  the  bilL  It  ap- 
pearing, that,  by  making  the  amend- 
ments proposed,  the  bill  and  the  an- 
swer would  agree  in  their  statements, 
in  the  partiralars  covered  by  such 
amendments ;  that  the  evidence  and 
the  answer  made  out  a  case  for  relief 
to  the  plaintiff,  but  a  case  different 
from  t^ie  one  stated  in  the  bill ;  that 
the  purposes  of  substantial  justice  re- 
quired that  the  amendments  should 
be  made ;  that  the  amendments  did 
not  change  the  subject  matter  of  the 
bill;  and  that  no  decree  had  been 
passed :  Held,  that  the  motion  ought 
to  be  granted,  on  pa^^ment  of  costp. 

uf. 

'6.  Held,  also,  that,  although  some  testi- 
mony on  the  part  of  the  plaintiff 
might  be  in  conflict  with  the  amend- 


ments, yet,  as  the  amendme&ta  har- 
monised with  the  allegations  of  the 
answer,  and  such  testimony  was  not 
testimony  sustaining  the  allegations 
of  the  answer,  the  point  was  imma- 
terial, id. 

m 

7.  The  case  of  Xeale  v.  yealet,  (9  WaU 
laee,  1,)  commented  on,  and  held  to 
warrant  the  allowance  of  such  amend- 
ments, id. 

See  Banxrdptct,  40. 
Costs. 
EvmsKCE. 
FaAUD. 
iN/mcnow. 
Patent,  79  to  81,  98. 

PRACTICB,  2. 

EVIDENCE. 

I.  The  testimony  of  a  witness  to  prove 
prior  knowledge  of  the  plaintiff's  In- 
vention, stricken  out^  at  the  hearing, 
on  motion,  on  the  g^nnd  that  bis 
place  of  residence  at  the  time  of  put- 
ting in  the  answer  was  not  given  in 
the  answer.    Decker  v.  (Trofe,       S31 

See  Collision,  6. 
Patent,  17,  98. 

TOWAOB,  5. 

Tradk  Mark,  1. 

F. 

FERRY  BOAT. 
See  Collision,  1  to  4,  6,  7. 

FOREIGN  JUDGMENT. 

1.  G.,  a  French  citizen,  married,  in 
France,  the  daughter  of  P.,  and  of 
his  wife,  C,  citizens  of  the  United 
States.  Such  wife  of  G.  died,  leav- 
ing a  child  of  such  marriage.  Under 
the  statute  law  of  France,  providing, 
that  a  father-in-law  and  a  mother-in- 
law  must  make  an  allowance  to  a  son- 
in-law  who  is  in  need,  so  long  as  a 
child  of  the  marriage  is  living,  G. 
afterwards  obtained,  in  a  Court  of 
France,  a  judgment  or  decree  against 
P.  and  C,  then  residing  in  France, 
in  an  action  in  which  they  were 
served  with  process  and  appeared, 
requiring  P.  and  C.  to  pay  him  a  oer- 
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tain  sum  per  year,  in  monthly  pay- 
menta,  in  advance,  one-third  of  it  to 
be  for  his  use,  and  two-thirds  of  it 
for  the  nse  of  the  child.  0.  brought 
an  action  of  debt,  on  the  judgment  or 
decree,  in  this  Court,  against  P.  and 
C,  to  recover  the  amount  of  the  de- 
creed payment  for  two  years  and 
seven  months:  Held,  that  the  suit 
could  not  be  maintained.  De  JBri- 
moni  V.  Fenniman,  436 

2.  The  laws  of  France  upon  which  such 
decree  was  made,  and  such  decree 
founded  thereon,  are  local  in  their 
nature  and  operation.  They  are  de- 
signed to  regulate  the  domestic  rela- 
tions of  those  who  reside  there,  and 
to  protect  the  public  against  pauper- 
ism. They  have  no  extra-territorial 
significance,  but  must  be  executed 
upon  persons  and  property  within 
their  jurisdiction.  id, 

8.  Such  orders  of  the  French  tribunals 
are  in  this  respect  like  orders  of 
filiation,  and  orders  made,  under 
local  statutes,  to  guard  against  pau- 
perism, and  in  the  nature  of  local  po- 
lice regulations,  §nd  are  not  founded 
upon  principles  which,  irrespective 
of  local  statutes,  are  of  universal  ac- 
ceptation, like  judgments  for  a  cer- 
tain sum,  founded  upon  contracts  or 
other  recognized  private  rights,    id. 


FRAUD. 

1.  B.,  the  president  of  a  bank,  bor- 
rowed money  of  M.,  for  his  own  use, 
on  the  security  of  A60  shares  in  the 
capital  stock  of  the  bank.  At  the 
time,  B.  stood  on  the  books  of  the 

.  bank  as  the  owner  of  more  than  650 
of  its  shares,  certificates  for  which, 
issued  to  him,  were  outstanding,  but 
had  been  passed  away  by  him  to 
bona  fidM  holders.  In  anticipation 
of,  but  without,  their  surrender,  B. 
caused  to  be  issued  to  himself  cer- 
tificates for  650  shares,  and  gave 
them,  with  power  of  attorney  to 
transfer,  to  M.,  as  security  for  the 
loan.  They  were  siened  by  B.,  as 
president,  and  by  B.,  as  cashier, 
they  being  the  transfer  officers.  R. 
knew,  as  well  as  B.,  of  the  irregu- 
larity in  their  issue.  At  the  time, 
B.  held  certificates  for  586  shares  of 


the  stock  of  the  bank,  and  the  bank 
had  certificates,  unissued,  for  other 
shares,  which  had  been  subscribed 
for,  but  were  not  yet  paid  for.    The 
certificates  given  to  M.  were  intended 
to  represent  only  the  shares  repre- 
sentoa  by  the  certificates  the  suri-en- 
der  of  which  was  anticipated.       M. 
made  the  loan  in  a  check,  on  the 
faith  of  the  certificates.    B.  passed 
the  check  to  the  bank,  without  con- 
sideration, and  the  bank  collected  it, 
and  ^aoed  the  money  among  ite  as- 
sets, B.  and  R.  knowing  all  the  facts. 
The  outstanding  certificates  were  not 
surrendered  or   cancelled,  nor  was 
any  stock  transferred  on  the  books. 
The  bank  failed  and  a  receiver  of  it 
was  appointed.    M.  demanded  back 
his  money,  and  tendered  the  certifi- 
cates for  surrender,  which  was  re- 
fused.   The  receiver  being  about  to 
exclude  M.  from  sharing,  as  a  credi- 
tor, in  the  distribution  of  the  assets 
of  the  bank,  M.  brought  suit  to  re- 
strain the  receiver  from  doing  so: 
Hdd,  that  a  fraud  was  committed  by 
B.  on  M. ;  that  M.  waA  entitled,  on 
discovering  the  fraud,  to  rescind  the 
contract ;  that  the  bank  received  the 
money  to  the  use  of  M.  and  was  liable 
for  it  to  M. ;  and  that  M.,  on  surren- 
dering the  certificates,  was  entitled 
to  share,  as  a  creditor  of  the  bank, 
iu    the    distribution   of  ite    assete. 
ManKattan  Life  Jn»,  Co,  v.  Farmenf 
d:  Citizine  Hafl  Bank,  844 

See  BANxarPTCT,  20  to  28. 
Sali. 


G. 

GRAND  JURY. 
See  Jurors. 

I. 
•    INCOME. 
See  Interxal  Revenue,  7,  8. 

INDICTMENT. 

See  Jurors. 
SmFPiNO. 
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INFORMER. 
Bet  Writ  op  Error. 


INJUNCTION. 

1.  A  oorporaUon,  defendant  in  a  rait  in 
equity,  and  which  might  be  held  lia- 
ble to  respond  peonniarily  to  the 
plaintiff,  in  the  enit,  and  which  had 
made  one  attempt  to  procare  its  own 
diasolntion,  was  enjoined  from  taking 
any  proceedings  for  its  own  disaoln- 
tion,  or  for  the  appointment  of  a  re- 
ceiyer  of  its  effects,  or  for  the  distribu- 
tion thereof  among  its  stockholders, 
or  any  other  persons,  and  from  mak- 
ing any  distrtbation  or  transfer  of  any 
of  its  effects.  FUk  y.  Ufwrn  Paeijic 
Jt,  A  Co.,  618 

2.  The  provision  of  §  6  of  the  Act  of 
March  2d,  1'798,  (\  U,  8,  Stat,  at 
Large,  884,  885.)  that  a  writ  of  in- 
junction shall  not  be  gpranted  to  stay 
proceedings  in  any  Court  of  a  State, 
has  application  only  to  proceedings 
commenced  in  a  Court  of  a  State  be- 
fore the  proceeding*  are  commenced 
in  the  Federal  Court  id, 

8.  Under  the  power  giyen  to  the  Fed- 
eral Courts,  by  §  14  of  the  Act  of 
September  24th,  1789,  (1  U,  &  Stat 
at  Large,  81,  82,)  to  issue  all  writs 
which  may  be  necessary  for  the  exer- 
cise of  their  respectiye  jurisdictions, 
it  may  properly  be  considered  as  nec- 
essary for  the  continued  exercise  of 
the  jurisdiction  of  a  Federal  Court 
over  a  corporation,  that  the  corpora- 
tion should  be  restrained  from  takinii^ 
.steps,  in  a  State  Court,  to  put  itself 
out  of  existence.  id. 

See  Patbkt,  30  to  82,  49,  50. 


INTERNAL  REVENUE. 

1.  Bankers,  confining  themseWes  to  the 
business  of  banking  only,  (as  such 
business  is  described  in  subdiyision  1 
of  §  79  of  the  Internal  Reyenue  Act 
of  June  80th,  1864,)  (18  U.  8.  Stat,  at 
Large,  251,)  and  which  is  not  included 
in  the  business  of  a  broker,  described 
in  subdiyision  9  of  said  §  79,  {p.  252,) 
as  amended  by  the  Act  of  March  3d, 


1865,  {Id.,  472,)  are  only  liable  to  pay 
the  banker's  license  fee  and  percent- 
ages mentioned  in  subdiyision  one. 
Nartkrup  y.  Shook,  24S 

2.  Such  bankers,  without  any  further 
or  additional  license  or  license  fee, 
may  transact  the  business  of  a  broker 
described  in  subdiyision  9,  while  the 
mere  broker  must  pay  $50  for  his 
license.  id. 

8.  But,  if  a  banker  does  business  as  a 
broker,  he  subjects  his  sales  to  the 
duties  imposed  by  §  99  of  the  Act  of 
June  80th,  1864,(18  U.  S,  Stat  at 
Large,  273.)  id. 

4.  A  person  who  buys  stocks  in  his  own, 
name,  for  his  customers,  for  a  com- 
mission, and  adyances  Uie  purchase 
money  on  the  security  of  a  percentage 
of  such  price,  deemed  sufficient,  and 
deposited  with  him  as  security 
against  loss,  and  sells  the  stocks  for 
another  commission,  and  settles  the 
account  according  to  the  resulting 
balance  to  tho  credit  of  the  customer, 
haying  no  interest  except  his  commis- 
sions and  intereili,  or  interest  and 
commissions  on  his  adyances,  the 
whole  being  at  the  risk,  and  for  the 
account,  of  the  customer,  as  to  profit 
or  loss,  does  business  as  a  broker, 
within  the  meaning  of  the  Acts  in 

Question,  and  subjects  his  sales  to  the 
uties  imposed  by  §  99  aforesaid,  id. 

5.  Such  duties  thereupon  become  chan^ 
able  on  all  his  sales,  whether  oi  his 
own  property,  or  of  the  property  of 
others  coming  to  his  possession,  and 
held,  for  adyances  made  by  him  as  a 
banker,  or  purchased  and  sold  on* 
speculation  for  the  account  of  others, 
on  commission.  id, 

6.  Whether,  when  a  tax  is  paid  to  a 
collector  of  Internal  Reyenue,  with- 
out objection,  or  notice,  in  any  form, 
that  the  party  paying  deems  ft  erro- 
neous, and  the  collector  pays  oyer  the 
money  to  the  Goyemroent,  the  col- 
lector is  thereafter  liable  in  an  action 
to  recoyer  it  back,  and  whether  such 
an  action,  if  maintainable,  can  be 
brought  until  after  such  an  appeal  to 
the  Commissioner  of  Internu  Rey- 
enue as  is  required  by  §  19  of  the 
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Act  of  July  18th,  1866, 0^  ^-  8.  Stat, 
at  Larg€,  162,)  quer€,  id. 

*l.  The  United  States  cannot  impose  a 
tax  OD  the  salary  of  a  Judge  of  the 
Superior  Court  of  the  city  of  New 
York,  by  imposing  a  tax  on  such  sal- 
ary as  the  income  of  such  Judge. 
Frtedman  y.  Bigel,  827 

^.  It  makes  no  difference  that  the  sal- 
ary of  the  Judffe  is  fixed  by  the 
Board  of  Supervisoni  of  the  county  of 
New  York,  or  that  it  is  payable  out 
of  the  treasury  of  the  city  of  New 
York.  id. 

D.  The  provision  of  the  96th  section  of 
the  Internal  Revenue  Act  of  July 
20th,  1868,  (15  U,  S.  Stat,  at  Large, 
164,i  "  that,  If  any  distiller,  rectifier, 
wholesale  liquor  aealer,  compounder 
of  liquors,  or  manufacturer  of  tobacco 
or  cigars,  shall  knowiuj^ly  and  wil- 
fully omit,  neglect  or  refuse  to  do,  or 
cause  to  be  done,  any  of  the  things 

.  required  by  law  in  the  carrying  on 
or  conducting  of  his  business,  or  shall 
do  anything  by  this  Act  prohibited, 
if  there  be  no  specific  penalty  or  pun- 
ishment imposed  by  any  other  section 
of  this  Act,  for  the  neglecting,  omit- 
ting, or  refusing  to  do,  or  for  the  do- 
ing or  causing  to  be  done,  the  thing 
required  or  prohibited,  he  shall  pay  a 
penalty  of  $1,000,  and,  if  the  person 
80  oflfendins^  be  a  distiller,  rectifier, 
wholesale  liquor  dealer,  or  com- 
pounder of  liquors,  all  distilled  spirits 
or  liquors  owned  by  him,  or  in  which 
he  has  any  interest  as  owner,  *  •  » 
shall  be  forfeited  to  the  United 
States,"  does  not  authorize  such  for- 
feiture of  spirits  or  liquors  to  be  im- 
posed for  a  violation  of  the  45th  sec- 
tion of  the  same  Act,  for  the  reason 
that  a  specific  penalty  or  punishment 
is  imposed  by  the  46th  section  for  a 
violation  of  uie  45th  section.  Untied 
Statee  v.  1412  Galloru,  428 

10.  A  statute  which  is  of  doubtful  or 
double  meaning,  should  not  be  con- 
strued in  its  harshest  possible  sense, 
when  persons  to  whom  it  applies 
may  have  been  led  to  trust  in  a  less 
severe  construction  of  it,  but  one 
equally  satisfying  its  terms.  id, 

11.  Apart  firom  the  consideration  last 


stated,  the  construction  of  the  Act, 
above  stated,  is  deemed  the  most  nat- 
ural and  to  best  conform  to  the  inten- 
tion of  Congress  and  the  desigpi  of  the 
Act  id. 


J. 


JURISDICTION. 

1.  The  point,  that  a  cause  of  action 
arose  in  the  Northern  District  of 
New  York,  so  as  not  to  be  cognizable 
by  the  Circuit  Court  for  the  Anthem 
District  of  New  York,  may  be  volun- 
tarily waived  by  a  defencumt,  and  is 
waived  where,  in  a  suit  in  eauity,  it 
is  not  raised  in  the  answer.  Black  v. 
TTiome,  66 

See  Banxbuptot,  81. 


JURORS. 

1.  The  decision  in  United  State*  v.  Reed, 
(2  Blatehf.  C.  C.  R,,  485,)  cited  and 
approved.     United  Statee  v.  Tollman, 

21 

2.  A  motion  to  quash  an  indictment 
was  heard  on  an  agreed  statement  of 
facts,  without  putting  the  defendant 
to  plead  the  matters  alleged  as 
grounds  for  the  motion.  id. 

8.  The  provisions  of  the  Revised  Stat- 
utes of  the  State  of  New  York,  (2  R, 
8.,  724,  §§  27.  28,)  are,  by  the  Act  of 
Congress  of  July  20th,  1840,  (6  U.  8, 
Stat,  at  Large,  894,)  made  applicable 
to  the  Federal  Courts,  and  no  chal- 
lenge to  an  array  of  grand  jurors,  or 
to  any  person  summoned  to  serve  as 
a  grand  juror,  and  no  objection  to  the 
competency  of  any  person  summoned 
to.  serve  as  a  g^and  juror,  can  be  al- 
lowed, other  than  an  objection  to  a 
grand  juror,  before  he  is  sworn,  on 
the  ground  that  he  is  the  prosecutor, 
or  complainant^  on  a  cham,  or  is  a 
witness  on  the  part  of  the  prosecu- 
tion, and  has  been  subpcsnaed,  or 
been  bound  in  a  recognizance,  as 
such.  id, 

4.  Irregularities  in  the  summoning  of 
grand  jurors  do  not  entitle  a  party  in- 
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dieted,  M  matter  of  law,  to  avoid  the 
iDdictment  id 

6.  Where  the  accused  shows  that  he 
haa  heen  prejadiced  by  irreg;iilarity 
or  fraud  in  designating,  sammoning, 
and  returning  the  grand  jury,  he  has 
his  remedy,  by  moUon  to  the  Conrt, 
for  reliet  id. 

6.  The  Rule  of  this  Court,  of  November 
11th,  1867,  in  rq^rd  to  the  designa- 
tion and  selection  of  jorors,  is  a 
proper  proyision.  id. 

7.  It  not  beinff  shown  that  the  officers 
acting  in  this  case,  under  that  Rale, 
had  not  acted  in  good  faith,  in  com- 
pliance therewith,  and  no  fraud  being 
alleged,  nor  any  prejudice  to  the  ac- 
cused, a  motion  to  quash  the  indict- 
ment,  on  the  ground  of  alleged  irreg- 
ularities in  selecting  the  grand  jurors, 
was  denied.  id. 

S.  A  grand  jury  selected  and  drawn  in 
accordance  with  that  Rule,  is  not  ir- 
regularly or  illegally  selected  or 
drawn.  id. 

9.  The  Act  of  July  20th,  1840,  does  not 
require  literal  conformity  to  the  mode 
of  selecting  and  drawing  jurors  pre- 
scribed by  the  State  laws,  but  only 
substantial  conformity,  and  that  only 
as  far  as  practicable.  ii. 

10.  What  is  thus  practicable,  defined. 

id. 


JURY. 


See  Jurors. 


L 

LIEN. 

1.  The  master  of  a  vessel  made  a  writ^ 
ten  contract  with  persons  described 
in  it  as  shipwrights  and  spar  makers, 
to  furnish  a  mast  to  the  vessel,  for  an 
agreed  price.  He  had  the  money  to 
pay  for  it.  The  contractors  ordered 
it  from  the  libellant,  and  took  it  from 
his  yard,  and  put  it  into  the  vessel, 
and  the  master  paid  the  contractors 
or  it,  but  they  did  not  pay  the  libel- 


lant :  Held,,  that  the  libellant  had  no 
lien  on  the  vessel  for  the  value  of  the 
mast     Ths  JSledona,  511 

See  Banxruptct,  42,  48. 


LOOKOUT. 
See  CoLusioy,  18,  19. 

M. 

mIrried  woman. 

See  ComfON  Carrzbb,  L 


MASTER. 

See  Costs, 
Equity,  2. 
Lien. 
TOWAOB,  1,  2. 


MORTGAGE. 

See  Banxruptct,  1  to  5, 28  to  81^ 
42,  48. 


NAVIGATION. 

See  Collision. 

P 
PATENT. 

1.  Invention,  (1  to  8.) 

2.  Caveat 

8.  Specification,  (9.) 

4.  Assignment. 

5.  License,  (10.) 

6.  Reissue,  (11  to  15.) 

7.  Extension,  (16  to  20.) 

8.  Abandonment,  (  21  to  24.) 

9.  Novelty,  (25,  26.) 

10.  Utility,  (27.) 

11.  Infringement,  (28,  29.) 

12.  Injunction,  (80  to  82.) 
18.  Particular  Patents. 

(1.)  Hicks  —  Breech-loading    fire> 
arm,  (88  to  88.) 
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(2.)  Thompson — ^BorniDg  wet  fuel, 

(89  to  48.) 
fd.)  Tanner— Car-brake,  (49,  60.) 
(4.)  Tarr  and  Wonson — ^Paint  for 

sbips'-bottoms,  (51  to  64.) 
(5.)  Lockwood — Shirt-coUar,    (66, 

66.) 
(6.)  Lockwood—CoUar,  (67  to  61.) 
(7.)  Gray— Shirt^oUar,  (62,  68.) 
(8.)  Woodbury  —  Paper-shirt-col- 
lar, (64  to  67.) 
(9.)  Woodbury  — Paper-cuff,   (68, 

69.} 
(10.)  Rumrord  Chemical  Works — 
Pulverulent  acid,  (70  to  8K) 
(11.)  Webb— Reversible  latch,  (82, 

88.) 
(12.)  Wheeler— Harvester,   (84    to 

86.) 
(18.)  Oallahue^— Shoe-pegging    ma- 
chine, (87.) 
(14.)  Kper — Preserving    fish,  (88, 

89.) 
(15.)  Smitlt— Locomotive-truck,  (90 

to  98.) 
(16.)  Densmore  —  Grain-harvester, 

(99  to  106.) 
(17.)  Decker — Bilhard-table    cush- 
ion, (107  to  110.) 
(18.)  Cook— Cotton-bale    tie,    (111 

to  114.) 
(19.)  Eickemeyer  Hat-blocking  Ma- 
chine Co. — Stretching  hat- 
body  machine,  (115  to  119.) 
(20.)  Robertson— Hand-stamp,  (120 

to  125.) 
(21.)  Bliss— Hose-coupling,  (126  to 
128.) 

1.  Invention, 

1.  In  order  to  sustain  a  patent  for  an 
invention,  it  is  not  necessary  that  the 
inventor  should  reduce  the  invention 
to  practical  use  before  be  obtains  the 
patent  If^^v.  dipp^  Mower  ds 
Jieaper  Co.,  181 

2.  All  that,  is  necessary  is,  that  the  in- 
vention should  be  perfected,  and  the 
proper  specification,  drawings  and 
model  be  furnished.  id. 

8.  A  patent  does  not  become  void,  if 
the  patentee  does  not,  after  the  pat- 
ent is  granted,  put  the  invention  into 
practical  use.  id. 

4.  A  device  which  cannot  be  reduced 
to  practical  operation  and  use  with- 


out the  aid  of  further  invention,  is 
not  patentable ;  but  it  is  not  neces- 
sary to  the  patentability  of  a  device, 
that  it  should  have,  in  itself,  apart 
from  any  connection  with,  or  appli- 
cation to,  other  known  devices  or  in- 
strumenUdities,  capacity  to  produce 
practically  useful  results.  id, 

5.  The  right  of  a  patentee  to  protection 
is  not  to  be  tested  by  the  question, 
whether,  in  a  state  of  the  art  subse- 
quent to  the  granting  of  his  patent, 
his  invention,  without  improvement, 
would  be  deemed  of  value.  id. 

6.  It  is  not  true  of  a  machine,  as  such, 
that,  because  every  one  of  its  mem- 
bers performs  in  it  the  identical  ofBce 
which  it  would  perform  howsoever 
used,  their  conjoint  action  in  the  new 
combination  may  not  produce  a  re- 
sult useful  and  never  before  attained. 
Gallahw  y.  BuUerfield,  282 

7.  Where  one  or  more  of  the  parts  are 
new,  and  the  combination  is,  for  that 
reason,  made  to  produce  a  new  re- 
sult, in  the  greater  rapidity  and 
economy  with  which  the  work  can  be 
performed,  there  is  something  more 
than  mere  aggregation.  id, 

8.  Where  the  ^patentee  drove  his  awl- 
carrier  by  a  sprinff  made  to  operate 
automatically,  and  the  use  of  such 
spring,  for  such  purpose,  was  new, 
and  could  not  be  usefully  employed 
without  the  use  of  a  gauge  for  the 
edge  of  the  sole  to  rest  against :  Held, 
that  the  combihation  of  a  gauge  with 
an  awl-carrier  driven  by  a  spring 
was  a  new  combination,  and  not  a 
mere  aggregation,  although  the  gauge 
and  the  awl-carrier  were  <aS,  and 
operated,  in  relation  to  each  other, 
in  no  new  manner,  in  the  new  com- 
bination, id. 

See  51  to  54,  57  to  68,  70  to  78, 
82,  88,  96,  104,  118. 

2.  Caveat. 
See  121. 

8.   Specification. 

9.  A  claim  for  devices  described,  which 
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Are  alleged  to  prodaoe  a  specified  re- 
anlt,  U  not  rendered  inralid  by  proof 
that,  under  apecial  clroumatanoeB, 
and  on  exceptional  occasions,  sach 
result  is  not  produced.  The  daim 
will  be  construed  as  describing  the 
'  general  rule  of  the  operation  of  the 
device.  Whe^er  v.  Clipper  Mcwer  <fc 
Reaper  Co,,  181 

See  86,  41  to  48,  73,  97,  99  to 
104,  118. 

4.  AMignmeni, 
See  10,  16  to  20. 

6.  License. 

10.  W.,  the  patentee  of  a  machine  for 
quarrying  stone,  assigned  his  patent 
to  C.  Itofore  that,  W.  had  made  a 
written  agreement  with  S.,  transfer- 
ring to  §.,  and  his  assies,  "  the 
right  to  use  the  patented  invention, 
to  the  extent  of  one  machine,"  in  the 
quarry  of  S.,  '*and  in  no  other 
place,  to  the  full  end  of  the  term  of 
the  patent,  and  farther  arreeinff,  that 
S.  snould  have  the  privilege  of  using 
additional  machines,  in  such  quarry, 
and  not  elsewhere,  on  making  certain 
specified  gross  payments  to  W.  The 
agreement  further  provided,  that  W. 
should  superintend  the  construction 
of  at  least  one  machine,  and  be  com- 
pensated therefor  by  S.,  for  days* 
labor,  S.  to  pay  for  constructing  the 
machine.  One  machine  was  built, 
and  paid  for  by  S.,  alid  put  to  work 
in  the  quarry  of  S.  B.  used  it  for  a 
time  and  then  ceased,  for  more  than 
two  years,  to  use  it,  but,  during  the 
interval,  repaired  it  Daring  the 
same  interval,  it  was  used  by  R.,  in 
a  different  quarry,  with  the  knowl- 
edge of  S.  Afterwards,  S.  put  into 
use,  in  his  quarry,  five  machines  got 
up  by  one  L.  €.  notified  S.,  that  the 
machines  of  L.  infringed  the  patent 
of  W.  S.  had  taken  from  L.  an 
agreement  by  L.  to  defend  the  ma- 
chines of  L.  against  claims  under  the 
patent  of  W.  S.,  after  this  suit  was 
brought^  tendered  to  C.  and  to  W. 
money,  as  and  for  the  payment  for 
the  right  to  use  five  additional  ma- 
chines, under  the  agreement  with 
W. :  Seld, 


(1.)  That  S.  acquired,  by  the 
agreement  witii  W.,  the  ri^ht  to 
manufacture,  as  well  as  the  right  to 
use,  the  machines  mentioned  in  it, 
subject  to  its  conditions; 

(2.)  That  S.  Mouired  the  right  to 
repair  and  rebuild  the  one  machine, 
so  as  to  have  and  keep  in  use  one  ma- 
chine, in  his  quarry,  during  the  life 
of  the  patent ; 

(8.)  That  S.  was   liable   for  the 
profits  firom  the  use  of  the  one  ma- 
chine by  R.,  and  for  the    damage 
thereby  sustained  by  C. ; 

(4.)  That  8.  did  not  forfeit  his 
rights  in  respect  to  the  one  machine, 
by  allowing  it  to  be  used  by  B.,  in 
another  quarry ; 

(5.^  That  S.  was  a  naked  infiringer 
in  using  the  five  machines  of  L.,  and 
could  not  defeat  the  right  of  C.  to  re- 
cover in  this  suit,  in  respect  of  such 
use,  by  the  tender  above  mentioned ; 

(6.)  That  8.  had  abandoned  and 
forfeited  all  ri^ht,  under  the  agree- 
ment with  W.,  in  re^tpect  of  any  ad- 
ditional machines,  beyond  the  one 
machine ; 

(7.)  That  S.  must  be  enjoined  from 
usine  any  but  the  one  machine  first 
put  into  use,  and  be  decreed  to  pay 
all  profits  made  by  him  by  the  use 
of  the  ^ye  machines,  or  by  the  use  of 
the  one  machine  by  K.,  and  all  dam> 
ages  sustained  by  0.  from  both  of 
such  users.  Steam  Cutter  Co.  y.  Shel- 
dofij  1 


6.  Reinue. 

11.  In  the  reissue,  under  §  53  of  the 
Act  of  July  8th,  1870,  (16  CT.  ^S^.  Sfat 
at  Large,  205.)  of  a  chemical  patent, 
it  is  necessary  to  its  validity,  that 
the  subject  matter  of  it  ehonld  be 
found  described  in  the  original  pat- 
ent.    Tarr  v.  Webb,  96 

12.  Where  a  patent  claims  a  combina- 
tion of  several  devices,  it  may  be  re- 
issued to  claim  the  devices  separate- 
ly, if  new  and  useful,  even  though  the 
aggregate  combination  claimed  in  the 
original  patent  was  not,  by  itself,  nse- 
fnl,  or  was  even  impracticable,  pro- 
vided the  reissue  points  out  how  the 
devices  separately  claimed  may  be  re- 
duced to  practical  use.  Wheeler  v. 
Clipper  Jtoteer  df  Reaper  Co.,        181 
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13.  A  patentee,  in  his  original  patent, 
described  a  spring  and  a  weignt,  act- 
ing conjointly  to  drive  down  an  awl- 
canrier  and  a  peg-driver.  In  a  reissue 
of  the  patent,  be  claimed  tbe  use  of 
the  spring  alone,  for  that  purpose, 
without  the  weight  The  defendant 
used,  for  the  purpose,  a  powerful 
spring,  equivalent  to  the  spring  and 
weight :  J?eU^  that  the  claim  in  the 
reissue  was  valid,  and  that  the  de- 
fendant infringed  it.  OaUakue  v. 
BuUerfield,  232 

14.  A  patentee,  whose  devices  are  new, 
is  at  liberty  to  claim  each,  by  way  of 
reissue,  although  he  may  have  repre- 
sented and  claimed  them  originally 
as  acting  conjointly.  icL 

15.  A  reissued  patent  sustained,  against 
objections  as  to  its  variance  from  the 
original  patent,  in  what  were  mere 
matters  of  mechanical  adaptation. 
Decker  v.  Oroie,  831 

See  41,  42,  65,  56,  105,  120,  121. 

7.  Extension, 

16.  S.,  a  patentee,  assigned  to  R.  all  his 
interest  in  "  the  invention  as  secured 
to  him  by  the  patent,"  for  the  whole 
of  the  United  States,  (reserving  to  J. 
the  right  to  use  the  patent  at  a  par- 
ticular place,  and  to  sell  in  particular 
territory  the  products  of  such  use,) 
the  same  to  be  held  and  enjoyed  by 
R.,  for  his  own  use  and  that  of  his 
representatives,  "  to  the  full  end  of 
the  term  for  which  said  letters  patent 
are  or  may  be  granted,"  as  fully  and 
entirely  as  the  same  would  have  been 
held  and  enjoyed  by  S.,  had  the  as- 
signment not  been  made.  This  as- 
signment was  recorded  in  the  Patent 
Omce.  Subsequentlv,  the  patent  was 
extended  to  S.,  and  he  afterwards  as- 
signed to  E.  all  his  interest  in  the 
extension.  £.  went  on  to  use  the 
invention,  and  was  sued  by  R.,  in 
equity,  for  infringement ;  Aid,  that 
the  right  to  the  extended  term  passed 
to  R.,  tbe  first  assignee.  MuggUt  v. 
£ddy,  62 

17.  The  legal  effect  of  the  assignment 
to  R.  cannot  be  varied  by  parol 
evidence  not  showing  mutual  mis- 
take, id. 

TOL.  X. — 87 


18.  The  title  of  R.,  if  regarded  as  an 
equitable  title,  is  sufficient  to  enable 
him  to  sue  E.,  in  equity,  £.  havinz 
taken  title  after  the  assignment  to  K 
was  recorded.  id. 

19.  But,  temhle,  that  R.  took  the  legal 
tiUe.  id, 

20.  T.,  having  made  an  invention,  and 
applied  for  letters  patent  for  it,  on  a 
specification  filed  in  the  Patent  Office, 
assigned  to  H.,  in  1852,  "all  the 

-  riffht,  title,  and  interest  whatsoever, 
which  I  now  have,  or,  by  letters  pat- 
ent, would  be  entitled  to  have  and 
possess,  in  the  aforesaid  invention, 
the  said  invention  being  described  in 
the  [n>ecification  as  prepared  and  exe- 
cuted by  me,  or  to  be  prepared  and 
executed  by  me,  for  the  obtaining  of 
said  letters  patent,  the  whole  to  be 
held  and  enjoyed"  by  H.,  "to  the 
full  extent  and  manner  in  which  the 
same  would  have  been,  or  could  be, 
held  and  enjoyed  by  me,  had  this  as- 
signment never  been  made,"  and  au- 
thorized the  issue  of  "  the  said  "  pat- 
ent to  H.,  "  as  the  assignee  of  my 
whole  right  and  title  to  the  same,  and 
to  the  new  invention  aforesaid."  A 
patent  was  accordingly  granted  to  H., 
on  the  invention,  in  1862.  In  1854, 
H.  assigned  to  S.  all  his  interest  in 
any  extended  term  of  the  patent  In 
1866,  the  patent  was  extended,  to 
T. :  Held,  that,  by  the  assignment  of 
1852,  no  right  to  the  extended  term 
passed  to  U.,  and,  consequently,  S. 
had  no  such  right.  Mowry  v.  Grand 
St.  ds  Xewtofon  Ji.  R  Co.,  89 


8.  Abandonment. 

21.  Mere  lapse  of  lime,  before  an  in^ 
ventor  applies  for  a  patent  for  his  in- 
vention, does  not,  per  ae,  constitute 
an  abandonment  of  the  invention  to 
the  public.  RvMell  ds  Erwin  Mfg. 
Co.  V.  Mallory,  140 

22.  The  question  of  abandonment, 
whether  in  regard  to  the  time  prior 
to  two  years  before  the  application 
for  the  patent,  or  to  the  time  mcluded 
in  such  two  years,  is  a  question  of 
fact.  •  mL 

23.  An  inventor  is  not  required  to  pnt 
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hia  inTeotioii  into  pablic  dm  before 
he  appUee  for  bis  patent.  id. 

24.  Mere  public  use  and  sale  of  an  in- 
yention,  oefore  a  patent  for  it  is  ap- 
plied for,  does  not  inyalidate  the 
patent,  uDleea  the  public  nse  and  sale 
were  with  the  conaent  and  allowance 
of  the  inventor.  id. 

9.  Novelty, 

26.  Where  a  machine,  not  brought  into 
effective  operation,  was  cast  aside 
and  taken  apart,  without  any  inten- 
tion to  reconstruct  it,  portions  of  it 
being  appropriated  to  other  uses,  and 
the  remaining  parts  being  wholly 
useless  for  any  purpose  within  the 
purview  of  a  subsequent  patent : 
neldf  that,  as  an  answer  to  such  pat- 
tent,  such  machine  must  be  regarded 
as  an  abandoned  experiment.  Oalla- 
hue  V.  Butterfield,  282 


Abandoned  experiments,  comment- 
ed on.     Decker  v.  Orole,  881 

See  61  to  64,  67  to  68,  70  to  78, 
90  to  96,  101,  103.  110, 
114,  118. 

EVIDKKOV. 

10.  utauy. 


27.  A  machine  cannot  be  pronounced 
useless  or  impracticable  because  it  is 
susceptible  of  improvements  which 
will  obviate  or  prevent  embarrass- 
ments to  its  most  perfect  operation. 
Wheeler  v.  Clipper  Mower  as  Reaper 
Co,,  181 

See  4,  6,  12,  86,  124,  126  to  128. 

11.  Infringement, 

28.  A  patent  for  a  device  cannot  be 
avoided  by  dividing  the  device  into 
two  parts,  which,  when  combined, 
produce  the  same  result,  in  substan- 
tially the  same  way.  Wheeler  v. 
Clipper  Mower  d:  Reaper  Co.,        181 

29.  A  device  is  not  less  an  equivalent 
of  another,  because,  superadded  to 
all  the  functions  of  such  other,  it  may 
perform  a  further  office,  or,  because, 
besides  all  the  functions  of  such  other, 


it  performs  some  one  of  the  oflSces 
more  effectively,  or  better,  so  long  as 
it  performs  them  in  substantially  the 
same  way,  and  uses  substantiaUy  the 
same  means.  id. 

See  10,  87,  47.  79,  98,  106  to  109, 
118,  116  to  117. 

12.  Injunction. 

80.  Mere  lapse  of  time  is  not  sufficient 
to  show  public  acquiesence  in  a  pat- 
ent; but  the  aoqmescence  must  be 
attended  with  circumstances  indicat- 
ing that  such  acquiescence  would  not 
have  occurred  if  any  fair  doubt  had 
existed  as  to  the  vaUdity  of  the  pat- 
ent    Ouidet  V.  Palmer,  217 

81.  The  plaintiff  had  a  patent  for   a 

Eavement,  and  had  been  employed  to 
ly  some  fourteen  miies  of  it  by  Uie  au- 
thorities of  the  cities  of  New  York  and 
Brooklyn,  during  the  past  four  years. 
No  other  acquiescence  was  shown: 
Held,  that  that  was  insufficient  to  raise 
a  presumption  in  favor  of  the  validity 
of  the  patent.  id. 

82.  Facts  stated,  which  warranted  the 
refusal  of  a  provisional  injunction  to 
restrain  the  infringement  of  a  patent, 
where  the  public  interest  was  con- 
cerned, id. 

See  30  tb  32,  49,  60. 

13  .Particular  Patents. 

(1.)    ffieke — BreeehJoadinff  fire-arm. 

38.  The  reissued  letters  patent  granted 
to  William  C.  Hicks,  March  1st,  1870, 
for  an  "  improvement  in  breech-load- 
ing fire-arms,"  the  original  patent 
having  been  granted  to  Uicks,  as  in- 
ventor, March  10th,  1867,  are  valid. 
Renwick  v.  Pond,  89 

84.  Hicks  was  the  first  person  who  de- 
vised a  practical  mechanism  for  cer- 
tainly withdrawing  a  loaded  car- 
tridge from  its  chamber,  in  a  breech- 
loadmg  fire-arm,  under  all  conditions, 
as  well  as  when  its  rim  or  flange  has 
not  been  expanded  by  the  blow  of  a 
striking  instrument,  as  when  it  has 
been  so  expanded,  by  effecting  sneh 
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^thdrawal,  through  the  engaj^ement, 
within  the  periphery  of  each  cham- 
her,  of  a  hook,  actuated  automatic- 
ally, with  a  metallic  flange  forming 
part  of  the  cartridge.  ia. 

^6.  Although  the  patent  descrtbes  the 
inyeotion  aa  applied  to  a  cartridge, 
the  flange  of  which  radiates  Inwardly 
towards  the  longitudinal  axis  of  the 
cartridge,  and  describes  the  hook  as 
a  rigicT  hook,  and  the  flange  as 
springing,  to  engage  with  the  nook, 
yet  an  arm  in  which  a  cartridge  is 
used,  the  flange  of  which  radiates 
outwardly  from  the  longitudinal  ax- 
is of  the  cartridge,  and  is  ri^d,  and 
in  which  the  hook  springs,  to  engage 
with  the  flange,  infringes  the  flrst 
three  claims  of  such  patent,  provided 
such  arm  has  a  breech-closing  piece 
moying  longitudinally  with  the  bar- 
rel, a  cartrldee  chamber  at  the  butt 
of  the  barrel,  and  a  reciprocating 
extracting  hook,  arranged  in  such 
manner  that,  when  the  breech  is 
-closed  by  the  forward  movement  of 
the  closing  piece,  the  bill  of  the  hook 
is  within  the  periphery  of  such  cham- 
ber, and,  being  in  its  most  forward 
position,  is  in  advance  of  the  rear  of 
the  space  in  which  the  cartridge  is 
received,  so  as  to  engage  with  the  ua- 
expanded  front  side  of  the  flange  of 
the  cartridge,  and  only  one  siao  of 
the  flange  is  engaged  with  the  bill  of 
the  hook,  avoiding  any  difficulty  in 
disengaging  the  cartridge.  id, 

86.  Claiming  the  arrangement  of  a 
combination,  when  the  arrangement 
is  such  as  to  produce  a  s^iven  me- 
chanical result  of  the  combination,  is 
not  a  claim  to  a  function,  nor  is  it 
a  claim  to  a  result,  irrespective  of 
the  means  of  producing  it,  but  it 
is  a  claim  to  the  means  alone,  and 
only  when  specially  arranged  to 
produce  a  given  result.  id. 

87.  In  order  to  infringe  the  patent,  it 
is  not  necessary  to  use  a  cartridge,  if 
an  arm  be  sold,  capable  of  being, 
and  designed  to  be,  used  to  effect  the 
result  of  th6  patent,  by  the  means 
specified  in  its  claims,  and  requiring 
only  the  addition  of  the  cartridge  by 
the  purchaser.  id. 

•88.  The  reissued  letters  patent  granted 


to  William  C.  Hicks,  March  1st,  1870, 
for  an  "improvement  in  breech- 
loading  fire-arms,**  {ante,  p.  89,)  are 
valid,  as  against  what  is  shown  in  a 
caveat  filed  in  the  Patent  Office  by 
George  W.  Morse,  August  24th,  1856, 
and  what  is  shown  in  letters  patent 
granted  to  said  Morse.  October  28th, 

1856.  Benwiek  v.  Cooper,  201 

(2.)   Thompson — Earning  wet  fuel. 

39.  The  reissued  letters  patent  granted 
to  Moses  Thompson,  March  3 1st,  18 57, 
for  an  "improvement  in  furnaces 
for  burning  wet  fuel,"  the  original 
patent  having  been  granted  to  him, 
as  inventor,  April  lObh,  1855,  and 
reissued  to  him  October  7th,  1856, 
and  the  patent  having  been  extended 
for  seven  years  from  April  10th,  1869, 

*  and  the  letters  patent  granted  to 
said  Thomp3on,  December  15th,  1857, 
for  an  "  improvement  in  bagasse  fur- 
naces," and  extended  for  seven  years 
from  December  15th,  1871,  are  valid. 
Black  V.  Thome,  66 

40.  The  first  claim  of  the  reissue  of 

1857,  namely, "  Using  green  bagasse, 
wet  tan,  wet  sawdudt,  and  other  wet 
carbonaceous  or  vegetable  substan- 
ces, as  fuel,  for  the  production  of  in- 
tense heat,  by  mini^Iiiig  the  gcises  is- 
suing from  a  highly  heated  mass 
thereof,  with  those  arising  from  car- 
bonaceous combustion,  by  the  inter- 
vention of  a  flue  or  chamber,  with 
which  the  chamber  or  chambers  con- 
taining the  fire  and  charg3  of  wet 
substances  communicate,  and  in  which 
8ai4  gases  meet,  mingle  and  consume 
each  other,  on  their  way  to  the  ap- 
paratus to  be  heated  and  to  the 
stack,"  is  a  claim  to  the  use  of  a 
flue  or  chamber,  intervening  between, 
on  the  one  hand,  the  chamber  or 
chambers  containing  the  flre  of  car- 
bonaceous combustion  and  a  highly 
heated  mass  of  the  wet  substances 
named,  and,  on  the  other  hand,  the 
apparatus  to  be  heated  and  the 
stack,  for  the  purpose  of  mingling, 
in  such  chamber,  the  gases  issuing 
from  such  hip^hly  heated  mass  wi£ 
the  ^Bsee  arising  from  the  fire  of  car- 
bonaceous combustion,  so  that  such 
gases  may  consume  each  other  in 
such  flue  or  chamber,  and  thus  in- 
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tense  heat  be  produced,  by  the  use, 
for  fael,  of  such  wet  eubetances.    id. 

41.  Ab  the  model  and  drawiogs  of  the 
reisene  are  the  same  as  those  of  the 
original  patent^  and  show  such  a 
mingling  or  mixing  chamber  as  is 
claimed  in  such  first  claim,  and  such 
an  arrangement  of  parte,  as,  when 
need  according  to  the  directions  of 
the  patentee,  with  the  fuel  named, 
will  produce  the  result  described  in 
said  daim,  and  as  the  specification 
of  the  original  patent  g^ves  substan- 
tially the  same  directions  for  pro- 
ducing each  result  as  are  g^ren  in 
the  reissue,  such  claim  is  vaUd.      id, 

42.  Although,  in  the  reissue,  the  pat- 
entee disclaims  the  arrangement  of  a 
series  of  fire-chambers  to  communi- 
cate with  one  common  flue,  irresnect- 
iTe  of  the  purpose  for  which,  ana  the 
manner  in  which,  the  arrangement  is 
employed,  he  can  lawfully  claim  the 
arrangement  which  he  uses,  when 
used  for  the  purpose  for  which  he 
employs  it,  and  can  lawfully  claim  it 
when  used  in  the  manner  in  which  he 
employs  it.  id, 

48.  The  said  first  claim  is  for  a  process 
carried  into  effect  by  an  apparatus. 
The  prior  apparatus  would  not  hare 
enabled  the  paieutee  to  work  his 
new  process,  nor  was  such  process 
ever  worked  before  in  any  apparatus. 

id. 

44.  The  second  claim  of  said  reissue, 
namely,  "The  combustion,  for  the 
purposes  of  a  high  degree  of  heat,  of 
bagasse,  refuse  tan,  sawdust,  and 
other  wet  refuse  substance,  or  very 
wet  and  green  wood,  by  the  employ- 
ment of  a  series  of  fire-chambers  ar- 
ranged in  any  manner  substantially 
as  described,  to  communicate  witn 
one  common  fiue  or  mixing  chamber, 
when  anv  number  of  said  chambers 
are  nearly  closed  to  the  admission  of 
air,  when  first  charged,  as  described, 
whilst  the  remaining  chamber  or 
chambers  is  in  full  communication 
with  the  mixing  chamber,  and  has  a 
proper  6U])ply  of  air  admitted,  and 
the  ash-pit  of  each  chamber,  in  its 
turn,  is  nearly  closed,  and  then 
opened,  and  has  air  admitted,  where- 
by the  beat  required  is   rendered 


continuous  and  comparatirely  vni- 
ibrm,  while  the  fuel  in  some  of  the 
chambers  is  being  heated  and  decom- 
posed, and  its  gases  sent  forward  to 
the  mixing  chamber,  to  any  desirable 
degree,  as  herein  set  forth,"  is  a 
claim  for  an  apparatus  when  em^ 
ployed  to  work  a  process,  the  ap- 
paratus and  the  process  being  both, 
of  them  new  with  the  patentee.      tdL 

46.  The  claims  of  the  letters  patent 
granted  to  said  Thompson,  December 
16th,  1867,  for  an  "  improvement  in 
bagasse  furnaces,"  are  for  special 
constructions  to  work  out  more  ef- 
fectually the  process  of  burning  wet 
fuel  discovered  by  Thompson  and 
made  known  in  his  original  patent  of 
1866,  and  are  valid  claims.  id. 

46.  The  form  of  apparatus  shown  by 
Thompson  in  his  drawings,  and  de- 
scribed, admits  of  many  formal  Taria- 
tions,  within  the  principle  of  his  in- 
ventions, and  the  scope  of  his  claims. 

tdL 

47.  Consideration  of  constructiona 
which  would  infringe  various  claims 
of  Tliompson's  patents.  id. 

48.  Thompson  was  the  first  to  discover 
and  put  in  practice  the  true  method 
of  economically  burning  wet  fuels, 
and  obtaining  from  them  better  re- 
sults than  fJK>m  equal  quantities  of 
dry  fuels.  id, 

(8.)  Tanner — Car-brake. 

49.  Whether  the  claim  of  the  letters 
patent  granted,  July  6th,  1862,  to 
Henry  Tanner,  as  assignee  of  Lafky^ 
ette  F.  Thompson  and  Asahel  G. 
Bachelder,  for  an  "improved  mode 
of  operating  the  brakes  of  railway 
cars,"  namefy,  "  To  so  combine  the 
brakes  of  the  two  trucks  with  the 
operative  windlasses,  or  iheir  e'quiv- 
alents,  at  both  ends  of  the  car,  by 
means  of  the  vibrating  lever.  A',  or 
its  equivalent,  or  mechanism  essen- 
tially as  specified,  as  to  enable  the 
brakeman,  by  operatifij;;  either  of  the 
windlasses,  to  dmultaneously  apply 
the  brakes  of  both  trucks,  or  bring  or 
force  them  against  their  respective 
w^ieels,  and  whether  he  be  at  the 
forward  or  rear  end  of  the  car,"  is 


INDEX. 


581 


'limited  to  a  combination  of  two  or 
more  brake  systems,  as  they  are  or- 
dinarily found  in  the  swivelling  car- 
trucks  of  an  eight-wheeled  car,  with 
each  other  and  with  the  operatiye 
windlasses,  by  means  of  a  vibrating 
lever,  or  whether  it  covers  any  com- 
bination Of  the  brakes  of  a  car  with 
each  other,  and  with  the  windlasses, 
by  means  of  a  vibrating  lever,  so 
that  all  the  brakes  can  oe  applied 
simultaneously  from  either  ^d  of 
the  car,  even  where  the  car  has  no 
swivelling  trucks  with  separate  brake 
systems,  quere,  Howry  v.  Grand 
J^L  d:  Newtown  R  R.  Co,,  89 

.'50.  The  latter  construction  of  the 
claim  not  having  been  maintained  in 
any  judicial  decision,  or  acquiesced 
in  by  the  public,  and  its  novelty,  on 
such  construction,  being  shown  to  be 
doubtful,  an  application  for  a  provis- 
ional injunction  against  an  arrange- 
ment wuich  was  no  infringement  ex- 
cept on  such  construction,  was  re- 
fused, id. 

.{4.)  Tarr  and    Wowton  ^^  Paint  for 
8?up8*  bottofns. 

■  51.  The  claim  of  the  reissued  letters 
patent,  No.  4,598,  division  A,  granted 
October  17th,  1871,  to  JamesG.  Tarr 
and  Augustus  H.  Wonson,  for  an 
''improvement  in  paint  for  ships' 
bottoms,"  the  original  patent  having 
been  granted  to  them  November  3d, 
1868,  and  reissued  August  6th,  1867, 
and  again  reissued  in  two  divisions, 
October  17th,  1871,  namely,  "A 
paint,  consisting  of  oxide  of  copper, 
with  a  suitable  vehicle  or  meaium, 
substantially  as  ^escribed,"  read  in 
the  light  of  the  specification  attached, 
seeks  to  secure  any  mixture  capable 
of  being  applied  as  a  paint,  in  which 
oxide  of  copper  is  an  ingredient,  and, 
so  understood,  is  invaUd.  Tarr  v. 
Webb,  96 

^2.  The  poisonous  effect  of  oxide  of 
copper  was  known,  and  the  protec- 
tion of  surfaces  by  applying  com- 
pounds to  them  was  known.  id, 

•58.  A  monopoly  of  the  use  of  a  well- 
known  suDstance,  in  a  particular  but 
well-known  form,  cannot  be  secured. 

id. 


54.  The  subject-matter  of  the  patent, 
even  if  patentable,  was  not  new.    id, 

(5.)  Lock  wood — Shirt-eollar, 

55.  The  reissued  letters  patent.  No. 
1,828,  granted  to  William  E.  Lock- 
wood,  as  assignee,  November  29th, 

1864,  for  an  "  improvement  in  shirt- 
collars,**  the  original  patent.  No. 
11,376,  having  been  granted  to  Wal- 
ter Hunt,   as  inventor,  July   25th, 

,  1854,  the  claim  thereof  being,  "  As  a 
new  manufacture,  a  shirt-collar  com- 
posed of  paper  and  muslin,  or  its 
equivalent,  and  polished  or  burnished 
substantially  as  and  for  the  purpose 
described,"  are  not  invalid,  as  being 
for  an  invention  different  from  that 
described  in  the  original  patent. 
Umon  Paper  Collar  Co,  v.  Van 
Deusen,  109 

56.  Under  the  language  of  the  specifi- 
cation of  the  original  patent,  such 
claim  would  have  been  a  proper  claim 
in  such  patent.  It  is,  therefore,  a 
proper  and  valid  claim  in  the  reis- 
sue, id, 

(6.)  Zockufood'^ Collar. 

67.  The  reissued  letters  patent.  No. 
1,980,  granted  to  William  E.  Lock- 
wood,  as  inventor,  June  6th,  1865, 
for  "improvement  in  collars,"  the 
claim  thereof  being,  "  As  a  new  arti- 
cle of  manufacture,  an  embossed 
collar  or  cuff,  made  of  a  fabric  com- 
posed of  paper  and  muslin,  or  an 
equivalent  faoric,'*  and  reissued  let- 
ters patent,  No.  1,981,  granted  to 
said  Lockwood,  as  inventor,  June  6th, 

1865,  for  "improvements  In  collars,'* 
the  claim  thereof  being,  "  As  a  new 
article  of  manufacture,  on  ornament- 
al collar  or  cuff,  made  of  a  fabric 
composed  of  paper  and  musliu,  or  of 
an  equivalent  fabric,  ornamented  by 
printing  or  otherwise  marking  on 
the  surface  plain  or  colored  de- 
vices," the  original  patent,  No.  23,771, 
having  been  granted  to  said  Lock- 
wood,  April  26th,  1859,  are  both  of 
them  invalid.  Union  Paper  Collar 
Co.  V.  Van  Deuten,  109 

58.  No.  1,980  does  not  claim  any  ap- 
pliance or  machinery  for  embossii^ 
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or  anT  process  of  embossiDg,  bat 
only  the  result,  in  the  emboss^  arti- 
cle, as  a  new  article  of  manafactare ; 
and  is  merely  for  embossing  on  a 
sarface  which  imitates  starched  linen, 
the  starched  linen  collar,  with  its 
sarface  embossed,  haTine  existed  be- 
fore, the  invention  of  tne  imitatiTC 
surface,  or  of  a  means  of  producing 
it,  not  being  claimed,  and  the  fabric 
of  paper  and  mudin  being  old.      id. 

59.  There  was  no  patentable  novelty 
in  the  idea  of  embossing  the  imita 
tive  sarface.  id. 

60.  No.  1,981  does  not  claim  any  ma- 
chinery or  process  for  doins"  the 
printing,  but  only  the  result,  in  the 
printed  article,  as  a  new  article  of 
manufacture;  and  is  merely  for  print- 
ing plain  or  colored  devices  on  a  sar- 
face which  imitates  starched  linen, 
printing  having  been  done  before  on  a 
smooth,  white,  enamelled  surface,  the 
invention  of  an  imitative  surfiice,  or 
of  the  means  of  producing  it,  not 
being  claimed,  ana  the  fabric  to  be 
printed  upon  being  old.  id. 

61.  There  was  no  patentable  novelty  in 
the  idea  of  printing  on  the  imitative 
surface.  id. 

(7.)   Gray — Shirt-collar, 

62.  The  first  claim  of  the  reissued  let- 
ters patent  No.  1,646,  granted  to 
Solomon  S.  Gray;  as  inventor,  March 
29th,  1864,  for  an  "improvement  in 
shirt  collars,"  the  original  patent, 
No.  88,961,  having  been  granted  to 
him  June  2Sd,  1868,  namely,  ''The 
turning  over  of  a  paper,  or  of  a  paper 
and  CK)th,  collar,  by  a  defined  line, 
whether  pressed  into  the  material  by 
a  die  or  pointed  instrument,  or  by 
bendinff  it  over  the  edge  of  a  pattern 
or  block,  of  the  proper  curve  or  line, 
substantially  as  described,"  claims  a 
defined  line,  whether  straight  or 
curved,  made  bv  the  means  indicated, 
and  is  void,  &r  want  of  novelty. 
Union  Paper  VoUar  Co.  v.  Van  Deu- 
8€n,  109 

63.  The  second  claim  of  the  said  Gray 
reissue,  namely,  ''Turning  the  part 
B,  of  a  paper,  or  a  paper  and  cloth, 

.    collar,  over,  on  to  or  towards  the 


part  A,  in  a  carved  or  angular  line, 
instead  of  a  straight  line,  sabstan- 
tially  as  and  for  the  purpose  de- 
scribed/' embraces  the  third  daim, 
namely,  "  So  turning  over  the  part 
B,  on  to  or  towards  the  part  A,  in 
the  manner  above  described,  aa  that 
a  space  shall  be  left  between  the  two 
parts,  for  the  purpose  and  substan- 
tially in  the  manner,  herein  de- 
scribed," and  is  void  for  want  of  nov- 
elt^  as  is,  also,  the  third  claim,     id. 

(8.)  Woodbury — Paper  shirt-^lar. 

64.  The  reissued  letters  patent.  No. 
2,809,  granted  to  James  A.  Wood- 
bury, «s  assignee,  July  lOtb,  1866, 
for  an  "  improvement  in  paper  shirt- 
collars,'*  the  original  patent.  No. 
88,664,  having  been  granted  to  An- 
drew A.  Evans,  as  inventor.  May 
26th.  1868,  the  claim  thereof  being, 
"  A  collar  made  of  long  fibre  paper, 
substantially  such  as  is  above  de- 
scribed," are  void.       Vnion  Paper 

■    Collar  Co,  v.  Van  Deuun,  109 

66.  The  invention  claimed  is  not  the 
process  of  making  a  paper  possessing 
the  qualities  indicated,  but  the  mak- 
ing of  collars  out  of  such  a  paper,  id. 

66.  Whatever  invention  there  was  to 
be  made  in  the  premises,  was  an  in- 
vention of  the  paper  possessing  the 
described  properties ;  and  the  inyent- 
or  of  the  paper  is  he  who  invents 
the  process  of  producing  the  paper. 

id. 

67.  Evans  did  not  invent  such  process, 
and  was  not  entitled  to  a  patent  for 
the  paper,  or  for  the  collar  to  be 
made  from  it.  id.. 

(9.)   Woodbury — Paper  cuff. 

68.  The  first  claim  of  letters  patent  No. 
56,787,  granted  to  James  A.  Wood- 
bury, as  assignee  of  Andrew  A. 
Evans,  as  inventor,  July  81st,  1866, 
for  an  "  improvement  in  paper  cuffs 
or  wristbands,"  namely,  "  As  a  new 
article  of  manufacture,  a  Wristband 
or  cuff,  made  of  long  fibre  paper, 
substantially  such  as  is  above  de- 
scribed,*^' is  void,  for  the  same  rea- 
sons for  which  the  cUim  of  the  said 
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reiwae  No.  2,809  is  yoid.     Union  Pa- 
per Collar  Co.  v.  Van  Deusen,  ^    109 

69.  The  seoond  claim  of  the  said  patent 
No.  66,737,  namely,  "Making  said 
wristband  or  cuff  reversible,  sub- 
stantially as  and  for  the  purpose  de- 
scribed,'* was  new  and  patentable,  id. 

(10.)  Hwn/ord  Chemieal  Workd-^Pul- 
verulent  aeid, 

70.  Tbe  first  and  second  claims '  of  the 
reissued  letters  patent  granted  to  the 
Bumford  Chemical  Works,  June  9th, 
1868,  as  assignees  of  Eben  N.  Here- 
ford, as  inventor,  for  an  '"  improve- 
ment in  pulverulent  acid  for  use  in 
the  preparation  of  soda  powders,  fari- 
naceoas  food,  and  other  purposes,"  the 
original  patent  havingbeen  granted  to 
Horsford  April  22d,  1 866,  and  reissued 
to  the  plain tifib  May  7th,  1867,  and 
again  reissued  to  them  June  9tb,  1868, 
namely,  (1.)  "As  a  new  manufacture, 
the  above  described  pulverulent  phos- 
phoric acid ;**  (2.)  "The  manufacture 
of  the  above  described  pulverulent 
phosphoric  acid,  so  that  it  may  be  ap- 
plied in  the  manner  and  for  the  pur- 
poses described,"  are  void  for  want  of 
novelty,  regarding  the  second  claim 
as  one  to  the  described  process  of 
making  the  acid  claimed  in  the  first 
claim  as  a  new  manufacture.  Jiwn- 
ford  Chemical  Woxki  v.  Lauer,     122 

71.  Two  chemical  processes  held  to  be 

the  same,  although  the  proportions  of 

the  ingredients  used  in  the  two  were 

not  the  same.  id. 

i 

72.  The  products  of  the  two  processes 
held  to  be  the  same.  id. 

78.  The  9th  section  of  the  Act  of  March 
8d,  1887,  (6  U.  8.  Stat,  at  Large,  194,) 
is  designed  to  allow  a  patentee  to  re- 
cover on  one  claim  of  his  patent,  not- 
withstanding other  claims  in  it  are 
void  for  want  of  novelty,  but  it  re- 
quires that  the  parts  cLumed  with- 
out right,  and  the  parts  rightfully 
claimed,  shall  be  definitely  distin- 
guished from  each  other  in  the 
claims.  id, 

74.  The  third  claim  of  the  said  patent, 
namely,  (8.)  "The  mixing,  in  the 
preparation  of  farinaceous  food,  with 


floor,  of  a  powder  or  powders,  such 
as  describea,  consisting  of  ingredients 
of  which  phosphoric  acid,  or  acid 
phosphates,  and  alkaline  carbonates 
are  the  active  agents,  for  the  purpose 
of  liberating  carbonic  acid,  as  de- 
scribed, when  subjected  to  moisture 
or  heat,  or  both,"  is  a  claim  to  the 
mixing  of  the  acid  and  the  alkali 
with  the  flour,  in  a  dry  state,  and 
stopping  at  that  point,  without  apply- 
ing moisture  or  neat.  uL 

76.  Such  claim  is  void,  in  view  of  the 
letters  patent  granted  by  the  United 
SUtes,May  1st,  1849,  to  John  Fowler, 
which  describe  a  mixture  consisting 
of  flour,  and  dry,  powdered,  tartaric 
acid,  and  a  dry,  powdered,  alkaline 
carbKonate,  requiring  only  the  addition 
of  water  to  make  dougli.  id, 

76.  The  sabstitntion  of  phosphoric  acid, 
or  acid  phosphate,  in  the  mixture  re- 
ferred to  in  such  claim,  in  place  of 
the  acid  named  in  Fowler's  patent, 
was  a  mere  formal  and  colorable  al- 
teration of  Fowler*s  mixture,  and  not 
an  invention,  and  not  the  subject  of  a 
patent  id. 

77.  The  fourth  claim  of  the  said  patent, 
namely,  (4.^  "  The  use  of  phosphoric 
acid,  or  acid  phosphates,  when  em- 
ployed with  alkaline  carbonates,  as  a 
substitute  for  ferment  or  leaven,  in 
the  preparation  of  farinaceous  food," 
is  a  claim  to  the  actual  use  of  such 
add  and  alkali  in  making  raised 
dough,  and  is  valid.  id. 

78.  It  required  experiment  and  inven- 
tion to  find  out  whether  phosphoric 
acid  could  be  used  in  place  of  tar^ 
taric  acid  practically  ana  sucoesslul- 
ly,  and  with  safety  to  health.         id, 

79.  Proper  form  of  decree,  on  the  in- 
fringement of  the  fourth  claim,      id, 

80.  Motion  to  amend  a  bill  of  complaint, 
denied.  id. 

81.  Motion  to  open  proofs,  and  for  a  re- 
hearing, granted.  id, 

(11.)  Webb—RevertibUlateh. 

82.  The  claim  of  the  letters  patent 
granted  to  Rodolphos  L.  Webb,  De- 
cember 81st,  1867,  for    "improve- 
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menta  in  rerersible  locks  and  latches/' 
oamdv,  '*  The  combination  of  a  lock 
and  latch,  when  the  latch  bolt  and 
its  operative  mechanism  are  arran^^ 
in  a  case  or  frame  independent  of  the 
main  case,  and  constructed  so  that 
the  latch  bolt  may  be  reversed,  sub- 
-  stantiaily  as  described,  without  re- 
moving the  said  independent  case 
from  tne  main  case."  is  not  open  to 
the  objection  that  it  claims  merely 
the  combination  of  a  lock  and  latch, 
and  so  claims  merely  the  aggregation 
of  two  thin^  which  have  no  relation 
to  each  other,  in  performing  their 
separate  functions,  and  which  are  not 
patentable,  as  a  combination.  jRus- 
sell  db  Ervoin  Mfg.  Co.  v.  Malloty,   140 

88.  The  claim  does  not  claim,  as  an  in- 
vention, the  combination  of  a  lock 
with  a  latch,  but  claims  a  reversible 
latch,  constructed  as  described,  to  be 
used  in  connection  with,  and  enclosed 
by,  the  lock  case.  id. 

(12.)  Wheeler^ITarvester. 

84.  The  reissued  letters  patent,  Nos. 
876,  877,  and  879,  granted  to  Cyrenus 
Wheeler,  Jr.,  January  8d,  1860,  (the 
original  patent  having  been  granted 
to  him  December  5th,  1854.)  and  the 
reissued  letters  patent  No.  2,610, 
granted  to  said  Wheeler,  May  14th, 
1867,  as  a  reissue  of  reissue  ao.  876, 
granted  January  3d,  1860,  of  the 
same  original  patent,  and  the  reissued 
letters  patent,  Na  2,632,  granted  to 
said  Wheeler,  May  28th,  1867,  (the 
original  patent  having  been  gpranted 
to  him  February  6th,  1855,)  all  for 
"improvements  in  grain  and  grass 
harvesters,"  are  valid.  WheeUr  v. 
Clipper  Mower  db  Reaper  Co.,        181 

86.  Said  original  patent  of  1854  is  not 
open  to  the  objecUon,  that  the  ma- 
chine described  in  it  was  not  sus- 
ceptible of  reduction  to  practical 
use.  id. 

86.  The  question  of  the  infringement  of 
the  said  patents,  considered.  id. 

(18.)  OaUaJiii^— Shoe-pegging  machine. 

87.  The  claims  of  the  reissued  patent 
granted  to  Alpheus  C.  Gallahue,  July 


6th,  1869,  (the  original  patent  having 
been  granted  to  him  August  16th, 
1858,  and  extended,)  and  of  the  reis- 
sued patent  granted  to  said  Gallahue, 
June  22d,  1869,  (the  original  patent 
having  been  granted  to  htm  March 
29th,  1859,)  and  of  the  patent  granted 
to  said  Gallahue,  August  26th,  1862, 
all  for  "  improvements  in  machines 
for  pegging  shoes  "  considered.  Gal- 
lahve  V.  ButUrfi^  282 

(14.)  Piper — Preserving  fith. 

88.  The  claim  of  the  letters  patent 
granted  to  Enoch  Pi|)er,  March  19th, 
1861,  for  an  "  improvement  in  method 
of  preserving  fish,"  namelv,  "Pre- 
serving fish,  or  other  articles,  in  a 
close  chamber,  by  means  of  a  freezing 
mixture,  having  no  contact  with  the 
atmosphere  of  the  preserving  cham- 
ber, substantially  as  set  forth,"  is 
void,  for  want  of  novelty.  Piper  v. 
Moon,  264 

89.  Whenever  an  article,  already  frozen, 
is  preserved  in  a  frozen  state,  in  a 
close  chamber,  by  means  of  a  freezing 
mixture,  which  has  the  effect  to  keep 
the  frozen  article  in  such  frozen  state, 
while,  at  the  same  time,  such  mixture 
has  no  contact  with  the  atmosphere 
of  the  preserving  chamber,  the  claim 
of  the  patent  is  infringed.  id. 

(15.)  Smith — Locomotive-truck. 

90.  The  claim  of  the  letters  patent 
granted  to  Alba  F.  Smith,  February 
1 1th,  1862,  for  an  "  improvement  in 
trucks  for  locomotives,"  namely, "  The 
emplo3nnent,  in  a  locomotive  engine, 
of  a  truck  or  pilot  wheels,  fitted  with 
the  pendent  links,  o,  o,  to  allow  of 
lateral  motion  to  the  engine,  as  speci- 
fied, whereby  the  drivers  of  saia  en- 
gine are  allowed  to  remain  correctly 
on  the  track,  in  consequence  of  the 
lateral  motion  of  the  truck,  allowed 
for  by  said  pendent  links,  when  run- 
ning on  a  curve,  as  set  forth,"  is  a 
claim  for  the  use  in,  and  the  combina- 
tion with,  a  locomotive  engine,  (that 
is,  a  structure  having,  at  its  rear  end, 
not  a  swivelling  truck,  but  non-swiv- 
elling driving  wheels,  with  axles  rig- 
idly attached  to  the  body  of  the 
engine,)  of  a  swivelling  pilot  or  lead- 
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ing  track,  proyided  with  pendent 
linica,  to  allow  the  forward  part  of 
the  engine  to  moye  laterally  oyer  the 
track,  when  the  track  and  the  driy- 
ing  wheels  are  not  together  in  a 
straight  track,  whereby  the  forward 
part  of  the  engine  can  moye  onward 
in  a  line  tan^nt  to  a  curye,  while  the 
axles  of  the  ariying  wheels  are  paral- 
lel, or  nearly  so,  to  the  radial  hne  of 
the  curye,  and  the  axles  of  the  track 
wheels  also  become  parallel  to  the 
radial  line  of  the  curye,  because  the 
truck  is  made  to  swiyel  around  the 
king-bolt,  by  the  action  of  the  rails 
on  the  flanges  of  the  truck-wheels. 
Locomotive  Engine  Safety  Truck  Co. 
y.  Erie  Railway  Co.,  292 

91.  The  nature  of  the  inyention  coy- 
ered  by  such  claim,  explained.       id. 

92.  Such  claim  is  not  anticipated  by 
the  patent  granted  to  Brioges  and 
Dayenport,  May  4th,  1841,  for  an 
*'  improyement  in  railway-carriages," 
although  such  patent  shows  the  use, 
at  each  end  of  a  railway-car,  of  a 
swinging  bolster,  in  a  track  swiyel- 
llng  on  a  king-bolt,  the  body  of  the 
car  being  connected  to  the  track- 
frame  by  pendulous  links,  from  which 
such  body  is  hung,  whereby  a  lateral 
motion  of  the  track  is  permitted, 
independently  of  the  body  of  the 
car.  id, 

98.  Nor  is  such  claim  anticipsted  by 
the  patent  granted  to  Kipple  and 
Bullock,  December  20th,  1859,  for  an 
"improyement  in  car-trucks,"  al- 
though the  mode  of  operation  of  the 
Kipple  and  Bullock  track,  per  m,  in 
a  car  haying  a  like  track  at  the  other 
end,  is  the  same,  for  all  the  purposes 
of  the  track  itself,  that  it  is  in  a 
structure  which  has  driying  wheels  at 
the  other  end.  id. 

94.  Nor  is  such  claim  anticipated  by  the 
patent  granted  to  Leyi  Bissell,  An- 
^st  4th,  185Y,  for  an  "  improyement 
in  tracks  for  locomotiyes."  id. 

95.  The  arrangement  of  Bissell,  ex- 
plained, id. 

96.  The  combination  of  Smith  was  pat- 
entable, because  it  produces  a  new 
mode  of  operation,  and  new  results. 


in  the  structure  as  a  whole,  although 
the  truck  used  by  Smith  was  old,  and, 
as  respects  itself,  in  swiyelling  and  in 
haying  a  lateral  moyement,  operates 
in.  the  same  way  as  it  did  in  the  car 
which  had  two  of  such  trucks.        id, 

91.  The  fact  that  Smith's  patent  is 
granted  for  an  "  improyement  in 
tracks  for  locomotiyes,  and  that  the 
track  he  uses  was  old,  and  that  his 
inyention  is  really  an  improyement 
in  locomotiyes,  forms  no  oojection  to 
the  yalidity  of  the  patent.  id, 

98.  Under  a  bill  alleging  an  infringe- 
ment by  making  and  using  the  pat- 
ented inyention,  the  allegation  is  sus- 
tained by  proof  of  using  alone.      id, 

(16.)  Denemore — Orain-harveeter, 

99.  The  state  of  the  art,  prior  to  the 
date  of  the  alleged  inyention  of  Byron 
Densraore,  embraced  in  letters  patent 
granted  to  him  Febraary  10th,  1862, 
K>r  an  '*  improyement  m  grain-har- 
yesters,*  set  forth.  Ktrby  y.  Dodge 
ds  Steveneon  Mfg.  Co.,  807 

100.  In  that  patent,  Densmore  does  not 
claim  shifUng  the  position  of  the  axle 
of  the  main  wheel,  relatively  to  the 
height  of  the  cutter  frame,  nor  plac- 
ing the  main  wheel  in  one  frame  and 
the  cutter,  or  platform  and  cutter,  on 
another,  nor  hinging  the  cutter  frame 
and  the  wheel  frame  together,  so  as, 
by  the  action  on  the  hinge,  to  effect 
the  raising  or  lowering  of  the  cutter. 

id, 

101.  Such  omission  to  claim,  in  that 
patent,  anything  in  respect  to  using 
two  frames,  or  hinging  one  frame  to 
the  other,  is  eyidence,  when  the  noy- 
elty  of  the  device  is  in  dispute,  that 
Densmoje  was  aware  that  he  could 
not  claim  to  be  the  first  inventor  of 
anything  more  than  the  special  ar- 
rangement, or  relative  position,  of 
the  parts.  id, 

102.  The  question,  whether  the  first 
claim  of  the  reissued  patent  granted 
to  William  A.  Eirby  and  others,  Jan- 
uary 28th,  1862,  on  the  surrender  of 
the  said  patent  of  1852,  and  ex- 
tended, January  80th,  1866,  for  seven 
years  from   the   10th  of  Febraary, 
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1866,  namely,  "  Hangioff  the  driTing 
wheel  in  a  supplemental  frame,  or  its 
eqaivalent,  wnich  is  hinged,  at  one 
end,  to  the  main  frame,  while  its  op- 
posite end  may  be  adjusted  and  se- 
cured at  various  heights,  or  be  left 
free,  as  desired,  whereby  the  cutting 
apparatus  may  be  hela  at  any  de- 
8ix«d  height,  for  reaping,  or  be  left 
free  to  accommodate  itself  to  Uie  un- 
dulations of  the  ground,  for  mowing, 
substantially  as  described,"  can  he 
sustained,  if  construed  so  as  to  em- 
brace anything  except  the  special 
and  specific  arrangement  described 
and  snown  in  the  original  patent, 
with  its  specification,  drawings  and 
model,  is  not,  upon  the  facts  in  this 
case,  concluded  by  the  decision  in 
WhUeley  V.  Kirhy,  (11  Wallace,  6lS.) 

105.  If  such  claim  be  regarded  as  a 
broad  claim  to  hinging  the  frame  of 
the  cutters  to  the  wheel  frame,  and 
makinff  it  adjustable  by  changing 
the  relative  elevation  of  the  two 
frames,  it  is  not  new.  id, 

104.  If  Fuch  claim  be  regarded  as  claim- 
ing a  device  to  permit  the  cutters  to 
vibrate,  so  as  to  follow  the  undula- 
tions of  the  ground,  when  in  use,  it  is 
invalid,  for  the  reason  that  Densmore 
had  not  invented  any  such  device 
when  his  original  patent  of  1852  was 
granted.  id. 

106.  The  obtidning  of  such  reissue  was 
an  attempt  to  extend  the  original 
patent  over  a  feature  which  it  did 
not  embrace,  and  which  the  patentee 
bad  not  conceived  when  he  obtained 
that  patent  id. 

106.  The  defendant's  machine  held  not 
to  infringe  the  first  claim  of  said  re- 
issue, construed  as  claiming  the  spe- 
cific arrangement  of  two*  frames  in 
the  position  and  mode  of  operation 
described  in  the  specification.         id. 


(17.)  Decker — £iUiard4able  cuehion. 

107.  The  claim  of  the  reissued  letters 
patent  granted  to  Levi  DecW,  March 
9th,  1869,  for  an  "improvement  in 
cushions  for  billiard  tables,"  the 
original  patent  having  been  granted 


to  him  December  18th,  1866,  namely, 
"  The  catgut  or  other  cord,  £,  par- 
tially or  fully  imbedded,  w  otherwise 
attached,  at  the  angle,  a,  of  the  mb^ 
her  cushion,  G,  so  as  to  protect  said 
cushion  against  the  impact  of  the 
ball,  substantially  as  herein  shown 
and  described,  and  for  the  porpoaes 
set  forth,"  covers  the  pladng,  and 
firmly  securing,  alcmg  the  upper  edge 
or  corner  of  the  rnober  cushion,  a 
strong,  narrow  cord,  to  receive  tiie 
Impact  of  the  ball,  and  protect  the 
cushion  against  sudi  Impact,  by  rea- 
son of  its  being  placed  at  the  point 
r'nst  which,  and  agftinst  which 
e,  the  bsU  strikes,  the  stiff  cord 
receiving  such  impact,  in  subatao- 
tially  a  horiaontal  direction,  and  pre- 
venting the  cuahion  from  eiving  way 
under  such  impact,  and  &om  allow- 
ing the  ball  to  ride  over  it  and  leave 
the  table,  while,  at  the  same  time, 
there  is  little  friction  from  the  im- 
pact^ and  the  elastic  force  of  the  rub- 
ber acts  fully,  through  the  cord,  in- 
terposed between  it  and  the  ball,  to 
repel  the  ball,  in  substantially  a  hori- 
sontal  direction.    Decker  v.   Grote, 

881 

108.  Such  claim  is  infringed  by  imbed- 
ding the  cord  in  the  rubber  cushion 
at  the  upper  edge  of  it,  and  securing 
it  there  by  placing  it  therein  while 
the  rubber  is  plastic,  and  before  it  is 
vulcanized,  and  having  a  thin  portion 
of  the  rubber  interpoMd  between  the 
cord  and  the  outsiae  of  the  edge,  id, 

109.  Adding  a  device  to  give  tension  to 
a  wire  run  through  the  edge  of  the 
elastic  cushion,  or  using  a  new  mode 
of  introducing  such  wire,  by  a  perfo- 
ration near  &e  edge  of  the  rubber, 
does  not,  even  Uiough  such  devices 
may  be  patentable,  justify  the  use  of 
the  substance  of  the  plaintiff's  inven- 
tion, or  the  employment  of  an  equiv- 
alent for  the  plaintiff's  cord,  either 
in  respect  of  material  used,  or  in  re- 
spect of  the  manner  of  securing  the 
cord,  so  that  it  may  perform  its 
office.  id, 

110.  Such  claim  is  not  anticipated  by 
an  arrangement  in  which  a  stiff  piece 
of  elastic  material  was  put  along  the 
upper  foce  of  the  rubber,  so  as  to  be 
lifted  by  the  force  of  the  ball,  when 


INDEX. 


68T 


the  ban  imbedded  itself  in  the  rubber 
beneath,  and  to  act  as  a  spring,  to 
hog  the  ball  down  the  table,  and  pre- 
vent its  hopping  or  jumping.  id. 

(18.)  Cooh-^Cotton-baU  tie. 

111.  The  invention  described  in  the 
letters  patent  granted  to  Frederic 
Cook,  March  2d,  1858,  for  an  "  im- 
provement in  metallic  ties  for  cotton- 
bales,"  explained.    McComb  v.  Beards 

S60 

112.  The  third  claim  of  said  patent, 
namely,  "  The  herein  described  dot, 
cnt  through  one  bar  of  clasp,  which 
enables  the  end  of  the  tie  or  hoop  to 
be  slipped  sidewise  underneath  the 
bar  in  dasp,  so  as  to  effect  the  fasten- 
ing with  greater  rapidity  than  by 
passing  the  end  of  the  tie  throuffh 
endwise,"  defined.  \d 

118.  Snch  claim  is  infringed  by  the  tie 
described  in  letters  patent  Granted  to 
George  N.  Beard,  December  27th, 
1870,  for  an  *'  improvement  in  cotton- 
bale  ties.**  lU 

114.  Such  claim  is  tiew  and  valid,     id, 

(19.)  Eiekemfyer  HaJt-lihekiwj  Mnchint 
Co.'-~Stretchin^  hat-body  machine. 

116.  The  second  claim  of  the  reissued 
letters  patent  granted  to  the  Eicke- 
meyer  Hat-blocking  Machine  Com- 
pany, as  assignees  of  Rudolph  Eicke- 
meyer,  December  Ist,  1868,  for 
an  "improvement  in  machines  for 
stretching  hat-bodies,"  the  original 
patent  having  been  granted  to  said 
Eickemeyer,  as  inventor,  February 
28th,  1865,  namely,  "The  combina- 
tion and  arrangement  of  the  crown 
and  tip-supporting  ribs  with  the  up- 
per series  of  stretching  devices,  sub- 
stantially as  described,  operatine  to 
stretch  the  tip  and  side-crown  of  the 
hat-body  between  them,  substantially 
in  the  manner  hereiobefore  set  forth," 
and  the  third  claim  of  said  reissued 
letters  patent,  namely,  "The  com- 
bination and  arrangement  of  the 
brim-supporting  ribs  with  the  lower 
series  of  stretching  devices,  substan- 
tially as  descrili^d,  operating  to 
stretch  the  brim  of  the  bat-body  be- 


tween them,  substantially  in  the 
manner  set  forth,"  are  valid.  Eieke- 
meyer  HaMoclcing  Machine  Co,  v. 
Pearce,  408 

116.  The  question  of  the  infringement 
of  such  claims,  considered.  id, 

117.  The  defendants'  apparatus  was 
held  to  infringe,  because  it  embodied 
the  essential  features  of  said  claims, 
although  it  contained,  in  addition, 
some  features  of  construction  and 
operation  not  found  in  the  plaintiffs* 
patent,  and  improving  the  machine. 

id, 

118.  Former  devices  held  not  to  antici- 
pate said  claims,  because  not  com- 
bined in  an  organised  machine,     id, 

119.  Said  claims  do  not  cover  such  de- 
vices, when  not  combined  and  ar- 
ranged in  an  organized  machine,   id. 


(20.)  Bobertton—'IIand-ttamp. 

120.  The  reissued  letters  patent  granted 
to  Thomas  J.  W.  Robertson,  Decem- 
ber 12th,  1871,  for  an  "improvement 
in  hand-stamps,"  the  origrinal  patent 
having  been  granted  to  him  Septem- 
ber 22d,  1857,  and  extendea  for 
seven  years  from  September  22d, 
1 87 1 ,  are  valid.  JRoberUon  v.  Seeombe 
Mfg.  Co.,  481 

121.  The  introduction  of  a  comma  into 
the  specification  of  the  reissue,  in  a 
sentence  found  in  the  original  speci- 
fication, and  alleged  to  be  an  inter- 
polation, and  to  introduce  a  new 
idea,  hdd  to  be  accidental,  and  a 
clerical  error.  id, 

122.  A  paper  which  the  Commisaioner 
of  Patents  had  declared  to  form  no 
part  of  a  caveat,  because  it  had  been 
adjudged,  bv  a  commission  appointed 
by  him,  to  be  fraudulent,  and  to  have 
been  surreptitiously  introduced  into 
the  file  of  such  caveat,  held  to  form 
no  part  of  such  caveat  id, 

1 28.  The  reissued  letters  patent  granted 
to  Thomas  J.  W.  Robertson,  for  an 
"improvement  in  hand-stamps,"  in- 
volved in  the  suit  otRoberUon  v.  The 
Secombe  Manufaeturing  Co.,  {ante,  p» 
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481.)  again  anstalned.     Robertion  ▼. 
Garrett,  490 

124.  The  objecUona,  that  the  invention, 
aa  deicribed  in  the  specification,  will 
not  work,  and  that  the  defendants 
use,  in  addition  to  a  handle,  a  gfuide 
or  plunger,  considered,  and  over- 
ruled, id. 

126.  The  good  faith  of  the  defence, 
questioned.  id. 


(21.)  Blist — UoM-coupUng. 

126.  The  reissued  letters  patent,  grant- 
ed to  William  H.  Blisa,  December 
2l8t,  1869,  for  an  "  improTement  in 
hose-couplings,"  the  original  patent 
having  been  granted  to  William  H. 

'  Bliss  and  Robert  B.  Lawton,  Febru- 
ary 22d,  1869,  are  void,  because  the 
invention  claimed  therein  is  worth- 
less.    BliM  Y,  City  of  Brooklyn,    621 

127.  It  is  of  no  utility  without  the  ad- 
dition of  a  lug,  in  combination.      id. 

128.  The  addition  of  the  lug  is  not 
merely  an  improvement.  id. 


PLEADING. 

1.  The  proper  plea  to  a  count  on  a 
breach  of  promise  of  marriage,  is  non 
assumpsit,  and  not  not  guilty ;  and  a 
plea  of  not  guilty  will  be  stricken  out, 
on  special  demurrer,  as  bad.  Wil- 
kifuon  V.  Pomeroy,  624 

2.  A  writ  which  requires  the  defendant 
to  answer  to  the  plaintiff  in  a  plea  of 
trespass,  and,  also,  to  a  certain  bill 
of  the  plaintiff  against  the  defendant, 
for  dam'affes,  in  a  sum  named,  for  de- 
ceit and  breach  of  promise  of  mar- 
riage, sets  forth,  in  the  action  for  de- 
ceit, an  action  in  trespass  on  the 
case,   and  the  rest  of  the  ac  etiam 
clause  may  be  regarded  as  ezplana- 1 
tory  of  the  subject-matter  to  which  \ 
the  deceit  was  applied,  or  may  be  re-  > 
jected  as  surplusage ;  and,  therefore, ' 
the  writ  is  not  incongruous.  id. ' 

8.  A  variance  between  the  writ  and 
the  declaration  cannot  be  taken  ad- 
vantage of  by  a  demurrer.  id. 


A  count  in  assumpsit,  for  a  breach 
of  promise  of  marriage,  and  a  coont 
in  tort,  to  recover  damaees  for  de- 
ceit, cannot  be  joined,  ana  Uie  defect 
can  be  reached  by  demurrer.         id. 

An  objection,  that  a  declaration 
shows  that  the  cause  of  action  is 
barred  by  the  statute  of  limitations, 
cannot  be  taken  by  demurrer.         id. 

See  CoLLiBiox,'6. 
Equixy,  3,  4. 

TOWAOK,  6. 


PRACTICE. 

The  effect  of  the  5th  section  of  the 
Act  of  June  Ist,  1872,  (17  U.  8.  StaL 
at  Large,  197,)  which  provides,  that 
the  practice,  pleadings,  and  fonns 
and  modes  of  proceeding,  in  other 
than  equitv  and  admiralty  causes,  in 
the  Circuit  and  District  Courts  of 
the  United  States,  shall  conform,  aa 
near  as  may  be,  to  the  practice, 
pleadings,  and  forms  and  mode  of 
proceemng,  existing  at  the  time,  in 
like  causes,  in  the  Courts  of  record 
of  the  State  within  which  such  Cir- 
cuit or  District  Courts  are  held,  is 
not  to  authorize  the  conunencement 
of  an  action  at  law  in  the  Circuit 
Court  by  a  summons  issued  in  the 
name  of  the  plaintiff's  attorney,  ac- 
cording to  the  mode  of  commencing 
actions  in  the  Courts  of  the  State  (n 
New  York.  Martin  y.  Criteuola,  211 


When  a  suit  in  equity  has  been  once 
heard,  on  issue  joined,  and  is  opened 
for  a  further  hearing,  on  an  amended 
answer,  only  as  a  matter  of  favor,  it 
is  too  late  to  move  for  security  for 
costs  on  the  ground  of  the  non-resi- 
dence of  the  plaintiff,  that  having  ap- 
peared on  the  face  of  the  original 
bill    Bliss  y.  City  of  Brooklyn,   217 

See  Abatevevt. 
Admiraltt. 
Bankruftct,  24  to  30. 

CoRPOKATIOy,  4. 

Equttt,  1,  6  to  7. 
Evidence. 
Jurisdiction. 
Patent,  79  to  81. 
Removal  or  Causesl 
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RAILROAD. 


See  doRPOBATION,  2,  6. 


REBELLION. 


See  Remoyal  or  Causes. 


REMOVAL  OF  CAUSES. 

1.  A  suit  brought  in  a  State  Court  hav- 
ing been  removed  into  this  Court,  un- 
der S  6  of  the  Act  of  March  8d,  1863, 
(12  U,  S,  Stat,  at  Large,  766,)  as 
having  been  brought  for  an  arrest  of 
the  plaintiff,  made  by  the  defendant, 
durinff  the  late  rebellion,  by  author- 
ity 01  the  President,  the  plaintiff 
moved  to  remand  the  cause  to  the 
State  Court,  on  the  ground  that  the 
jorisdicfllon  of  this  Court  over  it  had 
been  taken  away  by  the  Act  of 
March  2d,  1867,  (U  Id.,  432 ;)  Held, 
that  the  motion  must  be  denied. 
Lamar  v.  Dana,  84 

2.  Notwithstanding  the  latter  Act,  the 
parties  respectively  can  raise  any 
questions  in  this  Court,  after  removal 
here,  which  thev  could  raise  if  the 
cause  had  been  nere  commenced,  or 
which  they  could  raise  in  the  State 
Court,  if  Uie  cause  were  remanded. 

id. 

8.  If  it  be  insisted  that  the  said  Act  of 
March  2d,  1867,  leffaliziog  acts  done 
by  authority  of  the  President,  and 
forbidding  all  Courts,  State  or  Fed- 
eral, to  take  jurisdiction  thereof,  be 
invalid,  as  unconstitutional,  such  in- 
validity can  be  urged  in  the  Federal 
Court,  with  the  same  effect  as  in  the 
State  Courts,  and  on  like  grounds,  id. 

4.  An  Act  of  Congress,  relied  upon  as 
a  defence,  ought  not  to  be  declared 
unoonstitQtional,  on  such  a  motion, 
but  such  defence  should  be  met  in 
the  ordinary  mode,  on  trial,  demnr- 
rer,  or  otherwise,  in  which  a  ruling 
upon  the  question  may  appear  on  the 
record,  and,  if  need  be,  may  be  re- 
viewed in  the  Court  of  last  resort,  id. 


s. 

SALE. 

1.  Where  a  vendee  purchases  goods  by 
means  of  such  fraudulent  representa- 
tions as  entitle  the  vendor  to  disaffirm 
the  sale  and  reclaim  the  goods  as  his 
own  property,  and  the  vendor,  after 
discovenng  the  fraud,  voluntarily 
brings  an  action  on  the  contract  of 
sale  and  purchase,  to  recover  the 
price,  that  is,  as  matter  of  law,  an 
affirmance  of  the  sale,  and  the  vendor 
cannot  thereafter  set  up  title,  and 
claim  the  goods,  oh  the  ground  of  the 
original  fraud.    JHbbUe  v.  Sheldon, 

178 

SALVAGE. 

1.  A  vessel,  having  been  in  collision 
and  injured,  was  abandoned  by  her 
master  and  crew,  as  sinking,  about 
twenty  miles  to  the  eastward  of 
Sandy  Hook,  ^he  was  afterwards 
discovered  by  another  vessel,  and 
brought  safely  into  New  York,  with 
her  cargo.  The  value  of  the  saved 
vessel  and  her  freight  and  cargo  was 
$34,689  06.  The  District  Court  al- 
lowed |6,000,  as  salvage,  which  in- 
cluded |600  paid  by  the  salvors  to  a 
tug,  for  towine  the  saved  vessel: 
Held,  that,  on  all  the  evidence,  the  al- 
lowance was  not  excessive.  The 
Anna,  466 

2.  The  discretion  of  the  District  Court, 
in  fixing  the  amount  of  salvage,  is  not 
to  be  overruled,  when  no  principle  of 
law  has  been  violated,  unless  the 
error  is  very  clear.  id. 


SEVEN-THIRTY  NOTE. 
See  Common  Carrier,  4  to  9. 


SHERIFF. 
See  Bankeuptct,  40,  41. 


SHIPPING. 

1.  Section  62  of  the  Act  of  June  7th, 
1872,  (17  ir.  8.  Stat,  at  Large,  276,) 


690 


IND£X 


making  it  an  indictable  offence  to  go 
on  board  of  a  ship  abont  to  arrive  at 
tbe  place  of  her  deeti nation,  before 
her  actual  arriyal,  and  before  she  has 
been  completely  moored,  without  per- 
mission of  tbe  master,  is  a  valid 
enactment.  United  States  y.  Ander- 
son, 826 

2.  The  offence  is  indictable,  nnder  sec- 
tion 62,  and  is  punishable,  on  con- 
yiction,  by  the  imposition  of  a  pen- 
alty not  exceeding  $200,  and  impris- 
onment until  the  payment  thereof, 
not  exceeding  six  months.  id 

8.  It  is  not  necessary  for  the  United 
Stotes,  in  such  a  prosecution,  to 
prove  that  the  prisoner  was  not  in 
the  United  Stetes'  service,  or  was 
not  duly  authorized  by  law  to  go  on 
board  of  the  vessel.  id, 

4.  A  runner  for  a  licensed  keeper  of  a 
sailors'  boardinf^-house  is  not  exempt 
from  the  prohibition  of  section  62. 

id 

5.  Climbing  on  the  rail  of  the  vessel, 
from  a  boat,  in  the  act  of  entering  on 
the  vessel,  witliout  permission,  is 
within  the  prohibition.  id. 

6.  Proof  that  the  master  was  not  on 
board,  and  that  the  mate  in  command 

fave  no  permission,  and  caused  the 
efendant  to  be  arrested  on  the  spot, 
is  sufficient  to  support  a  conviction, 
in  the  absence  of  evidence  showing  a 
permission  by  the  master.  id 

1.  When  the  offence  can  be  committed 
by  boarding  an  inward  bound  vessel, 
laden  with  cargo,  at  anchor,  consid- 
ered, id. 

S,  .The  section  is  intended  to  protect 
foreign  vessels,  as  well  as  vessels  of 
the  United  Stetes.  id. 

See  AmaBALTT. 
Collision. 
Towage. 


STATUTE. 
See  iNTEsyAL  Revskxtk,  10. 


STATUTES  CITED. 

Unitid  Stathl 

1789,  September  24th,  Judiciary,    164, 

618,  520 
798,  March  2d,  Judiciary,  618,  620 
818,  April  8d,  Jurisdiction,  806 

886,  July  4th,  Patent,  164 

887,  March  8d,  Patent,  122,  185 
889,  March  8d,  Patent,-  158 
840,  July  20th,  Jurors,  21,  22,  28 
846,  February  26th,  Protest,  246 
868,  May  4th.  Suite,                298,  807 

861,  March  2d,  Tariff,  231 

862.  July  14th,  Tariff,  229,  230 
868,  March  8d,  Removal  of  Causes, 

84,86 
864,  April  29thyi  Rules  of  Navigation, 
444,  446,  468,  476,  477,  638 
864,  June  80th,  Internal  Revenue,  248, 

244;  246,  247 
864,  June  80th.  Tariff,  681 

866,  March  8d,  Internal  Revenue,  243, 

244,247 
866,  March  8d,  Seven-thirt^otes, 

280,  284,  290 

866,  July  18th,  Internal  Revenue,  248, 

246 

867,  March  2d,  Bankruptey,  876 
867,  March  2d,  Customs,                 221 

867,  March  2d,  The  Rebellion,  84,  86 

868,  July  20th,  Internal  Revenue,  428, 

429 
870,  July  8th,  Patent,  97,  99 

870,  July  ath,  Trade-mark,      86,  100, 

101 
870,  July  14th,  Tariff,  630,  581,  632 
872,  June  lat.  Practice,  21 1 

872,  June  7th,  Shipping,         226,  227 


New  Yoek. 
1866,   March  21st,  Sailors'  boardings 
houses,  228 

2  R.  S.,  724,  §§  27,  28,  Jurors,    21,  22 


STEAMBOAT. 
See  CoLLisioK,  1  to  4. 

STOCKHOLDER. 
See  CoEPOBAnoN,  2. 

SUIT. 
See  CoBPOEAnoir,  4. 
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SURETY. 
See  Adotbaltt,  2. 


T. 

TAX. 

See  Internal  Revenub,  7,  8. 

TOWAGE. 

1.  Want  of  authority,  in  a  discharged 
master  of  a  vessel,  to  contract  for 
her  towa(2^e,  coDsidered.  The  James 
A.  Wright,  160 

12.  Notice  to  the  towiog  yessel,  of  sach 
want  of  authority,  considered.        id, 

8.  Want  of  authority  to  contract,  on  be- 
half of  the  towed  vessel,  that  the 
risks  of  the  towage  should  not  be 
borne  by  the  towing  vessel,  con- 
sidered, id 

4.  Negligence  in  towing  a  vessel  into 
a  field  of  ice,  and  then  leaving  her 
to  become  a  total  loss,  conaluered. 

id. 

JS,  A  total  loss  held  to  have  been  estab- 
lished by  proof;  but,  the  fact  that 
the  answer  did  not  deny  the  allega- 
tion, in  the  libel,  of  a  total  loss,  and 
substantially  admitted  one,  would 
supply  the  place  of  absent  proof,   id. 

^.  The  Commissioner's  report  as  to  the 
value  of  the  lost  vessel  not  disturbed, 
where  there  was  conflicting  evi- 
dence, id. 


TRADE-MARE. 

1.  Section  77  of  the  Act  of  July  8th, 
1870,  (16  U,  S.  Stat,  at  Large,  210,) 
provides,  as  a  requirement  for  ob- 
taining a  trade-mark,  the  filing,  in 
the  Patent  Office,  of  a  declaration, 
under  oath,  as  to  the  right  to  the 
trade-mark.  A  certificate  by  the 
Commissioner  of  Patents,  of  the  de- 
posit, for  registration,  of  a  trade- 
mark, of  which  a  copy  is  given,  and 
of  the  filing  of  a  statement,  of  which 
a  copy  is  annexed  to  the  certificate, 


(but  which  statement  does  not  con- 
tain any  sach  declaration,)  and  that 
the  party  depositing  the  trade-mark 
has  otherwise  complied  with  the 
Act,  and  that  the  trade-mark  has 
been  registered  and  recorded,  and 
will  remain  in  force  for  a  period 
named  in  the  certificate,  is  not  evi- 
dence of  the  filing  of  such  declara- 
tion.   Smith  V.  luynolds,  85 

2.  The  firm  of  J.  A  Co.,  in  registering 
a  trade-mark  for  paints  in  the  Patent 
Office,  under  sections  77,  Ac,  of  the 
Act  of  July  8th,  1870,  (16  IT.  8.  Slat, 
at  Large,  210,)recorded,  as  the  names 
of  the  parties  desiring  the  protection 
of  the  trade-mark,  and  their  residen- 
ces and  places  of  business,  "J.  A 
Co.,  of  No.  276  Pearl  Street,  in  the 
city  of  New  York,  county  and  State 
of  New  York,  and  engaged  in  the 
manufacture  and  sale  oi  paints  at 
said  New  York,"  and  notning  fur- 
ther :  Held,  that  it  was  not  necessary 
to  record  the  name  of  each  of  the  in- 
dividual partners  of  the  firm,  and  his 
place  of  residence,  and  that  the  resi- 
dence and  place  of  business  of  the 
firm,  as  the  party  desiring  the  pro- 
tection, were  sufficiently'  stated. 
Smith  V.  ReynoUU,  100 

3.  The  Act  requiring  that  **  the  class  of 
merchandise,  and  the  particular  de- 
scription of  goods  comprised  in  such 
class,  by  which  the  trade-mark  has 
been  or  is  intended  to  be  appropria- 
ted," shall  be  recorded,  it  is  sufficient, 
where  a  trade-mark  is  claimed  for 
paints  generally,  merely  to  specify 
paints  as  the  class  of  merchandise, 
without  specifying  any  description  of 
paints.  id. 

4.  The  illustration  of  a  crown,  applied 
as  a  brand,  by  stencil  plate  or  die,  to 
vessels  contaming  paints,  or  printed 
on  labels  or  wrappers  applied  to 
such  vessels,  or  on  notices  advertis- 
ing such  paints,  may  be  a  lawful 
trade-mark,  under  said  Act,  because, 
when  used  in  connection  with  paints, 
it  may  designate,  by  association  in 
the  minds  of  purchasers  of  and  deal- 
ers in  paints,  the  origin  or  owner- 
ship of  sach  paints,  as  being  in  a 
particular  manufacturer.  '   id, 

5.  The  illustration  of  a  crown  being 
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claimed  by  J.  A  Co.,  m  a  trade-mark 
for  paints  generally,  under  said  Act, 
and  it  being  alleged  that  R.  had  in- 
fringed such  right,  and  it  appearing 
that  a  brand  of  a  crown  had  been 
used  by  B.,  for  white  lead  alone,  of 
a  particular  quality  and  description, 
made  by  him  continuously,  from  a 
period  prior  to  the  use,  and  to  the 
registration,  of  such  brand  as  a  trade- 
mark by  J.  A  Co.,  and  until  R.  pur- 
chased nrom  B.  his  paints,  materials 
and  labels,  and  the  right  to  use  them, 
including  the  labels  embodying  the 
device  o?  a  crown,  and  that  R.,  from 
the  time  of  his  purchase,  which  was 
prior  to  such  registration,  had  con- 
tinuously used  the  device  of  a  crown 
on  some  descHption  of  paints :  Beld, 
that,  at  the  time  of  registering  the 
trade-mark,  J.  A  Co.  had  no  right  to 
the  use  of  it  for  paints  generally,  be- 
cause R.  then  had  a  ri^ht  to  use  it 
for  the  class  of  paints  for  which  B., 
as  well  as  R.,  had  previoufily  used 
it.  id. 

6.  A  registration  under  the  Act  must 
stand  or  fall,  as  a  whole,  for  that  to 
which  the  registration  declares  it  is 
intended  to  appropriate  it,  there 
being  no  provision  for  maintaining  a 
suit  on  it,  where  the  grant  is  valid  as 
to  a  part,  but  not  as  to  the  whole,  id. 


VARIANCE. 
See  Pleading,  2,  8. 

VESSEL. 

See  Admiraltt. 
Collision. 


See  halt. 
Salvage. 
Towage. 

w. 

WITN  ESS 

See  pRAcncE,  1. 

WRIT. 


See  Pleading,  2, 8. 


WRIT  OF  ERROR. 

1.  Afber  the  condemnation  of  property, 
in  the  District  Court,  as  forfeited  to 
the  United  States,  for  a  violation  of 
the  customs  laws,  W.  and  £.  each 
claimed  a  share  as  informer.    The 
Court  adjudged  that  neither  was  in- 
former, but  awarded  a  share  to  W., 
as  seizing  officer,  under  §  1  of  the 
Act  of  March  2d,  1867,  (14  Ui  & 
Stat,  at  Larae,  546.)    £.   then  sued 
out  a  writ  of  error  from  this  Court: 
Held,  that,  on  such  writ,  the  decision 
of  the  District  Court  that,  as  matter 
of  fact,  E.  was  not  entitled  to  a  E^are 
as  informer,  could  not  be  reviewed. 
UnUed  Statee  v.  Brilliantt,  221 

2.  It  was  not  an  error  in  law  for  the 
District  Court  to  so  decide,  although 
the  Commissioner  who,  by  order  of 
that  Court,  took  the  proofs,  reported 
them  with  his  opinion  in  favor  of 
E.     .  id. 

8.  A  writ  of  error  to  the  District  Court 
brings  to  the  consideration  of  this 
Court  questions  of  law  only.  id. 
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